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PATENT    CAUSES 


DECIDED 


— IN    THE — 


Circuit    Courts  of   the    United    States. 


The  American  Middlings  Purifier  Company 

VS, 

Daniel  S.  Vail  et  al.     In  Equity.* 

After  a  motion  for  a  preliminary  injunction  in  a  suit  in  equity  for  the  in- 
fringement of  letters  patent  had  been  heard,  and  before  it  was  decided, 
the  defendants  filed  a  paper  withdrawing  their  opposition  to  the  motion. 
Thereupon  the  court  granted  the  injunction  and  refused  to  make  any 
other  decision  on  the  motion,  although  the  plaintiff  insisted  that  the 
motion  should  be  decided  on  the  merits,  with  a  view  to  other  cases. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  October,  1878.) 

Blatchford,  J. 

The  motion  for  a  preliminary  injunction  in  this  case  was 
made  in  the  regular  way  between  the  contesting  partie^^,  and 
was  resisted  with  all  the  ability,  research,  and  investigation 
that  could  well  be  brought  to  the  defence  of  any  action  or  pro- 
ceeding. The  matter  ran  along  for  a  considerable  number  of 
days,  broken  by  other  engagements  of  the  Judge,  and  finally, 
I  think,  it  was  finished  when  I  was  sitting  here  on  the  23d 
day  of  July  last,  either  that  day  or  the  next.     The  papers, 

*  15  Blatchf.  C.  C.  R.,  315. 
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however,  were  not  in  readiness  for  the  court  to  take  up  the 
case  for  decision  until  a  subsequent  day,  because  my  recollec- 
tion is,  that,  after  I  left  the  city,  I  received  a  printed  paper 
containing  points  or  suggestions  on  the  part  of  Mr.  Harding  ; 
and  I  think  I  also  received  a  similar  paper  from  the  other  side. 
At  all  events,  it  was  some  time  in  the  month  of  August  be- 
fore the  papers  were  in  a  condition  in  which  a  Judge  could 
take  them  up  for  decision,  in  justice  or  good  faith  to  the 
counsel  who  submitted  them.  The  decision  in  the  case  was 
not  delayed  for  any  reason  connected  with  anything  in  the 
case  itself,  but  it  was  delayed  because  earlier  cases  had  pre- 
cedence. Up  to  this  time,  this  case  has  not  been  reached  by 
me  in  the  regular  order  of  decision. 

This  case  is  now  in  this  position.  The  counsel  for  the  de- 
fendants comes  into  court  and  files  a  paper,  in  which  he  sets 
forth  that  the  defendants  have  become  bankrupt,  that  they 
have  ceased  running  their  mill,  and  that,  through  their  coun- 
sel, they  withdraw  their  opposition  to  the  motion.  That 
paper  was  handed  to  me,  and  I  put  lit  upon  the  files  of  the 
court,  with  a  memorandum  on  the  back  of  it,  that  the  plain- 
tiffs might  have  an  order  reciting  the  contents  of  this  paper, 
and  stating  that  the  motion,  for  that  reason,  is  granted  ; 
that  is,  the  plaintiffs  could  have  such  an  order,  if  they 
pleased.  If  they  do  not  wish  to  take  such  an  order,  they 
need  not  do  so.  There  is  no  actual  contest  between  the  parties 
to  the  niotion  ;  and,  according  to  well  settled  principles,  laid 
down  by  the  Supreme  Court  of  the  United  States  in  many 
cases,  this  court  cannot  proceed  to  a  decision  of  a  motion  on 
the  merits.  As  has  been  said  by  Judges  of  the  Supreme  Court 
in  similar  cases,  the  court  must  have  a  real  contest  before  it. 
It  cannot  be  employed  as  a  moot  court.  The  principles  that 
underlie  that  doctrine  are,  in  the  first  place,  that  it  is  mani- 
festly not  proper  for  courts  to  be  employed  for  that  purpose  ; 
and,  in  the  second  place,  that  the  judicial  mind  cannot  be  in 
a  proper  state  for  deciding  a  case  in  which  there  is  no  real 
contest  between  the  parties  to  it.  These  principles  are  well 
settled,  and  are  applicable  to  a  case  of  this  kind.  The  very 
fact  alleged  on  the  part  of  the  plaintiffs,  that  this  decision  is 
sought  in  order  to  effect  other  cases,  is  the  very  reason  laid 
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down  by  the  Supreme  Court  why  no  such  decision  should  be 
made.  It  is  definitely  laid  down  by  that  court,  that,  when 
there  is  no  real  contest  between  the  parties  to  a  suit,  and  a 
decision  will  afifect  third  parties,  the  case  will  not  be  decided 
by  the  court.  I  will  refer  to  a  case  in  which  that  question  is 
discussed  by  the  Supreme  Court.  It  is  the  case  of  Lord  v.  Veazi^^ 
8  How.,  251.  That  case  had  elements  in  it  which  are  not  in 
this  case,  but  the  same  fact  existed,  that  there  was  no  real  dis- 
pute  between  the  parties.  Chief  Justice  Taney,  in  delivering 
the  opinion  of  the  court  in  that  case,  says,  that  the  court  is  sat- 
isfied that  there  is  no  real  dispute  between  the  plaintiff  and 
defendant,  and  that  it  is  a  case  where  their  interests  are  not 
adverse,  but  that  they  have  arrived  at  a  point  iA  the  contro- 
versy where  there  is  no  real  dispute  between  them.  The 
court  says  :  **  In  these  proceedings  the  plaintiff  and  defendant 
are  attempting  to  procure  the  opinion  of  this  court  upon  a 
question  of  law,  in  the  decision  of  which  they  have  a  com- 
mon interest  opposed  to  that  of  other  persons,  who  are  not 
parties  to  this  suit.*'  It  was  an  important  case,  and  there 
was  a  large  amount  of  property  involved.  The  court  goes 
on  to  say,  that  *'  an  amicable  action,  in  the  sense  in  which 
these  words  are  used  in  courts  of  justice,  presupposes  that 
there  is  a  real  dispute  between  the  parties  concerning  some 
matter  of  right.  And  in  a  case  of  that  kind  it  sometimes  hap- 
pens, that,  for  the  purpose  of  obtaining  a  decision  of  the  con- 
troversy, without  incurring  needless  expense  and  trouble,  they 
agree  to  conduct  the  suit  in  an  amicable  manner,  that  is  to 
say,  that  they  will  not  embarrass  each  other"  unnecessarily. 
**  But  there  must  be  an  actual  controversy,  and  adverse  in- 
terests.'* And  then  the  court  says  :  **  A  judgment  entered 
under  such  circumstances,  and  for  such  purposes,  is  a  mere 
form." 

There  is  a  case  in  i  Blaclc,  419,  the  case  of  Cleveland"^,  Cham- 
berlain ^  in  which  the  court  cites  the  case  of  Lord  v.  Veazie. 
Mr.  Justice  Grier  delivered  the  opinion  of  the  court,  and  he 
puts  his  decision  upon  the  very  ground  that  is  urged  here  by 
the  plaintiffs  as  a  reason  why  the  court  should  decide  this 
motion,  to  wit.  that  the  decision  will  affect  third  parties.  He 
states  that  as  the  very  ground  why  the  court  should  not 
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decide  the  case.  He  says,  that  the  controversy  is  carried 
on  *'  for  the  evident  purpose  of  obtaining  a  decision  injurious 
to  the  rights  and  interests  of  third  parties.  There  is  no 
material  difference  between  this  case  and  that  of  Lord 
V.  Veazie^  8  How.,  254,  when  the  whole  proceeding  was 
justly  rebuked  by  the  court  as  *  in  contempt  of  the  court 
and  highly  reprehensible.*  *  *  *  It  is  plain  that  this 
is  no  adversary  proceeding,  no  controversy  between  the 
appellant  and  the  nominal  appellee."  And  then  the  court 
quotes  from  the  case  in  8  Howard.  The  order  of  the  court  in 
the  case  is  very  significant.  It  is  as  follows  :  **  This  case 
came  on  to  be  argued  on  the  transcript  of  the  record  from  the 
Circuit  Court  of  the  United  States  for  the  District  of  Wis- 
consin ;  and  it  appearing  to  the  court  here,  from  affidavits 
and  other  evidence  filed  in  this  case  in  behalf  of  persons  not 
parties  to  this  suit,  that  this  appeal  is  not  conducted  by 
parlies  having  adverse  interests,  but  for  the  purpose  of 
obtaining  a  decision  of  this  court,  to  affect  the  interests  of  per- 
sons not  parties — it  is  therefore  now  here  ordered  and 
adjudged  by  this  court,  that  the  appeal  in  this  case  be  and 
the  same  is  hereby  dismissed  ;*'  thus  placing  the  dismissal 
upon  the  very  ground  that  is  urged  here  as  a  ground  for 
deciding  this  motion  on  its  merits. 

If  any  authority  were  needed  in  support  of  the  proposition 
that  these  defendants  have  a  right  to  come  into  court  at  this 
time,  and  consent  to  this  injunction,  it  is  found  in  the  case 
of  Latham" s  and  Deming's  Appeal^^  9  Wall.,  145,  where  a  party 
came  into  court  with  a  stipulation  asking  to  dismiss  his  own 
appeal.  It  was  one  of  the  legal  tender  cases.  The  court  had 
fixed  a  day  for  the  hearing,  and  everything  was  in  readiness. 
The  attorney-general  of  the  United  States  objected  to  the 
court  receiving  this  dismissal  by  the  party  of  his  own  appeal, 
and  said  that  it  was  a  surprise  to  him,  and  that  he  desired  to 
argue  the  case.  But  the  court  said  that  the  appellants  had 
the  right  to  dismiss  their  appeal.  Upon  precisely  the  same 
principle,  these  defendants  have  the  absolute  right  to  consent 
to  this  injunction.  So  far  as  the  motion  for  an  injunction 
is  concerned,  they  have  put  an  end  to  the  suit,  and  this  has 
become  a  case  in  which  there  is  no  contest  between  the  par- 
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ties  to  the  motion.  Consequently,  it  would  be  contrary  to  all 
precedent  for  this  court  to  decide  the  merits  of  the  motion. 
The  plaintiffs  are  at  liberty  to  take  an  order  for  an  injunc- 
tion, but  the  court,  of  course,  will  not  force  it  upon  them. 
They  may  take  it  or  not,  as  they  please. 

In  this  case,  in  its  present  posture,  the  decision  of  the  court 
is,  that,  because  the  defendants  have  witdrawn  their  opposi- 
tion to  the  motion  for  an  injunction,  an  injunction  is  granted 
for  the  reasons  stated  in  the  withdrawal  paper  which  has 
been  filed,  and  the  court  declines  to  make  any  other  decision 
upon  the  motion. 

Charles  F.  Blake  and  Rodney  Masofiy  for  the  complainants. 

George  Hoarding,  for  the  defendants. 


George  K.  Snow 

vs. 

Varnum  N.  Taylor.     In  Equity. 

Letters  patent  No.  132,547,  granted  to  George  K.  Snow,  October  29th,  1872, 
for  a  method  of  cutting  collars  from  sheets  of  paper,  etc.,  the  claim  of 
which  Is  for :  "  The  method  of  cutting  two  or  more  series  of  collars,  side 
by  side,  from  a  strip  of  paper,  or  other  suitable  material,  in  such  a  manner 
that  the  wide  parts  of  the  collar  of  one  series  shall  come  opposite  to  the 
narrow  parts  of  the  adjoining  series,  substantially  as  described  '';  h^ld^ 
in  view  of  the  state  of  the  art,  not  to  describe  a  patentable  invention. 

(Before  Clifford  and  Lowell,  JJ.,  District  of  Massachusetts,  October, 
1878.) 

Lowell,  J. 

This  suit  was  brought  for  the  infringement  of  two  patents  ; 
but  as  to  one  of  them  no  evidence  was  taken,  and  it  is  not  now 
under  consideration.  Patent  No.  132,547,  which  is  the  one 
in   controversy,  was  issued    to  the  complainant  in  October, 
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T872.  It  States  the  saving  of  material  which  is  obtained  by 
cutting  out  collars  in  such  a  way  as  to  bring  the  wide  parts  of 
one  series  opposite  the  narrow  parts  of  the  adjoining  series, 
and  gives  several  illustrative  figures  or  patterns  of  collars  cut 
in  this  mode  from  a  strip  of  paper.  The  claim  is  for  :  **  The 
method  of  cutting  two  or  more  series  of  collars,  side  by  side, 
from  a  strip  of  paper,  or  other  suitable  material,  in  such  a 
manner  that  the  wide  parts  of  the  collar  of  one  series  shall 
come  opposite  to  the  narrow  parts  of  the  adjoining  series, 
substantially  as  described." 

That  linen  collars  had  been  cut  in  this  mode,  by  hand,  long 
before  the  date  of  the  invention,  is  admitted.  It  is  further  a 
matter  of  common  knowledge,  and  is  mentioned  by  some  of 
the  witnesses,  that,  in  various  branches  of  manufacture,  ma- 
terial has  been  cut  in  such  a  way  as  to  bring  the  wide  part  of 
one  article  of  the  manufacture  against  the  narrow  part  of  the 
next,  so  as  to  save  material.  In  this  state  of  facts,  it  is  clear 
that  a  patent  for  this  mode  of  using  material  for  collars  is  not 
patentable.  See  The  Milligan  6^  Higgins  Glue  Co.  v.  Upton^ 
decided  in  this  district,  October,  1874,*  and  the  cases  cited 
in  the  opinion  of  Clifford,  J.  That  decision  has  lately  been 
affirmed  by  the  Supreme  Court.  See  also  case  decided  at  the 
same  term  of  this  court,  in  which  the  appeal  was  not  prose- 
cuted, and  the  decree  was  affirmed.  Needham  v.  Washburn^  7 
Off.  Gaz.,  649  ;  and  Brown  v.  Piper ^  i  Otto,  37. 

The  complainant  contends  that  his  claim  may  be  limited  to 
collars  cut  from  a  strip  precisely  wide  enough  for  two  col- 
lars or  two  series  of  collars,  and  for  cutting  such  a  strip  so 
that  each  edge  of  the  strip  shall  form  an  edge  of  each  collar. 
If  such  a  limitation  were  adopted,  we  think  the  method  de- 
scribed would  only  be  a  neat  application  of  a  well  known  oper- 
ation— that  is  to  say,  the  only  improvement  would  be  in  cut- 
ting a  strip  of  precisely  the  proper  width  for  two  collars,  and 
would  not  be  patentable.  But  the  patentee,  by  his  description, 
his  drawings,  and  his  claim,  distinctly  refuses  to  be  thus 
limited.  As  he  is  not  content  with  claiming  whatever  of 
machinery  or  other  means  he  may  have  invented  for  cutting 

*  Rtf ported  i  Bann   &  Ard.,  497. 
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collars — and  it  is  understood  that  he  has  patents  for  these — 
but  attempts  to  monopolize  a  well  known  mode  of  cutting 
generally,  independently  of  means,  we  must  pronounce  his 
patent  void. 

Bill  dismissed  with  costs. 

Chauncey  Smith  and  William  W,  Swan^  for  the  complainant. 

Edmund  Wetmore  and  William  A,  Jenner^  for  the  defendant. 


Riley  Burdett 
vs. 
Jacob  Estey  et  al.    In  Equity.* 

The  first,  second  and  fourth  claims  of  the  letters  patent  granted  to  Riley  Bur- 
dett, February  23d,  1869,  for  seventeen  years  from  the  24th  of  August, 
1868,  for  an  '  *  improvement  in  reed  organs,*'  namely,  "(i.)  The  arrange- 
ment, in  a  reed  musical  instrument,  of  the  reed  board  A,  having  the 
diapason  set  a  and  its  octave  set  b,  and  the  additional  set  L,  extending 
from  about  at  tenor  F  upward  through  the  scale,  substantially  as  and  to 
the  effect  set  forth  ;  (2.)  The  reed  board  A,  and  foundation  board  G. 
constructed  with  the  contracted  valve  openings  D,  F,  F,  and  the  reeds 
arranged  in  relation  thereto,  all  in  the  manner  described;  (4.)  In  con- 
nection with  the  reed  board  A,  having  the  sets  a,  b  and  L,  as  described, 
the  independent  dampers  B  and  M,  as  set  forth/*  construed. 

The  invention  covered  by  the  first  claim  is  not  the  mere  addition  to  the  reed 
board  of  an  organ  having  two  sets  of  reeds,  of  an  intermediate  partial 
set  from  tenor  F  upwards,  but  it  is  the  addition  to  such  a  reed  board  of 
such  an  intermediate  partial  set,  placed  and  constructed  in  the  manner 
set  forth  in  the  specification  and  drawings  annexed  to  the  patent. 

Said  first  and  second  claims  are  valid. 

Said  fourth  claim  is  invalid,  for  want  of  invention. 

Said  patent  is  not  void  because  of  any  unreasonable  neglect  or  delay  to  enter 
a  disclaimer  to  either  the  third  or  the  fourth  claim. 

•  15  Blatchf.  C.  C.  R.,  349. 
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The  plaintiff  held  to  be  entitled  to  recover  on  the  first  and  second  claims, 
without  costs,  although  he  did  not,  before  bringing  the  suit,  disclaim 
what  is  covered  by  the  fourth  claim,  provided  he  should  file  a  proper 
disclaimer  of  what  is  claimed  in  the  fourth  claim. 

(Before  Blatchford  and  Wheeler,  JJ.,  District  of  Vermont,  November, 
1878.) 

Blatchford,  J. 

On  tne  12th  of  October,  1867,  Riley  Burdett,  of  Chicago, 
Illinois,  the  plaintiff  in  this  suit,  filed  in  the  Patent  Office  an 
application  for  a  patent  for  an  **  improvement  in  reed  or- 
gans." The  proposed  specification  was  sworn  to  by  him  on 
the  28th  of  June,  1867.  As  originally  sworn  to  and  filed,  the 
specification  was  in  these  words  :  **  To  all  whom  it  may  con- 
cern :  Be  it  known,  that  I,  Riley  Burdett,  of  Chicago,  in  the 
county  of  Cook  and  State  of  Illinois,  have  invented  a  new 
and  useful  improvement  in  reed  organs,  and  I  do  hereby 
declare  the  following  to  be  a  full,  clear  and  exact  description 
of  the  same,  reference  being  had  to  the  accompanying 
drawings,  in  which  Fig.  i  is  a  perspective  view  of  one 
of  my  reed  celeste  organs  ;  Fig.  2  is  a  diagram  plan,  show- 
ing the  relative  arrangement  of  the  reeds  ;  Fig.  3  is  a  verti- 
cal transverse  section  of  my  reed  board,  etc.  This  inven- 
tion consists,  first,  in  the  arrangement  of  the  reed  board  ; 
second,  in  a  method  of  tuning,  by  which  a  peculiar  quality 
of  tone  is  produced,  and  by  which  the  power  of  the  in- 
strument is  greatly  increased,  without  an  increased  re- 
sistance in  the  action,  and  without  an  increase  of  power 
being  necessary  to  operate  the  bellows.  The  advantages 
gained  by  my  peculiar  arrangement  are  a  greatly  increased 
power  and  variety  of  tone.  This  is  effected  by  the  use  of  an 
additional  set  of  reeds,  commencing  at  tenor  F,  or  there- 
abouts, and  running  upward  through  the  scale  of  the  instru- 
ment, and  tuning  the  same  in  the  peculiar  manner  herein- 
after described.  No  other  reed  musical  instrument  contain- 
ing  the  same  number  of  reeds,  so  far  as  I  know,  has  ever 
possessed  so  great  a  variety  or  pleasing  quality  of  tone,  while 
simplicity  of  construction,  compactness  of  form,  and  ease  of 
operation  are  other  excellencies  of  this  arrangement,  not  found, 
in  others.     I  will  now  describe  particularly  the  construction 
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of  that  part  of  my  instrument  which  forms  the  subject  of  this 
patent.  The  case,  bellows,  pedal,  etc.,  may  be,  in  general 
construction  and  arrangement,  like  those  in  common  use,  and, 
therefore,  no  special  description  is  required.  The  foundation 
of  the  reed  board  is  also  constructed  in  the  usual  manner,  but 
the  reed  board  proper,  in  itself,  differs  from  the  ordinary  re«d 
board  in  the  following  particulars,  viz. :  The  main  board  A 
contains  two  sets  of  reeds  running  through  the  entire  scale, 
the  back  set  of  which  is  marked  a  and  is  tuned  as  a  unison  or 
diapason,  while  the  front  or  octave  set,  marked  ^,  is  tuned  an 
octave  above  the  diapason.  In  the  arrangement  of  these  reeds, 
it  will  be  seen  that  the  lowest  and  longest  reeds  in  the  diapason 
and  the  octave  sets  are  placed  with  their  vibrating  ends  as 
near  together  as  they  can  be,  with  room  only  for  the  tracker 
pin  which  communicates  the  motion  of  the  key  to  the  valve 
beneath  the  reeds.  But,  as  the  reeds  continually  shorten  as 
they  advance  upward  in  the  scale,  there  is  necessarily  a 
vacant  space  left  between  the  diapason  set  a  and  octave  set  ^, 
which  constantly  enlarges  itself,  and  has  heretofore  been 
regarded  as  useless.  Within  this  space,  commencing  on 
tenor  F  and  running  upward  through  the  scale,  I  have  intro- 
duced a  third  set  of  reeds,  L,  which  forms  the  distinguishing 
feature  of  this  instrument.  These  are  placed  in  the  reed 
board  over  the  octave  set  b^  and  run  obliquely  to  the  founda- 
tion board  G,  as  shown  in  Fig.  3,  the  vibrating  ends  resting 
on  the  same  base  as  the  other  sets  of  reeds,  a  and  b.  These 
reeds  are  of  the  same  size  as  the  corresponding  ones  in  the 
diapason  a,  and  are  tuned  either  a  trifle  above  or  below  the 
diapason,  but  only  sufficiently  so  to  produce  a  slightly  waver- 
ing and  undulating  quality  or  effect,  without  producing  any 
discord.  A  few  trials  will  enable  any  tuner  of  reed  instru- 
ments to  tune  these  reeds  so  as  to  realize  the  best  effect.  This 
method  of  tuning  will,  when  this  set  of  reeds,  which  I  have 
named  the  Harmonic  Celeste,  is  drawn  and  used  in  connec- 
tion with  the  diapason, .produce  a  most  wonderfully  pleasing 
and  captivating  effect,  while  the  power  and  beauty  of  both  sets 
of  reeds  are  greatly  augmented  and  enriched,  in  a  manner 
which  cannot  be  realized  without  being  heard.  Fig.  2  shows 
a  top  view  of  the  reed  board  proper,  wherein  the  location  of 
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the  reeds  is  shown  with  reference  to  the  divergence  of  the 
reeds  of  the  diapason  set  a  and  the  octave  set  b^  and  also  the 
space  afforded  for  the  introduction  of  the  third  set,  L.  Fig. 
3  exhibits  a  transverse  section  of  my  reed  and  foundation 
boards,  showing  the  arrangement  of  my  reeds  and  the  valve 
connections.  In  this  figure,  A  is  the  reed  board.  G  is  the 
foundation  board.  D  is  the  valve  opening.  E  is  the  valve, 
and  F  F  are  the  throats  over  which  the  reeds  are  located  and 
placed.  The  valve  £  is  retained  in  its  proper  place  by  the 
pins  <?,  e  and  spring  H,  and  is  operated  by  the  tracker  pin 
I,  which  rests  upon  its  upper  surface  and  passes  upward 
through  the  reed  board  to  the  under  surface  of  the  key 
N.  The  swell  boards  J  and  K  and  stop  dampers  B  and 
M  are  raised,  whenever  desired,  by  the  knee  stop  C,  Fig. 
I,  or  by  a  hand  draw-stop,  or  by  some  other  convenient  de- 
vice. Another  important  advantage  arising  from  the  intro- 
duction of  the  Harmonic  Celeste  is,  that  a  greater  power 
and  variety  is  attained,  than  can  be  by  the  use  of  any  of  the 
octave  coupling  arrangements  now  in  use.  These,  while 
they  augment  the  power,  by  drawing  down  octaves  to  the 
keys  actually  played,  are  objectionable,  inasmuch  as  they 
offer  more  than  double  the  resistance  to  the  key  and  are  thus 
often  exceedingly  undesirable.  In  my  instrument,  no  such 
objection  can  ever  arise,  as  the  pressure  upon  the  keys  is  al- 
ways the  same,  whether  one  or  all  the  sets  of  reeds  are  used. 
This  is  of  prime  importance  to  the  performer,  as  the  required 
exertion  becomes  involuntary  and  not  a  matter  of  calculation, 
and  thus  the  mind  is  not  distracted  from  the  proper  feeling 
and  expression  of  the  music  performed.  Having  described  my 
invention  and  its  utility,  what  I  claim  as  new  and  desire  to  se- 
cure by  letters  patent  of  the  United  States  is  :  (i.)  The  ar- 
rangement, in  a  reed  musical  instrument,  of  the  reed  board 
A,  having  the  diapason  set  a  and  its  octave  set  ^,  and  the  ad- 
ditional set  L,  extending  from  about  at  tenor  F,  upward 
through  the  scale,  substantially  as  and  to  the  effect  set  forth  ; 
(2.)  The  arrangement  of  the  diapason,  its  octave  set  and  the 
Harmonic  Celeste  L,  tuned  as  described,  so  as  to  produce  the 
effect  set  forth  ;  (3.)  Tuning  the  additional  set  L,  in  relation 
to  the  diapason,  in  the  manner  set  forth  ;  (4.)  The  arrange- 


NOVEMBER,   1 878.  II 


Burdett  v.  Estey. 


meat,  in  a  reed  musical  instrument,  of  a  se^  of  reeds  tuned 
after  the  manner  of  the  set  L,  in  relation  to  and  in  connection 
Twith  one  or  more  sets  of  reeds  in  the  same  reed  board.*'  On 
the  4th  of  November,  1867,  the  application  was  rejected  by  the 
Patent  Office.  The  letter  of  rejection  said  :  **  The  application 
above  referred  to  has  been  examined,  and  the  arrangement  of 
the  reed  board  claimed  is  fully  anticipated  in  patent  granted 
to  Riley  Burdett,  January  9th,  1866  ;  also,  patent  granted  to 
G.  G.  Hunt,  October  23d,  1855.  In  respect  to  the  mode  of 
tuning  claimed,  the  *  voix  celeste  '  of  the  French,  and  *  unda 
maris*  of  the  German,  the  former  in  the  great  organ  of  St. 
Vincent  de  Paul,  Paris,  and  the  latter  in  the  Church  of  St. 
Vincent  at  Breslau,  are  the  same  as  the  manner  claimed. 
Philosophical  Magazine,  volume  28,  page  150.  The  applica- 
tion is  rejected."  On  the  26th  of  November,  1867,  the  plaintiff 
amended  his  2d  and  3d  proposed  claims,  so  as  to  read  as  fol- 
lows :  **(2.)  The  arrangement  of  the  diapason,  its  octave  set 
and  the  Harmonic  Celeste  L,  tuned  as  described,  sub- 
stantially as  described,  so  as  to  produce  the  effect  set  forth  ; 
(3.)  In  a  reed  musical  instrument  such  as  described, 
tuning  the  additional  set  L  in  relation  to  the  diapason,  in 
the  manner  set  forth."  At  the  same  time  he  added  three 
new  proposed  claims,  as  follows  :  **  (5.)  The  reed  board  A, 
and  foundation  board  G,  constructed  with  the  contracted 
valve  openings  D,  F,  F,  and  the  reeds  arranged  in  relation 
thereto,  all  in  the  manner  described  ;  (6.)  The  diapason  <i,  and 
its  octave,  or  principal,  ^,  arranged  over  the  same  valve  open- 
ing, as  described,  so  that  the  octave  unison  may  be  produced, 
when  desired,  without  the  use  of  coupler,  and  without  any 
additional  pressure  upon  the  keys  ;  (7.)  In  connection  with 
the  reed  board.  A,  having  the  sets  a,  d  and  L,  as  described,  the 
independent  dampers  B  and  Mas  set  forth."  On  the  nth  of 
December,  1867,  the  application  was  again  rejected  by  the 
Patent  Office.  The  letter  of  rejection  said  :  **  The  appli- 
cation above  referred  to  has  been  re-examined  as  amended. 
The  Office  can  see  nothing  patentable  in  the  first  clause  of 
claim.  The  practice  4>f  arranging  the  reed  board  in  one,  two 
or  more  sets  of  reeds,  or  parts  of  sets,  is  contemplated  in 
the  references    given,    and   also   in   the  case  of   Riley    Bur- 
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dett's  sub-bass  attachment,  patent  granted  September  roth, 
1861.  It  cannot  be  patentable  to  apply  additional  reeds  to 
the  upper  part  of  the  scale,  when  it  is  in  practice  to  apply 
them  to  the  lower  part  of  it  ;  and,  in  church  organs,  the 
stops,  both  reed  and  flute,  seldom  extend  entirely  through 
the  manual.  In  the  second  clause  of  claim,  the  tuning 
of  the  extra  reeds  is  claimed  as  a  new  feature  in  the  ar- 
rangement claimed  in  the  first  clause.  The  arrangement 
is  the  same,  whether  the  reeds  are  tuned  or  not,  and  the  man- 
ner in  which  they  are  tuned  cannot  affect  the  arrangement. 
The  method  of  tuning  claimed  in  the  third  clause  is  fully 
answered  in  the  references  given.  The  fact  of  this  being  a 
reed  instrument,  and  the  references  pipe  organs,  cannot  affect 
the  mode  of  tuning,  although  this  mode  is  applied  to  reed 
instruments.  See  an  accordeon  made  by  Busson,  166,  Boule- 
vard, Paris,  at  John  F.  Ellis'  music  store  in  this  city.  The 
fourth  clause  of  claim  is  the  same  as  the  second,  and  the 
remarks  upon  that  clause  are  equally  applicable  to  this.  The 
three  additional  claims  filed  in  the  amendment  of  November 
26th,  1867,  are  fully  anticipated  in  patent  above  referred  to, 
granted  to  Riley  Burdett,  January  9th,  1866,  and  assigned  to 
Jacob  Estey  &  Co.,  except  the  last  claim,  which  features  are 
not  shown  in  the  drawings,  but  are  used  in  practice.  The 
application  is  the  second  time  rejected."  The  plaintiff  took 
an  appeal  to  the  examiners  in  chief,  and  they,  on  the  29th  of 
August,  1868,  rendered  the  following  decision  :  '*  The  de- 
cision of  the  examiner,  rejecting  the  second,  third  and 
fourth  claims,  is  affirmed,  and  his  decision  rejecting  the  first 
and  the  amended  claims,  numbered  '(vj^^  six  and  seven,  is  re- 
versed. It  is  considered  that  the  references  do  not  show  the 
arrangement  described  in  the  last  mentioned  claims,  and  that 
a  patent  should  properly  be  allowed  therefor.**  Thereupon, 
liters  patent  were  granted  to  the  plaintiff,  on  the  23d  of 
February,  1869,  for  17  years  from  the  24th  of  August,  1868, 
on  the  foregoing  specification,  with  the  claims  above  num- 
bered I,  5,  6,  7,  claims  5,  6  and  7  being  severally  numbered 
2,  3  and  4. 

The  entire  contest  in  this  case  is  as  to  the  novelty  and  valid- 
ity of  the  ist,  2d  and  4th  claims  of  the  plaintiff's  patent.     The 
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plaintitf  has  offered  no  proof  that  the  defendants  have  infringed 
the  third  claim.     The  especial  contest  is  as  to  the  first  claim. 

It  is  apparent,  from  the  specification  in  connection  with  the 
four  claims  originally  made,  that  the  plaintiff  originally 
intended  to  claim  two  things  :  ist,  his  alleged  n^w  arrange- 
ment of  the  reed  board  ;  2d,  his  alleged  new  method  of  tun- 
ing his  additional  partial  set  of  reeds  a  trifle  above  or  below 
the  back  diapason  set,  a.  The  arrangement  of  the  reed  board, 
and  of  the  sets  of  reeds  in  it,  was  intended  to  be  claimed, 
and  was  claimed,  in  the  first  claim,  without  reference  to  any 
method  of  tuning  the  additional  partial  set.  The  original 
second  claim  claimed  the  arrangement  of  the  three  sets  of 
reeds  in  the  first  claim,  with  the  third  set  tuned  in  the  man- 
ner described.  It  is  quite  clear,  that  the  plaintiff  did  not  in- 
tend to  claim  the  same  thing,  by  his  original  first  claim,  that 
he  claimed  by  his  original  second  claim  ;  that  he  did  not 
regard  the  alleged  new  method  of  tuning  the  additional  par- 
tial set  as  forming  any  'part  of  the  first  claim  ;  and  that 
the  Patent  Office  did  not  intend  to  grant  to  him,  and  did 
not  grant  to  him,  in  granting  the  first  claim,  a  claim  in 
which  such  method  of  tuning  formed  any  element.  The 
words,  **to  the  effect  set  forth,'*  in  the  first  claim,  have 
no  reference  to  the  effect  produced  by  such  method  of  tuning. 
The  effect  refered  to  in  the  claim  could  extend  only  to  an 
effect  produced  by  the  .arrangement  specified  in  the  claim  ; 
and  such  arrangement  does  not  produce  the  effect  referred  to 
in  the  specification  as  that  produced  by  drawing  and  using 
the  Harmonic  Celeste  in  connection  with  the  diapason,  when 
the  Ifarmonic  Celeste  is  tuned  as  described.  The  words,  **  to 
the  effect  set  forth  "  mean  no  more  than  the  words,  *'  as  set 
forth."  They  do  not  have  the  same  meaning  as  the  words,  in 
the  original  second  claim,  *'  so  as  to  produce  the  effect  set 
forth,"  the  effect  thus  referred  to  being  the  effect  produced 
by  having  the  arrangement  of  the  reed  board  with  the  three 
sets  of  reeds  as  described,  and  tuning  the  third  set  in  the 
method  described,  and  then  using  the  diapason  set  and  the 
third  set  together. 

In  order  to  determine  the  questions  involved  as  to  the 
novelty  and  validity  of  the  first  claim,  it  is  necessary  to  first 
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ascertain  what  is  the  proper  construction  of  that  claim.  It  is 
not  only,  as  has  been  shown,  a  claim  into  which  no  method 
of  tuning  the  additional  set  of  reeds  enters  as  an  element, 
but  it  is  a  claim  to  the  arrangement  of  a  reed  board  having 
in  it  the  sets  of  reeds.  It  is  a  claim  to  the  arrangement  of 
the  reed  board  A,  having  in  it  the  two  sets  of  reeds  and  the 
additional  set,  **  substantially  as  and  to  the  effect  set  forth  "  in 
the  body  of  the  specification.  The  arrangement  claimed  is 
not  merely  one  in  which  there  are  the  two  sets  of  reeds  and 
the  additional  set,  but  it  is  one  in  which  such  three  sets  of 
reeds  are  arranged,  with  reference  to  the  reed  board  and  to 
each  other,  substantially  as  and  to  the  effect  set  forth 
in  the  specification.  The  arrangement  is  described  thus  : 
The  main  reed  board  contains  two  sets  of  reeds  running 
through  the  entire  scale,  a  diapason  set  and  octave  set, 
the  latter  tuned  an  octave  above  the  diapason.  The  low- 
est and  longest  reeds  in  those  two  sets  are  placed  with 
tneir  vibrating  ends  as  near  together  as  they  can  be,  with 
room  only  for  the  tracker  pin  between  them.  But,  as  the 
reeds  continually  shorten  as  they  advance  upward  in  the  scale, 
it  results,  that  there  is  an  unused  part  of  the  reed  board  be- 
tween the  diapason  set  and  the  octave  set,  which  unused  part 
is  constantly  growing  wider.  This  hitherto  unused  part  of 
the  reed  board  the  patentee  calls  **  a  vacant  space.**  It  is  not 
a  vacant  space  in  the  sense  of  being  a  space  of  air  occupied 
by  no  material  substance.  It  is  a  space  occupied  by  apart  of 
the  reed  board,  but  not  occupied  by  reeds  or  by  any  other 
operative  part  of  the  mechanism.  It  is  vacant  in  that  sense. 
The  patentee  proposes  to  occupy  that  vacant  space  and 
make  it  of  use,  by  putting  an  additional. partial  set  of  reeds 
into  it,  and  thus  getting,  with  a  reed  board  no  larger  than 
one  required  for  two  full  sets  of  reeds,  the  substantial  advan- 
tages of  three  sets  of  reeds,  which  had  not  before  been  at- 
tained with  so  small  a  reed  board.  Therefore,  within,  and 
into  the  body  of,  this  unused  part  of  the  reed  board,  com- 
mencing on  tenor  F  and  running  upward  through  the  scale, 
he  introduces  a  third  set  of  reeds,  which  he  places  in  the  reed 
board,  in  its  body,  in  the  same  reed  board  in  which  the  other 
two  sets  are  placed,  in  the  hitherto  unused  part  of  such  reed 
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board.  He  places  them  over  the  octave  set,  and  they  run  ob- 
liquely to  the  foundation  board,  and  their  vibrating  ends  rest 
on  the  same  base  as /the  other  two  sets  of  reeds.  The  speci- 
fication does  not  state  why  the  vibrating  ends  of  the  reeds  in 
the  third  set  are  to  be  brought  down  to  the  same  base  with 
the  vibrating  ends  of  the  reeds  in  the  other  two  sets.  But 
that  was  not  necessary.  The  statement  of  the  fact  that  it  is 
to  be  done  is  sufficient.  It  cannot  be  done  unless  the  reeds 
of  the  third  set  enter  and  pass  down  through  the  reed  board 
and  thus  occupy  the  hitherto  unused  part  of  the  reed  board. 
It  cannot  be  done  if  they  are  wholly  above  the  reed  board, 
nor  can  it  be  done  if  they  do  not  run  obliquely  downward 
into  the  body  of  the  reed  board.  This,  therefore,  is  the 
arrangement  referred  to  in  the  first  claim,  as  the  arrangement 
set  forth  in  the  specification.  The  point  of  advantage,  in 
bringing  down  the  vibrating  ends  of  the  reeds  in  the  third 
set  so  that  they  shall  rest  on  the  same  base  with  the  vibrating 
ends  of  the  reeds  in  the  other  two  sets,  is  shown,  t)y  the 
evidence,  10  be  the  same  point  of  advantage  which  is  set 
forth  in  the  specification  of  the  patent  granted  to  the  plaintiff 
January  9th,  1866.  In  that,  the  invention  is  stated  to  be  to 
so  make  the  reed  board  that  the  three  or  the  four  sets  of  reeds 
in  it  shall  be  acted  upon  instantly  and  simultaneously  by  the 
rush  of  air  upon  the  opening  of  the  valve  ;  and  it  is  set  forth 
that  that  result  is  effected  by  placing  two  sets  of  reeds  on  the 
same  horizontal  plane,  and  placing  the  other  sets  on  an  in- 
clined plane,  each  with  its  base  on  the  same  level  as  the  first 
and  second  sets,  thus  making  the  head  of  each  reed  equidis- 
tant from  the  valve  and  making  each  produce  instantaneous 
concerted  sound.  Although  this  feature  thus  existed  before 
in  reed  boards  having  three  or  more  full  sets  of  reeds,  it 
did  not  exist  before  in  a  reed  board  arranged  like  that  in  the 
plaintiff's  patent  of  1869,  having  three  sets  of  reeds  in  a  reed 
board  no  larger  than  that  theretofore  used  for  two  full  sets  ; 
and,  although  an  additional  partial  set  of  reeds  may  have 
before  been  added  to  the  two  sets,  commencing  at  tenor  F 
and  running  upward  through  the  scale  such  additional  partial 
set  did  not  have  the  vibrating  ends  of  its  reeds  resting  on  the 
same  base  with  the  vibrating  ends  of  the  reeds  in  the  other 
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two  sets.  One  featureof  the  arrangement -claimed  in  the  first 
claim  may  have  before  existed  in  one  structure,  and  the 
other  feature  may  have  before  existed  in  another  structure, 
but  they  did  not  before  co-exist  in  any  one  structure  ;  and  it 
involved  invention  for  the  plaintiff  to  combine  and  arrange 
them  in  his  reed  board. 

The  plaintiff  was  called  as  a  witness  on  behalf  of  the  defend- 
ants, and,  on  his  direct  examination,  was  asked  :  **  Q.  37. 
State,  if  you  please,  what  devices  or  improvements  in  the  reed 
organ  you  supposed  you  invented,  and  what  you  believe  to 
be  described  and  claimed  in  your  letters  patent  marked  Ex- 
hibit A  ?"  He  answered  :  **  A.  In  the  old  tri-reeds,  or  organs 
with  three  full  sets  of  reeds,  there  were  many  objections,  and, 
in  consequence  of  those  objections,  it  never  became  a  desirable 
or  popular  instrument  with  organ  buyers.  Those  objections 
were,  some  of  them,  too  long  a  valve  required  too  much 
power,  to  secure  the  valve  sufficiently  to  hinder  the  escape  of 
wind  through  the  valve  seat  or  opening,  and,  consequently, 
to  overcome  this,  extra  power  on  the  long  valve  by  a  touch 
of  the  key  with  the  finger  ;  also  a  socket  board  made  with 
the  long  valve  was  more  liable  to  spring,  so  that  the  valve 
seat  would  become  crooked,  and  render  it  useless,  on  account 
of  leaking  air,  in  consequence  ;  besides,  the  instrument  re- 
quired to  be  a  little  larger,  on  account  of  a  larger  bellows- 
being  necessary  to  supply  sufficient  air  for  the  reeds  ;  be- 
sides, the  tone  not  being  a  good  or  desirable  one  in  the  tri- 
reed  board.  To  overcome  these  objections,  and,  perhap?, 
others  I  might  mention,  I  conceived  the  idea  of  devising 
an  instrument  in  a  more  desirable  and  practical  form,  in 
which  I  could  embody  everything  desirable  in  the  old 
tri-reed,  and  introduce  features  that  were  popular  and  de- 
sirable. I,  therefore,  conceived  the  idea  of  taking  the  double 
reed  board  and  introducing  a  set  of  reeds  in  a  space  un- 
occupied between  the  two  reeds  of  that  board  on  the  treble 
end,  and  introduce  a  third  set  of  reeds,  without  alter- 
ing the  two  reed  or  double  board,  and  thereby  secure  just 
as  practical  and  desirable  an  action  as  the  ordinary  double  reed 
board,  and  be  enabled  to  produce  the  best  effects  of  a  third 
set  of   reeds,  as  far  down  in  the  scale   as  desirable    to  ac- 
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complish  ihis  result  ;  and  this,  in  the  main,  is  what  I  claim 
as  my  improvement,  as  set  forth  in  letters  patent  Exhibit  A." 
One  of  the.  desirable  features  in  the  tri-reed  board,  as  set 
forth  in  the  plaintiff's  patent  of  1866,  and  a  feature  which 
assisted  in  giving  the  best  effect  to  a  third  set  of  reeds,  was 
the  feature  of  bringing  down  the  vibrating  ends  of  the  reeds 
in  the  third  set  to  the  same  base  with  the  other  two  sets. 
This  feature  is  fully  set  forth  in  the  patent  of  1869,  as  a  feat- 
ure of  the  arrangement  of  the  three  sets  in  the  reed  board. 
The  defendants'  expert,  Mr.  Peale,  was  asked,  on  his  direct 
examination  by  the  defendants,  the  following  question  : 
"  Q.  ri.  In  the  specification  annexed  to  complainant's  patent 
Exhibit  A,  the  following  language  is  used  :  *  These,'  (refer, 
ring  to  the  intermediate  partial  set  of  reeds,  L,)  '  are  placed 
in  the  reed  board  over  the  octave  set  h^  and  run  obliquely  to 
the  foundation  board  G,  as  shown  in  F*ig.  3,  the  vibrating 
ends  resting  on  the  same  base  as  the  other  sets  of  reeds,  a 
and  ^.'  If  a  reed  organ  constructed  with  a  reed  board  con- 
taining a  diapason  set,  an  octave  set,  and  an  intermediate 
partial  set  of  reeds  arranged  in  the  same  manner  as  the  pat- 
ent requires,  except  that  the  vibrating  ends  of  the  intermedi- 
ate partial  set  of  reeds  do  not  rest  upon  the  same  base  with 
the  diapason  and  octave  sets,  but  with  the  vibrating  ends  of 
its  reeds  varying  from  three-sixteenths  of  an  inch  to  five- 
sixteenths  of  an  inch  above  the  vibrating  ends  of  the  dia- 
pason and  octave  sets  of  reeds,  would  or  would  not  a  reed 
board  so  constructed  and  arranged  come  within  the  descrip- 
tion of  said  specification,  above  quoted  ?"  He  answered  : 
"  A.  It  would  not." 

The  invention  covered  by  the  first  claim  is,  therefore,  not 
the  mere  addition  to  the  reed  board  of  an  organ  having  two 
sets  of  reeds,  of  an  intermediate  partial  set  from  tenor  F  up- 
ward, but  it  is  the  addition  to  such  a  reed  board  of  such  an 
intermediate  partial  set,  placed  and  combined  in  the  man- 
ner set  forth  in  the  specification  and  drawings  annexed  to  the 
patent.  What  that  manner  is  has  been  hereinbefore  defined. 
The  record  contains  an  admission  on  the  part  of  the  defend- 
ants, that  an  organ  put  in  evidence  and  marked  complain- 
ant's  Exhibit  C,  was  made  and   sold   by  the  defendants  at 
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Brattleboro*,  in  Vermont,  prior  to  the  commencement  of  this 
suit.  Mr.  Renwick,  the  plaintiff's  expert,  testifies,  that  said 
Exhibit  C  contains,  in  his  opinion,  the  arrangement  of  instru- 
mentalities recited  in  the  first  claim  of  the  plaintiff's  patent, 
because  it  has  a  reed  board  corresponding  with  the  reed 
board  A  described  in  the  patent,  having  a  complete  diapa- 
son set  of  reeds  at  one  side  of  said  reed  board,  and  a  com- 
plete octave  set  of  reeds  at  the  other  side  of  said  reed  board, 
and  having  an  additional  partial  set  of  reeds  extending  from 
about  tenor  F  upward  through  the  scale  of  the  instrument, 
arranged  intermediately  between  and  above  the  other  two 
sets  of  reeds,  substantially  as  represented  in  the  drawings  of 
the  patent,  so  that  the  width  of  reed  board  required  is  prac- 
•tically  the  same  as  that  required  for  the  two  complete  sets  of 
reeds  only  ;  and  that  the  reeds  of  said  Exhibit  C  correspond 
substantially,  in  their  relative  dimensions,  and  positions,  and 
arrangement  in  the  reed  board,  with  the  reeds  described  and 
represented  in  the  plaintiff's  patent,  and  are,  therefore,  sub- 
stantially the  same,  considered  as  mechanical  instrumental- 
ities. This  testimony  is  not  contradicted,  and  it  must,  there- 
fore, be  held  that  the  charge  of  infringement  of  the  first  claim 
is  established. 

The  main  question  in  the  case  is,  whether  the  invention 
covered  by  the  first  claim  was  new.  The  evidence  is  very 
voluminous.  It  would  not  be  profitable  to  discuss  it  at  length. 
Most  of  it  relates  to  the  question  whether  one  Arvid  Dayton 
was  the  prior  inventor  of  what  is  covered  by  the  first  claim. 
All  the  evidence,  and  the  exhibits,  on  the  question  of  novel- 
ty, have  been  carefully  considered  and  examined,  and  the 
conclusion  of  the  court  is,  that  no  arrangement  of  reed  board 
and  sets  of  reeds  substantially  the  same  as  that  covered  by 
the  said  first  claim,  as  that  claim  has  been  hereinbefore  de- 
fined, existed  prior  to  the  plaintiff's  invention  of  what  is  cov- 
ered by  said  first  claim.  Much  of  the  evidence  in  the  case 
relates  to  Exhibit  21,  produced  by  the  defendants  as  an  organ 
made  by  Dayton  in  1866,  prior  to  the  plaintiff's  invention  ; 
and  a  large  part  of  it  consists  of  evidence  put  in  by  the  plain- 
tiff with  a  view  of  establishing  as  a  fact,  that  the  parts  of  that 
organ,  which  are  contended  by  the  defendants  to  be  substan- 
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tially,  in  arrangement,  like  the  arrangemert't  specified  in  the 
first  claim,  were  fabricated  for  the  purposes  of  this  suit,  after 
it  was  commenced,  while  another  large  part  of  it  consists  of 
evidence  put  in  by  the  defendants  with  the  view  of  establish- 
ing as  a  fact,  that  those  parts  were  made  in  1866,  prior  to  the 
plaintiff's  invention.  The  plaintiff's  view  as  to  such  fabrica- 
tion would,  if  true,  make  it  necessary  to  conclude  that  such 
evidence  on  the  part  of  the  defendants  is,  to  a  large  extent, 
founded  on  fraud  and  perjury.  An  examination  of  the  evi- 
dence on  both  sides  on  that  subject  has  led  the  court  to  the 
conclusion,  that  Exhibit  21  contained,  when  it  was  made  in 
1866,  the  same  arrangement  of  reed  board  and  reeds  which  it 
now  contains.  But  such  arrangement  did  not  and  does « not 
embrace  the  entire  arrangement  specified  and  claimed  in  the* 
plaintiff's  first  claim,  as  that  arrangement  has  been  hereinbe- 
fore defined.  Although  there  was  and  is  in  Exhibit  21  an  ad- 
ditional partial  set  of  reeds  put  in  on  an  incline,  and  although 
the  reeds  in  that  set  may  have  been  tuned  flat  in  relation 
to  the  reeds  in  the  diapason  set,  yet  such  additional  partial 
set  was  not  and  is  not  in  the  vacant  space  between  the  other 
two  sets,  in  the  sense  of  the  plaintiff's  patent,  and  was  not 
and  is  not  at  all  in  the  reed  board  as  made  for  two  sets  of 
reeds,  but  is  entirely  above  such  reed  board,  and  is  placed 
in  an  addition  to  such  reed  board,  constructed  expressly  for 
receiving  such  additional  partial  set,  and,  although  the  reeds 
in  such  additional  partial  set  run  obliquely,  they  do  not  run 
to  the  foundation  board,  but  run  only  to  such  reed  board,  and 
the  vibrating  ends  of  such  reeds  do  not  rest  on  the  same  ba^e 
as  the  other  sets  of  reeds,  but  extend  down  no  farther  than 
the  upper  surface  of  such  reed  board,  and  are  the  entire 
thickness  of  such  reed  board  above  the  vibrating  ends  of  the 
reeds  in  the  other  two  sets.  No  arrangement  of  refcd  board 
and  reeds,  adduced  as  anticipating  the  invention  covered  by 
the  first  claim  of  the  plaintiff's  patent,  contains  the  entire  ar- 
rangement claimed  in  that  claim. 

The  second  claim  is  in  these  words  :  **  The  reed  board  A 
and  the  foundation  board  G,  constructed  with  the  contracted 
valve  openings  D,  F,  F,  and  the  reeds  arranged  in  relation 
thereto,   all   in    the   manner  described.**      The    expression, 
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**  the  reeds,"  in  this  claim,  means,  the  reeds  in  the  two  sets 
and  the  additional  set.  In  the  specification  and  drawings,  D 
is  the  valve  opening  in  the  foundation  board,  and  F,  F,  F,  are 
the  throats  or  air  passages  communicating  with  the  reeds. 
The  language  of  the  second  claim,  in  connection  with  that  of 
the  descriptive  portion  of  the  specification,  and  with  the 
drawing,  Fig.  3,  indicates,  as  testified  by  the  plaintiff's  ex- 
pert, Mr.  Renwick,  "  that  the  idea  conveyed  by  the  word 
*  contracted,*  when  used  in  reference  to  the  valve  openings  and 
passages  indicated  by  the  letters  D  and  F,  is,  that  the  valve 
openings  and  passages  for  the  two  complete  sets  of  reeds  and 
the  intermediate  partial  set  are  contracted  or  condensed 
witljin  the  same  space  which  is  usually  occupied  by  tlie  valve 
openings  and  passages  for  two  complete  sets  of  reeds  only, 
in  an  instrument  of  the  usual  construction  previous  to  the 
date  of  the  invention.*'  As  otherwise  expressed  by  the  same 
witness,  the  valve  opening  in  the  foundation  board  and  its 
valve  '*  are  not  practically  of  any  larger  size  than  is  required 
for  the  first  two  sets  of  reeds  only,  so  that  the  operator  has 
the  advantage  of  using  three  sets  of  reeds  throughout  a  large 
portion  of  the  scale  of  the  instrument,  without  applying  any 
more  force  to  the  keys  than  is  required  for  opening  the  valves 
for  two  complete  sets  only. ' '  The  valve  openings  in  the  plain- 
tiPf's  arrangement  are  contracted  from  what  their  length  and 
size  would  be  in  an  instrument  with  three  full  sets  of  reeds, 
as  in  the  tri-reed  board  shown  in  the  plaintiff's  patent  of  1866. 
The  difficulties  arising  from  the  use  of  the  long  valve  of  the 
tri-reed  board  with  three  full  sets  of  reeds,  are  painted  out  in 
the  testimony  of  the  plaintiff,  in  his  answer,  before  cited,  to 
question  37,  on  his  direct  examination.  The  plaintiff,  by  his 
new  arrangement,  gets  the  advantages  of  three  sets  of  reeds, 
so  far  as  three  sets  are  practically  useful,  and  dispenses  with 
the  difficulties  attending  the  large  valve  openings  before  used 
with  three  full  sets  of  reeds,  and  has  valve  openings  no 
larger  than  would  be  used  in  a  reed  board  with  only  iwo 
full  sets  of  reeds.  In  this  sense,  his  valve  openings  are 
**  contracted,"  when  they  are  considered  with  reference  to 
the  reeds  used  with  them  ;  and  the  invention  claimed  in  the 
second  claim  is  useful  and  patentable.     It  has  been  infringed 
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by  the  defendants,  in  the  making  and  selling  of  Exhibit  C. 
The  invention  covered  by  it  was  new  at  the  date  of  the 
plaintiff's  invention.  Nothing  is  adduced  that  anticipates  it. 
It  is  not  found  in  the  plaintiff's  patent  of  1866.  The  valve 
openings  in  Exhibit  21  are  not  the  contracted  valve  openings 
of  the  plaintiff,  but  are  as  large  as  the  valve  openings  in  a 
tri-reed  board  having  three  full  sets  of  reeds.  The  lowest 
and  longest  reeds  in  the  two  full  sets  do  not,  as  in  the 
plaintiff's  arrangement,  have  their  vibrating  ends  as  near 
together  as  they  can  be,  with  room  only  between  them  for 
the  tracker  pin.  Nor  are  the  plaintiff's  contracted  valve  open- 
ings found   in  any  of  the  other  prior  reed  boards  of  Dayton. 

In  regard  to  the  fourth  claim,  the  evidence  shows,  that  inde- 
pendent dampers,  £>uch  as  those  mentioned  in  that  claim,  were 
used  in  reed  organs  many  years  before  the  plaintiff's  inven- 
tion. There  was  no  invention  in  adapting  such  dampers  to  a 
reed  board  having  the  sets  of  reeds  described  in  the  plaintiff's 
patent  of  1869. 

It  is  contended,  on  the  part  of  the  defendants,  that  the  plain- 
tiff's patent  is  void,  on  the  ground  of  deceptive  and  fraudu- 
lent description  in  the  specification  ;  and  on  the  ground  of 
fraudulent  and  deceptive  misdescription  in  regard  to  the 
method  of  tuning,  and  in  regard  to  the  peculiar  quality  of 
the  tone  produced,  and  in  regard  to  the  power  of  the  in- 
strument and  its  ease  of  operation,  and  in  regard  to  other 
matters  ;  and  because  it  claims  what  is  not  describecf  in  the 
specification  or  shown  in  the  drawings.  These  objections 
have  been  considered  by  the  court,  and  are  not  regarded  as 
tenable. 

It  is  also  contended,  that  the  plaintiff's  patent  is  void,  be- 
cause he  has  not  disclaimed  the  inventions  claimed  in  the 
third  and  fourth  claims  of  his  patent.  Assuming  that,  in  a 
suit  where  the  third  claim  was  alleged  to  be  infringed,  and 
was  involved,  the  court  would,  on  the  construction  proper  to 
be  given  to  such  claim,  hold  that  it  was  invalid,  it  cannot 
be  held,  in  this  case,  that  the  plaintiff  has  unreasonably 
neglected  or  delayed  to  enter,  at  the  Patent  Office,  a  disclaimer 
to  either  of  those  two  claims.  The  questions  involved  in  con- 
struing those  two  claims,  with   reference  to  their  validity  on 
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the  points  of  novelty  and  patentability,  are  largely  questions 
of  law,  and  not  of  fact ;  and  the  fact  that  the  patent  was 
granted  for  those  two  claims,  under  the  circumstances  attend- 
ing the  granting  of  it,  entitled  the  plaintiff  to  repose  upon  it 
as  valid  in  respect  to  those  two  claims,  until  the  decision  of 
a  court  holding  otherwise.  This  is  the  view  deducible  from 
the  authorities.  O'Reilly  v.  Morse ^  15  Howard,  62,  121  ; 
Seymour  v.  McCormicky  19  Howard,  96,  io6.  The  plaintiff  is 
entitled  to  recover  on  the  first  two  claims  of  his  patent,  al- 
though he  did  not,  before  t»he  commencement  of  this  suit, 
disclaim  what  is  covered  by  his  fourth  claim,  inasmuch  as 
he  was  not  guilty  of  unreasonable  neglect  or  delay  in  not 
making  such  disclaimer  ;  but  he  cannot  recover  the  costs  of 
this  suit,  because  he  did  not,  before  the  suit  was  brought,  file 
in  the  Patent  Office  a  disclaimer  of  what  is  claimed  by  his 
fourth  claim.  O'Reilly  v.  Morse y  and  Seymour  v.  McCormick^ 
above  cited  ;  Tuck  v.  Bramhill^  6  Blatchf.  C.  C.  R.,  95  ; 
Hall  V.  Wiles,  2  Id,,  194,  198  ;  Smith  v.  Nichols,  21  Wallace, 
117,  and  cases  there  cited. 

When  the  plaintiff  shall  have  presented  to  the  court  satis- 
factory evidence  that  he  has  filed  a  proper  disclaimer  of  what 
is  claimed  by  his  fourth  claim,  he  will  be  entitled  to  a  decree 
for  a  perpetual  injunction,  and  an  account  of  profits  and 
damages,  as  respects  the  first  and  second  claims  of  the  patent, 
but  without  costs. 

This  case,  because  of  the  large  interests  involved  in  it,  and 
for  reasons  growing  out  of  the  character  of  some  of  the  evi- 
dence in  it,  was  heard  before  the  Circuit  Judge  and  the  Dis- 
trict Judge  sitting  together.  It  was  argued  on  both  sides 
with  great  care,  research,  ability  and  zeal,  and  we  have  given 
to  it  our  most  earnest  and  attentive  consideration.  The 
results  reached  express  the  concurring  views  of  both  of  the 
judges. 

George  F.  Edmunds  and  Edward  J.  Phelps,  for  the  com- 
plainant. 

IVilliam  iM,  Eva  r  Is,  Edmund  Burke  and  Edward  N,  Dicker  son, 
for  the  defendants. 
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Raphael  Tentlarge 

vs. 

William  R.  Beeston  et  al.    In  Equity.* 

In  a  suit  on  a  patent,  in  this  court,  by  P.  against  B.,  a  final  decree  was  made 
by  consent,  adjudging  the  patent  to  be  valid,  and  awarding  $2,000  for 
infringement.  B.  had  also,  by  an  agreement  in  writing,  acknowledged 
the  validity  of  the  patent  and  the  novelty  and  utility  of  the  invention. 
In  a  second  suit,  by  P.  against  B.,  in  this  court,  for  infringement  of  the 
same  patent,  B.,  after  answer,  moved  to  amend  the  answer  by  denying 
the  novelty  and  utility  of  the  invention  :  ffeid,  that  the  motion  must  be 
denied. 

(Before  Benedict,  J.,  Eastern  District  of  New  York,  November,  1878.) 

Benedict,  J. 

This  action  is  based  upon  a  patent  for  an  improvement  in 
bungs,  dated  June  30th,  1874,  reissue  No.  5,937.  The  cause 
is  at  issue,  and  a  preliminary  injunction  has  been  directed. 
The  defendants  now  apply  for  leave  to  file  a  certain  proposed 
amendment  to  their  answer.  The  application  is  addressed  to 
the  favor  of  the  court,  and  it  should  be  denied,  among  other 
reasons,  for  this,  that,  in  a  former  action  between  these  same 
parties,  upon  this  same  patent,  in  this  court,  by  the  consent 
of  these  defendants,  a  final  decree  was  rendered,  wherein  the 
plaintiff's  patent  was  adjudged  to  be  valid,  and  the  defendants 
adjudged  liable  to  the  plaintiff  in  the  sum  of  $2,000,  for  in- 
fringing the  same.  No  fraud,  surprise  or  mistake  is  pretended 
in  regard  to  that  decree,  and,  in  view  of  the  long  and  heated 
controversy  that  has  been  had  over  this  patent,  between  these 
same  parties,  it  is  not  too  much  to  say,  that  the  idea  of  deny- 
ing the  novelty  and  utility  of  the  invention  described  in  the 
plaintiff's  patent  is  an  afterthought.  Under  the  circum- 
stances of  this  case,  there  would  be  no  equity  in  granting  to 

*  15  Blatchf.  C.  C.  R..  347. 
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ascertain  what  is  the  proper  construction  of  that  claim.  It  is 
not  only,  as  has  been  shown,  a  claim  into  which  no  method 
of  tuning  the  additional  set  of  reeds  enters  as  an  element, 
but  it  is  a  claim  to  the  arrangement  of  a  reed  board  having 
in  it  the  sets  of  reeds.  It  is  a  claim  to  the  arrangement  of 
the  reed  board  A,  having  in  it  the  two  sets  of  reeds  and  the 
additional  set,  **  substantially  as  and  to  the  effect  set  forth  **  in 
the  body  of  the  specification.  The  arrangement  claimed  is 
not  merely  one  in  which  there  are  the  two  sets  of  reeds  and 
the  additional  set,  but  it  is  one  in  which  such  three  sets  of 
reeds  are  arranged,  with  reference  to  the  reed  board  and  to 
each  other,  substantially  as  and  to  the  effect  set  forth 
in  the  specification.  The  arrangement  is  described  thus  : 
The  main  reed  board  contains  two  sets  of  reeds  running 
through  the  entire  scale,  a  diapason  set  and  octave  set, 
the  latter  tuned  an  octave  above  the  diapason.  The  low- 
est and  longest  reeds  in  those  two  sets  are  placed  with 
tneir  vibrating  ends  as  near  together  as  they  can  be,  with 
room  only  for  the  tracker  pin  between  them.  But,  as  the 
reeds  continually  shorten  as  they  advance  upward  in  the  scale, 
it  results,  that  there  is  an  unused  part  of  the  reed  board  be- 
tween the  diapason  set  and  the  octave  set,  which  unused  part 
is  constantly  growing  wider.  This  hitherto  unused  part  of 
the  reed  board  the  patentee  calls  "  a  vacant  space.**  It  is  not 
a  vacant  space  in  the  sense  of  being  a  space  of  air  occupied 
by  no  material  substance.  It  is  a  space  occupied  by  apart  of 
the  reed  board,  but  not  occupied  by  reeds  or  by  any  other 
operative  part  of  the  mechanism.  It  is  vacant  in  that  sense. 
The  patentee  proposes  to  occupy  that  vacant  space  and 
make  it  of  use,  by  putting  an  additional. partial  set  of  reeds 
into  it,  and  thus  getting,  with  a  reed  board  no  larger  than 
one  required  for  two  full  sets  of  reeds,  the  substantial  advan- 
tages of  three  sets  of  reeds,  which  had  not  before  been  at- 
tained with  so  small  a  reed  board.  Therefore,  within,  and 
into  the  body  of,  this  unused  part  of  the  reed  board,  com- 
mencing on  tenor  F  and  running  upward  through  the  scale, 
he  introduces  a  third  set  of  reeds,  which  he  places  in  the  reed 
board,  in  its  body,  in  the  same  reed  board  in  which  the  other 
two  sets  are  placed,  in  the  hitherto  unused  part  of  such  reed 
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board.  He  places  them  over  the  octave  set,  and  they  run  ob- 
liquely to  the  foundation  board,  and  their  vibrating  ends  rest 
on  the  same  base  as /the  other  two  sets  of  reeds.  The  speci- 
fication does  not  state  why  the  vibrating  ends  of  the  reeds  in 
the  third  set  are  to  be  brought  down  to  the  same  base  with 
the  vibrating  ends  of  the  reeds  in  the  other  two  sets.  But 
that  was  not  necessary.  The  statement  of  the  fact  that  it  is 
to  be  done  is  sufficient.  It  cannot  be  done  unless  the  reeds 
of  the  third  set  enter  and  pass  down  through  the  reed  board 
and  thus  occupy  the  hitherto  unused  part  of  the  reed  board. 
It  cannot  be  done  if  they  are  wholly  above  the  reed  board, 
nor  can  it  be  done  if  they  do  not  run  obliquely  downward 
into  the  body  of  the  reed  board.  This,  therefore,  is  the 
arrangement  referred  to  in  the  first  claim,  as  the  arrangement 
set  forth  in  the  specification.  The  point  of  advantage,  in 
bringing  down  the  vibrating  ends  of  the  reeds  in  the  third 
set  so  that  they  shall  rest  on  the  same  base  with  the  vibrating 
ends  of  the  reeds  in  the  other  two  sets,  is  shown,  Dy  the 
evidence,  to  be  the  same  point  of  advantage  which  is  set 
forth  in  the  specification  of  the  patent  granted  to  the  plaintiff 
January  9th,  1866.  In  that,  the  invention  is  stated  to  be  to 
so  make  the  reed  board  that  the  three  or  the  four  sets  of  reeds 
in  it  shall  be  acted  upon  instantly  and  simultaneously  by  the 
rush  of  air  upon  the  opening  of  the  valve  ;  and  it  is  set  forth 
that  that  result  is  effected  by  placing  two  sets  of  reeds  on  the 
same  horizontal  plane,  and  placing  the  other  sets  on  an  in- 
clined plane,  each  with  its  base  on  the  same  level  as  the  first 
and  second  sets,  thus  making  the  head  of  each  reed  equidis- 
tant from  the  valve  and  making  each  produce  instantaneous 
concerted  sound.  Although  this  feature  thus  existed  before 
in  reed  boards  having  three  or  more  full  sets  of  reeds,  it 
did  not  exist  before  in  a  reed  board  arranged  like  that  in  the 
plaintiff's  patent  of  1869,  having  three  sets  of  reeds  in  a  reed 
board  no  larger  than  that  theretofore  used  for  two  full  sets  ; 
and,  although  an  additional  paitial  set  of  reeds  may  have 
before  been  added  to  the  two  sets,  commencing  at  tenor  F 
and  running  upward  through  the  scale  such  additional  partial 
set  did  not  have  the  vibrating  ends  of  its  reeds  resting  on  the 
same  base  with  the  vibrating  ends  of  the  reeds  in  the  other 
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ascertain  what  is  the  proper  construction  of  that  claim.  It  is 
not  only,  as  has  been  shown,  a  claim  into  which  no  method 
of  tuning  the  additional  set  of  reeds  enters  as  an  element, 
but  it  is  a  claim  to  the  arrangement  of  a  reed  board  having 
in  it  the  s^ts  of  reeds.  It  is  a  claim  to  the  arrangement  of 
the  reed  board  A,  having  in  it  the  two  sets  of  reeds  and  the 
additional  set,  **  substantially  as  and  to  the  effect  set  forth  **  in 
the  body  of  the  specification.  The  arrangement  claimed  is 
not  merely  one  in  which  there  are  the. two  sets  of  reeds  and 
the  additional  set,  but  it  is  one  in  which  such  three  sets  of 
reeds  are  arranged,  with  reference  to  the  reed  board  and  to 
each  other,  substantially  as  and  to  the  effect  set  forth 
in  the  specification.  The  arrangement  is  described  thus  : 
The  main  reed  board  contains  two  sets  of  reeds  running 
through  the  entire  scale,  a  diapason  set  and  octave  set, 
the  latter  tuned  an  octave  above  the  diapason.  The  low- 
est and  longest  reeds  in  those  two  sets  are  placed  with 
their  vibrating  ends  as  near  together  as  they  can  be,  with 
room  only  for  the  tracker  pin  between  them.  But,  as  the 
reeds  continually  shorten  as  they  advance  upward  in  the  scale, 
it  results,  that  there  is  an  unused  part  of  the  reed  board  be- 
tween the  diapason  set  and  the  octave  set,  which  unused  part 
is  constantly  growing  wider.  This  hitherto  unused  part  of 
the  reed  board  the  patentee  calls  "  a  vacant  space.'*  It  is  not 
a  vacant  space  in  the  sense  of  being  a  space  of  air  occupied 
by  no  material  substance.  It  is  a  space  occupied  by  apart  of 
the  reed  board,  but  not  occupied  by  reeds  or  by  any  other 
operative  part  of  the  mechanism.  It  is  vacant  in  that  sense. 
The  patentee  proposes  to  occupy  that  vacant  space  and 
make  it  of  use,  by  putting  an  additional. partial  set  of  reeds 
into  it,  and  thus  getting,  with  a  reed  board  no  larger  than 
one  required  for  two  full  sets  of  reeds,  the  substantial  advan- 
tages of  three  sets  of  reeds,  which  had  not  before  been  at- 
tained with  so  small  a  reed  board.  Therefore,  within,  and 
into  the  body  of,  this  unused  part  of  the  reed  board,  com- 
mencing on  tenor  F  and  running  upward  through  the  scale, 
he  introduces  a  third  set  of  reeds,  which  he  places  in  the  reed 
board,  in  its  body,  in  the  same  reed  board  in  which  the  other 
two  sets  are  placed,  in  the  hitherto  unused  part  of  such  reed 
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board.  He  places  them  over  the  octave  set,  and  they  run  ob- 
liquely to  the  foundation  board,  and  their  vibrating  ends  rest 
on  the  same  base  as /the  other  two  sets  of  reeds.  The  speci- 
fication does  not  state  why  the  vibrating  ends  of  the  reeds  in 
the  third  set  are  to  be  brought  down  to  the  same  base  with 
the  vibrating  ends  of  the  reeds  in  the  other  two  sets.  But 
that  was  not  necessary.  The  statement  of  the  fact  that  it  is 
to  be  done  is  sufficient.  It  cannot  be  done  unless  the  reeds 
of  the  third  set  enter  and  pass  down  through  the  reed  board 
and  thus  occupy  the  hitherto  unused  part  of  the  reed  board. 
It  cannot  be  done  if  they  are  wholly  above  the  reed  board, 
nor  can  it  be  done  if  they  do  not  run  obliquely  downward 
into  the  body  of  the  reed  board.  This,  therefore,  is  the 
arrangement  referred  to  in  the  first  claim,  as  the  arrangement 
set  forth  in  the  specification.  The  point  of  advantage,  in 
bringing  down  the  vibrating  ends  of  the  reeds  in  the  third 
set  so  that  they  shall  rest  on  the  same  base  with  the  vibrating 
ends  of  the  reeds  in  the  other  two  sets,  is  shown,  Dy  the 
evidence,  to  be  the  same  point  of  advantage  which  is  set 
forth  in  the  specification  of  the  patent  granted  to  the  plaintiff 
January  9th,  1866.  In  that,  the  invention  is  stated  to  be  to 
so  make  the  reed  board  that  the  three  or  the  four  sets  of  reeds 
in  it  shall  be  acted  upon  instantly  and  simultaneously  by  the 
rush  of  air  upon  the  opening  of  the  valve  ;  and  it  is  set  forth 
that  that  result  is  effected  by  placing  two  sets  of  reeds  on  the 
same  horizontal  plane,  and  placing  the  other  sets  on  an  in- 
clined plane,  each  with  its  base  on  the  same  level  as  the  first 
and  second  sets,  thus  nraking  the  head  of  each  reed  equidis- 
tant from  the  valve  and  making  each  produce  instantaneous 
concerted  sound.  Although  this  feature  thus  existed  before 
in  reed  boards  having  three  or  more  full  sets  of  reeds,  it 
did  not  exist  before  in  a  reed  board  arranged  like  that  in  the 
plaintiff's  patent  of  1869,  having  three  sets  of  reeds  in  a  reed 
board  no  larger  than  that  theretofore  used  for  two  full  sets  ; 
and,  although  an  additional  partial  set  of  reeds  may  have 
before  been  added  to  the  two  sets,  commencing  at  tenor  F 
and  running  upward  through  the  scale  such  additional  partial 
set  did  not  have  the  vibrating  ends  of  its  reeds  resting  on  the 
same  base  with  the  vibrating  ends  of  the  reeds  in  the  other 
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plainant's  patent.  If  their  general  business  was  unprofita- 
ble, it  was  the  less  so  in  consequence  of  their  use  of  the  plain- 
tiff's property.  They  gained,  therefore,  to  the  extent  that 
they  saved  themselves  from  loss.  In  settling  an  account 
between  a  patentee  and  an  infringer  of  the  patent,  the  ques- 
tion is,  not  what  profits  the  latter  has  made  in  his  business,  or 
from  his  manner  of  conducting  it,  but  what  advantage  has  he 
derived  from  his  use  of  the  patented  invention.** 

And   again,  in   the  recent  case  of  Afevs  v.  Conoi^er  (ii  Off. 
Gaz.,   1,112),  the  Supreme  Court  say  : 

**  The  only  errors  assigned  in  this  case  are  to  the  confirma- 
tion of  the  master's  report,  and  they  relate  to  the  ascertain- 
ment of  the  profits  which  the  defendant  had  made  by  his  un- 
authorized use  of  the  plaintiff's  invention.  That  the  machine 
employed  b}*^  the  defendant  in  splitting  wood  was  an  infringe- 
ment of  the  plaintiff's  patent  is  established  by  the  decree 
which  sent  the  case  to  the  master,  and  no  complaint  is  made 
of  that,  but  it  is  contended  that  the  master  erred  in  report- 
ing *  there  was  saved  to  the  defendant  seventy-five  cents 
per  cord  in  the  wood  split  by  him  and  made  into  bundles.* 
In  the  ascertainment  of  profits  made  by  an  infringer  of 
a  patented  invention,  the  rule  is  a  plain  one.  The  profits 
are  not  all  he  made  in  the  business  in  which  he  used  the  in- 
vention, but  they  are  the  worth  of  the  advantage  he  obtained 
by  such  use  ;  or,  in  other  words,  they  are  the  fruits  of  that 
advantage.  Mowry  v.  Whitney^  14  Wall.,  651.  We  are  not 
convinced  that  the  rule  declared  in  that  case  was  not  followed 
in  this.  The  patented  invention  infringed  by  the  defendant 
was  a  new  and  improved  machine  for  splitting  kindling-wood, 
and  a  distinguishing  feature  of  it — perhaps  the  principal  feat- 
ure— was  a  device  for  the  automatic  feeding  of  the  wood  to 
the  reciprocating  splitting  knives  or  cutters,  by  a  movable  plat- 
form or  apron  carried  forward  by  an  endless  chain.  That  de- 
vice the  defendant  used,  though  it  is  said  he  used  it  in  another 
machine,  known  as  Green's.  The  evidence  is  full  and  uncon- 
tradicted that  an  adavantage  is  gained  in  splitting  kindling- 
wood  by  a  machine  with  that  device  of  at  least  seventy-five 
cents  a  cord  over  splitting  it  by  hand  or  without  that  device. 
It  was  in  harmony  with  this  evidence   the   master  reported 
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and  the  court  decreed.  It  is  urged,  however,  that  the  Green 
machine,  in  which  the  defendant  used  the  plaintiff's  invention, 
was  old  and  defective,  and  that  no  profits  were  actually  re- 
ceived from  such  an  use.  But  if  such  be  the  fact,  if  the  de- 
fendant was  a  loser  by  splitting  wood  with  the  Green  ma- 
chine, his  loss  was  less  to  the  extent  of  seventy-five  cents  on 
each  cord  split,  than  it  would  have  been  had  he  not  used  the 
patented  invention.  Such  a  result  was  equivalent  to  an  equal 
gain,  and  it  was  rightly  estimated  as  a  part  of  the  profits 
for  which  the  infringer  was  responsible." 

It  can  scarcely  be  supposed  that  the  defendant  in  this  case 
has  gone  on  for  more  than  three  years  at  a  loss,  reducing  ores 
to  the  extent  of  about  a  hundred  thousand  tons,  the  reduction 
of  which  required  the  erection  and  use  of  two  new  furnaces  of 
the  same  kind,  in  the  face  of  and  pending  this  litigation,  and 
at  the  risk  of  being  mulcted  in  large  damages  if  finally  unsuc- 
cessful in  the  litigation.  But,  however  this  may  be,  the 
cases  cited  authoritatively  dispose  of  this  exception  and  fore- 
close further  discussion  upon  the  point  in  this  court. 

3.  Another  exception  is,  that  the  master  should  have 
limited  his  accounting  to  the  one  furnace  which  had  been 
constructed  prior  to  the  commencement  of  this  suit,  and  not 
extended  it  to  the  two  furnaces  erected  and  used  at  the  same 
mine  pending  the  suit  ;  that,  as  to  the  latter,  the  causes  of 
action  had  not  arisen,  and  they  are  not  involved  in  this  ac- 
counting. The  suit  is  for  an  infringement  of  complainant's 
patent  by  the  use  of  his  invention.  It  is  not  a  matter  of  any 
moment  by  what  particular  machine  defendant  accomplislied 
the  infringement.  He  was  infringing  at  the  commencement 
of  the  suit,  which  is  to  obtain  an  account  of  the  profits  result- 
ing from  the  infringement,  and  an  injunction  against  further 
infringement. 

Defendant  continued  the  infringement  by  using  the  same 
furnace  then  in  use,  and  by  constructing  and  using  others  at 
the  same  mine.  The  profits  resulting  from  the  infringement 
in  the  use  of  the  invention  are  sought  to  be  recovered.  The 
Supreme  Court  have  held  that  the  accounting  should  be  con- 
tinued down  to  the  time  of  taking  the  account  ;  and  it  so,  I 
see  no  reason  why  it  should  not  cover  the  profits  of  the  entire 
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infringement  by  use  of  the  invention,  by  whatever  ma- 
chine effected,  as  well  as  the  profits^resulting  from  the  use  of 
the  particular  machine  used  at  the  time  of  the  commence- 
ment of  the  suit.  If  the  infringement  is  by  the  manu- 
facture and  sale  of  the  invention,  the  accounting  must  neces- 
sarily extend  to  all  sales  to  the  time  of  the  accounting,  or  the 
accounting  must  slop  at  the  commencement  of  the  action  ;  for 
the  same  machine  cannot  well  be  made  and  sold  before  the 
bringing  of  the  suit,  and  again  after  its  commencement. 
I  can  perceive  no  reason  for  applying  a  different  rule,  in  the 
case  of  the  use  of  an  inventiorn,  from  that  applicable  to  its 
manufacture  and  sale.  Besides,  an  injunction  would  cer- 
tainly not  be  limited  to  the  machine  in  use  before,  or  at  the 
time  of,  the  institution  of  the  suit.  I  think  the  account- 
ing properly  embraced  all  the  machines  containing  the  inven- 
tion used  by  the  defendant  at  its  mine  dow^n  to  the  time  of  the 
accounting. 

4.  Assuming  what  is  called  the  **  modified  Green  furnace  " 
— the  last  one  erected  by  defendant — not  to  be  an  infringe- 
ment, it  is  claimed  that  this  furnace  was  open  to  public  use, 
and  is  equal  to  or  better  than  complainants*,  and  that  the  com- 
parison for  the  purpose  of  ascertaining  the  profits  should 
have  been  made  with  this  furnace.  But  this  furnace  was  not 
in  existence  during  a  large  portion  of  the  time  covered  by  the 
accounting.  If  not  an  infringement,  it  is  the  first  furnace  of 
the  kind  ever  constructed.  It  was  built  pending  this  suit, 
long  after  its  commencement,  and  long  after  the  judgment  at 
law,  and,  doubtless,  with  the  careful  purpose  of  evading 
complainants*  patent.  It  is  possible  that  somebody  may  yet 
invent  a  furnace  far  superior  to  any  now  in  use.  If  such 
should  be  the  case  before  this  accounting  is  finally  settled, 
would  it  be  pretended  that  the  comparison  should  be  made 
with  such  furnace,  because,  at  the  time  of  the  infringement 
complained  of,  that  furnace  was  not  invented  or  patented, 
and,  therefore,  was  open  to  public  use,  if  the  defendant  or 
others  had  only  known  enough  to  make  one  of  the  kind  ? 
Such  a  claim  would  be  simply  preposterous.  The  comparison 
must  be  with  machines  at  the  time  of  the  infringement,  both 
known,  and  open  to  public  use. 
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5.  Another  exception  is,  to  the  allowance  by  the  master,  in 
the  accounting,  of  the  profits  resulting  from  the  use  of  the 
modified  Green  furnace,  which,  it  is  claimed,  is  not  an  in- 
fringement of  complainants'  patent. 

This  furnace  was  constructed  April  loth,  1877 — after  the 
trial  and  judgment  in  the  action  at  law — and  doubtless,  as 
before  remarked,  with  a  view  to  avoiding  the  future  conse- 
quences of  the  judgment  in  that  action.  It  is  the  only  fur- 
nace, referred  to  by  defendant's  counsel,  not  before  the  jury 
on  the  trial  of  that  action.  As  it  was  not  passed  upon  by 
the  jury,  it  is  necessary  to  inquire  whether  it  is  an  infringe- 
ment. 

The  jury  found  the  original  Green  furnace  to  be  an  in- 
fringement, and  the  verdict  settles  the  point,  as  to  that  furnace, 
so  long  as  the  judgment  in  the  action  at  law  stands.  If  the 
original  Green  furnace  is  an  infringement,  no  proposition  can 
be  plainer  to  my  mind  than  that  the  modified  Green  furnace 
is  equally  so.  The  modification  consists  in  so  reducing  the 
height  of  the  furnace  above  the  fire-places  that  the  top  will  be 
at  the  proper  distance  above  the  fires  for  the  exit-flues  to 
admit  of  the  fumes  being  maintained  at  a  temperature  suffi- 
ciently high  to  pass  out  before  condensation — that  is  to  say,  at 
the  same  or  about  the  same  height  above  the  fires  at  which 
the  exit-flues  in  the  original  Green  furnace  passed  out  at  the 
side  of  the  furnace — then  inserting  the  exit-tubes  in  the  centre 
of  the  top,  so  that  the  fumes  shall  pass  out  at  the  top  instead 
of  the  side,  as  in  the  original,  there  being  two  fire-places  on 
each  side  of  the  modified  furnace  in  the  same  positions  as  in 
the  original.  It  is  earnestly  insisted  by  defendant's  counsel, 
that  by  this  location  and  arrangement  of  the  flues  the  heat 
from  the  fires  is  not  drawn  across  the  furnaces  as  in  the  com 
plainants'  and  in  the  original  Green  furnace — one  of  the  ob- 
jects to  be  accomplished  by  locating  the  exit-flues  in  the  side 
opposite  the  fire-places — and  that,  therefore,  one  important 
element  in  the  complainants'  combination  and  improvement 
is  wanting.  But  it  is  perfectly  plain  to  be  seen  that  the  heat 
is  drawn  across  by  this  arrangement,  substantially,  and  even 
precisely,  as  in  the  original.  The  heat  from  the  fire-places 
on  one  side  is  drawn  to  the  centre,  and  from  the  opposite  side 
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to  the  same  point,  where  the  heat  from  the  fires  on  the  op- 
posite sides  unites  and  passes  out  through  the  flues,  the  two 
operating  together  and  drawing  the  heat  entirely  across  the 
furnace,  heating  all  the  ore  uniformly.     Or,  look  at  the  modi- 
fied furnace  in  another  aspect.     Pass  a  solid  plane  of  the  full 
width  of  the  furnace  down  through  the  centre  of  the  flues  to 
the  bottom  of  the  furnace,  leaving  half  of  the  flues  on  each  side, 
and  we  have  two  furnaces  placed  back  to  back,  each  with  fire- 
places on  one  side  and  exit-flues  on  the  opposite  side,  at  the  top, 
to  be  sure,  but  also  in  the  side  at  the  same  height  and  in  the 
same  position  as  the  original   Green  furnace  ;  and  in  each 
furnace  the  heat  is  drawn  entirely  across  and  passes  out  at  the 
opposite  side  at  the  same  height  and  position  as  in  the  original 
Green  furnace.     Cut  off  the  top  of  the  original  Green  furnace 
at  the  exit-flues,  and  the  exit-flues,  without  changing  their  po- 
sition, will  be  at  the  top  as  well  as  in  the  sides  opposite  the 
fire-places,  and  will  be  in  the  same  position  as  in  the  modified 
Green    furnace,   divided    into   two,   as    suggested.       In    this 
aspect  there  is,  in  fact,  no  change  in  the  location  of  the  flues. 
It  can  make  no  difference  that  we  do  not,  in  fact,  insert  the 
partition    and   make  two    furnaces  thereby,  instead   of   one 
double  furnace.     It  in  no  way  aft'ects  the  operation  of  draw- 
ing the  heat  across.     The  operation  is  precisely  the  same  in 
both.     In  the  language  of  the  master,  *'  it  has  substantially 
the  same  combination  of  the  same  parts,  and  the  same  number 
of  parts,  all  operating  in  substantially  the  same  way,  and  pro- 
ducing the  same  results,  the  only  change  being  in  the  place 
of  the  outlet  vapor-flue.**     In  Adams  v.  Joliet  Manufacturing 
Company^  it  is  said  by  the  court  :  **  A  change  of  location  of  a 
part,  in  a  combination  where  there  is  no  new  function   per- 
formed by  the  changed  member  in  its  new  location,  will  not 
evade  a  patent.**     12  Off.  Gaz,,  94.     In  this  case  the  changed 
part  —if,  in  the  view  suggested,  there  can  be  said  to  be  a  change 
— performs  no  new  function.     It   operates  in   precisely   the 
same  way  and  accomplishes  the  same  result  in  the  same  mode 
in  the  combination.     This  exception  must,  therefore,  be  over- 
ruled.    If  I  am  in  error  upon  this  point,  the  master  has  made 
a  separate  report  as  to  the  profits  resulting  from  using    the 
modified  Green  furnace,  and  the  Supreme  Court  will  he  able 
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to  correct  the  decree  in  this  particular,  if  right  in  other  re- 
spects. 

6.  As  to  the  other  points  of  the  master's  report  to  which 
exceptions  have  been  taken,  I  agree  with  the  master.  The 
Neate  and  Luckhardt  furnaces  are  the  only  ones,  besides  the 
Almaden  furnace,  to  which  testimony  was,  with  any  degree 
of  definiteness,  directed  with  reference  to  profits  ;  and 
neither  of  tnem  was  open  to  public  use  without  payment  of 
a  royalty,  as  the  evidence  shows.  But  if  the  comparison  is 
to  be  made  with  either  of  them,  I  do  not  think  the  result 
would  be  more  favorable  to  the  defendant.  There  can  be  no 
doubt,  from  the  evidence,  that  either  the  furnace  of  complain- 
ant, or  either  of  the  Green  furnaces,  is  greatly  superior  to 
either  the  Neate  or  Luckhardt  furnace.  After  a  careful  con- 
sideration of  all  the  testimony,  and  especially  if  other  elements 
of  profits  indicated  by  the  evidence — such  as  more  perfectly 
and  uniformly  roasting  the  ores,  the  greater  sav^ing  of  quick- 
silver, the  diminished  sickness  of  the  workmen  from  saliva- 
tion, and  the  like — be  considered,  as  they  should  be,  I  do 
not  think  a  dollar  per  ton  by  any  means  too  high  an  estimate 
of  the  adsrantages  derived  from  using  either  of  the  former 
over  either  of  the  latter.  If  there  is  any  error,  there  seems  an 
under  rather  than  an  over  estimate  of  profits.  One  dollar  per 
ton  is  not  a  very  large  amount  of  profit  in  the  reduction  of  a 
single  ton  of  ore.  The  reduction  in  cost  ot  so  common  and 
simple  an  operation  as  splitting  a  cord  of  kindling-wood  by 
the  patented  machine,  in  one  of  the  cases  already  cited,  was 
nearly  as  much.  The  large  amount,  in  the  aggregate,  results 
from  the  immense  quantities  of  ore  reduced  during  the  more 
than  three  years,  covered  by  the  accounting,  that  have  elapsed 
pending  this  contest. 

The  aggregate  amount  may  seem  **  crushing,"  as  suggested 
by  defendant's  counsel,  when  compared  with  the  ^6,000  per 
twenty- ton  furnace  royalty,  for  which  the  right  to  use  the 
invention  might  have  been  purchased.  But  if  so,  this  legiti- 
mate result,  in  case  of  final  defeat,  was  one  of  the  risks 
assumed  by  defendant  when  it  elected  to  contest  the  cooiplain- 
ants'  right,  rather  than  pay  the  royalty  properly  demanded, 
should  the  patent  turn  out  to  be  valid,  and  to  have  been  in- 
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fringed.  The  defendant  entered  into  the  contest  advisedly, 
well  knowing  the  consequences  of  defeat,  for  when  the  com- 
plainants elected  an  account  in  equity  as  their  most  advan- 
tageous remedy,  the  defendant  drove  them  to  an  action  at 
law,  doubtless  to  avoid  the  accounting  and  limit  them  to 
damages  ;  and,  when  the  action  at  law  was  brought,  again 
endeavored  to  confine  complainants  to  mere  damages  by 
moving  to  strike  from  the  complaint  the  part  preserving  the 
right  to  an  account  in  this  suit  after  establishing  their  right 
at  law,  but  the  motion  was  denied  by  Mr.  Justice  Field.  3 
Saw.,  422.  The  defendant,  therefore,  can  have  no  ground  of 
complaint  on  the  score  of  the  large  amount  recovered,  pro- 
vided it  be  fairly  the  result  of  the  use  of  complainants* 
duly  patented  inventions. 

I  am  not  satisfied  from  the  large  mass  of  evidence,  which 
seems  to  cover  the  entire  field  of  quicksilver  mining  and  fur- 
naces, that  at  the  time  of  issuing  the  patents  held  by  com- 
plainants it  had  been  demonstrated  by  actual  experiments 
that  any  furnace  then  known  would  profitably  reduce  quick- 
silver ores  of  the  grades  now  advantageously  worked  by 
complainants'  and  the  Greeq  furnaces.  It  is  apparent  to  me, 
from  the  evidence,  that  complainants'  furnace  was  the  first  to 
practically  and  profitably  reduce  low-grade  quicksilver-ores  ; 
and  that  these  furnaces  of  complainants  and  defendant  are  still 
greatly  superior  to  any  others  in  use,  and  are  capable  of  profit- 
ably reducing  ores  that  cannot  be  worked  with  profit  in  other 
furnaces  not  embodying  substantially  the  same  elements  and 
combinations.  The  Luckhardt  furnace  is  the  one  apparently 
most  confidently  relied  on  by  the  defendant  as  being  practi- 
cable, and  most  nearly  approaching  in  usefulness  those  used 
by  complainants  and  the  defendant.  Defendant  erected  and 
used  for  a  time  one  of  them  at  its  mine,  and,  although  its 
testimony  is  to  the  effect  that  it  was  a  success,  but  of  too  small 
capacity,  the  significant  fact  remains  that  it  was  torn  down 
and,  when  demolished,  defendant  did  not  build  another  Luck- 
hardt furnace  of  larger  capacity,  but  did  erect  in  its  place  a 
Green  furnace,  which  was  afterward  followed  t)y  another,  not- 
withstanding the  pending  litigation  and  the  risk  of  being 
called  upon  to  account  for  a  large  amount  of  profits  result- 


NOVEMBER,    1878.  35 


Knox  V.  Great  Western  Quicksilver  Mining  Co. 


ing  from  its   use,  in  case  of  failure  to   defeat  the   pending 
actions. 

Besides,  other  mine-owners  pay  the  large  royalty  established 
by  the  complainants  for  the  use  of  their  inventions,  which 
they  would  not  be  likely  to  do  if  there  were  other  furnaces 
equally  good,  or  nearly  so,  open  to  public  use  or  to  be  had 
at  a  smaller  royalty.     These  facts  of  themselves  speak  volumes 
in  favor  of  the  superiority  of  the  furnaces  of  complainants, 
and  those  constructed  and  used  by  defendant,  over  the  Luck- 
hardt  or  any  other  furnace.     The  testimony,  all  considered, 
leaves  no  doubt  on  my  mind  that  the  furnaces  used  by  com- 
plainants and  defendant,  and  those  embodying  the  same  ele- 
ments and  combinations  and  operating  upon  the  same  princi- 
ples, are  greatly  superior  to  any  others  in  use  for  reducing 
quicksilver  ores.     And   it  also  seems  clear  to  me  that  the 
Green  furnace,  and  the  modified  Green  furnace,  embod}*^  the 
elements  and  combinations  found  in  complainants'  furnace. 

This  suit  was  commenced  in  October,  1874.  Upon  the 
application  of  defendant,  the  proceedings  were  stayed  and 
the  complainants  required  to  bring  their  action  at  law  to 
establish  their  rights  under  their  patents,  which  was  accord- 
ingly done.  After  a  laborious  trial  the  jury,  under  instructions 
of  the  court  as  to  the  law  applicable  10  the  case,  found  the 
patents  held  by  plaintiffs  to  be  valid,  and  the  Green  furnace  to 
be  an  infringement,  the  verdict  being  special  upon  each  claim 
by  itself.  The  verdict  was  set  aside  upon  some  of  the  subor- 
dinate claims,  but  confirmed  by  the  court  on  the  other  and 
principal  claims.  Judgment  was  entered  in  February,  1876, 
and  a  writ  of  error  to  the  Supreme  Court  perfected  February 
4th,  1878.  The  validity  of  the  complainants*  patents  and 
their  infringement  having  been  established  in  the  action  at 
law,  nothing  was  left  to  be  done,  except  for  complainants  to 
apply  for  their  injunction  and  accounting  in  the  equity  suit, 
which  had  in  the  meantime  been  stayed.  The  accounting 
resulted  in  the  master's  report  now  under  consideration.  If 
there  is  any  error  in  these  proceedings,  in  my  judgment,  it  is 
not  in  the  accounting,  but  it  will  be  found  in  my  construction 
of  the  patents  in  the  action  at  law.  Upon  that  point,  as 
counsel   were   informed   at   the   time,  and   again    upon   the 
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decision  of  the  motion  for  a  new  trial,  my  mind  was  not 
wholly  free  from  doubt — not  that  a  better  furnace  for  reducing 
quicksilver-ores  had  been  constructed  by  complainants  than 
was  ever  before  in  use,  but  whether  the  claims  in  the  patents 
were  sufficient  to  secure  the  valuable  features  combined  in  the 
furnace.  Defendants  took  their  exceptions,  and,  a  bill  of  ex- 
ceptions having  been  duly  settled,  the  construction  adopted 
is  now  before  the  Supreme  Court  for  review.  If  the  judgment 
in  the  action  at  law  should  be  affirmed,  I  can  perceive  no 
error  in  the  accounting.  If  reversed,  of  course,  the  basis  of 
the  accounting  will  be  withdrawn.  I  regret  that  the  final 
decision  of  the  action  at  law  could  not  have  been  had  before 
passing  upon  the  master's  report. 

Let  the  exceptions  to  the  master's  report  be  overruled,  the 
report  be  confirmed,  and  a  final  decree  entered  for  complain- 
ants in  accordance  therewith. 

M.  A,  Wheaton^  for  the  complainants. 

Estee  &*  Boalty  Cope  &*  Boyd  and  Garber  &*  Thornton^  for  the 
defendant. 


Clinton  G.  Colgate 

vs. 

The    Western    Union     Telegraph     Company.      In 

Equity.* 

The  letters  patent  granted  to  George  B.  Simpson,  May  2ist,  1867,  for  an 
**  improvement  in  insulating  submarine  cables/'  are  valid. 

The  invention  defined. 

The  claim  of  said  patent,  namely,  *'The  combination  of  gutta  percha  and 
metallic  wire,  in  such  form  as  to  encase  a  wire  or  wires,  or  other  con- 
ductors of  electricity,  within  the  non-conducting  substance,  gutta  percha, 
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making  a  *sabmarine  telegraph  cable/  at  once  flexible  and  convenient, 
which  may  be  suspended  on  poles  in  the  air.  submerged  in  water,  or 
buried  in  the  earth,  to  any  extent,  for  atmospheric  and  submarine  tele- 
graphic communication,  and  for  other  electric,  galvanic  and  magnetic 
uses,  as  hereinbefore  described,*'  construed. 

The  history  of  Simpson's  efforts  to  obtain  a  patent  for  his  invention,  from 
January,  1848,  until  May,  1867,  given. 

His  various  applications  were  one  continuous  application,  and  he  did  not 
abandon  his  invention. 

His  receiving  back  from  the  Patent  Office,  after  his  application  was  rejected, 
$20  paid  by  him  as  a  fee,  held  not  to  operate  as  a  withdrawal  of  his  ap- 
plication. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  November,  1878.) 

Blatchford,  J. 

This  suit  is  founded  on   letters  patent  granted  to  George 
B.  Simpson,  as   inventor,  May  21st,  1867,  for  an  **  improve- 
ment in    insulating  submarine    cables."     The   specification 
states,  that  Simpson    has  invented  *'  a   new  and  useful  im- 
provement   in     electrical    conductors   for   telegraphic    pur- 
poses."    It  says  :  **  To  enable  others  to  make  and  use  my 
•  submarine  telegraph  cable,'  I  will  describe  its  manufacture 
thus  :  I  dissolve  gutta  percha  with  chloroform,   or  any  other 
known  solvent  ;  I  soften  gutta  percha  in  boiling  water,  steam 
or  dry  heat ;  I  combine  gutta  percha  with  metallic  wire,    by 
means  of  a  brush,  or  by  immersing  the  wire  in   the  solution, 
when  in  the  solvent  state  ;  I  combine  gutta  percha  and  metal- 
lic wire  with  the  fingers,  or  any    machine    which  may  facili- 
tate the  operation    and  execute    the    work    more    perfectly, 
by  pressing  the  gum  upon  and  around   the  wire,  or  by  spin- 
ning it  only,  when  in  a  plastic  state,  into  thin    and    ribbon- 
like strips,  and  twining  it  on  then  tightly  and  continuously 
around  the  wire,  thus  combining  the  gutta-percha  and  metal- 
lic wire,  and  insulating  the  wire  to  any  extent.     By  this  mode 
of  combination,  I  cover  the  wire  on  all  sides  with  a  uniform 
coating  of  gutta  percha  of  any  desired  thickness,  for  the  pur- 
pose of  securing  a  conductor  of    electricity    within  the  non- 
conducting    susbtance,    gutta    percha,  which    combination 
forms  a  *  submarine  telegraph  cable,'  flexible  and  convenient, 
which  may  be  suspended  on  poles  in  the  air,  submerged  in 
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water,  or  buried  in  the  earth.  This  mode  of  combination  and 
insulation  confines  the  electric  current  to  the  wire,  wires  or 
other  conductors  of  electricity,  shielding  it  and  them  from 
contact  v/ith  any  and  all  external  electric,  galvanic  or  mag- 
netic influences  whatsoever,  thus  attaining  a  great  triumph 
in  art,  namely,  the  absolute  control  of  electric  and  galvanic 
currents,-  for  atmospheric  and  submarine  telegraphic  com- 
munication, and  for  other  electric,  galvanic  and  magnetic 
uses.  (See  drawings.)'*  The  claim  is  in  these  words  :  '*  The 
combination  of  gutta  percha  and  metallic  wire,  in  such  form 
as  to  encase  a  wire  or  wires,  or  other  conductors  of  electricity, 
within  the  non-conducting  substance,  gutta  percha,  making  a 
*  submarine  telegraph  cable,'  at  once  flexible  and  convenient, 
which  may  be  suspended  on  poles  in  the  air,  submerged  in 
water,  or  buried  in  the  earth,  to  any  extent,  for  atmospheiic 
and  submarine  telegraphic  communication,  and  for  other 
electric,  galvanic  and  magnetic  uses,  as  hereinbefore  de- 
scribed." 

It  is  plain,  from  the  language  of  this  specification,  that  the 
point  of  the  invention  is,  to  make  use  of  the  fact  that  gutta 
percha  is  a  non-conductor  of  electricity,  to  insulate,  by  means 
of  gutta  percha,  a  metallic  wire  which  is  a  conductor  of  elec- 
tricity, and  thus  prevent  the  escape  of  electricity  from  the 
metallic  wire,  when  it  is  suspended  in  the  air,  or  submerged 
in  water,  or  buried  m  the  earth,  when,  but  for  such  insula- 
tion, the  electricity  would  escape  from  the  metallic  wire. 
The  mode  of  insulation  described  is  to  combine  the  gutta 
percha  and  the  metallic  wire  in  such  manner  that  the  wire 
will  be  covered  on  all  sides  with  a  uniform  coating  of  gutta 
percha.  Adequate  means  of  softening  the  gum  and  putting 
it  into  such  condition  as  to  permit  it  to  be  so  combined  with 
the  wire  are  set  forth  ;  and  it  is  declared  that  such  mode  of 
combination  and  insulation  confines  the  electric  current  to 
the  wire  and  shields  tbe  ^ire  from  contact  with  all  external 
electric  influences.  It  is  manifest,  that  the  gist  of  the  inven- 
tion is  the  discovery  of  the  fact  that  gutta  percha  is  a  non- 
conductor of  electricity,  and  the  application  of  that  fact  to 
practical  use  by  combining  gutta  percha,  by  the  means  speci- 
fied, with  a  metallic  wire,  in  the  manner  described,  and  then 
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using  the  cable  formed  by  such  combination  for  the  purpose 
of  conducting  electricity  along  the  enclosed  wire.  The  point 
of  the  invention  is  not  the  mere  mechanical  covering  of  a 
metallic  wire  with  gutta  pecha,  as  a  mechanical  protection 
from  abrasion  or  injury  from  without,  or  for  any  purpose  aside 
from  a  use  of  the  covered  wire  as  a  conductor  of  electricity. 
The  claim  is  substantially  a  claim  to  the  use,  as  a  conductor 
of  electricity,  of  a  metallic  wire  insulated  by  gutta  percha  by 
the  means  and  in  the  manner  described  in  the  specification. 
The  claim  is  valid,  even  though  a  metallic  wire  covered  with 
gutta  percha  existed  before  the  plaintiff's  invention,  if  it  was 
not  known  that  gutta  percha  was  a  non-conductor  of  elec- 
tricity and  could  be  used  to  insulate  the  wire.  The  use  by 
the  patentee  of  the  wire  so  covered  to  coaduct  electricity  was 
not  a  double  use  of  the  covered  wire,  even  though  the  cov- 
ered wire  existed  before,  nor  was  it  a  use  of  it  for  a  purpose 
at  ail  analogous  to  any  use  before  made  of  it,  if  such  prior 
use  of  it  was  not  to  conduct  electricity  along  the  wire,  and  if  it 
was  not  before  known  that  gutta  percha  was  a  non-conduct- 
or of  electricity  and  could  be  used  to  insulate  a  metallic 
wire  used  as  a  conductor  of  electricity. 

The  answer  admits  the  use  by  the  defendant  of  submarine 
cables  in  the  insulation  of  which  gutta  percha  was  employed, 
but  does  not  admit  that  it  thereby  used  the  invention  pat- 
ented to  Simpson.  It  also  sets  up,  that  the  alleged  invention 
was  before  known  and  used,  that  it  had  been,  for  more  than 
two  years  before  Simpson's  application  for  a  patent  therefor, 
in  public  use  in  the  United  States  with  the  knowledge,  con- 
sent and  allowance  of  Simpson  ;  that,  if  Simpson  was  the 
first  inventor  of  the  alleged  invention,  he  wilfully  and  with- 
out excuse  and  for  many  years  delayed  and  forebore  to  apply 
for  a  patent  for  it,  and  abandoned  it  and  his  right  to  have  a 
patent  for  it,  and  dedicated  it  to  the  public,  and,  meantime, 
it  became  known  to  the  public  and  the  defendant  from  other 
sources  ;  that  the  thing  claimed  by  the  patent  is  not  a  pat- 
entable subject-matter,  and,  therefore,  the  patent  is  null  and 
void  ;  and  that  the  patent  is  void  for  the  reason  that  the 
alleged  invention  consists  in  applying  to  telegraph  wires,  or 
in  using  for  telegraphic  purposes,  what  before  had  been  ap- 
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plied  to  other  articles  or  uses  for  other  purposes,  and,  there- 
fore, the  invention  is  not  patentable  subject-matter. 

The  fact  of  infringement,  by  the  use  by  the  defendant  of 
what  is  claimed  in  the  claim  of  the  patent  as  the  invention  of 
Simpson,  is  satisfactorily  proved  and  was  not  contested  on 
the  hearing. 

It  is  contended,  for  the  defendant,  that  the  patent  is  broadly 
for  the  combination  of  gutta  percha  with  a  metallic  wire,  so 
that  the  wire  is  covered  and  encased  by  the  gutta  percha, 
and  is  not  for  the  use  of  the  combination  or  for  a  method  of 
using  it,  and  it  is  not  for  a  discovery  or  for  an  invention 
founded  on  or  involving  a  discovery  ;  that,  whenever  wire  is 
found  co\^ered  by  gutta  percha  in  such  manner  that  the 
gutta  percha  is  capable  of  confining  electricity  to  the  wire, 
an  article  is  found  which  is  included  in  the  patent ;  that 
whoever  so  covers  wire  is  as  much  an  infringer  of  the  pat- 
ent as  he  is  who  uses  it  for  telegraphic  purposes  ;  and  that, 
if  the  wire  be  so  covered,  whoever  uses  it  for  a  band  for  a 
cotton  bale  or  for  a  belting  for  machinery,  infringes  the  pat- 
ent. The  construction  hereinbefore  given  to  the  specification 
and  claim  shows  that  these  views  on  the  part  of  the  defendant 
are  not  sound. 

It  is  further  contended,  for  the  defendant,  that,  as  it  was 
known  that  resins  and  gums,  as  a  genus  of  articles,  were  elec- 
tric insulators,  it  did  not  require  or  involve  any  invention, 
when  gutta  percha  became  known,  to  cover  wire  with  it,  to 
insulate  the  wire.  It  is  very  easy  for  wisdom  after  an  event 
to  say  that  it  was  a  natural  conclusion  that  gutta  percha 
would  be  an  insulator,  from  the  known  insulating  properties 
of  gums  and  resins  generally.  But,  the  evidence  in  this 
case  shows,  that,  although  gutta  percha  was  known,  and 
the  means  of  softening  and  manipulating  it  were  known, 
many  experienced  men,  engaged  in  the  business  of  teleg- 
raphy, groped  about,  experimenting  first  with  one  device 
and  then  with  another,  in  fruitless  effort  to  secure  a  practi- 
cal means  of  crossing  water  courses  with  lines  of  telegraph 
wires,  until  it  was  at  length  found  out  that  gutta  percha  was 
the  needed  insulator.  It  is  also  shown  that  Faraday,  the 
distinguished  scientist,  announced    to  the  world   as   a   new 
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thing  the  fact  that  he  had  discovered  that  gutta  percha 
was  a  good  electrical  insulator.  The  position  taken  is, 
therefore,  untenable. 

Equally  unsound  is  the  view  urged  on  the  part  of  the  de- 
fendant, that  the  use  of  gutta  percha  instead  of  india-rubber, 
to  insulate  a  wire,  was  a  mere  change  of  material,  and  an  ob- 
vious substitution,  and,  therefore,  not  patentable.  The  cases 
of  the  door  knob,  and  the  button,  and  the  wagon  reach,  have 
no  application  to  a  case  like  the  present.  Those  who  were 
seeking  a  practically  perfect  insulator  had  india  rubber  and 
found  it  not  to  be  what  was  needed.  The  present  case  is  not 
merely  one  of  producing  a  better  or  cheaper  or  more  durable 
article  to  attain  the  same  result,  nor  is  it  one  falling  within 
the  principle,  that  a  change  involving  only  mechanical  skill 
is  not  patentable. 

Nothing  that  has  been  put  in  evidence  by  the  defendant 
carries  back  the  publication  of  the  discovery  of  the  insulating 
properties  of  gutta  percha  to  a  date  earlier  than  the  ist  of 
Marchi  1848.  That  is  the  date  of  the  publication  in  England 
of  the  discovery  of  such  properties  by  Faraday.  It  is  entirely 
clear,  that  Simpson  had,  prior  to  that  time,  made  a  like  dis- 
covery. On  the  24th  of  January,  1848,  he  made  oath  to  ^a 
specification  for  a  patent  for  **  a  new  and  improved  mode  of 
conducting  electricity  through  water  and  beneath  the  earth," 
and  such  specification,  with  the  oath  and  a  drawing  and  a 
petition  for  a  patent,  but  without  any  fee  or  model,  were 
tiled  in  the  Patent  Office  on  the  31st  of  January,  1848.  In  that 
specification  Simpson  says  :  "  The  nature  of  my  invention 
consists  in  insulating  the  metallic  wire,  covering  it  with  a 
glass  bead  chain,  socketed  and  closely  jointed  together ; 
also,  covering  the  glass  chain  with  an  insoluble  india  rubber 
(or  gutta  percha)  tube,  jointed,  cemented,  and  banded  to- 
gether, thus  forming  a  submarine  conductor  of  electricity,  as 
hereinafter  described.  To  enable  others  to  make  and  use  my 
invention,  I  will  proceed  to  describe  the  combination,  its 
construction  and  operation.  The  metallic  wire  (A  in  the 
drawing)  is  first  insulated  with  insoluble  india  rubber  or 
gutta  percha ;  the  insulated  wire  is  then  covered  with  glass 
beads  (B),   socketed  together,   so  as  to  form  a  close  joint, 
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every  joint  (C)  bead  having  a  groove  around  the  middle  suffi- 
cient to  admit  of  a  band  or  fastening  to  prevent  displacement 
on  the  wire  ;  an  insoluble  india  rubber  tube  (J?)  is  then  drawn  over 
the  glass  bead  chain,  jointed,  cemented,  and  banded  together 
(E),  so  as  to  be  both  water  and  air  tight.  The  object  of  this 
arrangement  or  combination  is,  to  guard  against  and  prevent 
the  water  from  coming  in  direct  contact  with  the  telegraphic 
wire,  thus  securing  the  entire  control  of  this  mysterious 
agent.  This  combination  secures  the  object  so  much  de- 
sired. By  insulating  the  wire  with  the  gums,  prevents  the 
water  from  coming  in  direct  contact  with  it  ;  by  covering  the 
insulated  wire  with  glass  beads  closely  jointed,  confines  the 
electricity  to  the  wire  ;  and  if,  by  the  operation  of  natural 
laws^  chemical  action  produces  moisture  inside  the  india 
rubber  tube^  the  space  between  the  joints  of  the  glass  chain  being 
comparatively  nominal,  the  amount  of  water  thus  produced 
and  occupying  said  space  would  amount  to  little  more  than 
moisture,  and,  even  if  this  moisture  were  to  come  in  direct 
contact  with  other  conductors  of  electricity,  it  would  require 
a  vast  amount, of  surface  thus  exposed,  to  destroy  the  entire 
current  ;  but  the  insoluble  india  rubber  tube  which  encases  the 
wjiole  chain,  being  in  and  of  itself  a  powerful  non-conductor^ 
throws  up  an  interminable  barrier  between  the  great  volume 
of  water  outside  and  the  comparative  moisture  inside  the  tube, 
thus  effectually  confining  and  controlling  the  great  car- 
rent  of  electricity  passing  over  the  telegraphic  wire.  The 
joints  in  the  glass  chain,  and  the  elasticity  of  the  india  rubber 
tube,  when  complete,  (D),  renders  it  sufficiently  flexible  to  give 
any  desired  curve.  NmUy  what  I  claim  by  my  invention  and 
desire  to  secure  by  letters  patent,  is  the  combination  and 
dLvrdLti^Qm^xiX.  oi  the  gums  and  glass  diTonnd,  the  telegraphic  wire, 
in  such  form  as  to  secure  the  controlling  power  of  the  mys- 
terious agent  *  electricity,*  as  hereinbefore  described." 

On  the  2ist  of  February,  1848,  Simpson  signed  another 
specification,  which  he  sent  to  the  Patent  Office  in  a  letter 
bearing  that  date,  which  letter  says  :  *'  Owing  to  the  haste 
in  which  I  prepared  my  first  specifications,  they  were  not  as 
explicit  as  they  ought  to  have  been  I  have,  therefore,  prepared 
another  set,  supplying  the  former  deficiency  and  embracing 
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t-Yxe  'w "hole  principles  of  my  plan  for  which  I  have  asked  letters 
patent."     This  specification,  like  the  first  one,  declares  the 
invention  to  be  **anew  and  improved  mode  of  conducting 
electricity  through  water  and  beneath  the  earth."     The  ex- 
pressions in  the  first  specification  which  are  varied   in  the 
second  are  put  in   italics  in  the  above  copy  ;  and  the  Ian- 
guage  found  in  the  second  specification  which  is  not  found 
In  the  first  is  put  in  italics  in  the  following  copy  of  the  second. 
Xbe  second  specification  says  :  **  The  nature  of   my   inven- 
tion consists  in  insulating  the  metallic  wire,  covering  it  with 
a.  glass  bead  chain  socketed  and  closely  jointed  together,  also 
covering  the  glass  chain   with  an   insoluble  india  rubber  or 
gutta  percha  tube,  jointed,  cemented  and  banded  together, 
thus  forming  a  submarine  conductor  of  electricity,  as  herein- 
after described.     To  enable  others  to  make  and  use  my  inven- 
tion, I  will  proceed  to  describe  the  combination,  its  construc- 
tion and  operation.     The  metallic  wire  {a  in  the  drawing)  is 
first  insulated  with  insoluble  india  rubber  or  gutta  percha, 
the  insulated  wire  is  then  covered  with  glass  beads  {b)  sock- 
eted together  so  as  to  form  a  close  joint,  every  joint  bead  {/) 
having  a  groove  around  the  middle  sufficient  to  admit  of  a 
band  or  fastening  to  prevent  displacement  on  the  wire  ;  an 
insoluble  india  rubber  or  gutta  percha  tube  (d)  is  then  drawn  over 
the  glass  bead  chain,  jointed,  cemented  and  banded  together, 
(^),  so  as   to  be  both  air  and  water  tight.     In  order  that  the  sub- 
marine conductor  of  electricity  may  be  applied  to  deep  waters^  I  pro- 
pose to  attach  around  the  conductor  ^  at  certain  distances  from  each 
other y  globular  rings  containing  any  required  amount  of  air^  so  that 
the  whole  structure  may  be  buoyed  on  the  surface  of  the  water  or  sunk 
to  any  desirable  depth.     Said  globular  rings  are  made  of  india  rubber^ 
covered  with  the  gum  percha  y  and  fastened  on  the  conductor  ivith  the 
same  kitui  of  gum.     The  object  of  this  arrangement  or  combi- 
nation is,  to  guard  against  and  prevent  the  water  from  coming 
in  direct  contact  with  the  telegraphic  wire,  thus  securing  the 
entire  control  of   this  mysterious  agent.     This  combination 
secures  the  object  so  much  desired.     By  insulating  the  wire 
with  the  gums,  prevents  the  water  from  coming  in  direct  con- 
tact with  it ;    by  covering  the  insulated  wire   with  the  glass 
deads  closely  jointed,  confines  the  electricity  to  the  wire  ;  and 
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if,  by  the  operation  of  the  laws  of  nature ^  chemical  action  pro- 
duces moisture  inside  the  india  rubber  or  gutta  percha  tube^  the 
space  between  the  joints  of  the  glass  chain  being  compar- 
atively nominal,  the  amount  of  water  thus  produced  and  occu- 
pying said  space  would  amount  to  little  more  than  moisture, 
and,  even  if  this  moisture  were  to  come  into  direct  contact 
with  other  conductors  of  electricity,  it  would  require  a  vast 
amount  of  surface,  thus  exposed,  to  destroy  the  entire  current; 
but,  the  insoluble  india  rubber  or  gutta  percha  tube^  which  encases 
the  whole  chain,  being  a  non-conductor^  throws  up  an  intermin- 
able barrier  between  the  great  volume  of  water  outside  and 
the  comparative  moisture  inside  the  tube,  thus  effectually 
confining  and  controlling  the  great  current  of  electricity 
passing  over  the  telegraphic  wire.  The  joints  in  the  glass 
chain  and  the  elasticity  of  the  india  rubber  or  gutta  percha  tube^ 
when  complete  (^,  are  sufficiently  flexible  to  give  any  desired 
curve.  What  I  claim  as  my  invention  and  desire  to  secure 
by  letters  patent  is,  the  combination  and  arrangement  of  the 
gums  around  the  telegraphic  wire,  in  such  form  as  to  secure 
the  controlling  power  of  the  mysterious  agent,  electricity,  as 
hereinbefore  described." 

A  careful  examination  of  the  first  specification  leads  to  the 
conclusion,  that  in  it  Simpson  uses  the  words  "  insoluble  india 
rubber  **  to  indicate  one  and  the  same  article  that  he  indicates 
by  the  word  **  gutta  percha  ;"  that  he  uses  the  two  fortns  of 
expression  as  synonymous  and  as  meaning  the  same  thing  ; 
that  he  does  not,  by  **  insoluble  india  rubber,"  mean  india 
rubber,  as  that  substance  was  then  recognized,  made  insoluble 
or  in  the  condition  of  being  insoluble,  nor  in  any  condition  ; 
but  that  the  whole  expression,  **  insoluble  india  rubber  or  gutta 
percha,"  meansj  **  gutta  percha,  otherwise  called  by  me  in- 
soluble india  rubber."  Thus,  in  the  first  specincation,  he 
calls  the  outside  tube,  in  one  place,  **  an  insoluble  india  rub- 
ber or  gutta  percha  tube, "  a.id  in  two  other  places  an  **  insolu- 
ble india  rubber  tube,"  and  in  two  other  places  an  **  india  rub- 
ber tube."  He  speaks,  also,  of  first  insulating  the  wire  with 
**  insoluble  india  rubber  or  gutta  percha,"  before  covering  it, 
thus  insulated,  with  glass  beads.  Therefore,  he  clearly  con- 
templated putting  gutta  percha  next  to  the  wire,  in  such 
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manner  as  to  insulate  the  wire,  and  he  also  contemplated 
making  of  gutta  percha  the  outside  tube  which  was  to  go  over 
the  glass  beads.  He  speaks  of  such  tube,  calling  it  an 
'*  insoluble  india  ruboer  tube,**  as  **  a  powerful  non-conduct- 
or." He,  therefore,  clearly  means,  that  gutta  percha  is  a  non- 
conductor, for  it  is  the  tube  which  is  to  be  a  non-conductor, 
and  he  speaks  of  the  tube  as  being  made  of  gutta  percha  as  well 
as  the  insulator  next  to  the  wire.  It  is  in  evidence  that  these 
specifications  were  both  of  them  written  by  Simpson  himself. 
He  was  not  an  educated  man,  accustomed  to  the  use  of  preci- 
sion in  language.  His  spelling  is  defective  and  his  modes  of 
expression  rude.  The  expression  in  the  claim  of  the  first 
specification,  the  **  combination  of  the  gums  and  glass  around 
the  telegraphic  wire,*'  is  criticised,  as  showing  that  he  meant» 
by  **  insoluble  india  rubber,"  one  gum,  and  by  **  guttapercha" 
another  and  distinct  guin.  But,  the  expression  is  satisfied  by 
a  more  natural  meaning.  He  says  that  he  puts  gutta  percha 
next  to  the  wire,  then  glass  beads  next  outside,  and  then 
outside  of  the  glass  beads  a  gutta  percha  tube.  Here  are 
two  coverings  of  gutta  percha,  two  envelopes  made  of  that 
gum,  which  two,  when  spoken  of  collectively,  he  desig- 
nates as  gums  ;  and  he  speaks  of  the  whole  thing,  in  the 
claim,  as  "  the  combination  and  arrangement  of  the  gums  and 
glass  around  the  telegraphic  wire."  There  is  glass  between 
two  layers  of  gum,  and  these  two  layers  of  gum  he  calls 
"  gums."  So,  too,  the  expression,  "  insulating  the  wire  with 
the  gums,"  is  criticised,  as  showing  that  he  intended  two 
gums.  But  he  speaks  of  the  wire  as  insulated  by  the  gutta 
percha  before  the  glass  beads  are  put  on  ;  and,  clearly,  the 
insulation  thus  spoken  of  is  by  the  one  covering  of  gutta 
percha.  There  would  be  the  use  of  but  one  gum  to  insulate, 
even  if  that  gum  were  not  gutta  percha. 

But  much  light  is  shed  on  the  meaning  of  Simpson  by  the 
second  specification,  which  he  sent  to  the  Patent  Office  as 
being  more  "  explicit  "  than  the  first  one,  and  as  supplying 
the  "  former  deficienc}',"  and  as  "  embracing  the  whole  prin- 
ciple *'  of  his  plan  for  which  he  had  asked  a  patent.  In  the 
second  specification  the  word  "  gutta  percha"  is  used  in  de- 
scribing the  outside  tube,  in  every  place  where  the  tube  is 
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mentioned.  In  three  places  it  is  spoken  of  as  an  '*  insoluble 
india  rubber  or  gutta  percha  tube,"  and  in  two  places  as  an 
"  india  rubber  or  gutta  percha  tube.'*  In  two  places  where 
the  words  in  the  second  specification  are  **  insoluble  india 
rubber  or  gutta  percha  tube,"  the  corresponding  words  in 
the  first  specification  are  **  insoluble  india  rubber  tube,"  in 
two  places  where  the  words  in  the  second  specification  are 
'*  india  rubber  or  gutta  percha  tube,"  the  corresponding 
words  in  the  first  specification  are  "  india  rubber  tube,"  and 
in  the  fifth  place  the  expression  is  the  same  in  both  specifica- 
tions, namely,  **  insoluble  india  rubber  or  gutta  percha 
tube."  The  insulation  spoken  of  as  taking  place  before  the 
glass  beads  are  put  on  is  spoken  of,  in  both  specifications,  as 
being  made  by  **  insoluble  india  rubber  or  gutta  percha." 
The  globular  rings  filled  with  air,  to  buoy  the  structure,  a 
feature  not  in  the  first  specification,  are  described  in  the 
second  specification  as  **  made  of  india  rubber"  and  "  covered 
with  the  gum  percha,"  thus  distinctly  showing  that  Simpson 
did  not,  by  "  insoluble  india  rubber,"  mean  "  india  rubber," 
and  that  he  regarded  gutta  percha  as  a  distinct  article  from 
india  rubber.  A  further  very  marked  change  in  the  second 
specification  from  the  first  is,  that  the  claim  in  the  second  is 
"  the  combination  and  arrangement  of  the  gums  around  the 
metallic  wire,  in  such  form  as  to  secure  th^  controlling  power 
of  the  mysterious  agent  *  electricity,'  as  hereinbefore  de- 
scribed," instead  of,  as  in  the  first,  "  the  combination  and 
arrangement  of  the  gums  and  glass  around  the  telegraphic  wire 
in  such  form  as  to  secure  the  controlling  power  of  the  myste- 
rious agent  *  electricity,'  as  hereinbefore  described."  The 
second  specification,  like  the  first,  speaks  of  gutta  percha  as  a 
non-conductor  of  electricity,  but  it  claims  the  combination 
and  arrangement  of  the  gums  (that  is,  the  interior  insulating 
layer  of  gutta  percha  and  the  exterior  tube  of  gutta  percha), 
around  the  wire,  as  the  controlling  power  which  confines  the 
current  of  electricity  to  the  wire  and  prevents  its  passing  off, 
and  it  leaves  out  any  claim  to  the  glass  beads  in  connection 
with  the  gutta  percha,  whatever  operation  the  glass  beads 
may  have,  as  non-conductors  of  electricity. 

It  is  shown,  by  the  testimony  of  >Ir.  Barr,  one  of  the  two 
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persons  who  signed  their  names  as  witnesses  to  both  of  these 
two  specifications,  that  he  knew  Simpson  at  Cincinnati  in  the 
years  1846  and  1847  ;  that  Simpson  experimented  first  with 
india  rubber,  as  an  insulating  covering  for  wire,  and  found 
that  it  was  not  a  perfect  insulator  ;  and  that  he  then  experi- 
mented with  and  adopted  gutta  percha.  There  is,  also,  evi- 
dence that,  as  early  as  the  loth  of  January,  1848,  Simpson 
was  making  inquiry  as  to  gutta  percha,  and  receiving  infor- 
mation in  regard  to  it  from  Horace  H.  Day,  who  was  ac- 
quainted with  it  and  with  some  of  its  properties.  The  earliest 
date  at  which  any  other  person  than  Simpson  is  shown  to 
have  announced  In  the  United  States  the  insulating  and  non- 
conducting  property  of  gutta  percha,  is  the  loth  of  February, 
1848,  on  which  day  Mr.  French,  the  President  of  the  Mag- 
netic Telegraph  Company,  which  had  a  line  of  telegraph  be- 
tween New  York  and  Washington,  stated,  in  a  letter  written 
by  him  from  Washington  to  Mr.  Clark,  the  Secretary  of  the 
Company,  at  New  York,  that  he  had  just  made  an  insulator 
of  gutca  percha,  in  a  mould  made  for  a  glass  insulator,  as  an 
experiment,  and  that  it  was  a  non-conductor.  It  also 
appears,  that,  on  the  same  day,  Horace  H.  Day,  a  dealer  in 
gjtta  percha  at  that  time,  writes  of  it  as  a  **  new  species  of 
india  rubber."  In  February  or  March,  1848,  Simpson  is 
found  in  Baltimore,  exhibiting  to  Professor  Rogers,  a  gentle- 
man extensively  connected  with  telegraphy,  a  piece  of  wire 
covered  with  gutta  percha,  which  he  represented  as  intended 
to  be  used  under  water  at  draw-bridges  in  rivers,  and  it  was 
then  and  there  tested  in  water  and  found  to  be  a  good  insu- 
lator. During  the  year  1848,  Simpson  is  found  in  New  York 
and  in  Baltimore  endeavoring  to  attract  attention  to  his  in- 
vention. On  the  6th  of  December,  1848,  he  made  an  agree- 
ment in  writing  with  Horace  H.  Day,  whereby  he  was  enabled 
to  prosecute  the  application  for  his  patent.  Up  to  that  time 
he  had  not  paid  any  fee  at  the  Patent  Oflfice,  or  filed  any 
model.  The  agreement  in  question  states,  that  **  Simpson 
did,  in  the  winter  of  1847  and  '48,  and  as  early  as  the  month 
of  November,  '47,  make  invention  of  covering  wires  for  tele- 
graph purposes  with  gutta  percha,  and  also  with  gutta  percha 
and  chain  of  glass,  and  with  still  an  additional  covering  of 
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rubber,  and  that  he  is  desirous  of  taking  out  a  patent  for  the 
same,  or  any  portion  of  it  which  is  patentable,  and  that  he 
has  not  the  means  to  take  out  a  patent,"  and  then  Simpson 
'*  agrees  to  convey  to  Horace  H.  Day,  and  make  over  to  him, 
one-half  of  all  the  right,  title  and  interest  which  may  result 
from  the  patent,*'  *'  on  condition  of  his  paying  the  fees  for 
Patent  Office,  and  preparing  model  and  papers,**  with  this 
clause  :  **  If  no  patent  is  granted,  I  promise  to  pay  the  twenty 
received  back  from  the  Office  to  Day.**  In  pursuance  of  this 
agreement,  Simpson,  on  the  28th  of  December,  1848,  made 
oath,  at  Baltimore,  to  a  new  specification,  which,  with  a  new 
petition  for  a  patent,  and  a  drawing  and  a  model  and  S30  fee, 
were  received  at  the  Patent  Office  on  the  2d  of  April,  1849. 
The  office  required  other  drawings  and  specimens,  and  sug- 
gested aniendments  to  the  specification,  which  were  supplied 
on  the  i6th  of  June,  1849.  The  specification,  as  completed, 
states  the  invention  to  be  **  a  new  and  improved  mode  of  in- 
sulating electro-magnetic  telegraph  wire,*'  and  proceeds  thus: 
**  The  nature  of  my  invention  is  shielding  the  wire  from  con- 
tact with  any  or  all  conducting  matter,  by  covering  it  with 
india  rubber,  glass  beads  and  gutta  percha  either  together  or 
separate.  By  this  mode  the  covering,  and  also  the  wire,  re- 
main flexible,  and  can  be  conveniently  and  safely  laid  in  the 
bed  of  rivers,  or  be  buried  in  the  earth,  or  be  elevated  on 
poles  in  the  air,  without  liability  to  come  in  contact  with 
water  or  other  matter  known  as  conductors  of  galvanic  elec- 
tricity. To  enable  others  skilled  in  the  arts  to  make  and  use 
my  invention,  I  will  describe  it  thus  :  The  gutta  percha  must 
be  softened  by  any  of  the  well  known  processes,  and,  when 
in  a  malleable  pr  plastic  state,  I  spread  it  in  any  desired 
thickness  around  the  wire.  This  operation,  when  well  and 
carefully  done,  is  sufficient  of  itself,  without  another  coating, 
to  insulate  the  wire,  and,  for  all  ordinary  practical  purposes, 
may  be  used  without  any  other  preparation.  For  further 
security  and  to  guard  against  rough  usage,  I  also  cover  the 
wire  with  a  coating  of  india  rubber  in  a  plastic  state,  or  with 
the  well  known  metallic  rubber  in  a  plastic  state,  and,  when 
the  rubber  is  dry,  the  whole  is  to  be  covered  with  a  series  of 
glass  beads,  of  convenient  length  and  thickness.     Each  bead 
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is  perforated,  so  as  to  fit  closely  to  the  rubber,  and  fitted  close 
to  each  other  by  a  socket  or  knuckle  joint,  produced  by  hav- 
ing one  end  of  the  bead  convex,  while  the  opposite  end  is 
concave,  and  so  placed  over  the  rubber  that  the  convex  end 
of  one  bead  shall  fit  into  the  ccncave  end  of  the  next  adjoin- 
ing bead.  Over  the  beads  I  place  a  coat  of  gutta  percha  in  a 
plastic  state,  and  the  v/hole  thus  forms  a  flexible  shield,  that 
renders  the  wire  secure  against  all  external  influence  from 
water  or  other  conductors  of  electricity.  What  I  claim  as  my 
invention  and  desire  to  secure  by  letters  patent  is,  the  applica- 
tion of  gutta  percha  as  a  covering  or  shield  for  wire,  to  insu- 
late it  for  electro-magnetic  telegraphs,  and  also  the  applicati^in 
of  india  rubber,  glass  beads  and  guttapercha  together,  in  the 
manner  and  for  the  purpose  hereinbefore  described.  I  do 
not  claim  the  application  of  glass  alone  as  a  covering  to  insu- 
late electro-magnetic  wires,  that  having  been  in  use  before 
my  discovery."  On  the  7th  of  September,  1849,  ^^^  Patent 
Office  rejected  Simpson's  application,  by  the  following  letter 
to  him  :  '*  Upon  examination  of  your  application  for  letters 
patent  for  a  mode  of  insulating  telegraph  wires,  it  is  found 
that  the  invention  is  not  new.  You  are  referred  to  Messrs. 
Amos  Kendall,  Alfred  Vail,  Samuel  F.  B.  Morse  and  others 
connected  with  the  electro-magnetic  telegraph,  for  informa- 
tion upon  this  subject.  This  method  of  insulating  was 
claimed  by  some  one  of  the  above  persons,  and  known  at 
this  office  several  years  since.  Irrespective  of  this  fact,  it 
is  doubtful  if  the  use  of  glass  in  this  way  could  be  considered 
a  new  and  patentable  invention  or  discovery."  Simpson  re- 
plied to  this  letter  on  the  15th  of  September,  but  his  reply  is 
missing.  On  the  19th  of  September  the  Patent  Office  wrote 
to  him  thus  :  **  In  reply  to  yours  of  the  15th  inst.,  I  have  to 
state  that  it  is  not  remembered  exactly  when  wire  covered 
with  gutta  percha  was  deposited  in  this  office.  It  was  lelt 
here  by  Alfred  Vail,  then  of  Washington,  to  whom  you  are 
referred  for  information.  You  may  be  able  to  reach  him 
through  Prof.  Morse,  of  New  York,  or  Hon.  Amos  Kendall, 
of  Washington.  The  office  does  not  consider  that  the  form 
of  your  glass  insulators  presents  any  patentable  novelty." 
Simpson  replied  to  this  letter  on  the  20th  of  September,  but 
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his  reply  is  not  produced.     On  the  25th  of  September,  the 
Patent  Office  addressed  him  thus  :  **  In  reply  to  yours  of  the 
20th  inst.,  I  will  state  that  it  is  not  known  when  Mr.  Vail  ex- 
hibited  his  specimen  of  wire  covered  with  gutta  percha  to 
this    office.     He   filed    no    papers   at   the   time,    but   merely 
showed  the  article  as  a  specimen  of  workmanship.     There 
have  been  two  applications  for  letters  patent  prior  to  yours, 
for  covering  wire  with  gutta  percha,  rejected  upon  the  ground 
that  thennsulating  property  of  gutta  percha  being  known,  its 
use  to  protect  wires,  &c.,  was  not  a  patentable  invention,  in 
view  of  the  fact  that  various  other  insulating  materials  had 
been  employed  for  the  same  purpose."     On  the  27th  of  Sep- 
tember,   Simpson    wrote   to   the   Patent   Office   as   follows  : 
"  Your  letter  of  the  25th  inst.  came  to  hand  last  evening.    As 
my  discovery  dates  back  to  the  23d  of  November,  1847,  I  de- 
sire to  ascertain  positively  whether  the  two  applications  re- 
ferred to  in  your  letter  were  filed  prior  to  that  date  ;  also,  if 
Mr.  Vairs  specimen  was  exhibited  before  or  after  that  date  ; 
also,  when  and  where  the  first  application  of  gutta  percha  to 
telegraph  wires  as  an  insulator  was  made  and  exhibited."  To 
this  letter  the  Patent  Office  replied,  on  the  29th  of  September, 
as  follows  :  **  In  reply  to  your  letter  of  the  27th  inst.,  I  have 
to  state  that  the   application    of  James   Reynolds,    of   New 
York,  for  covering  wires  with  gutta  percha,  was  filed  in  this 
office  June  9th,  1848,  and  that,  at  present,  no  earlier  definite 
information  can  be  given  upon  this  subject.     The  pressure  of 
business  upon  this  office  is  such  that  the  investigation  you 
desire  cannot  consistently  be  made."      To  this  letter  Simpson 
replied  September  30th,  but  his  reply  is  not  furnished.     On 
the  3d  of  October,  the  Patent  Office  wrote  to  him  as  follows  : 
**  I  have  to  acknowledge  the  receipt  of  your  letter  of  the  30th 
ult.     Your  application  has  received  all  the  attention  to  which 
it  is  entitled,  and  you  have  the  alternative  of  withdrawal  or 
appeal  from  the  decision  of  this  office.     In  reference  to  the 
use  of  glass  beads  for  insulation  of  telegraphic  wires,  I  will 
remark  that  it  has  been  found,  since  the  last  communication 
addressed  to  you,  that  the  same  invention  was  claimed  under 
an   application    filed  in   this   office   by  Alex.  Jones,  of   New 
York,  on  the  20th  of  February,  1847." 
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The  specification  of  the  application  so  rejeoted,  made  pron:- 
inent  and  claimed  **  the  application  of  gutta  percha  as  a  cov- 
ering or  shield  for  wire,  to  insulate  it  for  electro-magnetic 
telegraphs,*'  and  stated  that  the  wire  would  be  sufficiently 
insulated  if   well  and  carefully  covered  around   with  gutta 
percha  put  on  in  a  plastic  state,  and  that  the  object  was  to 
shield  the  wire  from  contact  with  conducting  matter.     This 
is  the  same  invention  described  in  his  first  specification.     The 
two  prior  applications  for  covering  wire  with  gutta  percha, 
referred  to  in  the  Patent  Office  letter  of  September  25th,  were 
that  of  John   J.   Craven,  filed   May   12th,  1848,  and   that   of 
James  Reynolds,  filed  June  9th,  1848.     There  is  no  evidence 
that  any  one  of  the  persons  named  in  the  Patent  Office  letter 
of  September  7th  had  any  knowledge  of  the  insulating  prop- 
erties of  gutta  percha  at  an  earlier  date  than  January  31st, 
1848,  otherwise  than  as  such  knowledge  may  have  come  to 
them  from  Simpson,  nor  is  there  any  evidence  that  a  speci- 
men of  wire  covered  with  gutta  percha  was  deposited  in,  or 
exhibited  to,  the  Patent  Office,  by  Mr.  Vail,  or  any  other  per- 
son, before  January   31st,  1848.     Simpson  gave  to  the  office 
the  date  of  November  23d,  1847,  as  the  date  of  his  invention 
of  applying  gutta  percha  to  a  telegraph  wire  as  an  insulator. 
His  application  was  rejected  on  the  ground  that  he  was  not 
the  first  to  make  such  invention.     Yet   he   was   told    by  the 
Patent  Office  that  the  pressure  of  business  in  it  was  so  great 
that  it  could  not  investigate  and   inform   him   whether   the 
things  it  referred  to  as  anticipating  him,   were  in  fact  before 
the  date  he  gave,  or  when  the  invention,  if  made  before  he 
made  it,  was  made,  and  that  his  application  had  received  all 
the  attention  to  which   it  was  entitled,  and  that  he  could 
either  withdraw  it  or  appeal  from  the  decision  of  the  office. 
He  conducted  his  application   himself  and  not  through  an 
agent.     During  the  year   1850,  Simpson   corresponded    with 
two  different  patent  solicitors  in  regard  to  his  application,  and 
evinced,  by  his  letters,  an  intention  to  prosecute  his  applica- 
tion.    On  the  13th  of  January,  185 1,  he  wrote  to  the  Patent 
Office  thus  :  *'  Please  pay  to  the  order  of  George  B.  Simpson, 
claimant  for  insulation  of  telegraph  wire,  twenty  dollars  bal- 
ance of  patent  fee  to  be  refunded  on  rejection  of  claim." 
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The  $20  was  refunded  by  the  Patent  Office  on  the  21st  of 
January,  185 1.  The  application  for  the  patent  was  not  other- 
wise withdrawn.  He  did  not  make  any  further  communica- 
tion to  the  Patent  Office  until  November,  1858,  nor  did  he  re- 
new his  application  for  a  patent  until  the  24th  of  December, 
1858.  In  May,  185 1,  he  went  to  Missouri,  and  remained  there 
until  the  spring  of  1852.  He  then  went  over  the  plains  to 
Oregon  or  California,  or  both,  and  went  back  and  forth,  en- 
gaged in  various  employments,  poor  and  unsuccessful,  until 
1857.  In  the  fall  of  1853,  he  seems  to  have  visited  Washing- 
ton, and  to  have  had  an  interview  with  the  Commissioner  of 
Patents  as  to  his  rejected  application,  and,  in  January,  1854, 
he  wrote  a  letter  to  Mr.  Veitch,  a  gentleman  largely  interest- 
ed in  telegraphy,  in  which  he  says  :  **  Telegraphing  has  inter- 
ested me  since  the  idea  first  burst  upon  the  public  mind,  and, 
as  regards  insulation  of  the  wire,  I  still  claim  precedence, 
having  first  used  glass,  india  rubber  and  gutta  percha  as  early 
as  the  fall  of  1847.  *  *  *  xhe  right  to  use  the  gutta 
percha  belongs  to  me."  On  the  22d  of  December,  1858,  he 
swore  to  the  specification  for  a  new  application.  The  lan- 
guage of  this  specification  and  its  claim  was,  with  slightly 
verbal  differences  of  no  importance,  like  that  of  the  specifi- 
cation and  claim  of  the  patent  finally  issued.  This  specifica- 
tion, with  the  new  application,  was  filed  in  the  Patent  Office 
on  the  24th  of  December,  1858,  and,  on  the  same  day,  a  new 
fee  of  $30  was  paid.  On  the  29th  of  December,  1858,  his 
application  w^as  rejected  in  a  letter  in  which  the  Patent  Office 
said  :  **  Insulating  electrodes  in  gutta  percha  is,  you  are 
aware,  well  known.  The  degree  of  elasticity  is  wholly 
optional,  regard  alone  being  had  to  practical  results,  to  the 
particular  end  in  each  case  to  be  obtained.  The  journals  of 
France,  England  and  this  country,  for  several  years  back, 
fully  treat  the  subject.  Your  claim  is  refused."  On  the  14th 
of  January,  1859,  Simpson  wrote  to  the  Patent  Office  as 
follows  :  **  In  reply  to  your  note  rejecting  my  application  for 
letters  patent  for  a  '  submarine  telegraph  cable,*  I  have  to  ask 
a  reconsideration  of  the  case,  inasmuch  as  the  scientific  jour- 
nals of  England,  France  and  this  country  make  no  mention 
of  the  insulation  of  electrodes  in  gutta  percha  prior  to  the  ist 
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of  August,  1848,  and  that  I  have  abundant  proof  of  my  dis* 
covery  and  insulation  of  the  same  as  early  as  the  22d  of 
November,  1847."  This  letter  was  accompanied  by  an  affida- 
vit sworn  to  by  Simpson,  on  the  14th  of  January,  1859,  to  the 
effect  that  he  believed  himself  to  be  **  the  original  and  first  in- 
ventor of  the  insulation  of  the  telegraph  wire  with  gutta 
percha,  or  submarine  telegraph  cable,  as  set  forth  in  his 
specification  and  drawings  of  the  24th  of  January,  1848,  and 
of  the  22d  of  December,  1858.**  On  the  14th  of  January, 
1859,  the  Patent  Office,  after  receiving  said  letter  and  affi- 
davit, informed  Simpson,  by  letter,  that  his  **  alleged  inven- 
tion" had  been  "abandoned  to  the  public."  Thereupon 
Simpson  submitted  to  the  Patent  Office  a  statement  in  writ- 
ing, which  he  called  **  a  history  of  the  case,*'  and  also  called 
attention  to  his  former  specifications  and  models  and  to  vari- 
ous letters  and  affidavits  which  accompanied  such  statement. 
In  this  **  history  of  the  case,"  which  was  sent  by  him  to  the 
Patent  Office  on  the  19th  of  January,  1859,  he  gives  the  22d 
of  November,  1847,  as  the  date  of  the  conception  of  his  in- 
vention, and  alleges  that,  in  November  and  December,  he 
made  a  model  of  metallic  wire  covered  or  insulated  v;ith  cot- 
ton thread,  wooden  beads  and  India  rubber  hose,  and  drew 
his  first  specification.  He  recites  the  a*aking  of  his  first  ap- 
plication, the  making  and  filing  of  his  second  specification, 
the  filing  of  his  application  of  April  2d,  1849,  its  rejection  and 
the  withdrawal  of  the  fee.  He  says  :  '*  On  the  21st  day  of 
January,  185 1,  I  withdrew  the  patent  fee,  all  the  models, 
drawings  and  papers  connected  with  it  remaining  in  the 
office.  Thus  the  case  remained  till  1858."  He  also  states, 
that,  on  the  12th  of  November,  1858,  he  withdrew  his  original 
specification  from  the  Patent  Office,  for  the  purpose  of  renew- 
ing his  application  ;  that  he  was  informed  by  the  office  that 
no  drawings  of  his  could  be  found  earlier  than  those  belong- 
ing to  his  application  of  April  2d,  1849,  and  that  his  original 
models  could  not  be  found  in  the  office  ;  and  that  the  neces- 
sity of  procuring  evidence  as  to  such  drawings  and  models 
delayed  for  a  time  the  making  of  his  application  of  December 
24th,  1858.  He  then  recites  the  filing  of  that  application,  its 
rejection  on  the  29th  of  December,  1858,  the  contents  of  his 
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letter  to  the  Patent  Office  of  January  14th,  1859,  and  the  fact 
of  the  rejection  of  his  application  on  that  day,  on  the  ground 
that  his  invention  had  been  abandoned  to  the  public.  He 
states,  that,  on  the  24th  of  November,  1849,  ^^  P^'^  ^^  Mr. 
Day  the  $20  which  was  to  be  refunded  by  the  Patent  Office. 
In  reply  to  the  allegation  of  abandonment,  he  adduces,  as 
evidence  that  he  did  not  abandon  his  invention,  the  fact  that 
he  wrote  a  letter  to  Mr.  Day  on  the  24th  of  November,  1849, 
stating  that  his  "  decision"  in  that  instance  did  not  necessa- 
rily imply  a  total  surrender  of  his  claim,  and  asserting  that  his 
claim  was  valid.  Day  had  written  to  him,  on  the  19th  of 
November,  1849,  regretting  his  **  decision**  in  regard  to  his 
application  for  a  patent,  and  he,  in  reply,  tells  Day  that  he 
had  duly  considered  Day's  letter,  and  that  it  offered  nothing 
which  would  induce  him  to  change  his  **  decision.'*  This 
**  decision,"  even  if  it  was  a  decision  not  to  then  take  any 
further  steps  in  regard  to  his  application,  by  pressing  it  on 
the  Patent  Office,  or  appealing,  or  availing  himself  of  other 
means  of  redress,  was  accompanied  by  the  declaration  that 
he  did  not  abandon  his  invention  or  his  claim.  He  further 
states  that  he  was  not  able  to  defray  the  expense  incident  to 
a  successful  prosecution  of  his  claim  ;  that  his  correspondence 
with  the  Patent  Office  from  November  23d,  1847,  to  the  with- 
drawal of  the  patent  fee  in  185 1,  shows  that  his  application  of 
1858  is  not  affected  by  the  objections  or  decisions  of  the 
office  ;  and  that,  if  it  should  still  be  argued  that  his  claim 
was  abandoned  to  the  public  by  the  withdrawal  of  the  patent 
fee,  and  that  the  public  were  not  properly  notified  by  him  not 
to  appropriate  his  invention  to  its  use,  he  suggests  that  the 
newspaper  publications  in  1848  were  a  legal  bar  to  such  action 
on  the  part  of  the  public,  inasmuch  as  those  publications 
asserted  his  claim  and  that  he  had  taken  the  proper  steps  to 
secure  a  patent,  and  that  the  public  had  never  since  been 
notified  to  the  contrary.  Such  were  the  contents  of  his  '*  his- 
tory of  the  case."  As  a  consequence  of  Mr.  Simpson's  appeal 
or  representations  his  application  was  examined  by  three  offi- 
cials in  the  Patent  Office,  who,  on  the  22d  of  January,  1859, 
made  a  report  in  writing  upon  it  to  the  Commissioner  of 
]\itenls.     That  report  states,  that  Simpson  first  duly  applied 
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for  a  patent  for  insulating  telegraph  wires,  by  coating  them 
with  gutta  percha,  on  the  2d  of  April,  1849  ;  that  the  applica- 
tion was  rejected  on  the  7th  of  September,- 1849  ;  that  he  took 
no  appeal  from  the  decision,  as  provided  by  law  ;  that,  on 
the  2ist  of  January,  185 1,  the  application  was  duly  with- 
drawn ;  that,  from  that  date,  he  took  no  steps  to  secure  a 
patent,  until  November  15th,  1858,  when  he  wrote  a  letter  to 
the  Patent  Office  on  the  subject  ;  that  he  afterwards  filed  his 
application  of  December  24th,  1858  ;  that  it  was  rejected  on 
the  29th  of  December,  1858,  for  the  reasons  then  assigned  ; 
and  that  it  was  again  rejected  by  the  letter  of  the  office  of 
January  14th,  1859.  The  report  then  says  :  **  The  ground  of 
objection  to  the  application  now  in  question  is,  that  the 
alleged  invention  had  been  in  public  and  common  use  for 
more  than  two  years  (in  fact  for  many  years)  prior  to  his  pres- 
ent application  ;  that,  for  years  past,  and  before  this  appli- 
cation was  made,  the  public  journals  in  France,  England  and* 
the  United  States  have  contained  a  record  of  the  employment 
of  gutta  percha  for  insulating  telegraphic  wires  ;  that  such 
wires  are  now  and  have  been,  so  insulated,  notoriously  in  use 
in  the  United  States,  which  use  must,  by  reason  of  such  noto- 
riety, have  come  to  the  knowledge  of  the  applicant ;  and 
that  the  fact  that  he  has  suffered  for  more  than  seven  years 
(from  January  21st,  185 1,  to  November  15th,  1858)  said  in- 
vention so  to  be  used  without  taking  any  steps  to  prosecute 
his  claim  to  a  patent,  in  law  constitutes  such  use  as  having 
been  made  with  his  consent  and  allowance,  thus,  by  his  own 
act,  working  an  abandonment  of  his  invention  to  the  public. 
The  authorities  in  support  of  such  ground  of  objection  are 
abundant  and  need  not  here  be  cited.  We  think  the  applica- 
cation  should  be  finally  rejected,  and  so  recommend.**  On 
the  2d  of  February,  1859,  this  report  was  confirmed  by  the 
Commissioner  of  Patents  and  the  application  was  rejected, 
and  on  the  next  day  Simpson  was  informed  of  the  decision. 
On  the  8th  of  October,  1859,  he  made  another  application  to 
the  Patent  Office  for  a  patent,  on  a  specification  like  the  one 
of  December,  1858,  and  paid  a  new  fee  of  $30.  In  a  paper 
filed  by  him  in  the  office  on  the  nth  of  October,  1859,  and 
called  **  Reasons  why  a  patent  should  issue  to  me,"  he  states. 
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that  the  fact  that  the  decisions  of  the  office  in  his  case,  in 
1849,  were  made,  entitle  him  to  the  benefit  of  the  law  as  it 
would  have  been  if  the  office  had  then  granted  his  patent. 
On  the  24th  of  October,  1859,  the  office  advised  him,  that 
there  did  not  appear  to  be  sufficient  reason  for  reversing  the 
decision  of  the  office  of  January  14th,  1859  ;  that  the  papers 
furnished  by  him  did  not  **  justify  non-abandonment  ;*'  and 
that  his  claim  was  refused.  On  the  next  day  he  wrote  to  the 
office,  acknowledging  the  receipt  of  its  letter  of  the  day  before, 
and  said  :  **  Before  appealing  from  your  decision,  I  would 
inquire  on  what  proof  of  abandonment  to  the  public  does  the 
office  base  its  decision."  On  the  4th  of  November,  1859,  the 
office,  in  reply,  referred  him  to  the  law  and  practice  of  the 
office,  that,  when  an  alleged  invention  had  been  completed, 
**  and  been  in  public  use  for  more  than  two  years,  with  the 
knowledge  and  consent,  (;.  e.y  not  protesting,)  the  invention 
cannot  be  patented."  It  added  :  *'  Your  mode  of  insulating 
electrodes  with  gutta  percha  has  been  in  public  use  many 
years,  and  is,  therefore,  within  the  scope  and  meaning  of  the 
law  referred  to."  On  the  26th  of  November,  1859,  the  office 
in  a  letter  to  Simpson,  said  :  *'  There  do  not  appear  to  have 
been  just  grounds  for  the  rejection  of  your  application,  as  per 
official  letter  of  1849,  and,  therefore,  the  patent  was,  as  far  as 
known  to  this  office,  rejected  upon  insufficient  grounds,  and, 
had  the  matter  been  pressed  to  the  final  decision  then,  it 
would  have  been  granted,  it  is  believed.  But  this  office  is 
bound  to  refuse  it  now,  by  virtue  of  a  statute  expressly  pro- 
hibiting a  grant,  provided  the  invention  has  been  more  than 
two  years  in  public  use  with  the  knowledge  and  consent  of 
the  inventor,  which,  in  your  case,  is  not  denied.  Your 
remedy,  at  the  time  of  rejection,  lay  in  an  appeal,  which  was 
not  taken.  This  would  have  set  aside  the  decision  of  the 
Commissioner,  or,  even  if  not,  then,  having  exhausted  the 
means  given  you  by  the  law  to  obtain  justice,  it  would  have 
thrown  the  fault  on  this  office,  and  it  would  be  bound  to  cor- 
rect its  own  error.  There  seems  but  one  course  left,  and,  un- 
less a  special  Act  removes  the  aforesaid  disability,  the  case 
must  stand  rejected.**  On  the  4th  of  April,  i860,  Simpson 
addressed  a  letter   to   the  office,   insisting  that  he  had  not 
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abandoned  his  invention  before  he  applied  for  a  patent,  that 
the  mere  withdrawal  of  the  fee  was  not  an  abandon nnent,  and 
that,  as  the  office  had  acknowledged  that  the  application  was 
rejected  in  1849  on  insufficient  grounds,  it  ought  to  correct  its 
own  error.  Subsequently,  a  Board  of  three  persons  in  the 
Patent  Office  examined  the  application,  and  reported  on  it  as 
follows  :  **  The  present  application  was  filed  October  8th, 
1859,  and,  in  our  opinion,  a  patent  should  be  refused  upon  it, 
for  the  reasons  stated  by  us  in  regard  to  the  application  of 
1858.  On  the  ground,  then,  that  this  applicant  has  aban- 
doned his  invention  to  the  public,  we  recommend  that  a  patent 
on  this  application  be  refused."  On  the  9th  of  May,  i860, 
the  Commissioner  confirmed  that  report  and  refused  the  pat- 
ent,  and  Simpson  was  notified  of  such  decision  on  the  15  th 
of  May,  i860.  At  that  time,  under  the  provisions  of  the  7th 
section  of  the  Act  of  July  4th,  1836,  5  U.  S.  Stat,  at  Large, 
119,  as  modified  by  the  nth  section  of  the  Act  of  March  3d, 
1839,  Id.,  354,  and  as  further  modified  by  the  ist  section  of 
the  Act  of  August  30th,  1852,  10  Id.,  75,  Simpson  had  a  right 
to  appeal  from  the  decision  of  the  Commissioner  rejecting  his 
application,  to  one  of  the  Judges  of  the  Circuit  Court  of  the 
United  States  for  the  District  of  Columbia.  He  appears  to 
have  taken  such  an  appeal  to  Judge  Dunlop,  of  that  court, 
for,  the  papers  on  his  final  application  show,  that,  on  the  9th 
of  April,  1861,  Judge  Dunlop  affirmed  the  Commissioner's 
decision  of.  May  9th,  i860,  and  overruled  all  the  reasons  of 
appeal.  During  the  years  1861,  1862,  1863,  1864  and  1865, 
Simpson  was  persistent  iu  urging  his  application  upon  the 
attention  of  the  tuen  Commissioner  of  Patents,  both  person- 
ally and  by  letter.  He  also  applied  to  Congress  for  relief. 
On  the  nth  of  February,  1862,  he  presented  to  the  House  of 
Representatives  a  petition  for  a  patent  for  his  invention.  On 
the  7 til  of  March,  1862,  the  Committee  on  Patents  reported  a 
bill  authorizing  the  Commissioner  of  Patents  to  rehear  his 
application  and  to  grant  it,  as  if-  it  had  never  been  heard  or 
decided.  The  bill  was  passed  by  the  House  on  the  2d  of 
May,  1862.  On  the  5th  of  May  it  was  sent  to  the  Senate  and 
referred  to  the  Committee  on  Patents.  On  the  loth  of  July, 
it  was  reported  from  that  Committee.     On  the  15th  and  17th 
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of  July,  1862,  it  was  considered  by  the  Senate,  but  was  not 
passed.  On  the  4th  of  May,  1866,  Simpson  filed  the  applica* 
tion  on  which  the  patent  was  granted.  He  swore  to  the  spec- 
ification on  that  day.  On  the  15th  of  August,  1866,  the  ap- 
plication was  rejected,  in  a  letter  from  the  office,  which  stat- 
ed, that,  as  the  ground  theretofore  taken  by  the  office,  of 
abandonment,  had  been  sustained  by  the  decision  of  the 
Court,  it  was  not  competent  for  the  office  to  go  behind  that 
decision,  which  must  be  regarded  as  final,  so  far  as  the  office 
was  concerned,  so  long  as  U  remained  unreversed  by  a  higher 
tribunal.  In  reply,  Simpson,  on  the  17th  of  August,  wrote 
to  the  office,  claiming  that  the  office  could  revise  the  entire 
case  and  grant  a  patent,  if  it  should  find  that  the  prosecution 
of  the  application  had  been  continuous  ;  and  that  the  with- 
drawal of  the  fee  w^as  not  an  abandonment  of  the  claim  ;  and 
that  there  was  no  proof  of  abandonment.  On  the  25th  of 
August,  the  office  replied,  that  it  had  no  power  to  review  the 
decision  of  Judge  Dunlop  ;  that,  by  the  nth  section  of  the 
Act  of  March  3d,  1839,  it  was  provided,  that  his  decision 
should  govern  the  further  proceedings  of  the  Commissioner 
in  the  case  ;  that  his  decision  was,  that  the  rights  of  Simpson 
were  forfeited  by  abandonment  of  the  invention  ;  and  that, 
while  such  decision  stood  unreversed,  it  must  govern,  and  the 
office  must  decline  the  further  consideration  of  his  claim. 
The  application  was  then  considered  by  the  examiners  in 
chief,  on  appeal,  and  they,  on  the  9th  of  April,  1867,  affirmed 
the  former  action  of  the  office,  and  decided  that  the  applica- 
tion should  be  refused.  The  application  was  then  examined 
by  Mr.  Hedrick,  an  examiner  in  the  Patent  Office,  who,  on 
the  7th  of  May,  1867,  made  the  following  report  to  the  Com- 
missioner of  Patents  :  "  I  have  examined  the  arguments  and 
papers  in  the  application  of  George  B.  Simpson,  for  improved 
insulator  for  submarine  and  other  telegraphic  lines.  I  have 
especially  examined  the  question  of  novelty  at  the  time  of 
the  first  application  to  the  office,  and  find  that  the  invention 
was  then  new,  and  was  sufficiently  important  to  entitle  the  ap- 
plicant to  a  patent.  I  have  also  examined  the  papers  submitted 
by  the  inventor  to  show  that  he  never  abandoned  his  claim, 
and  only  withdrew  his  application  under  protest,  and  that. 
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therefore,  nothing  more  than  constructive  abandonment  can 
be  made  out  against  him.  The  whole  case  is  a  very  extraor- 
dinary one.  There  seems  to  be  no  doubt  that  the  invention 
was  one  that  deserved  a  patent,  and  that  the  inventor  did 
what  should  have  entitled  him  to  a  patent,  and  the  office 
has,  at  various  times,  held  that  opinion,  but  has  always, 
either  from  mistake  as  to  the  character  of  the  invention,  as  in 
the  first  instance,  or  from  the  idea  that  there  was  a  construc- 
tive abandonment,  refused  it  to  him,  while  the  inventor  has 
at  all  times,  and  against  all  adverse  opinions  from  official  and 
unofficial  quarters,  asserted  that  he  was  entitled  to  and  should 
receive  a  patent  for  his  invention.  This  has  been  continued 
for  near  twenty  years,  until  the  invention  is  in  general  use 
and  the  public  acting  in  the  belief  that  the  invention  is  public 
property.**  The  patent  was,  on  the  loth  of  May,  ordered  to 
issue,  and  was  issued  on  the  21st  of  May,  1867.  Simpson 
had  become  a  paymaster  in  the  United  States  Army,  and, 
while  such,  died  at  New  Orleans,  of  yellow  fever,  on  the  5th 
of  October,  1867. 

The  principal  defence  pressed  on  the  question  of  novelty, 
is  the  alleged  prior  invention  of  John  J.  Craven.  I  have  care- 
fully considered  the  evidence  on  this  subject,  and  am  of  opin- 
ion that  it  does  not  show  that  Craven's  invention  was  made 
earlier  than  at  a  date  subsequent  to  the  filing  in  the  Patent 
Office  by  Simpson  of  a  description  of  his  invention. 

The  publication  in  Dingler's  Polytechnic  Journal  of  1848 
gives  an  account  merely  of  experiments  then  in  progress  and 
not  of  a  completed  invention,  even  if  the  part  of  it  in  ques- 
tion was  published  prior  to  Simpson's  invention,  and  it. does 
not  set  forth  the  insulating  or  non-conducting  property  of 
gutta  percha,  for  use  with  a  telegraphic  wire  under  water. 
The  patents  of  Cook  and  Brooman  do  not,  either  separately 
or  together,  show  Simpson's  invention.  The  patent  of 
Wharton  shows  only  the  use  of  gutta  percha  as  a  substitute 
for  leather,  and  makes  no  mention  of  its  insulating  or  non- 
conducting property  in  reference  to  electricity.  Nothing  is 
adduced  which  anticipates  Simpson's  invention  in  point  of 
time,  as  that  invention  has  hereinbefore  been  construed. 

The   bill   sets   forth,  that   the   improvement   invented   by 
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Simpson  **  was  not  at  the  time  of  his  application  for  a  patent 
therefor  in  public  use  or  on  sale,  with  his  consent  and  allow- 
ance.'* It  also  states,  that  Simpson,  being  the  inventor, 
made  application  for  a  patent  for  his  invention,  and  that  such 
proceedings  were  thereon  had,  that  the  patent  was  issued. 
The  bill  does  not  set  forth  any  date  as  the  date  of  the  appli- 
cation to  which  it  refers.  The  answer  denies  that  the  im- 
provement of  Simpson  **  was  not,  at  the  time  of  his  applica- 
tion for  a  patent  therefor,  in  public  use  or  on  sale  with  his 
consent  or  allowance.**  It  also  alleges,  that  the  patented  im- 
provement has  been,  for  more  than  two  years  before  Simp- 
son's application  for  a  patent  therefor,  in  public  and  common 
use  in  the  United  States,  without  an^  notice  on  the  part  of 
Simpson  that  he  claimed  to  be  the  first  and  original  inventor 
thereof,  and  without  any  objection  on  his  part,  but,  on  the 
contrary,  with  his  knowledge  of  and  acquiescence  in  such 
common  use,  and  with  his  consent  and  allowance  ;  and  that, 
if  he  was  the  first  inventor  of  such  improvement,  or  ever  had 
any  right  to  a  patent  for  it,  he  wilfully  and  without  excuse 
and  for  many  years  delayed  and  forbore  to  apply  for  a  patent 
for  it,  and  abandoned  it  and  his  right  to  have  a  patent  for  it, 
and  dedicated  it  to  the  public,  and,  meantime,  it  became 
known  to  the  public  and  the  defendant  from  other  sources. 
The  answer  states  no  date  as  the  date  of  the  application.  Its 
language,  properly  construed,  sets  up  a  loss  of  the  right  to  a 
patent  by  acquiescence  in  use,  laches,  abandonment  or  dedi- 
cation, before  the  application  for  a  patent  and  not  after- 
wards. 

The  patent  in  this  case,  being  issued  before  the  Patent  Act 
of  1870  was  passed,  is  to  be  adjudicated  under  the  Act  of 
1836,  before  cited,  and  the  Acts  amending  the  same.  The 
7th  section  of  the  Act  of  1836,  5  U.  S.  Stat,  at  Large,  119, 
provides,  that,  if  the  Commissioner  of  Patents  shall  decide 
that  the  invention  covered  by  an  application  for  a  patent  is 
not  new,  he  shall  notify  the  applicant  thereof,  giving  him 
such  references  as  may  be  useful  **  in  judging  of  the  propriety 
of  renewing  his  application,"  or  of  altering  his  specification, 
so  as  to  embrace  only  what  is  new.  The  statute  then  pro- 
ceeds :  '*  In  every  such  case,  if   the  applicant   shall  elect  to 
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withdraw  his  application,  relinquishing  his  claim  to  the 
model,  he  shall  be  entitled  to  receive  back  twenty  dollars, 
part  of  the  duty  required  by  this  Act,  on  filing  a  notice  in 
writing  of  such  election  in  the  Patent  Office,  a  copy  of  which, 
certified  by  the  Commissioner,  shall  be  a  sufficient  warrant  to 
the  treasurer  for  paying  back  to  the  said  applicant  the  said 
sum  of  twenty  dollars.  But  if  the  applicant  in  such  case  shall 
persist  in  his  claim  for  a  patent,  without  any  alteration  of 
his  specification,  he  shall  be  required  to  make  oath  or  affirma- 
tion anew,  in  manner  as  aforesaid.*'  The  statute  then  pro- 
vides, that  if  the  specification  and  claim  shall  not  have  been 
so  modified  as,  in  the  opinion  of  the  Commissioner,  shall  en- 
title the  applicant  to  a  patent,  he  may,  on  appeal,  and  on  re- 
quest in  writing,  have  the  decision  of  a  board  of  three  exami- 
ners, as  to  the  propriety  of  the  Commissioner's  decision,  the 
board  or  a  majority  of  them  having  power  to  reverse  such 
decision,  either  in  whole  or  in  part,  and  it  being  declared  that 
the  Commissioner  shall  be  governed  by  the  opinion  of  the 
board  in  the  further  proceedings  to  be  had  on  the  applica- 
tion. By  the  nth  section  of  the  Act  of  March  3d,  1839,  5  U. 
S.  Stat,  at  Large,  354,  the  Chief  Justice  of  the  District  of 
Columbia  was  designated  as  the  officer  to  hear  such  appeals, 
instead  of  the  board  of  examiners.  By  the  ist  section  of  the 
Act  of  August  30th,  1852,  10  U.  S.  Stat,  at  Large,  75,  it  was 
provided  that  such  appeals  might  also  be  made  to  either  of 
the  assistant  judges  of  the  Circuit  Court  of  the  District  of 
Columbia. 

The  papers  filed  by  Simpson  ii  the  Patent  Office,  January 
31st,  1848,  embraced  a  petition  for  a  patent,  a  specification, 
an  oath  thereto,  and  a  drawing.  There  was  no  model  filed, 
or  fee  paid.  Those  papers  remained  in  the  Patent  Office, 
continuously,  until  the  12th  of  November,  1858,  when  Simp- 
son procured  them  from  th2  office  for  the  purpose  of  making 
his  renewed  application  of  December  24th,  1858.  An  appli- 
cant always  had  the  privilege  of  amending  his  specification. 
Under  that  privilege,  Simpson  filed  his  amended  specification 
of  February  21st,  1848.  His  application  of  April  2d,  1849, 
consisted  of  a  petition,  specification,  oath  thereto,  drawing, 
model,  and  a  fee  of  $30,  and  was  made  complete  on  the  i6th 
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of  June,  1849.  The  specification  on  that  application  was  en- 
tirely sufficient  in  its  description  of  the  mode  of  preparing  the 
gutta  percha  to  cover  the  wire,  and  of  the  mode  of  insulating 
the  wire  with  the  covering  of  gutta  percha,  whatever  may  be 
said  of  the  sufficiency,  without  amendment,  of  the  prior  two 
specifications.  The  specification  of  1849  is  not  as  detailed  as 
those  which  followed  it,  but  is  substantially  the  same,  as 
regards  the  preparation  of  the  gutta  percha,  and  the  coating 
of  the  wire  with  it.  There  is  no  ground  for  any  allegation, 
that  Simpson's  invention  was  in  public  use  for  more  than  two 
years  before  April,  1849,  or  even  June,  1849,  or  that  he 
abandoned  or  dedicated  it  to  the  public  before  either  of  those 
dates.  His  specification  of  1849  is  fairly  to  be  considered,  for 
the  purposes  of  this  suit,  as  an  amendment  of  his  two  speci- 
fications of  1848,  and  the  application  of  January,  1848,  is  to 
be  regarded  as  an  application  completed  in  1849,  ^^  such  wise 
that  the  application  made  in  Januar)',  1848,  is  to  be  regarded 
as  a  continuous  application,  rejected  in  October,  1849.  By 
the  statute,  as  it  stood  at  the  latter  date,  the  applicant,  on 
the  rejection  of  his  appliciation  for  want  of  novelty,  which 
was  the  ground  of  such  rejection  of  Simpson*s  applica- 
tion, had  placed  before  him  two  alternatives.  One  was 
to  elect  to  withdraw  his  application,  whereupon,  on  filing 
a  notice  in  writing  of  such  election  he  would  be  entitled 
to  receive  back  $20.  The  other  was  to  persist  in  his 
claim  for  a  patent,  whereupon,  on  filing  a  new  oath,  he 
could  take  an  appeal.  If  he  did  not  file  a  notice  of  his 
election  to  withdraw  his  application,  he  was  to  be  regarded 
as  persisting  in  his  claim  for  a  patent.  In  the  present  case, 
Simpson  did  not  file  any  notice  of  his  election  to  withdraw 
his  application,  or  any  notice  that  he  withdrew  his  applica- 
tion. He  asked  for  the  $20,  without  withdrawing  his  appli- 
cation, and,  although  the  office  was  not  authorized  to  pay  him 
back  the  $20  unless  he  withdrew  his  application,  it  did  so. 
The  office  may  have  regarded  the  request  for  the  $20  as 
equivalent  to  a  withdrawal  of  the  application,  but  the  statute 
is  distinct,  and  a  request  to  be  paid  '*  twenty  dollars  balance 
of  patent  fee,  to  be  refunded  on  rejection  of  claim,"  cannot 
be  construed  as  a  withdrawal  of  the  application,  even  though 
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the  $20  was  refunded  and  accepted.  The  statute  is  plain, 
and  the  applicant  may  have  intentionally  refrained  from 
withdrawing  his  application,  while,  if  the  olfice  had  informed 
him  that  the  $20  would  not  be  refunded  unless  he  first  filed  a 
withdrawal  of  his  application,  he  might  have  refused  to  file 
such  withdrawal,  lest  it  might  prejudice  his  rights.  He  left 
all  the  papers  in  the  Patent  Office.  According  to  his  own 
statement,  he  had  refunded  to  Day  the  $20  fourteen  months 
before  he  received  it  back  from  the  Patent  Office.  Therefore, 
when  he  asked  the  office  for  the  ^20,  it  must  have  been  solely 
because  of  his  need  of  money.  There  is  no  act  or  declaration 
of  his,  in  connection  with  the  refunding  of  the  $20,  that  can 
be  construed  into  an  abandonment  of  his  application,  or  of 
his  invention. 

Nor  is  there  any  evidence  of  any  affirmative  abandonment 
of  his  invention,  between  October,  1849,  and  December,  1858. 
There  is  nothing  but  the  lapse  of  time.  As  to  that,  the  evi- 
dence shows  that  he  was  poor,  during  all  that  time.  He 
might  have  taken  an  appeal  from  the  decision  of  October, 
1849,  but  the  treatment  he  had  received  from  the  Patent 
Office,  afterwards  acknowledged  by  it  to  have  been  wrong 
and  unjust,  and  the  array  of  distinguished  names  in  teleg- 
raphy, presented  by  the  office  to  discourage  him,  with  state- 
ments showing  how  greatly  the  office  relied  on  information 
received  from  them,  might  well  have  deterred  him  from  enter- 
ing, at  the  time,  on  a  further  contest.  The  evidence  shows, 
that,  from  1849  to  1858,  he  was  always  poor ;  that  he  went  to 
the  Pacific  coast  to  better  his  pecuniary  condition  ;  and  that 
he  w^orked  his  way  out  there.  Under  ail  the  circumstances, 
his  application  of  1858  must  be  considered,  not  as  a  new 
application,  but  as  a  continuation  of  his  prior  applications  ; 
and  so  must  his  applications  of  1859  and  1866.  From  1858 
to  1866,  the  efforts  of  Simpson  to  procure  the  allowance  of 
his  claim  to  a  patent  were  continuous  and  persistent,  and  no 
laches  can  be  imputed  to  him,  nor  is  any  ground  shown  for 
holding  that  he  abandoned  his  invention  after  1858. 

In  Adams  v.  Jones^  i  Fisher's  Patent  Cases,  527,  Mr.  Justice 
Grier  says,  that,  by  the  application  filed  in  the  Patent  Office, 
the  inventor  makes  a  full   disclosure  of  his  invention,  and 
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gives  public  notice  of  his  claim  for  a  patent ;  ana  that  the  de- 
lay afterward  interposed  by  the  mistakes  or  obtuseness  of 
public  officers,  where  gross  laches  cannot  be  imputed  to  the 
applicant,  cannot  affect  his  right.  In  that  case,  an  applica- 
tion was  made  in  1850,  and  was  never  withdrawn,  and  the 
patent  was  granted  in  1857,  and  was  sustained. 

The  case  of  Dental  Vulcanite  Company  v.  Wetherbee^  2 
Clifford,  555,  was  decided  by  Mr.  Justice  Clifford,  on  the 
Cummings  patent  of  1864,  reissued  twice  in  1865.  The  first 
application  was  made. in  1855,  and  it  was,  after  three  exami- 
nations, finally  rejected  on  appeal,  by  the  Commissioner  of 
Patents,  in  1856.  It  was  not  further  appealed,  and  was  not 
renewed  till  1864,  when  a  new  application  was  filed,  on  which 
the  patent  was  issued.  In  the  interval  between  the  filing  of 
the  original  application  and  that  of  1864,  the  invention  had 
gone  into  use  to  a  considerable  extent,  with  the  knowledge 
and  consent  of  the  applicant.  There  was  no  withdrawal  of 
the  application,  and  no  evidence  of  an  intent  to  abandon  the 
invention,  except  inference  from  the  above  facts.  It  was 
urged  in  opposition  to  the  validity  of  the  patent,  that  Cum- 
mings had  abandoned  his  invention,  because,  after  the  rejec- 
tion of  his  application  in  1856,  he  did  not  appeal  or  apply 
anew  until  1864.  In  deciding  on  this  point,  Mr.  Justice 
Clifford  says  :  "  Strong  doubts  are  entertained  whether  any 
new  application  was  necessary  ;  but  if  it  was,  it  is  believed 
to  be  well  settled  that  the  second  application  must  be  regard- 
ed as  having  been  filed  in  aid  of  the  first,  on  which  the  re- 
jection took  place.  Godfrey  v.  Eames,  i  Wall.,  S.  C,  317.  Actual 
abandonment  is  not  satisfactorily  proved.**  The  patent  was 
sustained.  The  same  Judge  made  a  like  ruling  on  the  same 
patent,  in  Goodyear  Dental  Vulcanite  Co,  v.  Gardiner,  3  Clifford, 
408,  415,  and  so  did  Judge  Shepley,  in  Goodyear  Dental  Vulcan- 
ite Co.  V.  Smith,  i  Holmes,  354,  and  Mr.  Justice  Hunt,  in 
Goodyear  Dental  Vulcanite  Co,  v.  Hoot,  6  Off.  Gaz.  of  Patent 
Office,  154,  and  Judge  Emmons,  in  Goodyear  Dental  Vulcanite 
Co.  v.  Willis,  7  Id.,  41.  The  Supreme  Court  of  the  United 
States,  in  Smith  v.  Goodyear  Dental  Vulcanite  Co.,  3  Otto,  486, 
sustained  the  Cummings  patent  against  the  same  objection, 
holding  that  the  application  of  1864  was  to  be  regarded  as  a 
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continuation  of  the  application  of  1855.  The  case  of  Cum- 
mings  was,  in  all  substantial  features,  like  the  present  case. 
He  did  not  withdraw  any  part  of  the  fee  originally  paid,  but 
it  has  been  shown,  that  withdrawing  part  of  the  fee,  in  the 
case  of  Simpson,  is  not  to  be  regarded  as  a  withdrawal  of  the 
application.  The  whole  matter  is  summed  up  by  Mr.  Justice 
Strong,  in  delivering  the  opinion  of  the  court,  in  the  case 
last  cited,  in  these  words  :  **  We  are  not  aware  that  filing  a 
second  petition  for  a  patent,  after  the  first  has  been  rejected, 
h^s  ever  been  regarded  as  severing  the  second  application 
from  the  first  and  depriving  the  applicant  of  any  advantage 
he  would  have  enjoyed  had  the  patent  been  granted  without 
a  renewal  of  the  application.  The  contrary  was  decided  by 
the  Circuit  Court  for  the  Southern  District  of  Ohio,  in  Bell  v. 
Daniels^  i  Fish.,  372,  and  in  Blandy  v.  Griffith  et  al,^  3  Id  , 
609  ;  and  these  decisions  are  founded  in  justice  and  sound 
reason."  It  was  proved,  in  the  Cummings  case;  that,  be- 
tween the  rejection  of  1856  and  the  application  of  1864,  his 
invention  had  come  into  general  public  use.  In  the  present 
case,  there  is  no  proof  that  any  use  in  public  of  Simpson's  in- 
vention was  at  any  time  made  with  his  consent,  allowance, 
or  acquiescence. 

In  the  case  of  Johnsen  v.  Passman^  i  Woods,  138,  an  appli- 
cation made  in  1856  was  rejected  in  1857,  for  want  of  novelty. 
The  applicant  took  no  further  steps  till  1866,  when  he  took  an 
appeal,  which  resulted  in  the  granting  of  a  patent.  Mean- 
time, patents  for  substantially  the  same  invention  were  issued 
to  other  inventors.  During  four  of  the  nine  years  the  appli- 
cant was  a  citizen  of  a  State  in  rebellion.  There  was  no 
withdrawal  of  his  application.  It  was  held  that  no  direct  or 
implied  abandonment  was  shown. 

In  M'Millin  v.  Barclay ,  5  Fisher's  Patent  Cases,  189,  an 
application  was  made  in  1855,  and  was  finally  rejected  in 
1856,  on  appeal  to  the  Commissioner  of  Patents.  It  was  not 
withdrawn,  but  nothing  more  was  done  in  regard  to  it  until 
1867,  when  the  specification  was  amended,  and,  on  further 
consideration,  a  patent  was  granted.  Judge  McKennan  held 
that  there  was  no  abandonment,  express  or  implied,  and  that 
the  lapse  of  time  was  satisfactorily  explained. 
VOL.  IV — 5 
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In  Beinn  v.  The  East  Hampton  Bell  Co.  ^  9  Blatchf.  C.  C.  R., 
50,  an  application  was  made  in  1852  and  rejected  two  months 
afterwards.  The  next  month  the  applicant  took  from  the 
Patent  Office  his  application  and  all  the  papers  connected 
with  it,  except  one  drawing,  but  made  no  formal  withdrawal. 
He  neve**  returned  those  papers.  For  ten  years  he  did  noth- 
ing more.  During  that  time  the  invention  went  into  open 
and  notorious  use,  in  his  own  neighborhood  and  under  his 
own  eyes,  and  so  continued  for  ten  years,  without  remon- 
strance from  him.  He  was  not  poor,  and  was  engaged  in  a 
successful  business.  In  1862,  he  made  a  new  application, 
and  a  patent  was  granted  in  1869.  Ii  was  held  that  he  had 
abandoned  his  application  of  1852.  Great  stress  was  laid  by 
the  court  on  the  fact  of  the  taking  of  all  the  papers  from  the 
Patent  Office,  and  withholding  them,  and  on  the  fact  of  such 
use  of  the  invention,  and  on  the  fact  of  the  absence  of  pov- 
erty. The  present  case  differs  from  the  Bevin  case  in  the 
particulars  just  referred  to. 

The  case  of  Marsh  v,  SayleSy  5  Fisher's  Patent  Cases,  610, 
holds,  that,  where  an  application  was  rejected,  and  twenty 
dollars  of  the  fee  was  refunded,  and  then  there  was  a  delay 
of  eighteen  years  before  the  application  was  renewed,  and  no 
attempt  is  made  to  explain  the  delay,  it  will  be  held  that 
there  was  an  abandonment  of  the  invention  to  the  public. 
That  is  not  the  present  case. 

In  Consolidated  Fruit  Jar  Co.  v.  Wright ^  4  Otto,  92,  the  in- 
vention was  completed  in  1859,  and  no  application  was  made 
for  a  patent  till  1868.  It  was  held  that  the  facts  showed 
abandonment  before  the  application.  No  sufficient  reason 
for  the  delay  was  given.  There  was  no  proof  of  want  of 
pecuniary  means,  and  there  was  proof  of  use  by  the  public 
for  more  than  two  years  before  the  application.  The  case  is 
unlike  that  of  Simpson. 

In  The  United  States  Rifle  Co^  v.  The  Whitney  Arms  Co,^  14 
Blatchf.  C.  C.  R.  94,  the  answer  set  up,  as  a  defence,  that  the 
patent  was  applied  for  in  1868,  and  that  the  invention  had  for 
more  than  two  years  before  that  date  been  in  public  use  and- 
on  sale  with  the  consent  and  allowance  of  the  inventor,  Coch- 
ran, and  that,  prior  to  that  date,  it  had  been  abandoned  to 
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the  public.  Cochran  applied  for  a  patent  for  the  invention, 
an  improvement  in  breech-loading  guns,  in  1859.  It  was 
rejected  within  a  month.  He  took  no  appeal  from  the  rejec- 
tion by  the  primary  examiner,  and,  one  year  and  twelve  days 
after  the  rejection,  he  withdrew  the  application  and  received 
a  refund  of  $20.  In  1868,  he  filed  a  new  application,  which 
was  rejected  on  the  ground  of  abandonment.  The  Commis- 
sioner affirmed  such  decision,  but  it  was  reversed  by  the 
Supreme  Court  of  the  District  of  Columbia.  The  Comis- 
sioner  then  declined  to  issue  the  patent,  but,  after  the  passage 
of  the  Patent  Act  of  1870,  a  new  application  was  filed,  and  a 
patent  was  issued.  During  the  eight  years  trom  i860  to  1868, 
Cochran  obtained  22  different  patents,  on  his  own  applica- 
tion, 9  of  which  related  to  breech-loading  fire-arms.  He 
prosecuted  his  other  inventions  with  constancy  and  energy. 
The  court  held,  that  no  poverty  was  shown  as  a  reason  for 
not  renewing  and  pressing  his  application  ;  and  that,  if  it 
were,  it  would  tend  greatly  to  dispel  the  idea  of  laches. 
Stress  was  laid  in  that  case,  by  the  court,  on  the  withdrawal 
of  the  application,  and  the  patent  was  held  to  be  invalid. 
The  decision  in  that  case  is  not  of  weight  in  reference  to  the 
facts  of  Simpson's  Case. 

On  all  the  points  in  issue,  it  must  be  held,  that  the  plaintiff 
has  established  his  case,  and  there  must  be  the  usual  decree 
for  the  plaintiff,  for  an  injunction  and  an  account,  with  costs, 

William   D.  Shipman   and   Frederic   H,  Betts^  for   the  com- 
plainant. 

George  Gifford^  George  W,  Soren  and  William  C,  Witter^  for 
the  defendants. 
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The  Thatcher  Heating  Company 

vs. 
The  Carbon  Stove  Company.    In  Equity. 

It  is  not  necessary  to  state,  in  a  bill  of  complaint  for  the  infringement  of  a 
patent,  the  particular  claims  infringed  by  the  defendant. 

A  statement  of  the  complainant's  patent,  and  a  general  allegation  that  the 
defendant  has  infringed,  is  sufiScicnt  to  put  the  defendant  upon  his  an- 
swer, and  at  the  final  hearing  the  complainant  may  specify  the  claims  of 
the  patent,  on  which  he  will  ask  for  a  decree. 

The  second  and  third  claims  of  letters  patent  No.  71,244,  granted  to  John 
M.  Thatcher,  November  19th,  1867,  for  an  "Air-Heating  Fuinace," 
namely :  "  2.  The  clinker-cleaning  passage  from  and  through  the 
furnace  front  to  and  into  the  fire-pot,  enclosed  by  the  plate  connected 
with  the  fire-pot,  furnace  front,  and  ash-pit,  so  as  to  prevent  communi- 
cation with  the  hot  air  chamber  surrounding  the  fire-pot,  substan- 
tially as  described,'*  and  "  3.  In  combination  with  the  clinker-cleaning 
passage,  the  downward  passage  leading  therefrom  to  the  ash-pit,  sub- 
stantially as  described  ":  Held^  valid. 

(Before  Nixon,  J.,  District  of  New  Jersey,  December,  1878.) 

Nixon,  J. 

This  is  a  suit  in  equity,  brought  by  the  complainant  against 
the  defendant,  for  the  infringement  of  letters  patent  No.  71,- 
244,  dated  November  19,  1867,  for  improvement  in  air-heat- 
ing furnaces,  and  assigned  to  the  complainant  corporation. 
The  complainant's  patent  contains  nine  claims,  and  it  was 
conceded  by  counsel  at  the  opening  of  his  case  that  the  only 
subjects  of  controversy  were  the  infringement  of  the  second 
and  third  claims. 

The  counsel  for  the  defendant  called  the  attention  of  the 
court  to  the  fact,  (i),  that  the  only  allegation  of  the  bill  of 
complaint  was  that  the  defendant  company,  having  full 
knowledge  of  the  premises,  and  in  violation  of  the  exclusive 
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right  and  privilege  of  the  complainant,  had,  since  the  assign- 
ment of  the  said  letters  patent,  and  without  its  license, 
**  erected,  used  and  sold,  and  still  continued  to  erect,  use 
and  sell  many  air-heating  apparatus  embracing  the  im^ention 
described  in  said  letters  patent ^  and  so  secured  *'  to  the  complain- 
ant corporation  ;  and  (2),  that  the  defendant,  in  the  answer, 
prayed  the  same  benefit  of  the  facts  and  things  thereinbefore 
set  forth,  as  if,  for  the  reason  thereof,  the  said  bill  had  been 
demurred  to,  and  submitted,  as  a  matter  of  equity  practice, 
that  a  suit  could  not  be  maintained  when  the  bill  alleged  a 
violation  of  the  invention  generally,  and  the  proofs  were  that 
only  two  claims  thereof  had  been  infringed. 

It  was  insisted  that,  unless  the  whole  invention,  as  claimed, 
had  been  infringed,  it  was  necessary  for  the  complainant  to 
specify  in  the  bill  the  particular  claims,  of  the  violation  of 
which  he  complained. 

Perhaps  that  would  have  been  the  correct  practice  to  have 
been  established  in  suits  for  the  infringement  of  patent  rights 
in  analogy  of  what  is  required  in  courts  of  equity  in  actions 
for  relief  against  fraud.  In  such  cases  it  is  not  permitted  to 
allege  fraud  generally.  The  party  alleging  it  must  state  the 
facts  which  constitute  the  fraud.  Small  w.  Boudinot,  1  Stockt., 
391  ;  Rorback  v.  Dorsheimer^  10  C.  E.  Green,  516.  But  such  is 
not  the  recognized  practice  in  patent  cases.  A  statement  of 
the  complainant's  patent,  and  a  general  allegation  that  the 
defendant  has  infringed,  is  deemed  sufficient  to  put  the  de- 
fendant upon  his  answer.  Turrell  v.  Cammerrer^  3  Fish., 
462. 

The  question  there  arose  upon  a  demurrer  to  a  bill  of  com- 
plaint drawn  substantially  like  the  bill  in  the  present  case. 
In  concluding  his  opinion  overruling  the  demurrer,  the 
learned  judge  says  :  "I  am  clearly  of  opinion  that  the 
general  charge  of  infringement  is  all  that  is  necessary  to  re- 
quire the  defendant  to  answer  the  bill,  and  that  particulars  of 
infringement  need  not  be  specified." 

When  the  proofs  are  closed,  and  at  the  final  hearing,  the 
complainant  is  permitted  to  specify  the  claims  of  the  patent 
on  which  he  will  ask  for  a  decree. 

The  ,only  other  questions  raised  by  the  pleadings,  which 
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were  discussed  at  the  hearing,  were — i.  Whether  the  com- 
plainant has  proved  the  infringement.  2.  Whether  the  com- 
plainant's patent  was  not  void  for  want  of  novelty. 

(i).  With  regard  to  the  infringement,  no  serious  attempt 
appears  to  have  been  made  to  deny  it.  A  pamphlet  was  pro- 
duced, marked  **  Complt's.,  Ex.  D.,'*  and  was  identified  by 
the  president  of  the  defendant  company  as  a  publication 
issued  by  them,  in  which  several  kinds  of  heaters  are  de- 
scribed ;  and  the  president  testified  that  they  had  sold  one  or 
more  of  such  heaters  since  the  4th  of  May  1868,  and  before 
the  26th  of  November,  1875. 

From  the  certificates  and  testimonials  printed  from  the 
fourteenth  page  to  the  end  of  said  pamphlet,  it  would  seem 
that  the  "carbon  reverberatory  heater"  was  the  one  most 
earnestly  pushed  by  the  defendant,  and  the  one  most  gener- 
ally in  favor  with  the  public,  and  the  testimony  is  quite 
clear  that  said  heater  embraced  some  of  the  devices  claimed 
in  the  Thatcher  patent.  Besides  this,  the  evidence  of  Mr. 
Roberts,  the  president,  substantially  admits  the  infringe- 
ment. He  says  that,  at  his  request,  the  secretary  of  the  com- 
pany furnished  one  or  more  statements  of  the  number  and  de- 
scription of  furnaces  manufactured  by  the  Carbon  Stove 
Company,  which  enibraced  the  devices  defined  in  claim  3  of 
the  complainant's  patent.  He  further  states  that  he  attempt- 
ed to  justify  the  use  of  these* devices  by  purchasing  the  right 
to  a  patent,  including  those  which  had  been  granted  to  a  Mr. 
Hillson  in  1870,  and  that  he  afterward  ascertained  that  the 
Hillson  patent  was  younger  than  the  complainant's  ;  and 
that  his  subsequent  negotiations  for  the  payment  of  a  royalty, 
for  his  infringement  of  the  third  claim,  came  to  an  end  be- 
cause the  complainant  insisted  that  the  **  covered  clinker- 
way,"  as  used  by  the  defendant,  was  equally  an  infringement 
of  claim  No.  2.  No  inquiry  .was  made  as  to  the  extent  of  the 
infringement,  because  that  fact  was  of  no  importance  until 
an  accounting  was  ordered. 

(2.)  The  principal  controversy  is  in  regard  to  the  novelty 
of  the  second  and  third  claims  of  the  complainant's  patent. 
The  patentee's  description  of  the  invention,  so  far  as  it  relates 
to  these  claims,  is  as  follows  :  **  My  invention  also  consists 
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in  the  combination  and  arrangement  of  a  passage-way,  from 
and  through  the  furnace  front,  to  and  into  the  fire-pot,  at 
the  bottom  thereof,  the  passage-way  being  of  sufficient  width 
and  height  to  admit  of  the  introduction  of  a  slicer  or  poker, 
for  the  purpose  of  slicing  the  fire  and  removing  the  clinker 
from  the  grate  bars  forward,  the  bottom  of  the  passage-way 
being  on  a  line  with  the  top  surface  of  the  grate  bars,  and 
the  top  and  sides  of  the  passage-way  formed  by  an  inclosing 
plate  extending  from  the  fire-pot  to  the  furnace-front,  and 
joining  at  the  sides  the  ash-pit  box,  so  as  to  prevent  any  com- 
munication between  said  passage-way  leading  from  the  said 
furnace-front  into  the  fire-pot,  and  the  hot-air  chamber  sur- 
rounding the  fire-pot  ;  and  this  part  of  my  invention  further 
consists  in  combining,  with  said  inclosed  passage  from  the 
furnace-front  to  the  fire- pot,  a  downward  opening  between 
the  furnace-front  and  fire-pot,  leading  from  said  inclosed 
passage  to  the  ash-pit,  whereby  clinkers  and  other  matter  re- 
moved from  the  fire-pot  may  fall  into  the  ash-pit." 

The  claims  are  as  follows  :  "  2.  The  clinker-cleaning  pas- 
sage from  and  through  the  furnace-front  to  and  into  the  fire- 
pot,  inclosed  by  the  plate  connected  with  the  fire-pot,  furnace- 
front,  and  ash-pit,  so  as  to  prevent  communication  with  the 
hot-air  chamber  surrounding  the  fire-pot,  substantially  as 
described."  **  3.  In  combination  with  the  clinker-cleaning 
passage,  the  downward  passage  leading  therefrom  to  the  ash- 
pit, substantially  as  described.**  These  claims  diVt, prima  facie 
good.  The  legal  presumption  is  in  favor  of  the  novelty  of 
the  devices  patented,  and  the  burden  of  rebutting  the  pre- 
sumption is  upon  the  defendant. 

What  has  been  shown  to  establish  the  fact,  with  any  reason- 
able degree  of  certainty,  that  the  apparatus  or  combinations 
claimed  by  the  complainant  are  not  new  ?  The  testimony  is 
within  a  narrow  compass.  No  actual  structures  have  been 
produced  which  were  made  before  the  date  of  the  Thatcher 
patent ;  but  certain' representations  of  things  are  exhibited 
which  the  witnesses  say  are  the  same,  in  appearance  or  in 
principle  as  what  they  saw  or  knew  or  heard  of  years  ago. 
Such  evidence,  however  honest,  is  of  little  practical  weight. 
It  requires  something  more  accurate  than  the  average  human 
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memory,  to  carry  in  the  recollection,  through  a  long  series  of 
years,  those  little  resemblances  or  differences  in  construction 
or  arrangement  which  distinguish  things,  and  which  are 
necessary  to  be  recalled,  in  order  to  make  the  testimony  of 
any  value. 

The  "  Mcllvaine  heater"  is  set  up  as  an  anticipation  of  the 
second  claim.  The  defendant  offers  much  testimony  to  prove 
that  twenty  years  ago  the  country  generally,  and  the  city  of 
Philadelphia  in  particular,  were  full  of  such  air-heaters,  but 
fails  to  produce  an  actual  structure  embodying  the  devices,  of 
older  date  than  the  patent.  The  president  of  the  defendant 
company,  on  his  examination,  stated  that  he  had  one  in  his 
house  at  Burlington,  New  Jersey,  and  kindly  consented  that 
the  complainant  or  its  expert  should  be  allowed  to  inspect 
it ;  but  when  he  went  for  that  purpose  it  had  disappeared, 
and  the  witness  was  told  that  it  had  been  broken  up  and 
melted.  Reference  was  also  made  to  an  old  heater  in  the 
possession  of  Cox,  Wightman  &  Cox,  of  Philadelphia  ;  but 
when  it  was  examined,  and  the  proportions  accurately  taken, 
it  was  found  that  the  passage-way  into  the  fire-pot  and  grate 
was  too  small  for  a  clinker-cleaning  passage-way.  The  coun- 
sel for  the  defendant  insists  that  mere  form  or  proportion  is 
not  material,  and  that  there  is  no  invention  in  simply  enlarg- 
ing the  covered  aperture.  That  would  be  true  if  no  new 
and  useful  result  was  accomplished  by  the  enlargement  ; 
but  when  a  change  of  form  produces  a  n6w  and  beneficial 
result,  such  change  may  be  patentable.  Cur.  on  Pat- 
ents, §  44. 

The  letters  patent  to  J.  P.  Hayes,  No.  20,640,  and  dated 
June  22d,  1858  (Deft.'s  Exhibit  No.  4),  were  also  offered  in 
connection  with  defendant's  Exhibit  No.  3,  as  anticipating 
the  second  and  third  claims  of  the  complainant's  patent. 

There  is  nothing  in  the  claims  of  the  Hayes  patent  which 
indicates  that  the  inventor  had  in  his  mind  the  clinker-clean- 
ing passage-way,  or  the  combination  of  such  passage-way 
with  a  downwardly-leading  passage  toward  and  into  the  ash- 
pit. But  the  patentee,  in  his  testimony,  states  that,  in  his 
application  for  the  patent,  he  made  claim  for  '*  four  or  ^^^ 
new  principles,  and  one  of  these  principles  was  precisely  or 
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substantially  as  that  in  the  complainant's  heater  ;  that  the 
Patent  Office  decided  that  this  principle  was  the  subject  of  a 
patent  in  itself, *and  that  he  would  be  required  to  make  a  new 
application  for  this  or  the  other  principles  ;  that  he  decided 
to  receive  the  patent  for  the  other  principles,  designing  to 
make  another  application  for  this  principle."  No  such  appli- 
cation, however,  was  made  ;  but  he  got  up  a  heater,  and  put 
it  in  practical  use  in  1858,  with  this  principle  attached,  and 
he  shows  the  model  (Exhibit  No.  3)  to  illustrate  it.  Com- 
paring this  exhibit  with  the  two  claims  of  the  Thatcher  patent 
under  consideration,  its  distinguishing  feature,  as  the  speci- 
fications inform  us,  is  the  grates  in  two  parts,  made  to  slide 
back  and  forth  on  a  plate  which  supports  them,  so  that  a 
space  or  opening  can  be  formed  both  behind  and  between  the 
grates  by  drawing  them  partially  forward,  as  occasion  may 
require,  for  removing  large  stones,  slate,  or  cinders  without 
letting  fall  the  whole  mass  of  burning  fuel.  He  further  says 
that,  when  the  fire  needs  raking,  a  poker  is  introduced  through 
the  grate-opening  I  '*  for  the  purpose,  and  also  in  like  manner 
for  the  purpose  of  separating  or  otherwise  producing  a  suffi- 
cient opening  betxveen  and  at  the  rear  of  the  grates,  to  let 
down  the  cinders,  slate  or  stones  that  may  at  any  time  be 
found  in  the  fire."  These  methods  differ  from  the  complain- 
ant's claims.  There  is  no  suggestion  of  a  covered  passage- 
way of  sufficient  dimensions  to  allow  of  clinker-cleaning  by 
slicing  the  fire  with  a  poker,  nor,  in  combination  with  this,  a 
downward  passage  in  front  of  the  grate  to  the  ash-pit  below  ; 
and  defendant's  Exhibit  3  is  so  constructed  as  to  negative  the 
idea  that  the  inventor  had  in  his  mind  the  Thatcher  devices. 
The  hole  designed  for  raking  the  fire  with  a  poker  is  so 
arranged,  in  reference  to  other  and  contiguous  parts  of  the 
heater,  that  it  cannot  be  used  as  a  clinker-cleaning  passage. 
The  bars  of  the  grate  turned  up  at  the  ends  prevent  such  use. 
There  must  be  a  deciee  in  favor  of  the  complainant  for 
profits  and  damages  and  costs,  according  to  the  prayer  of  the 
bill. 

B,  F.  Lee  and  F,  C,  Baivman^  for  the  complainant. 
Charles  B,  Collier  and  F,  Kingman^  for  the  defendant. 
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The  United  Nickel  Company  et  al. 

vs. 

The  American  Nickel  Plating  Works  et  al. 

In  Equity. 

The  word  "  invention  "  used  in  a  contract  for  the  assignment  of  a  patent 
therein  recited,  and  to  which  it  refers,  includes  only  the  invention  de- 
scribed in  the  patent  to  be  assigned,  and  reissues  and  extensions  thereof ; 
it  cannot  be  held  to  cover  other  improvements  in  the  same  art,  although 
the  patent  to  be  assigned  would  be  worthless  without  them. 

The  question  of  license  under  particular  circumstances,  considered. 
(Before  Lowell,  J.,  District  of  Massachusetts,  December,  1878.) 

Lowell,  J. 

This  bill  is  brought  under  two  patents  taken  out  by  Isaac 
Adams,  Jr.,  and  assigned  to  the  plaintiffs  ;  one  is  dated 
August  3d,  1869,  No.  95,157,  and  the  other  May  loth,  1870, 
No  102,748.  These  patents  are  for  a  process,  and  an  anode 
to  improve  the  art  of  electroplating  with  nickel,  and  have 
been  adjudged  valid  in  two  suits  brought  in  this  court  by  this 
plaintiff  corporation,  reported  i  Holmes,  155,  and  Id.  325. 
The  validity  and  title  are  admitted,  but  the  defendants  main- 
tain that,  in  equity,  they  are  licensed  or  authorized  to  use  the 
invention.  A  great  body  of  evidence  appears  in  the  record, 
too  much  of  which  is  hearsay,  and  otherwise  inadmissible. 
I  have,  however,  carefully  read  the  whole  of  it. 

Isaac  Adams,  Jr.,  the  plaintiffs'  assignor,  has  taken  out 
several  patents  connected  with  the  art  of  plating  with  nickel. 
The  first  was  No.  57,271,  dated  August  21st,  1866,  which  is 
said  to  be  the  earliest  patent  on  this  subject.  In  the  specifi- 
cation, Adams  declares  that  he  has  invented  an  improvement 
in  coating  metals  with  metal,  and  that  his  principal  object  is 
to  protect  gas-tips  or  burners  from  oxidation.  It  is  well 
known,  he  says,  that  the  action  ot  flame  upon  common  gas 
burners  soon  impairs  their  orifices  by  oxidation,  and  that  he 
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has  discovered  that  by  coating  their  surfaces  with  a  thin  de- 
posit of  nickel,  the  heat  and  flame  will  have  no  detrimental 
effect  upon  the  tips.  '*  From  the  cheapness  and  ease  of  the 
application  of  nickel,"  he  adds,  by  electroplating  or  other- 
wise, and  the  protection  which  the  coating  imparts,  it  will  be 
obvious  that  this  invention  is  of  great  practical  utility.*'  He 
claims  "  rendering  gas-tips  and  other  similar  articles  anti- 
corrosive  to  heat  or  moisture,  by  surfacing  them  with  nickel, 
substantially  as  set  forth." 

No  process  of  plating  is  described  or  set  forth  in  this  pat- 
ent, and  it  appears  that  plating  with  nickel,  though  it  could 
be  accomplished,  was  by  no  means  the  easy  thing  which  the 
patentee  assumed  it  to  be,  and  that  he  himself,  in  the  inven- 
tions for  which  he  obtained  the  later  patents  now  sued  on, 
produced  a  process  much  more  satisfactory  than  any  which 
had  preceded  it,  and  indeed  rendered  the  art  commercially 
valuable  for  the  first  time. 

Before  these  patents  were  applied  for,  one  Cook,  in  making 
inquiries  upon  the  subject,  discovered  that  the  Adams  patent 
of  1866  was  the  earliest  upon  the  subject,  and  he  appears  to 
have  thought,  and  to  have  been  advised,  that,  if  he  could  ob- 
tain the  title  to  this  patent,  he  could  control  and  subordinate 
all  future  improvements  or  patents  for  plating  with  nickel. 
Cook,  who  was  a  ship  master,  intended  at  first  to  apply  the 
invention  only  to  ships,  and  Adams  gave  him  a  license  or 
assignment,  for  that  purpose,  without  charge.  He  afterwards 
thought  to  acquire  the  whole  patent,  and,  with  this  object  in 
view,  he  obtained  from  Adams  a  contract  under  seal,  dated 
December  5th,  1868,  reciting  the  patent  of  1866,  and  the 
assignment  for  use  on  ships,  in  which  Adams  agreed  to  con- 
vey to  Cook  all  his  remaining  right,  title  and  interest  in  said 
invention  at  any  time  on  or  before  March  ist,  1869,  upon 
payment  of  85,000. 

Cook  proceeded  to  procure  the  money  in  order  to  complete 
the  purchase  of  this  patent,  and  to  put  it  into  the  hands  of  a 
company  at  a  valuation  of  half  a  million  dollars.  In  the  course 
of  the  inquiries  and  investigations  of  Cook  and  his  friends, 
Adams  appears  to  have  discovered  what  their  hopes  were,  and 
when  the  time  came  for  conveying  the  patent,  his  counsel,  on 
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his  behalf,  informed  them  publicly  and  emphatically  that 
Adams  did  not  consider  the  patent  to  be  of  much  value  or  to 
be  a  controlling  patent,  and  that  it  did  not  carry  with  it,  and 
that  Adams  did  not  intend  to  convey  to  Cook  and  his  assigns, 
the  process  or  processes  which  he  had,  in  his  own  mind, 
wholly  or  partly  worked  out ;  but,  on  the  contrary,  that  he 
had  agreed  to  sell  them  to  other  persons.  Cook  and  his 
friends  insisted  on  taking  the  conveyance,  and,  after  they  had 
taken  it  in  the  simple  form  of  an  assignment  of  the  patent, 
they  notified  Adams  that,  in  their  opinion  he  had  not  fully 
complied  with  his  contract,  and  that  they  should  try  to  obtain 
what  they  thought  themselves  entitled  to,  namely,  some  in- 
vention not  included  in  the  patent  of  1866,  but  included  in 
the  contract,  as  they  maintained.  They  have  brought  no  ac- 
tion for  damages,  nor  any  suit  for  specific  performance  for  the 
insufficient  fulfilment  of  the  contract.  They  organized  the 
American  Nickel  Plating  Company  with  the  intended  capital, 
and  that  company  took  from  Cook  an  assignment  of  the 
patent  of  1866.  The  United  Nickel  Company,  which  is  the 
principal  plaintiff  here,  was  organized  to  take,  use  and  sell 
the  processes  and  patents  to  be  issued  afterwards.  In  June, 
1869,  immediately  after  the  latter  company  was  organized, 
the  two  companies  arranged  their  disputes,  and  the  American 
Company  assigned  the  patent  of  1866  to  the  plaintiff  com- 
pany, receiving  in  return  a  large  number  of  its  shares  ;  so 
that  the  plaintiff  company  appears  to  own  all  three  of  Adams' 
patents.  But  the  defendants  allege  that  the  compromise, 
above  mentioned,  and  the  assignment  to  the  plaintiff  company 
of  the  patent  of  1866,  were  not  duly  voted  and  passed  in  ac- 
cordance with  the  laws  of  New  York  concerning  corporations. 
In  1875,  acting  on  this  assumption,  the  American  Company 
granted  a  license  under  that  patent,  which  license  the  de- 
fendants hold,  and  in  1876*  they  procured  a  conveyance  from 
Cook  of  the  **  invention**  which  they  assumed  him  to  hold  or 
to  have  the  right  to  acquire  as  the  residue  of  the  contract 
with  Adams,  of  December,  1868,  and  at  once  granted  to  the 
defendants  a  license  to  use  this  **  invention.** 

The   defendants,  therefore,  contend    that  Cook  equitably 
owns  some  invention  beside  the  patent  of  1866,  because  his 
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contract  contains  the  word  **  invention,"  and  the  patent 
really  contains,  as  they  say,  no  invention  at  all,  or  none  of 
any  value,  and  certainly  none  worth  $5,000  ;  and  since 
Adams  has  made  inventions  which  would  render  that  patent 
valuable  if  united  with  it,  he  is  equitably  bound  to  convey 
them  to  Cook  and  his  assigns  ;  that  they  are  his  assigns  ;  and 
that  equity  will  hold  that  to  be  done  which  ought  to  be  done, 
and,  therefore,  they  may  successfully  defend  this  suit  as  the 
equitable  owners  of  these  inventions. 

This  somewhat  artificial  structure  wants  a  foundation. 
The  contract  of  Adams  with  Cook,  made  in  December,  1868, 
is  in  a  usual  form,  promising  to  convey  to  him  the  patent  of 
1866  and  the  invention  therein  patented,  and  nothing  more. 
If  there  was  no  invention  described  in  that  patent,  none  was 
to  be  conveyed.  The  word  *'  invention**  was  made  use  of  in 
order  to  include  reissues  and  extensions,  in  accordance  with 
a  practice  which  has  grown  out  of  certain  familiar  decisions 
of  the  courts.  There  was  no  fraud  perpetrated  on  Cook  or 
his  assigns,  because  this,  which  is  the  true  construction  of  the 
contract,  was  pointed  out  and  insisted  on  by  Adams  before 
the  deed  was  delivered.  There  is  no  ground  whatever,  of 
law  or  fact,  for  holding  that  Cook  was  ever  entitled  in  law  or 
equity,  by  estoppel  or  otherwise,  to  the  inventions  for, which 
the  patents  in  suit  were  taken  out  by  Adams  in  1869  and  1870. 
This  fundamental  delect  renders  the  other  links  of  the  chain 
of  defence  useless,  and  their  validity  will  not  be  considered. 

Decree  for  the  complainants  for  an  injunction  and  an 
account. 

T.  W,  Clarke^  for  the  complainants. 

Benjamin  F,  Butler  and  D,  H,  Rice^  for  the  defendants. 
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Helen  Marie  Macdonald 
S.  M..  Blackmer  et  al.    In  Equity. 

The  complainant  applied  for  a  patent  in  ^873,  which  was  granted  September 
29th,  1874.  She  testified  that  the  invention  was  made  in  1861.  There 
was  nothing  improbable  in  her  testimony,  and  no  contradictions  or  cir- 
cumstances were  proved  to  bring  it  into  doubt,  excepting  the  time  which 
was  permitted  to  pass  before  the  patent  was  applied  for,  and  that  delay 
was  plausibly  explained.  Htld^  that  the  invention  should  date  back 
to  1861. 

(Before  Lowell,  J.,  District  of  Massachusetts,  December,  1878.) 

Lowell,  J. 

After  an  interlocutory  decree  had  been  entered  for  the  com- 
plainant, Judge  Shepley  entertained  a  petition  for  a  rehear- 
ing, so  far  as  to  permit  the  respondents  to  file  a  supplemental 
answer,  setting  up  a  patent  which  had  come  to  their  knowl- 
edge after  the  former  hearing,  and  which  they  considered  im- 
portant, not  only  on  the  state  of  the  art,  but  as  rendering  the 
complainant's  patent  void.  The  decree  was  not  set  aside, 
but  the  fact  of  the  patent,  and  whatever  evidence  was  neces- 
sary in  connection  with  it,  were  permitted  to  be  introduced 
into  the  case. 

The  hearing  now  has  been  on  the  question  of  vacating  the 
decree,  and  rendering  one  for  the  respondents.  The  plain- 
tiff's patent,  granted  September  29th,  1874,  No.  155,  534,  is 
for  a  skirt  protector,  as  a  new  article  of  manufacture,  bound 
with  or  composed  of  enameled  cloth,  or  other  waterproof 
material. 

A  skirt  protector,  in  this  sense,  means  a  strip  of  the  de- 
scribed material  made  and  sold  by  itself,  and  intended  to  be 
sewed  to  the  rear  part,  and  on  the  inside  of  a  skirt  which 
would  otherwise  touch  the  ground,  and,  by  extending  a  little 
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below  the  edge  of  the  skirt,  to  protect  it  from  dirt  and  wet. 
The  patent^  says,  that  protectors  of  **  wiggan,"  which  is  a 
different  material  and  not  so  useful  as  enameled  cloth  or  a 
waterproof  material,  were  old.  Two  months  after  the  grant, 
the  patentee  disclaimed  skirt  facings  as  old. 

The  patent  now  introduced  was  granted  to  Thomas  B.  De 
Forest,  January  15th,  1867,  for  a  binding  for  skirts,  presenting 
an  india  rubber  or  similar  flexible  edge,  which  is  intended  to 
protect  the  skirt.  This  binding,  like  the  facing,  is  a  part  of 
the  skirt,  and  while  it  undoubtedly  acts  to  protect  the  re- 
mainder of  the  skirt,  is  specifically  different  in  its  operation 
and  its  advantages  from  a  separate  piece  of  cloth  intended  to 
be  attached  to  a  skirt,  and,  if  an  old  facing  did  not  destroy 
the  patent,  I  do  not  see  why  an  old  binding  should  have  that 
effect. 

Again,  in  the  original  case,  the  plaintiff  testified  that  she 
made  her  invention  in  1861  or  1862,  and  she  gave  reasons  for 
not  applying  for  a  patent  until  1873.  There  was,  on  the  part 
of  the  defendants,  evidence  which,  if  believed,  proved  that 
the  plaintiff  was  not  the  first  inventor,  if  her  application  was 
the  true  date  of  her  discovery.  The  defendants  argued  that 
the  plaintiff  was  mistaken  or  untrustworthy  in  carrying  back 
her  invention,  and  the  complainant  argued  that  the  witnesses 
who  spoke  of  the  prior  use  were  not  to  be  believed.  Unfor- 
tunately, Judge  Shepley,  while  holding  that  the  plaintiff  was 
the  original  inventor,  does  not  say  whether  he  arrives  at  this 
conclusion  by  believing  the  plaintiff  as  to  the  date  of  her  in- 
vention, or  by  disbelieving  the  witnesses  against  her  who 
testified  to  the  protectors  which  they  had  seen  as  early  as 
1864.     One  or  the  other  he  must  have  done. 

The  patent,  now  produced,  cannot  be  disbelieved,  and 
therefore,  on  this  point,  I  am  obliged  to  decide  whether  the 
plaintiff  has  proved  what  she  undertakes  to  prove  concerning 
the  date  of  her  invention.  It  is  an  embarrassing  question. 
Very  few  persons  were  likely  to  know  of  the  plaintiff's  alleged 
protectors,  made  in  1861-2  because  they  were  used  only  by 
herself,  and  there  is  no  pretence  of  any  public  use  or  sale.  It 
is  probably  impossible,  at  this  time,  to  support,  or  to  contra- 
dict, the  plaintiff's  own  statement  by  direct  testimony.  There 
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is,  however,  nothing  in  it  which  is  improbable,  and  no  con- 
tradictions or  circumstances  are  proved  to  bring  it  into  doubt, 
excepting  the  time  which  was  permitted  to  pass  before  the 
patent  was  applied  for,  and  that  delay  is  plausibly  explained. 
I  think  it  more  probable  that  Judge  Shepley,  in  deciding  for 
the  plaintiff,  considered  her  evidence  on  this  point  to  be  true, 
than  that  he  discredited  the  considerable  body  of  proof  tend- 
ing to  show  an  anticipation  by  others. 

Mr.  Leggett,  Commissioner  of  Patents,  expressed  the  opin- 
ion that  the  plaintiff's  invention  was  made  in  1861  ;  Mac- 
donaldv,  Chase^  6  Off.  Gaz,  359  ;  and  I  am  of  the  same  opin- 
ion. The  DeForest  invention,  therefore,  was  later  than  that 
of  the  plaintiff. 

Decree  to  stand. 

Benj\  F,  Butler^  for  the  complainants. 
Jabez  S.  Holmes^  for  the  defendants. 


In  the  matter  of  the  Application  of  James  Arkell 

FOR  Letters  Patent.* 

A  notch  in  one  thickness  of  a  paper  bag  with  an  evenly  cut  mouth,  such 
notch  facilitating  the  opening  of  the  mouth,  being  in  existence,  a  paper 
bag  made  with  such  a  notch  in  one  thickness  of  a  mouth  cut  with  jagged 
or  serrated  edges,  with  a  view  tu  facilitate  the  opening  of  the  mouth,  is 
not  a  patentable  invention. 

(Before  Shipman,  J.,  District  of  Connecticut,  January,  1879.) 

Shipman,  J. 

This  is  a  bill  in  equity,  which  is  brought  under  section  4,915 
of  the  Revised  Statutes,  praying  for  an  adjudication  that  the 
applicant  is  entitled  to  receive  a  patent  for  an  improvement 
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in  paper  bags.  Application  for  a  patent  was  duly  filed  on 
December  14th,  1876,  and  was  rejected  by  the  Commissioner 
of  Patents,  uoon  appeal  from  the  examiners  in  chief,  on  June 
5th,  1877.  Upon  appeal  to  the  Supreme  Court  of  the  District 
of  Columbia,  sitting  in  banc,  the  decision  of  the  Commis- 
sioner was  affirmed,  on  January  22d,  1878.  A  copy  of  this 
bill  was  served  upon  the  Commissioner  of  Patents,  who  has 
filed  a  brief  in  support  of  his  views.  * 

The  improvement  relates  to  the  well-known  class  of  paper 
bags,  in  the  manufacture  of  which  the  paper  is  first  folded 
and  pasted  to  form  a  continuous  flattened  tubular  blank,  and 
the  bag  blanks  are  then  cut  from  the  continuous  blank  by  a 
serrated  knife  moving  more  rapidly  than  the  blank.  This 
process  of  cutting  leaves  both  the  cut  edges  in  a  serrated  or 
jagged  form,  and  produces  a  bag  having  a  **  jaggedly  cut 
jnouth.'*  It  is  admitted,  that,  in  this  kind  of  bag,  the  two 
cut  edges  naturally  clinch  together,  and  that  the  rough  edges 
of  the  fibrous  material  tend  to  become  felted  together  during 
storage  or  transportation  in  bulk,  so  that  it  is  difficult  to  open 
the  mouth  of  the  bag  without  an  expenditure  of  time  and 
labor.  This  disadvantage  has  impaired  the  usefulness  of  this 
class  of  paper  bags  to  the  consumers. 

The  applicant  states,  in  his  specification,  that  the  improve- 
ment  consists  in  **  forming  in  one  of  the  two  adjacent  cut 
edges,  a  notch  or  cut- away  portion,  or  a  series  of  such 
notches,  which  prevent  any  clinching,  or  any  subsequent  felt- 
ing together,  of*  the  rough  edges  at  such  points,  and  thus 
afford  an  opportunity, for  the  more  ready  opening  out  of  the 
mouth  of  the  finished  bag,  while  at  the  same  time  they  render 
easier  the  separation  of  the  adjacent  cut  edges  that  have  to 
be  opened  out,  folded  and  pasted  to  form  the  bag  bottom, 
during  the  manufacture."  The  benefit  prior  to  the  comple- 
tion of  the  bag  was  not  commented  upon  in  the  affidavits, 
and  it  is  manifest,  that  the  main,  if  not  the  only,  object  of 
the  improvement  is,  to  facilitate  the  opening  of  the  bag 
mouth  after  it  has  been  closed,  and  its  edges  have  been  felted 
together  in  cutting  and  packing.  The  claim  of  the  applicant, 
as  stated  in  his  specification,  is,  for  *'  paper  bags  made  with 
a  notch  or  cut-away  portion  or  portions  in  one  thickness  of 
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the  jaggedly  cut  mouth,  whereby  the  clinching  and  tendency 
to  felt  together  of  the  edges  of  the  mouth  so  cut  are  over- 
come, and  the  opening  of  the  mouth  of  the  bag:  ^or  use  ren- 
dered easier,  substantially  as  described/*  On  December 
19th,  1876,  the  applicant  obtained  a  patent  for  his  described 
method  of  manufacturing  this  kind  of  paper  bags. 

The  main  question  in  the  case  is,  whether  the  applicant  is 
entitled  to  a  patent  for  his  improved  article  of  manufacture, 
in  view  of  the  bag  described  and  shown  in  the  specification 
and  drawings  of  the  patent  to  Luther  C.  Crowell,  No.  137,533, 
dated  April  8th,  1873.  The  Crowell  bag  was  not  made  from 
a  flattened  tube,  and  the  severing  of  the  blanks  was  niade  by 
a  clean  cut,  so  that  the  jaggedly  cut  mouth  is  not  a  feature 
of  his  bag.  There  was  a  semicircular  incision  in  the  centre 
of  the  band  of  paper,  so  that  the  bag,  when  folded  and  cut, 
had  a  notch  in  one  thickness  of  the  bag,  at  its  mouth  end. 
The  object  of  this  notch  is  not  explained  in  his  specification, 
and  the  notch  is  not  claimed  in  the  patent,  but  the  existence 
of  the  incision  and  of  the  notch  is  clearly  shown  both  in  the 
specification  and  the  drawings.  His  bag  had,  in  fact,  an 
evenly  cut  mouth  and  a  notch  therein,  and  the  notch  facil- 
itated the  opening  of  thp  mouth.  It  is  not  important  that  the 
process  by  which  the  notch  is  made  in  the  respective  bags  is 
very  dissimilar.  As  the  article  of  manufacture  only  is  claimed 
in  the  application,  the  question  now  of  importance  is,  whether 
the  improved  article  had  been  patented  or  described  in  some 
printed  publication  prior  to  the  alleged  invention  by  the  ap- 
plicant, or  whether  he  was  the  first  and  original  inventor 
thereof.     Cohn  v.  U.  S.  Corset  Co.,  93  U.  S.,  366. 

The  question  resolves  itself  into  this  :  '*  Plain  edged  **  and 
*'  jaggedly  cut  "  bags  being  both  well  known  at  the  date  of 
this  alleged  invention,  does  a  plain  edged  paper  bag,  notched 
at  the  mouth,  which  notch  facilitates  the  opening  of  the  bag, 
anticipate  a  notched  **  jaggedly  cut  mouth  *'  paper  bag,  the 
notch  being  for  the  express  purpose  of  enabling  the  consumer 
to  overcome  the  resistance  of  the  felted  edges  to  the  opening 
of  the  bag  ?  The  application  of  an  old  contrivance  to  a  new 
purpose  is  not  patentable,  when  the  old  and  new  purposes, 
and   the  objects  to  which   the  contrivance    is    applied,   are 
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merely  analogous.  If  the  use  of  an  old  contrivance  produces 
a  new  effect,  the  new  manufacture  or  process  may  be  patent- 
able, because  the  new  use  is  not  analogous  to  the  former  one, 
but,  if  the  new  use  is  simply  upon  a  new  occasion,  not  pro- 
ducing a  new  effect,  the  use  is  analogous  to  what  had  been 
done  before.     Curtis  on  Patents^  sect,  56. 

In  this  case,  the  new  use  to  which  the  notch  was  put  was 
to  facilitate  the  opening  of  the  mouth  of  a  jaggedly  cut  bag. 
The  old  use  was  to  facilitate  the  opening  of  the  mouth  of  a 
plain  edged  bag.  The  uses  were  the  same,  and  the  effect  was 
the  same  in  kind.  The  old  result  of  opening  the  mouth  was 
attained  by  the  same  means  which  were  used  when  the  former 
result  was  attained.  It  is  true,  that,  in  jaggedly  cut  bags, 
the  fibres  clinch  and  felt  together,  and  the  object  of  the  notch 
is  to  prevent  clinching  and  felting,  but  the  object  of  prevent- 
ing felting  is  simply  that  the  mouth  may  be  easily  opened. 
The  notch,  in  either  bag,  is  to  afford  an  easy  means  of  grasp- 
ing one  lip  of  the  mouth  and  thus  disengaging  it  from  its 
fellow.  The  difficulty  of  opening  the  mouth  of  a  plain  edged 
bag  is  slight,  because  either  lip  is  easily  grasped  by  the  finger, 
whereas,  in  a  jaggedly  cut  bag,  there  is  a  serious  difficulty  in 
inserting  the  fingers  between  the  felted  fibres  of  the  paper, 
but  the  object  of  having  a  notch  and  the  use  of  the  notch  are 
the  same,  and  the  difference  in  effect  which  the  notch  pro- 
duces is  one  of  degree  and  not  of  kind.  If  the  effect  of  the 
old  contrivance,  when  applied  to  the  new  object,  is  simply  a 
better  and,  therefore,  more  useful  accomplishment  of  the  old 
effect.  In  an  analogous  object,  by  the  use  of  precisely  the  same 
means,  the  application  of  the  new  use  is  not  patentable.  If 
a  person  had  before  him  a  notched  plain  edged  bag,  it  wt>uld 
require  no  invention  to  discover  that  such  a  contrivance 
would  also  facilitate  opening  the  mouth  of  a  jagged  bag, 
although  it  might  require  much  exercise  of  invention  to  ascer- 
tain the  means  by  which  the  notch  could  be  produced  in  a 
bag  of  the  latter  class.  Those  means  have  already  been  pat- 
ented in  favor  of  the  applicant. 

The  bill  should  be  dismissed. 

H.  D,  Donnelly  and  A'tgustus  Brandegee^  for  the  complainant. 


84  DISTRICT  OF  MASSACHUSETTS. 

Stewart  v.  Mahooey. 


Alexander  W.   Stewart 

vs. 
Eugene  H.  Mahoney.    In  Equity. 

The  second  claim  of  reissued  letters  patent  No.  6,076,  granted  to  complain- 
ant October  6th,  1874,  for  folding  chairs,  is  void  for  want  of  novelty ; 
the  first  claim  of  said  patent  possesses  sufficient  novelty  and  utility  to 
support  it. 

Where  an  invention  involves  a  new  result,  first  thought  of  by  the  patentee, 
the  fact  that  the  mechanical  changes  made  are  not  difficult,  is  often 
unimportant. 

(Before  Lowell,  J.,  District  of  Massachusetts,  January,  1879.) 

Lowell,  J. 

The  patentee  and  complainant  relies  on  both  claims  of  his 
patent,  and  upon  an  infringement  of  both  by  the  defendant. 

His  second  claim  is  :  *'  The  combination,  with  the  back 
frame  of  a  folding  chair,  provided  with  an  independent  back 
section,  of  a  stretcher  attached  thereto  for  supporting  the 
rear  of  the  seat,  whereby  the  strain  of  such  seat  is  received 
directly  upon  the  back,  substantially  as  described."  A  chair 
is  produced  and  made  an  exhibit,  as  "  George  Hunzenger's 
folding  chair,"  which  the  complainant  admits  was  made  and 
sold  before  the  date  of  his  invention,  which  contains  the  com- 
bination of  the  second  claim,  unless  that  claim  should  be  con- 
strued as  confined  to  a  chair  having  an  arrangement  not  de- 
scribed in  the  claim  itself ;  that  is,  to  such  chairs,  and  only 
such,  as  are  the  subject  of  the  first  claim.  I  see  no  ground 
for  thus  limiting  the  second  claim,  which  would  seem  to  have 
been  made  broad  on  purpose  to  include  a  class  or  classes  of 
chairs  not  included  in  the  first  claim.  If  this  were  not  the 
purpose,  it  would  have  been  more  convenient  and  obvious  to 
say  so,  instead  of  giving  a  description  of  folding  chairs, 
which  embraces  a  larger  number. 
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It  was  said,  at  the  hearing,  that  Judge  Shepley  had  pro- 
nounced an  unhesitating  opinion  that  this  claim  was  void. 
I  so  hold. 

Unfortunately,  my  predecessor,  though  he  heard  a  reargu- 
ment  upon  the  first  claim,  did  not  decide  that  part  of  the  case. 
His  impression,  perhaps,  was  that  this  claim  was  likewise 
void  ;  but  he  gave  no  opinion,  and  rendered  no  general  de- 
cree in  the  case. 

I  have  examined  the  evidence  and  the  arguments  with  care, 
and  I  am  of  opinion  that  there  was  both  novelty  and  utility  in 
the  subject  of  the  first  claim,  and  that  it  has  been  infringed. 
Many  chairs  had  been  made  that  resembled  the  plaintiff's  in 
many  particulars,  and  which  might  easily  have  been  so  modi- 
fied as  to  embody  his  invention  ;  but  they  do  not  appear  to 
have  been  so  modified,  before  his  time. 

The  question  of  novelty,  including  in  that  word  the  dis- 
covery or  invention  which  will  be  sufficient  to  support  a  pat- 
ent, is  often  a  very  difficult  one  to  decide.  Invention  often 
involves  a  new  result,  first  thought  of  by  the  patentee-;  and 
in  such  cases,  the  fact  that  the  mechanical  changes  he  has 
made  are  not  difficult,  is  often  unimportant.  The  cases  in 
which  invention  is  wanting  are  usually  those  in  which  the  re- 
sult is  old  in  kind,  and  the  change  of  means  is  obvious,  or 
has  been  used  in  analogous  machines  or  articles,  and  then  the 
smallness  of  the  change  is  very  likely  to  be  decisive  against 
the  patent.  This  case  seems  to  me  to  fall  within  the  former 
class.  By  Rev.  Stat.,  §  4,922,  the  complainant  cannot  recover 
costs. 

Decree  for  the  complamant,  without  costs. 


J,  E.  MaynadUr^  for  the  complainant. 
Thos.  H.  Dodge^  for  the  defendant. 
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The  Horman  Patent  Manufacturing  Company 

vs. 
The  Brooklyn  City  Railroad  Company.  In  Equity.* 

a  bill  in  equity,  on  two  patents,  alleged  that  the  defendant  was  using 
machines,  containing  in  one  and  the  same  apparatus,  the  invention 
secured  by  each  of  the  two  patents.  The  defendant  demurred,  on  the 
ground  that  the  bill  did  not  allege  that  the  devices  were  used  conjointly 
or  connected  together  in  any  one  apparatus :  Held^  that  the  demurrer 
must  be  overruled. 

Equity  permits  the  joinder  of  several  causes  of  action  in  a  single  bill»  but 
not  when  the  effect  would  be  to  embarrass  the  defendant,  or  introduce 
unnecessary  confusion. 

(Before  Benedict,  J.,  Eastern  District  of  New  York,  January,  1879.) 

Benedict,  J. 

This  is  an  action  for  an  injunction  and  to  recover  damages 
for  the  use  by  the  defendant  of  certain  machines  employed 
for  the  purpose  of  registering  fares  in  railroad  cars.  The  bill, 
after  describing  two  separate  patents  owned  by  the  plaintiff, 
being  reissues  Nos.  8,013,  ^^^  8,014,  charges  that  the  defend- 
ants are  using  some  registering  machines,  some  of  them  con- 
taining, in  one  and  the  same  register  or  apparatus,  the  inven- 
tions, or  substantial  and  material  parts  of  the  inventions^  de- 
scribed and  secured  in  and  by  each  of  the  said  reissued  let- 
ters patent  Nos.  8,013  ^^^  8,014..  '^o  this  bill  the  defendants 
demur,  and  allege,  as  ground  of  demurer,  that  the  several 
devices  described  in  the  two  patents  referred  to  in  the  bill  are 
not  alleged  to  have  been  made,  sold,  or  used  by  the  defend- 
ants conjointly  or  connected  together  in  any  one  fare  register. 

It  may  be  open  to  question  whether  the  bill  charges  a  single 
cause  of  action,  when  it  sets  forth  the  use  of  devices  secured 
by  separate  patents,  although  such  use  is  stated  to  occur  in 
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one  and  the  same  machine.  But  the  bill,  if  it  be  considered 
to  set  forth  two  causes  of  action,  may,  nevertheless,  be  good, 
for  equity  permits  the  joinder  of  several  causes  of  action  in  a 
single  bill.  Such  joinder  is  not,  however,  permitted  when 
the  effect  will  be  to  embarrass  the  defendant,  or  introduce 
unneccessary  confusion  into  the  cause.  Whether  that  will  be 
the  effect  in  any  particular  case  must  depend,  in  a  great 
measure,  upon  the  nature  of  the  controversy,  and  no  general 
rule  has  been  laid  down  by  which  all  cases  can  be  determined. 
In  the  present  instance,  as  the  question  is  raised  by  demurrer, 
the  point  to  be  decided  is,  whether  the  averments  of  the  bill 
show  the  controversy  to  be  of  such  a  char.icter  that  prejudice 
to  the  defendant  will  result  from  permitting  the  joinder,  in 
one  action,  of  the  two  transactions  set  forth.  The  argument 
made  in  behalf  of  the  defendant  requires  the  inference,  that 
prejudice  will  result  to  the  defendant,  if  he  is  called  on  to 
answer  to  a  charge  of  infringing  two  patents,  by  the  use,  in 
a  single  machine,  of  devices  that  are  not  necessarily  used  in 
connection  with  each  other.  But  no  such  inference  can  be 
drawn.  On  the  contrary,  in  the  absence  of  any  other  fact, 
the  circumstance  that  the  two  transactions  complained  of  are 
the  use,  in  a  single  fare  registering  machine,  of  two  patented 
devices  connected  with  the  mechanism  of  the  machine,  war- 
rants the  inference  that  no  prejudice  will  result  to  the  de- 
fendant from  the  joinder  of  the  two  transactions. 

A  bill  similar  to  the  present  was  upheld  in  Nourse  v.  AUen^ 
4  Blatchf.  C.  C.  R.,  376,  and  I  do  not  ftnd  the  authority  of 
that  case  shaken  by  the  case  of  Nellis  v.  McLanahan^  6  Fisher, 
286,  upon  which  the  defendant  relies  ;  for,  it  seems,  that,  in 
that  case,  the  bill  would  have  been  held  good  if  it  had  averred, 
as  this  bill  does,  that  the  machine  made  and  sold  by  the 
defendant  contained  devices  covered  by  each  of  the  "patents 
set  forth  in  the  bill.  The  case  of  The  United  Nickel  Co,  v.  The 
Manhattan  Brass  Manufacturing  Co.y  decided  by  Judge  Blatch- 
ford,  furnishes  no  support  to  this  demurrer,  for  the  reason, 
that  the  bill  in  that  case  was  essentially  different  from  the 
bill  in  the  present  case,  and  no  opinion  was  delivered. 

Nor  can  the  defendant  find  support  in  the  case  of  Seymour 
v.   Osborne^   11   Wall.,   516,   559,  which  simply  decides,   that. 


88  SOUTHERN  DISTRICT  OF  NEW  YORK. 

Webster  Loom  Co.  v,  Higgtns. 

where  the  bill  sets  forth  several  patents,  all  appertaining  to 
the  same  general  subject,  and  all  required  to  constitute  a 
complete  machine,  and  all  embodied  in  the  machines  which 
the  complainants  furnish,  the  bill  will  be  upheld. 

I  am  unable,  therefore,  from  the  bill  itself,  to  say,  in  this 
case,  that  any  prejudice  will  result  from  the  joinder  of  the 
several  transactions  therein  described,  and  there  must  be 
judgment  for  the  complainant  upon  the  demurrer,  with  leave 
to  the  defendant  to  answer,  on  payment  of  costs. 

John  Van  Santvoord^  for  the  complainant. 

Frost  &*  CoCy  for  the  defendant. 


The  Webster  Loom  Company 

vs. 
Elias  S.  Higgins  et  al.    In  Equity.*  f 

The  letters  patent  issued  August  27th,  1872,  to  William  Webster,  for  an  im- 
provement in  looms  for  weaving  pile  fabrics,  are  invalid. 

In  respect  to  the  fifth  clai^  of  said  patent  namely,  **  In  combination,  the 
lay  and  its  rigid  shuttle  box,  the  pivoted  vibrating  wire  trough,  the 
reciprocating  driving  slide,  and  the  latch  moving  thereon,  the  latter  being 
operated  by  the  wire  box,  the  combination  being  and  operating  substan- 
tially as  described,"  the  descriptive  part  of  the  si>ecification  is  insuffi- 
cient. 

The  combination  set  forth  in  said  fifth  claim  is  not  a  patentable  combination, 
but  a  mere  aggregation  of  devices. 

When  a  defendant  has  shown  prior  knowledge  and  use,  the  burden  of  show- 
ing prior  invention  is  on  the  plaintiff. 

Webster  was  not  the  first  inventor  of  the  invention  sought  to  be  covered  by 
said  fifth  claim. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  January,  1879.) 
*  15  Blalchf.  C.  C.  R.,  446.  \  Reversed  by  Supreme  Court. 
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Wheeler,  J. 

This  suit  is  brought  for  relief  against  an  alleged  infringe- 
ment of  letters  patent  No.  130,961,  issued  August  27th,  1872, 
to  William  Webster,  and  owned  by  the  plaintiff,  for  an  im- 
provement in  looms  for  weaving  pile  fabrics.  The  defend- 
ants, in  their  answer,  allege,  that,  by  previous  contract  with 
Webster,  they  are  the  owneis  of  all  such  improvements  made 
by  him.  deny  that  he  was  the  first  inventor  of  the  invention 
patented,  and  allege,  that,  before  the  time  of  any  invention 
thereof  by  him,  the  same,  or  substantial  and  material  parts 
thereof,  were  described  in,  among  others,  letters  patent  of 
Great  Britain  to  Erastus  B.  Bigelow,  to  William  Weild,  and 
to  Moxon,  Clayton  and  Fearnley,  and  in  letters  patent  of  the 
United  States  to  Elias  S.  Higgins,  assignee  of  William  Weild, 
and  to  Ezekiel  K.  Davis,  and  that  the  same  was  known  to, 
and  used  by,  Ezekiel  K.  Davis  and  Thomas  Crossley,  of  New 
York,  at  New  York,  that  the  description  of  the  invention  is 
obscure,  and  not  sufficient  to  enable  one  acquainted  with  the 
art  to  which  it  belongs,  to  construct  and  use  the  loom  therein 
attempted  to  be  described,  that  there  is  no  description  in  the 
patent  of  the  combination  specified  in  the  fifth  claim  thereof, 
and  deny  infringement.  On  the  hearing,  the  plaintiff  relied 
solely  upon  the  fifth  claim  of  the  patent,  and  the  defendants 
abandoned  all  claim  of  ownership  of  the  invention  by  virtue 
of  any  contract  w  th  Webster, 

In  weaving  pile  fabrics,  such  as  Brussels  carpeting  and  vel- 
vets, wires  are  woven  like  filling  into  them,  taking  up  warp 
into  loops,  over  the  wires,  above  that  part  of  the  cloth  made 
of  other  warp  and  filling,  constituting  the  pile  of  the  fabric. 
Enough  wires  are  woven  in,  and  left  there,  to  make  a  piece 
sufficiently  large  and  firm  to  withstand  the  beat  of  the 
machinery,  and  then,  as  the  weaving  proceeds,  those  put  in 
first  are  successively  withdrawn,  carried  back  and  inserted 
again  into  open  sheds  of  warp  made  to  receive  them,  and 
woven  into  and  carried  along  with  the  c  loth.  The  heads  of 
the  wires  are  made  much  larger  than  the  wires  themselves, 
and  square  and  flat,  to  tit  into  a  box  beside  the  cloth,  with  a 
narrow  opening  toward  it,  that  will  permit  their  moving 
freely  along  with  the  cloth.     The  looms  used  are  not  much 
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different  from  those  used  in  weaving  other  fabrics,  except 
that  machiner}^  is  added  for  withdrawing,  carrying  back  and 
inserting  the  wires,  which  is  called  a  wire  motion,  and  the 
rest  of  the  looms  must  be  adapted  to  the  working  of  that,  so 
as  not  to  interfere  with  it.  x\s  the  wires  are  withdrawn,  the 
loops  are  left  to  be  held  in  place  by  the  other  warp  and  fill- 
ing, as  woven  together,  and,  consequently,  there  must  be  a 
thread  of  filling  woven  in  between  the  weaving  in  of  each 
wire,  and  there  must  be  two  beats  of  the  lay  carrying  the  reed 
which  beats  up  the  filling  and  wires,  and  c«.rresponding 
motions  of  the  shuttle  carrying  the  filling,  to  each  insertion 
of  a  wire.  The  motions  of  the  parts  must  all  be  so  timed 
that  the  wires  will  be  inserted  when  the  lay  is  swung  away 
from  the  woven  cloth  and  makes  room,  and  the  sheds  for 
them  are  opened  to  receive  them,  and  that  the  lay  will  beat 
up  the  wire,  swing  back  for  a  thread  of  filling  to  be  carried 
through,  and  beat  that  up,  while  the  wire  motion  is  after 
another  wire,  and  be  in  the  proper  position  to  carry  the  shut- 
tle, with  its  threads  of  filling,  at  the  times  when  they  must 
go  in.  The  wires  must  be  carried  past  the  fell  of  the  cloth, 
toward  the  lay  swung  back,  to  reach  a  place  in  the  sheds  open 
sufficiently  wide  for  them  to  be  thrust  into  ;  the  reed  must 
stand  on  the  edge  of  the  lay  away  from  the  cloth,  to  make 
room  on  the  lay  for  the  shuttle  race,  and  must  be  carried  by 
it  to  the  fell  of  the  cloth  when  it  beats  up  the  wires  and  fill- 
ing ;  and  so  the  lay  must  move  past  the  fell  of  the  cloth  to- 
ward the  wire  motion.  To  prevent  collision  between  the  lay 
with  shuttle  boxes  attached  and  the  wire  motion,  in  making 
these  movements,  either  the  wire  motion  must  be  arranged 
so  that  it  will  insert  the  wires,  and  move  out  of  the  way,  be- 
fore the  lay  and  shuttle  box  arrive  where  the  wire  motion 
goes,  or  so  much  of  the  lay  and  shuttle  box,  on  that  side  of 
the  loom,  as  would  hit  the  wire  motion,  must  be  detached 
from  the  rest  of  the  lay  while  that  moves  up  with  the  reed, 
and  be  kept  out  of  the  way  of  the  wire  motion.  In  the  Bige- 
low  loom,  the  wire  motion  consisted  of  a  forked  arm  and  re- 
ciprocating lever,  extending  upward  through  a  horizontal 
rocking  shaft,  which  were  so  timed  as  to  be  together  at  the 
wire  box  when  the  lay  beat  up,  and  that  was  crooked  out  of 
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the  way  for  a  short  distance  opposite,  so  it  would  move  past 
them  when  in  that  position.  In  the  Weild  looms,  the  wires 
were  withdrawn  by  a  latch  on  a  reciprocating  slide,  into  a 
horizontal  trough,  oscillating  between  the  points  of  with- 
drawal and  insertion,  and  pushed  out  of  the  trough  into  the 
sheds  by  an  arm  extending  from  the  slide  far  enough  to  fol- 
low and  reach  them  until  in  place.  A  part  of  the  lay  was  de- 
tached, and,  with  the  shuttle  box,  kept  back  when  the  rest 
beat  up,  out  of  the  way  of  the  trough  and  extending  arm  of 
the  wire  motion.  In  the  Moxon,  Clayton  and  Fearnley  pat- 
ent, the  wires  were  to  be  withdrawn  by  a  latch  into  a  groove 
in  a  table,  and  carried  into  another  groove  that  would  direct 
them  into  the  sheds.  This  table  would  appear  to  be  in  the 
way  of  a  rigid  lay  and  shuttle  box.  Webster  was  familiar 
with  such  looms,  and,  in  1865  and  1866,  conceived  the  idea  of 
improving  them,  by  making  a  wirp  motion  to  them  that  could 
be  used  with  a  straight  and  rigid  lay,  and  made  a  drawing  of 
parts  of  a  loom  representing  such  a  lay,  and  parts  of  a  wire 
motion  representing  a  reciprocating  withdrawing  and  push- 
ing slide,  mounted  on  a  wire  trough,  oscillating  between  the 
points  of  withdrawal  and  insertion  of  wires.  So  far  as  ap- 
pears, this  was  the  first  representation  ever  made  of  such  a 
device  for  a  wire  motion.  Said  Davis  was  a  machinist,  mas- 
ter mechanic  of  the  defendants,  who  are  large  carpet  manu- 
facturers, in  the  alteration  and  repair  of  their  looms,  and 
familiar  with  such  looms.  In  1867,  he  commenced  to  invent 
improvements  to  them,  and  had  a  model  of  his  loom,  contain- 
ing his  improvements  to  that  time,  made,  which  showed  a 
wire  motion,  containing  a  reciprocating  withdrawing  and 
pushing  slide,  mounted  on  a  bar  slotted  so  as  to  be  like  the 
sides  of  a  trough,  with  a  pin  to  assist  in  supporting  the  wires, 
supported  on  upright  arms  to  a  rocking  shaft,  moving  be- 
tween the  points  of  withdrawal  and  insertion  of  the  wires, 
and  a  rigid  lay  with  a  sliding  shuttle  box,  which  was  held 
back  when  the  lay  moved  up  and  kept  out  of  the  way  of  the 
wire  motion.  This  was  the  first  invention  of  a  sliding  shut- 
tle box.  Webster  showed  Davis  his  drawing  in  March,  1868. 
Davis  applied  for  a  patent  in  July,  1868.  One  was  issued  for 
his  improvements  FeDruary  9th,   1869.     Davis    showed    his 
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model  to  Webster  November  nth,  1869.  Webster  made  ap- 
plication for  a  patent  June  21st,  1870  ;  and  the  one  in  suit 
was  granted  August  27th,  1872.  What  the  application  of 
Webster  was  is  not  shown.  He  declared  that  he  had  invent- 
ed certain  **  improvements  in  looms"  for  weaving  pile  fabrics, 
&c.,  and,  in  his  specification,  set  forth  the  nature  and  object 
of  his  invention  in  these  words  :  **  The  first  part  of  my  in- 
vention relates  to  the  combination  and  arrangement  of  the 
reciprocating  or  driving  slide,  sliding  bar,  withdrawing  and 
inserting  devices,  and  trough,  in  such  a  manner  that  the 
trough  shall  be  capable  of  oscillating  between  the  points  of 
withdraw.al  and  insertion  of  the  wire,  the  sliding  bar  receiv- 
ing a  horizontal  motion  at  the  same  time  that  the  pushing 
slide  is  being  reciprocated  on  the  trough  by  the  driving  slide. 
The  advantage  of  this  part  of  my  invention  is,  that  a  shuttle 
box,  rigidly  connected  with  the  lay,  may  be  used.  The 
second  part  of  my  invention  relates  to  the  means  for  prevent- 
ing the  wire  from  bounding  back  from  its  position  in  the  wire 
box,  and  consists  in  a  spring  attached  to  the  inner  end  of  the 
wire  box,  and  fitting  indentations  or  openings  in  the  heads  of 
the  wires.  The  third  part  of  my  invention  relates  to  the  com- 
bination of  the  vibrating  trough  directly  with  the  lay.  The 
fourth  part  of  my  invention  relates  to  a  modification  of  the 
mechanism,  and  consists  in  having  the  oscillating  trough  and 
reciprocating  slide  pathway  combined  or  made  in  one  piece, 
and  having  the  withdrawing  and  pushing  devices  combined 
or  connected  and  reciprocated  thereon  by  power  applied 
directly  thereto,  the  object  of  this  part  of  my  invention  being 
to  dispense  with  the  driving  slide  and  stationary  slide  path- 
way and  sliding  bar.  The  fifth  part  of  my  invention  consists 
in  the  combination,  with  a  lay  having  a  rigid  shuttle  box,  of 
a  pivoted,  vibrating  wire  trough,  a  reciprocating  driving 
slide  and  latch,  the  latter  being  operated  by  the  wire  box  to 
release  the  wire,  and  the  slide  and  latch  moving  on  the 
trough,  all  as  set  forth.*'  Then,  a  description  of  the  accom- 
panying drawing,  merely  stating  what  parts  the  figures  rep- 
resented. Then,  a  description  of  his  improvements,  in  which 
he  described  a  stationary  sliding  pathway  on  which  the  recip- 
rocating or  driving  slide  would  move  ;  a  withdrawing  and 
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pushing  slide  secured  to  an  oscillating  trough  pivoted  to  the 
breast  beam,  so  as  to  reciprocate  thereon,  and  be  moved  by  a 
bar  secured  to  it«  and  sliding  in  a  mortise  in  the  withdrawing 
and  pushing  slide,  and  with  a  wrist  on  the  latter  to  which  to 
apply  power  ;  the  wire  box  latch  and  their  workings  ;  and 
said  :  **  Sheet  2,  figs.  3,  represents  the  fulcrum  H,  of  the 
oscillating  trough  E,  as  attached  to  the  end  of  the  lay  C,  by 
a  plate  H^  The  other  end  of  the  trough  may  be  operated  by 
a  cam  or  other  device,  not  shown.  Fig.  4  represents  a  modi- 
fication of  the  invention.  The  withdrawing  and  pushing 
slide,  B\  in  this  case,  becomes  the  driving  slide.  The  ful- 
crum or  centre,  H,  of  the  oscillating  trough,  E,  is  represented 
as  being  attached  to  the  breast  beam,  A\  of  the  loom,  in  the 
same  manner  as  shown  in  fig.  2,  sheet  i.  Fig.  5  represents 
an  end  view  of  the  withdrawing  and  pushing  slide  described 
in  figs.  3  and  4,  but  with  the  trough  attached  with  shuttle 
box.  The  fulcrum  of  the  oscillating  trough,  E,  may  be  at- 
tached to  the  shuttle  box  or  lay  of  the  loom,  or  to  a  vertical 
shaft,"  He  further  described  some  of  these  parts  by  refer- 
ence to  figures  of  the  drawing,  representing  different  views  of 
them,  and  described  a  horizontal  movement  of  the  latch,  and 
stated  that  he  did  not  expect  to  confine  himself  to  the  precise 
form  of  the  several  parts  described.  The  first  claim  is  for 
the  vibrating  trough,  driving  slide,  its  guiding  way,  the 
pusher,  latch  and  sliding  bar,  combined  and  operated,  sub- 
stantially as  described.  The  second  is  for  improvements 
about  the  wire  box.  The  third  is  for  :  **  The  combination, 
with  the  lay,  C,  of  the  trough,  E,  when  arranged,  connected 
and  operating  as  described,  and  for  the  purpose  set  forth." 
The  fourth  is  for  the  oscillating  trough,  constructed  to  serve 
as  a  slide  guideway,  in  combination  with  the  driving  slide, 
pusher  and  latch,  operating  substantially  as  and  for  the  pur- 
poses set  forth.  The  fifth  is  for  :  **  In  combination,  the  lay 
and  its  rigid  shuttle  box,  the  pivoted  vibrating  wire  trough, 
the  reciprocating  driving  slide,  and  the  latch  moving  thereon, 
the  latter  being  operated  by  the  wire  box,  the  combination  be- 
ing and  operating  substantially  as  described." 

The  form  and  language  of  the  patent  leave  what  the  inven- 
tor intended  to  describe  in  his  specification,  and  cover  by  the 


94  SOUTHERN  DISTRICT  OF  NEW    YORK. 

Webster  Loom  Co.  v,  Higgins. 

fifth  claim,  somewhat  open  to  inquiry.  That  claim  is  almost 
identical  with  the  fifth  part  of  the  description  of  the  nature 
and  object  of  the  invention,  and  they  obviously  rdfer  to  the 
same  thing.  Neither  is  intelligible  without  reference  to  what 
precedes.  In  what  precedes  that  part  of  the  description  there 
is  a  combination  of  the  wire  trough  with  the  lay,  by  being 
pivoted  to  it,  mentioned.  The  same  thing  is  again  mentioned 
twice  in  the  specification  preceding  the  claims.  The  use  of 
a  lay  with  a  rigid  shuttle  box  is  referred  to  in  connection  with 
the  first  i>art  of  the  description  of  the  nature  and  object  of 
the  invention,  as  an  advantage  to  be  derived  from,  but  not  as 
a  part  of,  the  invention.  That  part  is  different  from  that 
mentioned  in  the  fifth  part.  Upon  this  view,  it  might,  with 
some  plausibility,  be  said,  that  the  combination  with  the  lay 
intended,  when  mentioned  in  the  fifth  part  as  being  '*  as  set 
forth,**  and  in  the  fifth  claim  as  being  **  as  described,'*  was 
the  combination  by  pivoting  the  wire  trough  to  the  lay,  which 
had  been  set  forth  and  described,  and  not  some  other  combi- 
nation not  in  any  manner  set  forth  or  described.  If  that 
should  be  held  to  be  the  combination,  neither  the  defendants, 
nor  any  others,  have  used  it,  and  the  defendants  do  not  in- 
fringe. In  argument,  however,  the  fifth  part  of  the  inven- 
tion, and  the  fifth  claim,  have  been  treated  as  for  the  parts 
mentioned,  in  combination  generally,  without  regard  to  piv- 
oting the  wire  trough  to  the  lay  or  shuttle  box. 

In  what  has  been  stated,  of  and  concerning  the  contents  of 
the  patent,  every  word  concerning  the  lay  and  shuttle  box 
has  been  recited.  There  is  in  it  no  allusion  to  any  machinery 
or  contrivance  for  moving  the  reciprocating  slide,  except  a 
wrist  on  it  for  attaching  power  to  it ;  nor  for  moving  the  wire 
trough,  except  the  rod  H',  mentioned  in  connection  with  a 
trough  pivoted  to  the  lay  ;  nor  any  whatever  for  moving  the 
lay  ;  nor  is  any  other  shown  in  the  drawing  or  models.  As 
has  been  said  in  argument,  in  behalf  of  the  plaintiff,  the  pat- 
ent is  to  be  construed  in  the  light  of  what  was  before  known 
to  persons  skilled  in  the  art  of  making  and  operating  such 
looms,  and  liberally  in  favor  of  the  patent,  in  accordance 
with  the  maxim,  ut  res  magis  valeat  quam  pereat^  not,  however, 
for  the  purpose  of  adding  to  the  patent  anything  not  there, 
but  of  reaching  the  true  meaning  ot  what  is  there. 
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Either  form  of  the  wire  motion  described  in  the  patent,  ex- 
cept that  pivoted  to  the  lay,  might,  probably,  be  put  in  place 
of  the  wire  motion  in  the  Weild  looms,  and,  by  attaching  the 
power  to  the  wrist  of  the  driving  slide,  be  made  to  operate 
without  any  material,  if  any,  alteration  of  the  other  parts. 
But  neither  form  would  so  operate  by  being  so  substituted 
in  that  loom  with  a  rigid  lay  and  shuttle  box  in  place  of  the 
detached  lay  and  shuttle  box,  because  the  wire  trough  would 
not  keep  out  of  their  way.  Nor  could  either  form  be  substi- 
tuted, without  other  material  alterations,  for  the  wire  motion 
in  the  Moxon,  Clayton  and  Fearnley  looms,  nor  without  siill 
greater  and  more  material  alterations,  for  that  in  the  Bigelow 
looms.  As  wire  motions  merely,  to  be  used  as  improvements 
on  the  Weild  looms,  as  the  inventor  probably  intended,  they 
seem  to  be  well  enough  described.  But,  construing  the  fifth 
part  of  the  invention  broadly,  as  construed  in  argument,  the 
combination  goes  outside  of  the  wire  motion,  into  the  loom 
proper,  and  the  question  is,  whether  that  combination  is  well 
enough  described,  "  to  enable  any  person  skilled  in  the  art** 
**  to  which  it  appertains"  ''to  make,  construct,*'  "and  use 
the  same."  Competent  experts  and  workmen  have  testified, 
on  the  part  of  the  defendants,  that  what  is  necessary  in  that 
behalf  cannot  be  done  without  the  exercise  of  inventive  genius. 
Those  equally  competent  have  testified  for  the  plaintiff  that  it 
can  be.  To  do  it,  with  any  of  the  then  existing  looms,  mo- 
tion would  have  to  be  given  by  machinery  to  the  vibrating 
wire  trough,  to  move  it  out  of  the  way  of  the  lay,  at  the 
proper  time,  to  allow  all  the  connecting  parts  of  the  wire  mo- 
tion to  do  their  work,  and  permit  the  lay,  reed  and  shuttle 
boxes  to  do  theirs,  without  interference.  The  times  of  the 
motions  of  the  parts  were  to  be  calculated,  and  the  machin- 
ery to  accomplish  the  motions  at  the  proper  time  was  to  be 
contrived, and  constructed.  The  witnesses  who  say  no  inven- 
tion would  be  required  do  not  say  but  that  all  this  was  to  be 
done.  They  merely  say  that  competent  workmen  could,  in 
their  opinion,  do  it  without  invention.  The  requirement  of 
the  law  seems  to  be,  that  the  specification  should  be  full  and 
plain  enough  so  that  a  fairly  competent  workman  at  loom 
building  could  take  it,   and,  exercising  what   then   existing 
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knowledge  there  was  common  to  that  trade,  follow  it  out, 
and  by  it,  without  invention  or  addition,  construct  an  operat- 
ing loom,  containing  the  parts  mentioned  as  in  combination 
in  the  fifth  claim,  working  together.  Curtis  on  Patents^ 
§§  254,  255.  A  loom  is  mentioned,  and  not  a  wire  motion 
merely,  here,  because  a  part  of  the  loom  proper  is  taken  into 
the  claimed  invention,  and  the  parts  taken  would  be  frag- 
mentary, and  could  not  operate,  without  the  rest.  Whether 
the  specification  is  so  sufficient  is  a  question  of  fact,  to  be  de- 
termined upon  the  evidence,  and  the  nature  of  the  things  to 
be  done,  as  it  is  made  to  appear.  The  horizontal  pushing 
slide,  in  the  Weild  wire  motion,  extending  towards  the  lay 
and  shuttle  box,  was  a  great  obstacle  to  the  use  of  a  rigid  lay 
and  shuttle  box  ;  and  Webster,  by  the  things  well  described, 
dispensed  with  that.  But  still  he  retained  the  oscillating 
trough,  which,  as  used  in  the  Weild  wire  motion,  where  only 
it  was  known  to  be  used,  would  always  be  in  the  way  of  a 
rigid  lay  and  shuttle  box,  and  he  provided  no  mode  whatever 
for  keeping  them  out  of  the  way.  If  a  workman  had  under- 
taken to  work  out  Webster's  specification,  when  he  had  made 
and  put  into  a  loom  all  the  parts  described  or  mentioned  in 
it,  his  situation  would  be  the  same  as  that  of  Davis  was,  fn 
September,  1868,  when  he  undertook  to  furnish  the  Crossleys 
with  a  loom  like  that  represented  by  his  model,  except  that  it 
should  have  a  rigid  shuttle  box.  He  then  had,  in  his  work- 
ing model,  a  reciprocating  withdrawing  and  pushing  slide, 
mounted  on  a  slotted  bar,  which  was  the  equivalent  of  Web- 
ster's vibrating  trough,  all  as  the  plaintiff  now  claims  to  be  an 
infringement.  Still,  when  the  shuttle  box  was  made  rigid 
the  parts  would  clash  ;  and,  although  he  was  an  inventor  and 
a  master  mechanic,  and  much  more  than  an  ordinarily  com- 
petent workman,  it  took  him  nearly  two  years  to  arrange  and 
time  them  so  they  would  not  clash.  The  trough  was  to  be  kept 
out  of  the  way,  by  having  the  right  motion  given  to  it  at  the 
right  time.  The  motion  and  time  were  to  be  found,  and 
finding  them  would  be  invention.  It  was  a  problem  to  be 
solved,  which  would  require  experiment,  which  is  more  than 
a  specification  is  allowed  to  require  and  be  valid.  MacFarlanc 
v.  PricCy    I   Stark.,    199  ;    Turner  v.    Winter^  i  D.  &  E.,  602  ; 
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Th€  King  v.  Arkwright^  Webs.  Pat,  Cas,y  64  ;  Curtis  on  Pat.^ 
§  255  ;  Evans  V.  Eaton^  7  Wheat.,  356  ;  Sullivan  v.  Redfieldy  1 
Paine,  441.  It  is  said,  that  a  competent  workman  could  give 
any  required  motion  at  any  required  time  to  parts  of  machin- 
ery, which  may  be  true.  Still  the  requisite  motions  and  times 
would  remain  to  be  found.  It  is  a  significant  fact,  in  this 
connection,  that  no  looms  nor  models,  containing  this  alleged 
invention,  were  made  by  Webster,  or  by  the  plaintiff,  or  by 
any  one  under  them  or  either  of  them,  until  after  those 
claimed  to  be  infringements  had  been  made  and  seen.  Upon 
these  reasons,  the  conclusion  seems  to  be  inevitable,  that  the 
specification  is  not  sufficient. 

Furthermore,  the  fifth  claim  is  for  the  invention  of  a  com- 
bination of  a  lay  with  a  rigid  shuttle  box,  with  the  parts  of  a 
wire  motion  named  in  it.  There  can  be  no  invention  about 
that  unless  the  parts  do  work  together  in  accomplishing 
some  result,  so  as  to  make  a  working  combination.  The 
functions  of  the  lay  are  to  .carry  the  reed  and  shuttle  boxes, 
and  to  serve  as  a  shuttle  race,  without  having  anything  to  do 
with  the  wire  motion.  The  functions  of  the  wire  motion  are 
to  withdraw  the  wires,  carry  them  back,  and  insert  them,  with- 
out having  anything  to  do  with  the  lay.  They  do  not  join 
together  in  doing  anything.  All  that  is  required  of  either,  in 
connection  with  the  other,  is  to  keep  out  of  its  way.  In 
some  sense  they  combine  together,  and  with  all  the  other 
parts  of  the  loom,  to  make  the  fabric  produced  ;  but  that  is 
not  the  combination  described.  In  the  same  sense  the  parts 
of  a  stove  mentioned  in  the  combination  in  question  in  Hailes 
v.  Van  Wormevy  20  Wall.,  353,  combined  with  all  the  other 
parts  to  give  heat ;  but  that  did  not  make  a  patentable  com- 
bination. As  said  by  Mr.  Justice  Strong,  in  that  case,  each 
produces  its  appropriate  effect  unchanged  by  the  others. 
That  effect  has  no  relation  to  the  combination,  and  in  no 
sense  can  be  called  its  product.  This  placing  the  parts  to- 
gether would  be  the  mere  aggregation  of  devices,  not  inven- 
tion. As  well  might  the  breast  beam,  the  heddles,  or  any  of 
the  more  remote  parts  of  the  loom,  be  mentioned,  and 
claimed  as  included. 

Upon  this  subject,  in  connection  with  that  of  the  sufficiency 
Vol.  IV — 7 
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of  the  specification,  it  seems  proper  to  remark,  that,  if  no  in- 
vention was  necessary  to  combine  these  parts,  describing  the 
combination  of  them,  merely,  describes  no  invention  ;  if  in- 
vention of  some  mode  of  combining  them  was  necessary,  such  I 
mode  is  wholly  wanting. 

If,  for  any  reason,  however,  these  conclusions  are  not  cor- 
rect, the  question  whether  Webster  was  the  first  inventor  of 
the  invention  sought  to  be  covered  by  the  fifth  claim  is  to 
be  decided.     There  is  no  fair  question  but  that  looms  like 
those  which  the  plaintiff  claims  to  be  infringements  were 
made  and  operated  by,  and  were,  therefore,  known  to,  and 
used  by,  Davis,  as  alleged  in  the  answer,  before  the  date  of 
the  patent,  so  as  to  defeat  it,  unless  the  invention  was  made 
before.     As  this  patent  is  not  accompanied  by  the  applica- 
tion in  evidence,  the  invention  must  be  taken  to  have  been 
made  at  the  date  of  the  patent,  unless  it  is  shown  by  parol 
proof  to  have  actually  been  made  at  a  prior  date.     Kdleher  v. 
Darlings    14   Off.    Gaz.,    673.      The   burden  of   proot    rests 
upon  the  defendants,   to  show,  beyond  any  fair  doubt,  the 
prior  knowledge  and  use  set  up  ;  but,  where  they  have  sus- 
tained that  burden  by  showing  such  knowledge  and  use  prior 
to  the  patent,  the  burden  of  showing  the  still  prior  invention 
claimed,  by  at  least  a  fair  balance  of  proof,  must  rest  upon 
the   plaintiff.     Substantially  all  the  evidence   there  is  upon 
that  subject  is  the  original  drawing  of  Webster,  with  the  tes- 
timony of  himself  and  others  showing  that  it  was  made  by 
him   in   1865  and   1866,  and  the  other  drawings,   not  much 
different  from  that,  with  testimony  that  they  also  were  made 
by  him  at  a  time  earlier  than  those  looms.     There  is  scarcely 
any  explanation  of  the  drawings,  or  of  the  workings  of  the 
parts  represented,  in  his  testimony,  or  in  what  he  said,  as  tes- 
tified by  others,  contemporaneously  with  making  or  exhibit- 
ing the  drawings,  more  than  that  they  represented  a  wire 
motion,  and  that  a  shuttle  box  rigidly  attached  to  the  lay 
could  be  used  with  it.  All  the  drawings  show  a  lay  with  such 
a  shuttle  box  that  show  any  lay,  but  show  no  mode  of  opera- 
tion by  which  it  could  be  used.  The  lay  is  always  shown  in 
the  position  the  lays  of  the  Weild  looms  are  in  when  their 
shuttle  boxes  are  in  line  with  them,  the  same  as  if  rigidly 
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attached,  and  never  in  a  position  where  they  would  be  de- 
tached to  keep  out  of  the  way  of  the  wire  motion,  with  the 
wire  motion  out  of  its  way,  so  as  to  show  that  with  its  rigid 
shuttle  box  it  could  be  used.  The  drawings  would  seem  to  be 
mere  drawings  of  his  wire  motion  with  the  lay  sketched,  as 
the  breast  beam  and  some  other  parts  appear  to  be,  for  the 
purpose  of  showing  that  it  was  the  wire  motion  of  a  loom, 
without  showing  any  particular  combination  of  the  wire  mo- 
tion with  any  of  the  parts  of  the  loom  proper.  If  such  a 
showing  was  intended,  the  evidence  fails  to  show  satisfacto- 
rily that  the  intention  was  carried  out.  To  say  that  this 
shows  the  invention  of  any  real  combination  of  a  lay  having 
a  rigid  shuttle  box,  with  the  parts  of  the  wire  motion,  would 
be  going  beyond  what  is  fairly  shown  by  any  substantial  evi- 
dence in  the  case.  The  abiding  conviction  produced,  as  the 
effect  of  the  exposition  of  the  case  in  the  very  able  and  ex- 
haustive arguments  of  counsel,  as  well  as  of  more  examina- 
tion and  study  of  it  than  what  is  here  written  will  probably 
indicate,  is,  that,  while^  Mr.  Webster  did  really  invent  some 
new  parts  for  wire  motions,  he  never  fully  completed  any  in- 
vention of  any  combination  of  them  with  any  of  the  parts  of 
a  loom.  To  allow  such  an  invention  and  patent  as  is  here 
shown  to  stand  in  the  way  of  other  inventors  would  be  very 
unjust  jto  them,  as  contrary  to  the  plain  requirements  of  the 
patent  laws,  for,  should  they  invent  any  mode  whatever,  for 
doing  what  the  patentee  shows  no  way  of  doing,  he  would 
be  enabled  to  say  that  their  mode  was  his,  and  to  maintain 
his  claim  to  it. 

In  coming  to  the  conclusions  here  reached,  neither  the  de- 
cision, nor  the  opinion  of  the  learned  Judge  making  it,  in 
Webster  v.  New  Brunswick  Carpet  Co,y  upon  this  same  patent, 
9  Off.  Gaz  ,  203,  have  been  overlooked,  or  lightly  con- 
sidered. Had  this  case  been  like  that,  or  understood  to  be 
so,  no  more  would  have  been  necessary  here  than  to  follow, 
and  refer  to,  it.  But  counsel  on  both  sides  of  this  case  havo 
treated  it  as  being  essentially  different  from  that,  and  the 
counsel  for  the  defendant  in  this,  express  themselves  satisfied 
with  the  decision  in  that,  upon  the  pleadings  and  evidence  on 
which  it  was  made.     What  that  case  in  fact  was  is  not  shown 
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in  this.  The  opinion,  however,  shows  that  most  of  the  ques- 
tions here  made  and  passed  upon  were  not  there  raised  and 
considered. 

Let  a  decree  be  entered  dismissing  the  bill  of  complaint, 
with  costs. 

Edward  N.  Dickerson  and  Clarence  A,  Seward^  for  the  com- 
plainant. 

George  Gifford  BXid  Ebenezer  R.  Hoary  for  the  defendant. 


The  Woodbury  Patent  Planing  Machine  Company 

vs. 
Allen  W.  Keith.    In  Equity. 

The  question  as  to  what  constitutes  an  abandonment  of  an  invention,  con- 
sidered. 

The  improvement  in  planing  machines,  by  which  flat  bars  are  placed  before 
and  behind  the  cotters,  to  keep  the  stock  firm  during  the  operation,  in- 
stead of  rollers  previously  used,  for  which  letters  patent  Nq.  138,462 
were  granted  to  Joseph  P.  Woodbury,  April  29th,  1873,  was  not  new, 
having  been  anticipated  by  the  Anson  machine. 

A  feature  in  a  machine,  anticipating  the  invention  described  in  the  patent  in 
suit,  will  none  the  less  anticipate  such  invention,  because  the  inventor 
of  such  anticipating  feature  had  not  in  view  or  did  not  understand  the 
particular  advantage  of,  or  function  performed  by  the  anticipating 
feature. 

(Before  Lowell,  J.,  District  of  Massachusetts,  January,  1879.) 

Lowell,  J. 

The  patent  in  suit,  No.  138,462,  was  issued  to  Joseph  P. 
Woodbury  April  29th,  1873,  and  is  for  an  improvement  in 
planing  machines,  by  which  flat  bars  are  placed  before  and 
behind  the  cutters  to  keep  the  stock  firm  during  the  opera- 
tion, instead  of  the  rollers  which  were  used  by  Wood  worth, 
the  inventor  of  this  class  of  machines.     This  change,  though 
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slight,  has  proved  to  be  of  great  value,  and  is  now  in  general 
use  ;  and  this  suit  is  defended  by  an  association  of  persons 
who  are  interested  to  continue  such  use.  The  patentee  is 
dead,  and  the  plaintiffs  are  a  corporation  to  whom  he  had 
assigned  his  patent. 

The  history  of  this  grant,  which  was  made  twenty-five 
years  after  it  was  first  applied  for,  and  twenty-seven  years 
after  the  invention  was  completed,  is  remarkable.  The  in- 
ventor made  application  June  3,  1848,  and  appointed  an 
attorney,  but  did  not  give  him  all  the  usual  authority.  The 
power  was  so  worded  as  not  to  enable  him  to  withdraw  the 
application.  The  office  rejected  the  application  February  20, 
1849,  and  nothing  further  was  done  until  October,  1852, 
when  the  attorney  withdrew  the  application,  and  received 
back  $20,  of  wh'ch  Woodbury  had  no  notice.  In  February, 
1854,  Woodbury  instructed  Mr.  Cooper,  a  well-known  patent 
solicitor  of  Boston,  who  was  acting  for  him  in  another  case, 
to  call  up  and  prosecute  this  rejected  application.  There  was 
a  misunderstanding  as  to  the  invention  referred  to,  and  it 
was  only  in  September,  1854,  that  Mr.  Cooper  learned  exact- 
ly how  the  case  stood.  There  was,  at  that  time,  a  rule  in  the 
Patent  Office,  that  an  application  which  should  not  be  renewed 
or  prosecuted  within  two  years  after  it  had  been  reiected  or 
withdrawn,  should  be  conclusively  presumed  to  have  been 
abandoned.  This  rule  was  not  always  acted  on,  but  Mr.  . 
Cooper  says  that  it  was  very  rigid,  and  that  in  all  his  experi- 
ence, which  is  understood  to  have  been  large,  he  had  not 
known  it  to  be  departed  from.  I  think  it  a  fair  inference  from 
the  testimony,  that  Cooper  instructed  Woodbury  that  it  was 
useless  to  attempt  to  reinstate  his  case  at  the  Patent  Office. 
There  is  evidence  that  Woodbury  thought  himself  unjustly 
deprived  of  a  patent,  and  that  he  often  afterwards  expressed 
a  hope  that  something  would  be  done  by  Congress  for  his 
relief.  He  says,  in  an  ex  parte  affidavit,  which  forms  part  of 
the  record,  that  he  heard  in  1869  that  Mr.  Fisher,  then  Com- 
missioner of  Patents,  had  reversed  the  former  rule  of  pre- 
sumption arising  out  of  neglect  for  two  years,  and  that  he 
then  intended  to  apply  again,  but  heard  that  Congress  was 
about  to  pass  a  law  to  meet  such  cases,  and  he  waited  for  that. 
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When  revising  the  patent  laws  in  1870,  Congress  did  enact  : 
**  That  when  an  appliqation  for  a  patent  has  been  rejected  or 
withdrawn,  prior  to  the  passage  of  this  act,  the  applicant 
shall  have  six  months  from  the  date  of  such  passage  to  renew 
his  application,  or  to  file  a  new  one  ;  and  if  he  omit  to  do 
either,  his  application  shall  be  held  to  have  been  abandoned. 
Upon  the  hearing  of  such  renewed  applications,  abandonment 
shall  be  considered  as  a  question  of  fact.*' 

Upon  the  question  of  abandonment,  it  is  argued,  firsts  that 
the  decision  of  the  Commissioner  was  final,  under  §  35  of 
Statute  of  1870.  But  the  same  statute  gives  the  Commis- 
sioner, in  all  cases,  jurisdiction  of  the  question  of  abandon- 
ment, and,  at  the  same  time,  makes  the  fact  a  defence  upon 
the  trial  of  the  action  ;  §§  24  and  61,  16  U.  S.  Stat,  at  Large,  201, 
208  ;  and  this  thirty-fifth  section  was  so  construed  by  Shipman, 
J.,  in  U.  S.  Rifle  Co.  v.  Whitney  Arms  Co,^  11  Off.  Gaz.,  373.  Sec- 
ond^ that  there  was  a  conclusive  abandonment  by  virtue  of  the 
Statute  of  1 86 1,  §  12,  15  U.  S.  Stat,  at  Large,  248,  which  re- 
quired that  all  applications  should  be  completed  and  prepared 
for  examination  within  two  years  after  the  filing  of  the  peti- 
tion, or,  in  cases  then  pending,  within  two  years  after  the  pas- 
sage of  the  act,  unless  it  should  be  shown  to  the  satisfaction  of 
the  Commissioner  of  Patents  that  the  delay  was  unavoidable. 
This  was  not  the  case  of  an  incomplete  application  in  186 1, 
but  of  one  that  had  been  rejected.  Thirds  that  Woodbury 
had  actually  abandoned  this  invention.  Each  case,  of  course, 
must  be  decided  on  its  own  circumstances  ;  and  I  am  inclined 
to  think  that  Woodbury  had  not  abandoned  his  invention. 
This  is  a  somewhat  difficult  question  to  decide,  especially  as 
Woodbury  cannot  be  cross-examined  ;  but  the  general  adop- 
tion of  his  improvement  which  would  estop  him,  if  he  know- 
ingly permitted  it,  without  taking  steps  to  enforce  his  rights, 
appears  to  have  occured  later  than  1854,  when  he  had  no 
means,  or  was  advised  that  he  had  no  means,  for  such  enforce- 
ment. This  appears  to  me  the  turning  point  upon  the  matter 
of  abandonment  ;  for  that  he  had,  in  his  mind,  any  actual 
intention  of  that  sort,  cannot  be  maintained. 

I  am  further  of  the  opinion  that  the  machine  built  by  one 
Anson,  at  Norwich,  Connecticut,  anticipated  the  invention  of 
Woodbury. 
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The  plaintiffs  maintain  that  most  of  the  evidence  in  respect 
of  this  machine  is  inadmissible,  because  the  names  of  the 
witnesses  called  to  prove  this  defence  were  not  given  m  the 
answer.  I  was  of  that  impression  at  the  trial,  and  I  think 
the  practice  here  is  to  give  all  the  names.  The  statute  is 
substantially  the  same  as  it  has  been  since  1836,  excepting 
that  the  Act  of  1870,  adopting  the  decisions  of  the  courts, 
applied  to  cases  in  equity  the  rule  of  notice  which  the  Act  of 
1836  laid  down  for  actions  at  common  law.  The  rule  is  now 
found  in  Rev.  Stat.,  §  4,920,  and  declares  that  the  defendant 
shall  state  in  his  answer  the  names  and  residences  of  the 
persons  alleged  to  have  invented,  or  to  have  had  the  prior 
knowledge  of  the  thing  patented,  and  where  and  by  whom 
it  had  been  used.  I  have  examined,  I  believe,  all  the  deci- 
sions, and  while  there  are  many  which -speak  of  notice  of  the 
names  of  **  witnesses,"  yet  this  is  an  ambiguous  term,  which 
does  not  necessarily  mean  that  all  witnesses  are  to  be 
mentioned.  It  was  decided  by  Grier,  J.,  after  careful 
argument,  that  it  was  only  those  persons  who  had  invented 
or  used  the  machine,  or  improvement,  and  not  those  who 
were  to  testify  to  such  invention  or  use,  who  must  be  pointed 
out :  Wilton  V,  The  Railroads^  i  Wall.,  Jr.,  195  ;  Nelson  and 
Conkling,  JJ.,  made  a  similar  ruling  :  Many  v.  Jagger^  i 
Blatch.,  376.  Mr.  Justice  Clifford,  in  giving  the  opinion  of 
the  Supreme  Court,  has  twice  cited  the  former  of  these  cases, 
though  not  to  this  precise  distinction  ;  and  in  a  third  case  he 
has  adopted  its  language  :  See  Teese  v.  Huntingdon^  23  How., 
10  ;  Agawam  Co,  v.  Jordan,  7  Wall.,  596  ;  Roemer  v.  Simon^  95 
U.  S.,  219. 

The  deposition  of  Anson,  the  inventor  of  the  machine,  may 
be  read,  because  no  objection  was  made  at  the  time  of  his 
examination.  See  Graham  v.  Mason^  5  Fisher,  i  ;  Brown  v. 
Hally  3  Fisher,  531  ;  Barker  v.  Stowe^  14  Off.  Gaz.,  559.  And 
there  was  notice  of  the  name  and  residence  of  one  witness  to 
the  use  of  the  machine  at  Norwich. 

If  the  rulings  that  I  have  above  cited,  and  which  appear  to 
have  been  adopted  or  approved  by  the  Supreme  Court,  mean 
that  after  notice  of  the  name  and  residence  of  the  inventor, 
and  of  the  place  of  use,  and  of  the  name  of  some  one  who 
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has  used  it,  has  been  given  or  waived,  all  other  witnesses 
may  be  examined  without  notice, — and  I  do  not  see  that  it 
can  mean  less  than  that, — then  the  evidence  in  this  case 
is  all  admissible,  because  Anson  invented  and  used  the  ma- 
chine at  Norwich,  and  notice  of  his  name  and  residence  was 
waived. 

Another  ground  for  admitting  the  depositions  relating  to 
Anson's  machine,  is  taken  by  the  defendant.  As  the  evidence 
was  offered,  the  objection  was  as  follows  :  **  Counsel  for  com- 
plainant objects  to  the  testimony  of  this  witness,  for  want  of 
notice."  It  was  stated  at  the  argument,  and  not  denied, 
though  it  does  not  appear  of  record,  that  when  the  defendant's 
counsel  gave  notice  for  taking  this  testimony  at  Norwich,  he 
did  not  give  the  names  of  the  witnesses  he  intended  to 
examine,  and  that  the. complainant's  counsel  insisted  that  he 
was  bound  to  do  this  by  the  practice  in  equity,  and  that  there 
was  correspondence  upon  this  subject.  Now,  the  objection 
for  want  of  notice  might  mean,  the  want  of  this  notice  of  the 
names  of  witnesses  to  be  produced  and  examined  at  a 
particular  time  and  place,  according  to  an  asserted  practice  in 
equity,  a  point  not  now  insisted  on.  When  it  came  to  the 
Reynolds  machine,  the  objection  taken  was  that  '*  neither 
the  name  nor  residence"  of  the  witness  **  appears  in  the 
answer,"  etc.     Upon  this  point  I  do  not  pass. 

The  invention  of  V/oodbury  was  made  in  1846,  and  the 
machine  of  Anson  was  made  in  1843.  Of  the  date  there  is 
no  doubt,  for  Anson  applied  for  a  patent  on  his  invention  in 
1844.  His  machine  was  organized  to  mould  or  **  stick,"  as 
the  witnesses  call  it,  sashes  for  windows,  and  similar  articles, 
was  adapted  to  planing,  and  was  used  for  planing  slats  for 
blinds.  There  is  no  doubt  that  Anson's  machine  had  bars 
instead  of  rollers,  for  he  says  so  in  his  specification. .  The 
machine  has  been  running  ever  since,  and  is  in  court  at 
present. 

Two  points  are  taken  against  this  machine,  ist.  That  the 
bed  is  not  sufficiently  solid  to  answer  the  purpose  of  Wood- 
bury's bed,  which  is  to  resist  firmly,  like  an  anvil,  as  he  says, 
the  blows  of  the  cutter.  Upon  the  evidence,  and  upon 
inspection,  I  think  the  bed  is  a  solid  bed,  within  the  meaning 
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and  use  of  the  Woodbury  machine,  for  all  purposes  of  planing 
such  stock  as  was  likely  to  be  planed  upon  it.  And  if  the 
machine  were  to  be  enlarged  to  do  general  planing  work,  I 
see  no  reason  to  suppose  that  a  similar  bed,  modified  only  as 
any  mechanic  would  modify  it,  would  not  answer  the  pur- 
pose. The  solid  bed  was  not  new  with  Woodbury,  but  was 
part  of  the  Wood  worth  organization,  which  was  the  starting 
point  of  all  these  machines,  and  its  benefits  were  well  known 
and  likely  to  be  adopted  by  Anson.  2d.  The  other  question 
is  whether  the  bars  which  Anson  made  instead  of  rollers,  had 
a  yielding  pressure.  If  not,  they  would  not  work  on  an 
ordinary  planing  machine,  though  they  might  possibly  do  in 
a  small  machine  for  special  purposes.  The  machine  in 
court  has  a  yielding  pressure,  by  means  of  weights,  which 
allow  the  bar  to  give  about  three -eif];hths  of  an  inch.  Mr. 
Waters  says  about  three-sixteenths  of  an  inch  ;  but  he  is  con- 
siderably under  the  mark.  To  all  appearance  this  organiza- 
tion is  as  old  as  the  rest  of  the  machine  ;  but  as  the  question 
of  novelty  on  the  part  of  Woodbury  depends  upon  whether  the 
weights  were  introduced  thirty-five  years  or  thirty-three  years 
since,  the  appearance  is  of  no  great  significance.  The  wit- 
nesses all  think  that  the  machine  has  remained  unchanged  in 
this  particular  from  the  beginning.  It  seems  probable  that  any 
one  who  substituted  bars  for  rollers  would  make  them  yield, 
because  the  rollers  of  Wood  worth's  machine  were  made  in 
that  way.  It  was  not  the  yielding  which  was  new,  but  the 
substitution  of  bars  for  rollers.  The  distinguished  expert  of 
the  plaintiffs  says  :  **  I  have  never  seen  a  Wood  worth  planing 
machine  organized  with  either  rollers  or  bars  to  bear  down 
the  rough  stock  upon  the  bed-piece,  by  acting  upon  the 
rough  surface  of  the  stock,  that  was  not  so  constructed  as 
to  allow  the  roller  or  bar,  as  the  case  might  be,  to  yield  to 
the  inequalities  almost  always  existing  in  sawed  lumber  ; 
nor  do  I  ever  expect  to  see  such  a  machine  in  practical  use.** 
His  meaning  is,  that  the  machine  would  stop  whenever  a 
board  having  the  usual  inequalities  was  attempted  to  be 
passed  through  it. 

In  a  machine  like  Anson *s,  the  difficulty  might  not  present 
itself  so  often,  or  so  soon,  but   I  should  suppose   it  would 
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make  itself  felt  sooner  or  later,  and  would  need  to  be  remedied 
before  the  machine  had  been  run  for  a  day. 

The  witnesses,  sixteen  in  number,  are  all  on  one  side,  and 
include,  apparently,  all  persons  now  living  who  ought  to  be 
called.     They  testify  from  their  recollection,  with  more  or  I 

less  positiveness,  and  with  apparent  fairness.  None  of  them 
points  to  any  change,  by  which  the  pressure  bars  were  made 
yielding,  after  the  machine  was  finished  in  1843,  but,  as  I 
before  said,  they  all  think  them  unchanged. 

Against  this  there  is  the  evidence,  which  is  entitled  to  much 
weight,  that  the  drawings  accompanying  Anson's  application 
for  a  patent  do  not  show  any  opportunity  for  a  yielding 
pressure,  or  but  little.  The  model  is  somewhat  damaged,  and 
the  suggestion  is  made  that  it  may  have  been  tampered  with. 
As  it  appears  to-day  there  is  some  play  to  the  rods  of  the 
pressure  bars. 

I  do  not  think  this  negative  evidence  sufficient  to  discredit 
the  recollection  of  the  witnesses.  The  patent  which  Anson 
asked  for  had  nothing  to  do  with  the  bars,  and  there  is  no 
reason  to  suppose  that  he  understood  that  there  was  any  such 
advantage  in  bars  over  rollers  as  Woodbury  saw  and  made 
known.  He  was  not  concerned  with  the  particular  matter  of 
a  yielding  pressure  bar  ;  but  if  he  made  it  to  yield,  he  made 
the  thing  which  Woodbury  is,  by  a  very  proper  and  indeed 
necessary  fiction  of  the  patent  law,  presumed  to  have  had 
knowledge  of  ;  and,  therefore,  when  Woodbury  pointed  out 
the  great  advantage  of  this  organization,  he  was  merely,  in 
intendment  of  law,  applying  an  old  machine  to  a  more 
extensive  use.  I  believe  him  to  have  been  an  original  and 
meritorious  inventor,  but  of  a  change  which  was  not  difficult 
to  make  or  to  invent,  and  of  which,  as  it  turns  out,  he  was 
not  the  first  inventor. 

Bill  dismissed  with  costs. 

E,  N,  Dickerson^  S,  A,  Duncan^  J.  A.  Z.  Whiitier  and  A.  A, 
Strout^  for  the  complainant. 

B,  F,  Thurston,  D,  H,  Rice  and  Charles  E.  Pratt,  for  the  de- 
fendant. 
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Henry  D.  Cone 

vs. 

The  Morgan  Envelope  Company. 


Same 
vs. 
The  Whiting  Paper  Company. 


Same 


vs. 
Lewis  J.  Powers.    In  Equity. 

Embossed  lines  on  writing  paper  being  old,  and  ogee  lines  embossed  on 
paper  being  also  old,  the  mere  change  of  the  spaces  of  the  ogee  lines,  so 
that  they  might  be  used  for  writing  paper,  does  not  constitute  invention. 

Mechanical  and  design  patents,  distinguished. 

Letters  patent  No.  [58,249,  granted  to  Henry  D.  Cone,  December  29th,  1874, 
for  ruled  paper  :  held  invalid. 

(Before  Lowell,  J.,  District  of  Massachusetts,  January,  1879.) 

Lowell,  J. 

The  case  numbered  last  upon  the  docket  is  named  first, 
because  most  of  the  evidence  was  taken  in  that  case,  though 
all  three  were  argued  together. 

It  appears  by  the  bill  that  the  plaintiff,  Cone,  took  out  two 
patents  ;  one  for  a  new  article  of  writing  paper,  and  the  other 
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for  an  improvement  in  the  method  of  making  the  paper.  The 
plaintiff  proceded  against  the  Morgan  Envelope  Company 
upon  both  of  his  patents,  and,  a  demurrer  for  multifariousness 
having  been  interposed,  he  amended  his  bilj,  giving  in  evi- 
dence only  patent  No.  158,249,  dated  December  29,  1874,  in 
which  the  claim  is :  **  As  a  new  article  of  manufacture,  writing- 
paper  whereof  the  lines  are  embossed  by  or  with  an  ogee  pat- 
tern, which  exposes  a  like  face  on  opposite  sides." 

In  amending,  the  charge  of  infringement  was  changed,  and 
now  reads  as  follows  :  **  But  that  the  respondent,  the  Mor- 
gan Envelope  Company,  in  violation  of  your  orator's  rights, 
has  manufactured  and  sold  to  others  large  quantities  of  paper 
like  that  secured  to  your  orator  in  and  by  his  said  Letters 
Patent  of  December  29,  1874,  No.  158,  249,  which  manufacture 
of  said  paper  was  by  the  use  of  the  invention  secured  to  your 
orator  by  his  Letters  Patent  of  February  10,  1874,  No.  147,- 
239/*  This  second  patent  having  been  left  out  of  the  case, 
the  defendants  object  that  it  is  impossible  for  the  court  to 
decide  whether  they  have  infringed  or  not,  within  the  allega- 
tion of  the  bill.  The  plaintiff  contends  that  the  charge  includes 
both  patents,  jointly  and  severally,  and  that  he  may  prove  an 
infringement  of  either,  as  well  as  of  both.  It  appears  to  me 
that  the  allegation  is,  that  the  paper  which  has  been  made  and 
sold  was  made  by  the  patented  method.  It  is  analogous  to 
the  case  in  which  it  appeared  that  the  patentee  had  dis- 
covered a  new  kind  of  oil  and  a  new  way  of  making  it,  and 
the  courts  expressed  the  opinion  that  he  might  have  claimed 
both  ;  yet,  his  claim  being  for  **  the  above-described  new 
manufacture  of  deodorized  heavy  hydrocarbon  oils  *  *  * 
by  treating  them  substantially  as  hereinbefore  described," 
they  decided  that  he  had  not  claimed  the  new  article,  as 
distinct  from  the  mode  of  its  preparation,  Merrill  v.  Yeomam^ 
I  Holmes,  331  ;  affirmed,  94  U.  S.,  568. 

This  objection,  however,  applies  to  only  one  of  the  three 
cases  ;  and  a  decision  of  the  merits  will  be  necessary. 

The  **ogee**  form  of  ruled  paper  described  and  claimed, 
means  that  there  is  embossed  upon  the  surface  an  elevation 
and  depression,  which  will  be  interchanged  on  the  two  sides 
(the  embossing  being,  I  suppose,  made  by  a  single  operation), 
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SO  that  when  cut,  the  transverse  section  will  present  the  ap- 
pearance or  pattern  known  in  architecture  and  other  arts  as 
an  ogee  pattern.  The  advantage  of  the  paper  itself  is  that 
it  corresponds  on  both  sides,  and  presents,  on  both,  an 
elevation  and  an  accompanying  depression,  which  take  the 
place  of  other  forms  of  ruling. 

Ink  lines  of  various  colors,  to  aid  in  writing,  were,  of  course, 
old  and  well-known.  It  is  proved  that  writing  paper  had 
been  made  before  1874  with  several  kinds  of  lines  formed  in 
or  upon  the  substance  of  the  paper.  There  was  paper  for 
writing,  embossed  upon  one  side,  with  a  corresponding 
depression  on  the  other.  Wall  papers,  which  might  have 
been  used  for  writing,  had  been  embossed  with  an  ogee 
pattern  ;  but  the  ogee  lines  were  so  close  together  as  to  form 
a  corrugated  surface,  and  there  was  nothing  in  the  mode  of 
spacing  of  those  papers  to  assist  the  eye  or  hand  in  writing. 

In  this  state  of  the  art,  the  first  question  is  :  Whether  a 
patent  can  be  sustained  for  a  new  article,  independently 
of  the  means  of  making  it,  which  has  the  ogee  lines,  at 
suitable  distances,  for  aid  in  writing  ? 

I  am  of  opinion  that  such  a  patent  cannot  be  sustained. 
Embossed  lines  on  writing  paper  being  old  and  well-known, 
and  ogee  lines  embossed  on  paper  being  equally  so,  there 
was  no  room  to  claim  invention  for  a  distinct  and  new  prod- 
uct, merely  by  changing  the  spaces  of  the  ogee  lines  so  that 
they  might  be  used  for  writing  paper.  The  utility  was  of  the 
same  kind  as  in  the  older  products.  Of  late  years  the 
Supreme  and  Circuit  Courts  have  had  many  occasions  to 
pronounce  upon  patents  which  claim  a  new  product  or 
article.  Among  these  are  some  which  resemble  the  case  at 
bar  :  See  Smith  v.  Nichols^  i  Holmes,  172  ;  affirmed,  21  Wall., 
112  ;  Union  Paper  Collar  Co,  v.  Van  Deusen^  10  Blatch.,  109  ; 
affirmed,  23  Wall.,  530  ;  Glue  Co,  v.  Upton^  6  Off.  Gaz.,  837  ; 
Needham  v.  Washburn^  7  Off.  Gaz.,  649  ;  Brown  v.  Piper ^  91 
U.  S.,  37.  In  one  of  these  cases,  cited  by  the  defendants,  Mr. 
Justice  Clifford  says  :  **  New  articles  of  commerce  are  not 
patentable  as  new  manufactures,  unless  it  appears  in  the 
given  case  that  the  production  of  the  new  article  involved  the 
exercise  of  invention  or  discovery  beyond  what  was  necessary 
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to  construct  the  apparatus  for  its  manufacture  or  produc- 
tion.'* 23  Wall.,  563.  Paper  having  been  ruled  with  ink  on 
both  sides  ,and  with  embossed  lines  on  one  side,  it  did  not 
require  invention  to  emboss  it  on  both  sides. 

It  was  suggested  in  the  argument  for  the  defendants, 
that  the  plaintiff's  paper  came  within  §  5,929  of  the  Revised 
Statutes,  authorizing  patents  to  be  issued  for  designs,  which 
mentions,  among  other  things,  any  original  impression  or 
ornament  to  be  printed,  painted,  cast,  or  otherwise  placed  on 
or  worked  into  any  article  of  manufacture.  The  plaintiff, 
admitting  this  as  one  possible  view  of  the  case,  maintains 
that  the  patent  which  he  already  holds  may  answer  as  a 
patent  for  a  design.  Patents  for  designs  are  not  granted  for 
a  uniform  term  of  seventeen  years  like  those  for  articles  of 
manufacture,  but  for  three  years  and  six  months,  or  seven 
years,  or  fourteen  years,  as  the  applicant  may  in  his  application 
elect.  I  do  not  know  but  this  patentee  might  have  elected  a 
shorter  term,  which  has  now  expired.  A  still  more  serious 
objection  is  that  the  rule  of  infringement  is  different  in  the 
two  classes.  A  patent  for  a  new  article  of  manufacture  is 
trespassed  upon  by  an  article  having  the  same  sort  of  utility 
arrived  at  by  the  same  or  similar  means,  whereas  the  test  in 
a  patent  for  a  design  is  similiarity  to  the  eye.  Gorham  Company 
v.  White^  14  Wall.,  511.  It  would,  therefore,  be  unfair  to  the 
public,  not  only  as  respects  the  term  of  the  patent,  but  the 
nature  of  the  grant,  to  construe  one  sort  of  patent  as  being 
of  the  other  sort  ;  and  I  think  it  clear  that  the  statute  intends 
the  particular  kind  of  grant  to  be  set  out  in  the  deed. 

For  these  reasons,  the  entry  in  all  the  cases  must  be  :  Bill 
dismissed  with  costs. 

Causten  Browne  and  Chas,  F,  Blake^  for  the  complainant. 
y.  P,  BucklanddXi^  A,  K,  F,  Joy^  for  the  defendants. 


FEBRUARY,    1 879.  Ill 


Hammond  v.  Hunt. 


Andrew  H.  Hammond 

vs. 

Howard  B.  Hunt  et  al.    In  Equity. 

The  question  of  what  amounts  to  a  delivery  of  a  license,  considered. 

Where  an  exclusive  license  has  been  granted,  the  licensee  and  the  patentee 
are  both  necessary  parties  to  a  suit  for  infringement. 

As  a  general  rule,  a  cestui  que  trust  is  a  necessary  party  to  a  bill  in  respect  to 
the  trust  property. 

The  practice,  with  reference  to  a  plea  in  bar  for  want  of  parties,  stated. 
(Before  Lowell,  J.,  District  of  Massachusetts,  February,  1879 ) 

Lowell,  J. 

la  the  case  of  Hammond  v.  The  Mason  &*  Hamlin  Organ  Conu 
pany,  i  Holmes,  296,  affirmed  92  U.  S.,  724,  this  plaintiff  sued 
for  an  infringement  of  the  same  patent,  and  in  respect  to  the 
same  form  of  machinery  which  is  in  controversy  here.  Cer- 
tain agreements  between  the  patentee,  through  whom  the 
plaintiff  derives  title,  and  the  Orphan  Company,  were  pleaded 
in  bar  of  that  suit,  and  the  plea  was  adjudged  good  ;  it  being 
held  that  the  company  were  licensees  under  the  patent  in  re- 
spect to  the  particular  machinery  then  and  now  under  judg- 
ment. The  defendants  here  pleaded  the  same  agreements, 
and  that,  by  virtue  thereof,  the  Organ  Company  were  not 
only  licensees,  but  exclusive  licensees.  In  this  case  issue  was 
taken  on  the  plea,  to  settle  the  fact  whether  the  agreements 
were  ever  duly  delivered  and  recorded,  and  the  case  has  now 
been  argued  on  those  points,  as  well  as  on  the  matters  of  law 
involved  in  the  plea.  The  substance  of  those  contracts  is 
stated  in  the  reports  of  the  former  case. 

The  plea  does  not  allege  that  the  plaintiff  is  not  suing  for 
the  benefit  of  the  Mason  &  Hamlin  Organ  Company,  the 
licensees  ;    nor  that  the    defendants    are    acting  under  the 
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license.  The  questions,  therefore,  are  :  Whether  the  agree- 
ments were  all  fully  operative  by  delivery  and  due  record  ? 
Whether  the  license  is  an  exclusive  one  ?  If  it  is,  whether  the 
plaintiff  can  maintain  his  bill  at  all  ?  If  he  can,  whether  the 
licensees  are  not  necessary  parties  plaintiff  with  him  ? 

The  complainant  denies  that  there  is  sufficient  evidence  of 
the  delivery  of  the  Exhibits  **  B  "  and  "  D  "  (lettered  in  the 
former  suit  **  C  *'  and  **  E  '*),  and  points  out  that  they  were 
recorded— one  of  them  some  weeks,  and  the  other  some 
months,  after  the  death  of  the  patentee,  and  both  of  them 
more  than  three  months  after  they  were  made.  As  to  the 
amount  of  evidence  ;  it  requires  very  little  to  prove  that  a 
deed  duly  and  carefully  made  and  executed,  and  especially  if 
it  is  but  one  of  several  made  at  the  same  time,  some  of  which 
are  admitted  to  have  gone  into  effect,  has  been  delivered. 
Delivery  is  not  now  a  deliberate  ceremony  performed  in  the 
presence  of  witnesses,  and  if  it  is  questioned,  must  often  be 
inferred  from  conduct  or  other  circumstances.  In  the  pres- 
ent case  there  is  ample  evidence  of  that  character.  All  that 
could  possibly  be  inferred  from  the  evidence,  looked  at  in  the 
most  favorable  wa}'^  for  the  complainant,  is,  that  Louis,  the 
patentee,  lett  these  papers  with  Crosby  &  Gould,  his  solici- 
tors, to  be  recorded  in  case  the  new  patent,  then  applied  for, 
should  not  be  issued.  That  patent  was  not  issued,  and  the 
papers  were  recorded.  The  argument  thereupon  is  that  the 
power  to  record  was  revoked  by  Louis'  death.  This  is  a 
misapprehension  of  the  law.  If  a  deed  is  left  with  a  stranger 
to  be  delivered  to  the  grantee  on  the  happening  of  a  contin- 
gency, the  first  delivery  is  complete,  and  irrevocable  by  death 
or  otherwise.  And  by  a  stranger  is  meant  one  who  is  not  a 
party  to  the  deed.  The  fact  that  the  persons  with  whom  the 
deed  was  left  had  been  acting  for  Louis  in  the  matter  is  im- 
material. Their  possession  would  not  be  his  possession  in 
such  a  case.  Or,  to  put  it  another  way,  if  a  grantor  puts  into 
his  own  solicitor's  hands  a  deed,  as  his  deed,  to  be  delivered 
thereafter,  the  technical  delivery  is  already  made.  As  to 
this,  and  the  evidence  necessary  to  prove  delivery  under  vari- 
ous circumstances,  see  Com.  Dig.  Fait,  A  3  ;  Shelton's  case, 
Cro.  Eliz.  7  ;  Bushell  v.  Fas  more  ^  6  Mod.,  217  ;   W  hcehv  right  v , 
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Wheelwright,  2  Mass.,  447  ;  Souverbye  v,  Arden,  i  Johns.  Ch., 
240  ;  Jaques  v.  Method.  Epis,  Ch,,  17  Johns,  548,  577  ;  Hedge 
V.  Drew,  12  Pick.,  141  ;  Doe  d.  Garnons  v.  Knight,  5  B.  &  C, 
671.  I  do  not  mean  to  say  that  the  evidence  is  as  favorable 
to  the  complainant  as  I  have  above  supposed. 

If  these  agreements  are  such  as  require  to  be  recorded,  they 
were  recorded  in  due  time  so  far  as  the  complainant  is  con- 
cerned, because  his  title  was  acquired  long  after  that  time. 
Curtis  on  Patents,  §  182. 

Are  the  Organ  Company  exclusive  licensees,  or  merely 
licensees  ?  In  the  former  case,  Mr.  Justice  Miller  says  : 
•*  Without  elaborating  this  matter,  we  concur  in  the  opinion 
of  the  Circuit  Court  that  Louis,  having  sold  this  invention, 
and  doubt  existing  whether  the  purchasers  would  obtain  a 
patent  for  it,  intended  by  this  contract  and  by  Exhibit  D  to 
secure  to  them  the  exclusive  use  of  that  invention  in  connec- 
tion with  the  first  mechanism,  so  long  as  the  latter  was  pro- 
tected by  any  patent  founded  on  his  right  as  inventor  :"  92 
U.  S.,  727.  It  is  argued  that  this  statement  of  the  use  being 
exclusive  was  not  necessary  to  the  decision,  and  that  Judge 
Shepley  had  intimated  that  perhaps  the  use  would  not  be  ex- 
clusive after  the  patent  had  been  extended.  Both  statements 
are  true  ;  but  the  opinion  in  the  Circuit  Court  was  much  less 
decidedly  expressed  than  that  in  the  Supreme  Court,  and  the 
reason  given  for  the  latter  opinion  appears  to  be  conclusive 
of  the  point.  The  sale  of  the  invention  carried  with  it  the 
exclusive  right  to  all  present  or  future  patents  by  the  same 
inventor  for  the  particular  invention  sold,  which  is  admitted 
to  be  the  one  in  question  here. 

Can  an  exclusive  licensee  maintain  a  bill  in  equity  for  in- 
fringement without  joining  the  patentee  ?  And  can  the  pat- 
entee maintain  one  without  joining  the  licensee  ?  I  answer 
both  of  these  questions  in  the  negative.  By  an  exclusive 
license  I  mean  one  which  does  not  amount  to  an  assign- 
ment, by  reason  of  something  reserved  to  the  patentee,  as 
in  Gayler  v.  Wilder,  10  How.,  477,  where  the  patentee  ex- 
cepted out  of  his  grant  the  right  to  make  the  machines 
within  a  certain  part  of  the  territory  granted  ;  or  in  several 
cases  like  this  at  the    bar,    in  which   the   patent   has  been 
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divided  by  subjects,  and  the  grant  is  to  make  certain  articles 
exclusively. 

It  is  familiar  learning  that  the  patent  act  of  1836,  which 
was  in  force  when  these  contracts  were  made,  expressly 
recognized  the  assignment  of  the  whole  or  of  any  undivided 
part  of  a  patent,  and  an  assignment  of  the  entire  right  for 
any  specified  part  of  the  United  States,  and  provided  that  an  ac- 
tion for  damages  against  an  infringer  might  be  brought  by  any 
patentee,  assignee  or  grantee  of  the  exclusive  right :  Stat,  of 
1836,  §§  II  and  14,  5  U.  S.  Stat,  at  Large,  121,  123.  It  has  been 
uniformly  held  that  when  the  interest  does  not  come  within  this 
description,  but  is  a  license,  an  action  at  law  must  be  in  the 
name  of  the  patentee.  The  leading  case  is  Gayler  v.  Wilder^  10 
How.,  477.  Judge  Shepley  has  held  that  the  same  rule  holds 
good  in  equity:  Hill  v.  Whitcomby  i  Holmes,  317  ;  or  rather 
that  the  licensee  himself  could  not  maintain  the  suit  alone. 
He  said  that  the  contract  was  valid,  and  could  probably  be  en- 
forced in  equity  against  the  grantor  and  persons  trespassing 
with  notice  of  the  contract,  but  not  as  a  patent  suit,  and  he 
dismissed  the  bill,  because  the  jurisdiction  of  the  Circuit 
Court  in  that  case  depended  on  the  suit  being  maintained 
under  the  patent  law. 

This  last  point  has  since  been  ruled  otherwise  by  the 
Supreme  Court,  and  by  Mr.  Justice  Clifford  in  this  court. 
Two  bills  in  equity  have  been  sustained  as  patent  suits  be- 
tween citizens  of  the  same  State,  by  an  exclusive  licensee 
himself,  against  the  patentee  and  others  jointly  trespassing 
with  him,  knowing  of  the  license.  Littlefield  v.  Perry ^  21 
Wall.,  205  ;  Star  Salt  Caster  Co.  v.  Crossman^  Cir.  Ct.,  Mass. 
Dist.,  May  Term,  1878.*  In  both  these  cases  the  owner  of  the 
patent  was  a  defendant,  and  of  course  could  not  sue  himself. 
Therefore,  the  question  whether  a  third  person  could  be  thus 
sued,  was  not  touched.  I  must  adhere  to  Judge  Shepley's 
decision  on  that  point.  It  is  to  my  mind  much  more  clear 
that  the  licensee  should  be  made  a  party  plaintiff,  because  the 
profits  and  damages  are  his. 

It  may  be  stated  broadly  that  the  cestui  que  trust  is  a  neces- 
sary party  to  a  bill  in  respect  to  the  trust  property.  This 
general  rule  may,  undoubtedly,  be  relaxed  when  the  deed  or 

*  Reported  3  Bann.  &  Ard.,  281. 
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will  under  which  the  trustee  holds,  gives  him  not  only  the 
legal  title,  but  invests  him  with  the  whole  duty  of  receiving 
and  distributing  the  fund,  such,  for  instance,  as  an  assign- 
ment to  the  assignee  in  bankruptcy.  But  I  have  never  seen 
a  case  in  which  a  mere  nominal  trustee,  not  having  any  law- 
ful power  in  the  premises,  has  been  held  a  sufficient  sole 
plaintiff  in  equity.  The  chief  reason  for  making  him  a  plain- 
tiff at  all  is  to  prevent  a  future  vexatious  action  at  law  by  him 
against  the  defendant,  which  would  be  at  once  enjoined  by 
the  court  of  equity,  but  would  need  new  pleadings  and  evi- 
dence.    In  all  such  cases  the  beneficial  owner  must  be  joined. 

This  plea  is  framed  in  bar,  and  the  complainant  objects  that 
it  cannot  be  sustained  in  that  form  as  a  plea  for  want  of  parties. 
It  is  true  that  the  court  would  not  dispose  of  the  case  on  such 
a  ground  without  giving  the  complainant  an  opportunity  to 
add  the  necessary  parties,  if  he  is  able  to  procure  their  con- 
sent, which  I  suppose,  in  this  case,  is  unlikely.  Here  the 
plaintiff  cannot  make  them  defendants  because  he  then  would 
have  no  equity  left  in  his  bill.  There  is  some  evidence  that 
he  bought  the  patent  without  actual  notice  of  the  agree- 
ments. But  that  he  is  bound  by  them  as  against  the  Organ 
Company,  is  conclusively  decided  by  the  former  case  ;  and, 
therefore,  he  cannot  now  say  that  they  should  be  brought  in 
as  defendants  to  try  that  title.  Although  the  effect  of  this 
plea  will  not  be  a  peremptory  dismissal  of  the  bill,  it  is  usual 
to  frame  it  as  a  plea  in  bar,  and  the  plea  in  this  case  contains 
the  requisites  of  such  a  plea,  the  principal  of  which  is  that  it 
should  describe  the  persons  whose  absence  is  objected  to.  In 
this  respect  it  resembles  a  plea  in  abatement,  at  law.  In 
equity,  the  objection  may  be  taken  by  demurrer,  if  the  want 
of  parties  appears  on  the  face  of  the  bill,  or  by  plea,  or  answer, 
or  orally  at  the  hearing.  Rule  fifty-three,  in  equity,  limits  the 
right  to  this  extent,  that  if  the  objection  is  taken  for  the  first 
time  at  the  hearing,  the  court  shall  be  at  liberty,  if  it  think 
fit,  to  make  a  decree,  saving  the  rights  of  the  absent  parties. 

Plea  sustained  for  want  of  parties  ;  complainant  has  leave 
to  amend  on  or  before  March  Rules. 


B.  E.  Valentine^  for  the  complainant. 
F.  H.  BettSy  for  the  defendants. 
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The  Railway  Register  Manufacturing  COxMpany 

vs. 

The  Highland  Street  Railway  Company  et  al. 

No.  662. 


The  Passenger  Fare  Enumerator  and  Classifier 

Company 

vs. 

The  Metropolitan  Railroad  Company.    No.  765. 


The  Railway  Register  Manufacturing  Company 

vs. 

The  Highland  Street  Railway  Company  et  al. 

No.  759.     In  Equity. 

Letters  patent  No.  76,646,  granted  to  Wm.  C.  McGill,  April  14th,  1868,  for 
a  conductor's  register,  construed,  and  upon  the  construction  given  and, 
in  view  of  the  state  of  the  art,  the  defendants  held  not  to  have  infringed 
the  same. 

A  claim  for  *'  the  combination  of  the  ratchet  wheel,  pawl  and  lever,  with  or 
without  the  bell  attachment,  arranged  and  operating  substantially  as  and 
for  the  purposes  described  :"  Held^  in  view  of  the  state  of  the  art,  not  to 
cover  the  ratchet  wheel,  pawl  and  lever,  used  by  the  defendants,  the  ar- 
rangement of  which  was  different,  especially  in  the  mode  in  which  the 
lever  was  operated. 

The  fourth  and  seventh  claims  of  the  reissued  patent  of  Blackburn  and 
Woodside,  No.  7,120,  May  i6th,  1876,  for  an  improved  fare  register 
construed,  and  the  defendants  held  not  to  have  infringed. 
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The  tenth  and  eleventh  claims  of  the  reissued  patent  of  Joseph  Corbett,  No. 
6,929,  granted  February  15th,  1876,  held  valid,  and  that  the  defendants 
infringed  the  same. 

(Before  Lowell,  J.,  District  of  Massachusetts,  February,  1879.) 

Lowell,  J. 

These  three  suits  were  argued  together,  and  are  controver- 
sies between  the  owners  of  different  patents  for  registering 
the  tickets  and  fares  taken  upon  horse  railways.  The  state 
of  the  art  has  been  shown  by  copies  of  numerous  patents,  be- 
sides those  held  by  the  respective  parties,  some  of  which  will 
have  a  controlling  effect  upon  the  suits. 

It  will  be  necessary  to  consider  and  decide  each  case  by  it- 
self, and  they  will  be  considered  in  the  order  in  which  they 
have  been  placed  at  the  head  of  this  opinion. 

No.  662. — m^^gill's  patent. 

McGill's  patent,  No.  76,646,  issued  in  1868.  describes  a 
knob  extending  outside  of  a  locked  box  and  forming  the 
handle  of  a  rqd,  to  the  end  of  which  is  attached  a  cross- 
piece,  each  end  of  which  is  called  a  tooth.  When  the  knob  is 
turned  or  **  rotated,'*  by  the  conductor  of  the  car,  one  tooth 
engages  with  a  ratchet  wheel,  and  moves  it  one  notch,  to 
register  the  receipt  of  a  fare,  and  the  tooth  at  the  other  end 
raises  a  hammer  which  strikes  a  bell.  The  first  claim  is  for 
the  actuating  knob,  and  the  teeth,  in  the  described  combina- 
tion, with  the  recording  and  striking  devices.  It  is  agreed  by 
both  experts  and  both  counsel,  that  the  earlier  patents  of 
Brown  and  Crofton  defeat  this  claim,  if  the  machines  which 
they  describe  are  operative,  and  if  the  claim  is  construed 
broadly. 

I  see  no  reason  to  say  that  the  Brown  and  Crofton  devices 
would  not  work.  Neither  they  nor  the  McGill  are  very 
closely  followed  at  this  day,  as  the  art  speedily  outgrew  all 
of  them  ;  but  all  seem  capable  of  working. 

It  is  said  that  neither  of  the  two  machines  was  portable. 
Brown's  is  so  described,  and  though  the  model  produced  in 
court  is  heavy,  it  is  evidently  designed  to  be  carried,  and  the 
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specification  says  that  it  may  be  made  of  such  size  as  the  par- 
ticular use  for  which  it  is  designed  may  render  necessary. 
The  defendants'  expert  testifies  that  the  Croftqn  machine 
could  be  made  of  one-fourth  the  size  shown  in  the  drawings, 
without  material  change  in  the  working  parts.  If  it  be  a 
necessary  part  of  the  plaintiffs'  machine  that  it  should  be 
portable,  I  think  the  others  are  so,  or  could  be  made  so  with- 
out invention. 

The  argument  does  not  suggest  any  construction  of  Mc- 
Gill's  patent  which  will  at  once  include  the  defendants*  Ches- 
terman  register  and  exclude  those  of  Brown  and  Crofton,  and 
none  has  occurred  to  me.  To  prove  infringement,  it  is 
necessary  to  construe  the  actuating  knob  and  teeth  to  include 
a  sliding  rod  instead  of  one  that  rotates,  and  pawls  instead 
of  teeth  ;  and  when  that  is  accomplished,  the  claim  is  antici- 
pated. 

The  third  claim  is  admitted  by  the  complainants  to  be 
either  void  or  not  infringed. 

Bill  dismissed  with  costs. 

NO.   765. — MILLER   &  REICHERT's   PATENT.      BLACKBURN    &    WOOD- 
SIDE    REISSUE. 

The  bell  punch  is,  in  this  case,  alleged  to  infringe  the 
fourth  claim  of  Miller  &  Reichert's  patent  for  a  billiard 
marking  machine,  and  the  fourth  and  seventh  claims  of  the 
reissued  patent  of  Blackburn  &  Woodside  for  an  improved 
fare-register. 

In  this,  as  in  the  last  case,  the  state  of  the  art  requires  the 
patents  to  be  construed  narrowly.  Miller  &  Reichert  made  a 
simple  and  ingenious  contrivance  by  which  a  lever  moved  an 
arm  which  carried  a  pawl  which  forced  forward  a  registering 
wheel,  and  the  arm  had  a  connection  by  which  it  raised  a 
hammer,  and  when  the  arms  were  suddenly  released  by  the 
lever,  and  flew  back,  the  hammer  struck  a  bell.  The  fourth 
claim,  in  terms,  covers  the  defendants*  bell  punch.  It  is  : 
**  The  combination  of  the  ratchet  wheel  /,  pawl  g^  and  lever 
//,  either  with  or  without  the  bell  attachment,  arranged  and 
operating  substantially  as  and  for  the  purposes  described  ;" 
that  is,  for  registering  the  points  of  a  game  of  billiards.    The 
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defendants  use  a  ratchet  wheel,  pawl  and  lever  ;  but  the 
arrangement  is  so  different,  especially  in  the  mode  in  which 

the  lever  is  operated,  that,  in  view  of  the  state  of  the  art,  it 

»  

cannot  be  fairly  maintained  that  they  use  the  Miller  &  Reich- 
ert  lever  in  the  combination. 

The  Blackburn  &  Woodside  patent  seems  to  me,  as  argued 
by  the  defendants,  to  have  been  reissued  for  the  express  pur- 
pose of  covering  the  bell  punch,  if  possible.  The  eighth 
claim,  which  is  in  broad  terms  for  a  detent  mechanism,  is  ad- 
mitted by  the  complainants  to  be  void. 

The  fourth  claim  is  :  "In  a  passenger  fare-register  and 
alarm,  the  combination  of  the  operating-lever  H,  double  pawl 
I,  registering  disks  F  F\  striking  hammer  K',  and  alarm  bell 
E,  substantially  as  herein  described.'*  In  this  machine  the 
lever,  operating  through  a  pawl,  turns  the  registering  disk  ; 
and  the  disk,  by  means  of  a  pin,  engages  the  bell  hammer 
which  sounds  the  alarm.  In  the  defendants'  punch,  the 
register  and  the  alarm  are  operated  independently  of  each 
other.  To  make  the  fourth  claim  of  the  plaintiffs  an  operative 
device,  we  must  consider  the  registering  disk  to  have  upon  its 
surface  the  pin  which  engages  the  hammer,  and,  when  this  is 
supplied,  it  is  a  substantially  different  disk  from  that  of  the 
defendants,  considering  always,  that  all  these  elements,  and 
indeed  various  combinations  of  them,  were  old. 

The  seventh  claim  of  the  Blackburu  &  Woodside  is  :  **  The 
combination,  with  a  passenger  fare-register  and  alarm,  of 
the  tripping  lever  L,  provided  with  a  tripping  point,  /«*,  and 
one  or  more  projections  for  raising  the  alarm- hammer,  as 
herein  set  forth."  It  is  argued  by  the  defendants  that  this 
claim  sets  forth  no  operative  combination,  and  I  do  not  see 
that  it  does,  unless  it  shall  be  construed  to  claim,  generally, 
the  use  of  a  tripping  lever  to  actuate  an  alarm,  which  would 
be  too  broad.  If  we  insert  in  this  claim  the  actual  mechan- 
ism which  is  found  in  the  thing  described,  it  is  not  infringed, 
for  the  same  reason  that  the  fourth  claim  is  not  infringed  ;  that 
is,  because  the  whole  organization  taken  together  is  different 
in  the  two  machines. 

Bill  dismissed  with  costs. 


I20  DISTRICT  OF  MASSACHUSETTS. 

Railway  Register  Manufacturing  Co.  v.  Highland  Street  Railway  Co. 

NO.    759. CORBETT    REISSUE.  j 

The  tenth  and  eleventh  claims  of  the  reissued  patent  of 
Joseph  Corbett,  reissue  No.  6,929,  are  in  controversy  in  this 
suit.  The  tenth  claim  is  :  **  The  combination,  with  alarm  and 
registering  mechanism,  simultaneously  operated  for  register- 
ing the  number  of  times  the  alarm  has  been  sounded,  of  one 
or  more  ratchet  teeth  or  bearing-places,  adapted  in  shape  to 
receive  a  detent,  and  such  detent  serving  to  prevent  sounding 
of  the  alarm  until  the  detent  has  been  tripped  or  withdrawn 
by  a  tripping  piece  or  cam,  operating  coincidently  with  the 
actuating  registering  mechanism,  for  the  purpose  set  forth.** 
The  eleventh  is  :  **  In  an  alarm-register,  the  combination  of 
the  actuating  mechanism  with  a  tripping  piece  or  cam,  serv- 
ing to  withdraw  or  disengage  a  detent  adapted  to  control  the 
operation  of  the  alarm  mechanism,  for  the  purpose  set  forth." 

Several  earlier  patents  have  been  introduced  in  evidence, 
the  most  important  of  which  is  called  in  this  record  the  Mal- 
lory  patent.  The  specification  and  model  of  this  patent  show 
a  very  ingenious  arrangement  of  devices  for  detaining  the 
action  of  the  bell  hammer  until  registration  has  been  made. 
The  plaintiffs'  arrangement,  however,  is  so  much  more  sim- 
ple and  direct,  dispensing  with  several  parts  of  Mallory's,  . 
that  there  can  be  no  doubt  of  its  forming  a  different  combina- 
tion of  old  devices.  In  none  of  these  old  patents  is  there 
a  tripping  piece  which  forms  part  of  the  Corbett  com- 
bination. 

Nor  can  I  doubt  that  the  defendants*  mechanism  is  fairly 
within  the  scope  of  the  Corbett  patent.  It  operates  with  a 
tripping  piece  to  withdraw  or  disengage  a  detent  which  con- 
trols the  operation  of  the  alarm  mechanism  in  a  direct  man- 
ner. It  does  not  work  in  exact  coincidence  with  the  register- 
ing mechanism,  and  does  not,  therefore,  necessarily  sound 
the  alarm  whenever  registration  takes  place.  In  this  respect 
it  is  less  perfect  than  the  Corbett  machine  ;  but  its  organiza- 
tion is  such  that  the  alarm  can  never  be  sounded  unless  the 
registration  has  taken  place,  which  is  the  important  thing, 
because  the  fraud  to  be  apprehended  on  the  part  of  the  con- 
ductor is  that  he  should  sound  the  alarm  without  registering 
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the  fare,  which  this  detent  prevents  :  when  he  has  registered 
the  fare,  it  is  for  his  interest  to  sound  the  alarm. 
Decree  for  the  complainants. 

Dicktrson  6f  Beamatiy  for  the  complainants. 

T.  W,  Clarke,  for  the  defendants. 


The  Terry  Clock  Company 
The  New  Haven  Clock  Company.     In  Equity. 

The  desirability  of  an  improvement,  the  difficulties  to  be  encountered,  and 
the  unsuccessful  experiments  of  others  in  the  same  direction,  tend 
strongly  to  show  that  he  who  achieves  the  desired  result  was  not  merely 
a  better  mechanic  than  his  predecessors,  but  that  he  had  a  problem,  which 
required  the  skill  of  the  inventor,  to  solve. 

(Before  Shipman,  J.,  District  of  Connecticut,  February,  1879.) 

Shipman,  J. 

Since  the  decision  of  the  court  in  this  case  upon  the  facts  as 
presented  on  the  trial,  the  plaintiff  has  filed  in  the  Patent  Of- 
fice a  disclaimer,  whereby  it  disclaims  "  combining  a  dead-beat 
and  recoil  escapement,  except  when  the  same  is  produced  from 
flattened  metal  by  bending  into  the  shape  and  for  the  purpose, 
substantially  as  described  in  the  specification  of  said  patent.'* 
The  plaintiff  now  asks  for  a  decree  against  the  defendant 
upon  the  ground  that  it  is  confessedly  using  a  combined 
dead-beat  and  recoil  escapement  made  by  bending  from 
flattened  steel,  and  that  such  an  escapement  so  made  is  the 
invention  of  the  plaintiff,  and  is  a  material  and  substantial 
part  of  the  thing  patented,  and  is  definitely  distinguishable 
from  the  part  inadvertently  claimed  without  right. 

The  defendant  replies  that,  in  view  of  the  state  of  the  art 
existing  at  the  time  of  the  alleged  invention,  there  was  no 
invention  in  the  mode  of  construction  by  bending,  but  that  the 
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choice  of  methods  was  a  matter  simply  of  mechanical  skill 
and  judgment. 

Prior  to  the  date  of  manufacture  of  the  Botsford  clock  in 
1853,  clocks  were  constructed  either  with  the  recoil  escape- 
ments, or  with  the  dead-beat  escapements.  It  is  stated  in  the 
former  opinion  that  dead-beat  verges  were  generally  made  by 
pressing  from  solid  steel.  It  can  truly  be  said  that  they 
were  always  made  in  this  way,  while  recoil  verges  were  made 
by  bending  from  flattened  steel.  Botsford  invented  in  1853, 
but  did  not  patent,  a  combined  dead-beat  and  recoil  escape- 
ment, which  he  made  by  pressing  from  solid  steel.  In  1868, 
Terry  invented  a  combined  escapement  not  differing,  in  shape 
of  the  -working  surfaces,  or  in  operation,  or  in  construc- 
tion, from  the  Botsford  escapement,  in  any  manner,  except 
that  it  was  made  by  bending.  Dead-beat  verges  were  made 
of  solid  metal,  because  it  is  necessary  to  have  the  pallet  a  per- 
fect dead-beat,  or  poor  time-keeping  is  the  result,  and  it  was 
supposed  that  metal  could  not  be  bent  with  such  exactitude  as 
to  make  the  pallet  a  perfect  dead-beat.  The  steel  was  liable 
to  spring  out  of  shape  when  hardened.  On  the  other  hand, 
solid  verges  were  more  expensive,  because,  if  the  pallet  was 
not  accurately  adjusted  to  the  teeth  of  the  crown-wheel  when 
the  pallet  was  first  made,  the  process  of  correcting  the  defect 
was  difficult  and  expensive,  whereas  bent  verges  were  adjusted 
with  ease,  so  that  dead-beat  verges  were  made  of  solid  metal 
to  insure  accuracy  at  the  time  of  construction,  while  recoil 
verges  were  made  by  bending,  from  motives  of  economy. 
It  was,  therefore,  desirable  that  the  combined  dead-beat  and 
^  recoil  escapement  should  be  made  by  bending,  in  order  to  pro- 
duce a  cheap  clock,  if  by  such  a  mode  of  manufacture  accuracy 
could  be  obtained.  The  advantages  of  this  method  seem  to 
have  been  appreciated,  and  attempts  to  accomplish  the  result 
were  made  by  others  than  Terry.  Botsford  unsuccessfully 
made  the  experiment  before  he  attempted  the  solid  verge. 
Geo.  W.  Brown,  an  experienced  manufacturer,  made  similar 
experiments  upon  fine  movements,  and  says  that  he  found  **  on 
so  fine  a  sized  verge  it  was  almost  impossible  to  form  steel 
into  the  required  shape — certainly  impracticable.'*  The  pat- 
entee experimented  with  solid  verges,  and  found  them  to  be 


FEBRUARY,    1 879.  I23 


Terry  Clock  Co.  v.  New  Haven  Clock  Co. 


too  expensive  for  ordinary  clocks.  He  succeeded  in  making 
a  bent  combined  verge,  which  proved  a  success.  The  solid 
combined  verge  has  not  been  used  in  this  country  since  1859, 
until  April,  1877.  Since  the  last  named  date  the  defendant 
has  made  between  one  thousand  and  two  thousand  such 
verges.     These  were  made  by  the  milling  process. 

The  desirableness  of  a  bent  combined  verge,  the  difficul- 
ties to  be  encountered  in  its  successful  manufacture,  and  the 
unsuccessful  experiments  of  other  manufacturers  satisfy  me 
that  the  patentee  was  not  simply  a  better  mechanic  than  his 
predecessors.  Botsford  and  Brown  had  both,  after  their  ex- 
periments, fallen  back  upon  the  solid  verge  ;  but  their  style  of 
manufacture  in  the  then  state  of  mechanism  seems  to  have 
been  too  expensive  for  common  clocks.  At  any  rate,  it  went 
out  of  use  about  1859,  after  Botsford  ceased  to  be  a  clock- 
manufacturer  and  his  clocks  had  all  been  sold.  In  this 
state  of  the  art,  combined  escapements  being  disused,  Terry 
first  told  the  public  that  an  accurate  and  cheap  combined 
escapement  could  be  made  by  bending.  He  made  a  step 
forward,  substituted  the  bending  process  for  the  process  by 
pressure,  and  effected  a  new  and  useful  result  by  effecting  a 
material  saving  in  the  operation.  The  economy  is  not  by  any 
means  so  marked  now  as  it  was  in  1868,  in  consequence  of 
other  improvements  in  manufactures  ;  but  when  Terry  made 
his  invention  he  gained  a  material  advantage  in  point  of 
cheapness  of  production.  The  successful  result,  and  the  fact 
that  previous  experimenters  wanted  to  obtain  the  result,  but 
failed,  lead  to  the  conclusion  that  the  patentee  was  not  merely 
contending  with  mechanical  difficulties,  but  that  he  had  a 
problem,  which  required  the  skill  of  the  inventor,  to  solve. 
Smith  V.  Goodyear  Dental  Vulcanite  Co,^  3  Otto,  486. 

Let  there  be  a  decree  for  an  injunction  and  an  accounting, 
with  costs. 

Charles  E,   Mitchell  and   Charles  W,  Gillette   for  the   com- 
plain  ant. 


John  S,  Beach ^  for  the  defendant. 
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Barton  P.  Van  Marter 

vs. 

J.  HoRTON  Miller  et  al.     In  Equity.* 

The  reissued  letters  patent  granted  to  Barton  P.  Van  Marter,  August  17th, 
1869,  on  the  surrender  of  the  original  letters  patent  granted  to  him, 
January  19th,  1869,  for  an  improvement  in  tubs  for  distilling  essential 
oils,  in  claiming  "  the  cover,  when  provided  with  the  rubber  ring,  sub- 
stantially as  described,'*  claim  the  arrangement  only  when  the  rubber 
ring  is  located  between  the  cover  and  the  ends  of  the  staves. 

The  construction  of  the  claim  narrowed,  in  view  of  the  state  of  the  art. 

The  claim  does  not  cover  a  device  in  which  a  rim  is  inserted  within  the  tub 
a  short  distance  below  the  top  of  the  staves,  and  is  fastened  to  the  inner 
sides  of  the  staves,  and  the  rubber  packing  is  placed  upon  such  rim. 

(Before  Wallace,  J.,  Northern  District  of  New  York,  February,  1879.) 

Wallace,  J. 

This  is  an  action  for  the  infringement  of  a  patent  granted 
to  the  complainant,  January  19th,  1869,  and  reissued  August 
17th,  1869,  for  an  improvement  in  tubs  for  distilling  essential 
oils.  In  a  former  suit  brought  in  this  court  upon  the  patent, 
it  was  decided  by  my  predecessor,  that  the  complainant's 
device  was  a  patentable  improvement,  and  was  not  anticipated 
by  the  devices  theretofore  used,  so  far  as  appeared  from  the 
proofs  in  that  case.  It  was  not  necessary,  however,  for  the 
purposes  of  that  case,  to  determine  the  precise  scope  and 
limitations  of  the  several  claims  of  the  patent,  and  this  was 
not  attempted.  It  will  be  necessary,  in  this  case,  to  define 
them  with  precision. 

In  construing  a  patent,  it  is,  first,  pertinent  to  ascertain 
what,  in  view  of  the  prior  state  of  the  art,  the  inventor  has 
actually  accomplished,  and,  this  having  been  found,  such  a 
construction  should  be  given  as  will  secure  the  actual  inven- 
tion to  the  patentee,  so  far  as  this  can  be  done  consistently 

♦  15  Blatchf.  C.  C.  R.,  562. 
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with  giving  due  effect  to  the  language  of  the  specification 
and  claim. 

The  improvement  contemplated  by  the  patentee  consists  in 
the  employment  of  several  devices,  some  of  which  it  is  not 
necessary  to  refer  to  now,  because  their  consideration  is  in 
no  way  involved  in  this  case.  The  particular  improvement 
now  in  question  was  intended  to  remedy  the  difficulties  experi- 
enced in  filling  and  emptying  the  tub  with  the  plant  during 
the  process  of  distilling,  and  also  to  obtain  a  more  efficient 
joint,  to  prevent  the  escape  of  the  steam  during  the  dis- 
tilling process. 

In  the  tubs  formerly  used,  the  top  of  each  tub  was  closed 
by  a  head  similar  to  a  barrel  head,  but  which  bad  an  opening 
and  cover  considerably  less  in  diameter  than  the  head,  and 
which  was  some  two  feet  in  diameter,  through  which  the 
operator  was  obliged  to  pack  and  remove  the  plant.  This 
was  a  tedious  operation,  it  being  necessary  that  a  man 
should  get  into  the  tub  and  arrange  the  plant  as  passed  in 
through  the  opening,  and,  after  distillation,  the  straw  was 
slowly  removed  by  a  hook.  To  render  the  opening,  when 
closed,  steam  tight,  the  cover,  when  inserted,  was  coated  with 
a  paste  which  closed  the  joint,  and  was  strongly  fastened  in 
its  place.  During  the  process  of  distilling,  the  steam  dis- 
solved the  paste  and  escaped  through  the  seam  in  the  opening, 
more  or  less.  To  remedy  these  difficulties,  the  patentee  pro- 
poses to  so  construct  the  tub  as  that  the  cover  will  constitute 
the  entire  top  of  the  tub,  and  be  readily  removed  from,  or 
adjusted  to,  the  sides,  at  the  will  of  the  operator,  and  to  em- 
ploy a  **  rubber  ring  between  the  cover  and  the  upper  ends  of 
the  staves,  by  means  of  which,  when  pressure  is  applied  to 
said  cover,  a  steam  tight  joint  will  be  produced." 

Others,  before  the  patentee,  had  used  the  tubs  with  covers 
extending  over  the  entire  top  of  the  tub,  the  ends  of  the 
staves  being  bevelled,  and  the  edges  of  the  cover  bevelled, 
also,  to  correspond.  With  some  of  these  constructions  a 
paste  was  applied  to  cover  the  seam  ;  with  others  canvas  was 
inserted  in  the  seam  ;  and  one  tub  was  used  with  a  thin 
rubber  covering  extending  over  the  entire  inner  face  of  the 
cover. 
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The  operation  of  these  various  contrivances  was  more  or 
less  satisfactory,  but  none  of  them  presented  such  an  efficient 
and  convenient  apparatus  as  the  complainant's.  The  advan- 
tages obtained  by  the  complainant  are  thus  summarized  by 
Judge  Hall  :  "  The  placing  of  India  rubber  packing  upon  that 
part  of  the  cover  resting  upon  the  upper  ends  of  the  staves  of 
the  tub,  thus  allowing  the  upper  head  formerly  used  in  the 
tub  to  be  entirely  removed,  and  thereby  facilitating  the 
removal  of  the  charge  after  distillation,  and  also  enabling  the 
heavy  pressure  required  to  make  the  joint  steam  tight  to  act 
directly  upon  the  ends  of  the  staves,  as  the  portion  of  the 
tub  which  can  best  resist  it,  was  a  very  decided  improve- 
ment." 

While,  undoubtedly,  the  complainant  effected  a  better 
organization  of  the  distilling  tub,  mechanically,  than  was 
found  in  those  theretofore  used,  it  is  somewhat  difficult  to 
discover  what  there  was  of  invention  or  patentable  novelty  in 
what  he  did.  There  was  nothing  new  in  .employing  a  cover 
which  constituted  the  entire  head  of  the  tub  ;  nor  was  there  in 
employing  rubber  packing  to  make  a  joint  steam  tight, 
because  that  was  a  well-known  expedient.  There  was  nothing 
involving  invention  in  the  means  employed  to  fasten  down 
the  cover  during  distillation,  and  this  is  not  even  contended 
for  in  this  case.  The  patentee  employed  rubber  packing  in 
a  seam  between  the  ends  of  the  staves  and  a  cover  extending 
over  the  entire  tub,  when  others  had  employed  paste  or 
canvas.  Upon  the  authority  of  the  former  case,  this  is  to  be 
considered  as  invention,  but  it  is  invention  which  resides 
within  very  narrow  boundaries. 

Turning  to  the  language  of  the  description  in  the  patent, 
the  location  of  the  rubber  ring  between  the  cover  and  the 
ends  of  the  staves  is  treated  as  of  controlling  importance,  and 
is  uniformly  referred  to  as  between  the  cover  and  the  ends 
of  the  staves.  However  the  mechanical  fact  be,  it  seems 
clear,  that  the  patentee  regarded  it  as  indispensable  to  the 
efficiency  of  his  device,  that  the  rubber  ring  should  be  located 
between  the  cover  and  the  ends  of  the  staves  constituting 
the  sides  of  the  tub.  His  experts  concur  in  this  opinion,  and 
the  opinion  of  Judge  Hall  in  the  former  case  brought  upon 
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the  patent,  assumes  that  this  location  is  of  primary  impor- 
tance, as  enabling  the  pressure  required  upon  the  cover  to 
make  it  steam  tight,  to  act  upon  the  ends  of  the  staves,  as 
the  strongest  resisting  point.  In  that  case,  the  infringing 
device  substantially  appropriated  this  location  of  the  rubber 
ring.  The  testimony  of  the  complainant  himself,  given  upon 
that  trial,  concedes  that  the  rubber  ring  must  rest,  to  some 
extent,  upon  the  ends  of  the  staves,  to  constitute  an  infringe- 
ment. 

The  defendants  here  have  inserted  a  rim  within  the  tub,  a 
short  distance  below  the  top  of  the  staves,  fastened  to  the 
inner  sides  of  the  staves,  and  upon  this  have  placed  the 
rubber  packing.  There  is  no  difference  in  principle, 
whether  the  rim  is  fastened  into  the  staves  by  mortising,  or 
by  nails,  or  is  supported  by  brackets.  By  this  arrangement 
the  cover  of  the  tub,  when  closed,  is  not  supported  by  the 
ends  of  the  staves,  nor  is  the  pressure  required  to  hold 
down  the  cover  resisted  by  the  ends  of  the  staves.  Kvidently, 
it  requires  no  invention  to  substitute  the  defendants'  con- 
struction for  that  of  the  complainant,  and  the  defendants 
have  probably  appropriated  all  the  practical  advantages  of 
the  complainant's  device.  This,  however,  does  not  suffice  to 
make  them  infringers.  They  escape  because  the  complain- 
ant's improvement  resides  rather  in  the  excellence  of  his  me- 
chanical construction  than  in  the  invention  as  conceived  by 
him  and  as  secured  to  him  by  his  patent ;  and,  while  the  de- 
fendants are  not  permitted  to  appropriate  the  invention,  they 
are  at  liberty  to  avail  themselves  of  anything  else  found  in 
the  complainant's  device. 

If  the  complainant  had  been  the  first  to  discover  the  utility 
of  rubber  as  a  steam  packing,  or  the  first  to  utilize  the  entire 
head  of  the  tub  as  a  cover,  in  distilling  tubs,  or  even  the  first 
to  apply  rubber  as  a  steam  packing  in  a  distilling  tub,  so  that 
the  entire  head  of  the  tub  could  be  used  as  a  cover,  he  would 
be  entitled  to  a  more  liberal  construction  of  his  patent  than  is 
now  accorded  ;  but,  even  then,  it  would  be  difficult  to  con- 
strue the  language  of  the  specification  so  as  to  secure  to  him 
such  an  invention.  As  it  is,  the  only  claim  which  can  be  sus- 
tained is  the  one  for  **  the  cover  when  provided  with  the 
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rubber  ring,  substantially  as  described,"  that  is,  when  located 
between  the  cover  and  the  ends  of  the  staves. 
The  bill  must  be  dismissed. 

C  W.  Smith  and  fames  A.  Allen^  for  the  complainant. 

J,  Welling^  for  the  defendants. 


Joseph  H.  Walker 

vs, 

Daniel  G.  Rawson  et  al.    In  Equity. 

The  complainant's  patent  construed,  to  contain  merely  a  direction  to  work- 
men to  use  a  known  tool  in  a  skilful  mode,  well  known  in  other  arts, 
and  in  the  same  art,  as  applied  to  a  somewhat  different  tool,  to  effect  an 
old  result,  and,  therefore,  that  it  does  not  set  out  a  patentable  invention. 

Letters  patent  No.  49.572,  granted  to  Joseph  H.  Walker.  August  22d,  1865, 
for  an  improved  mode  of  cutting  soles  for  boots  and  shoes,  hdd^  not  to 
describe  a  patentable  invention. 

(Before  Lowell,  J.,  District  of  Massachusetts,  February,  1879.) 

Lowell,  J. 

This  suit  in  equity  is  brought  for  the  infringement  of  the 
plaintiff's  patent,  No.  49,572,  granted  August  22d,  1865,  for  an 
improved  mode  of  cutting  soles  for  boots  and  shoes  from 
whole  sides  of  leather.  The  specification  describes  the  old 
method  to  have  been  to  cut  the  side  of  leather  into  strips,  or 
**  races,"  as  they  are  technically  called,  wide  enough  to  form 
the  length  of  the  required  soles,  and  then  to  cut  each  strip  by 
itself  into  soles  by  a  die,  which  was  reversed  after  each  cut- 
ting.    His  mode,  as  described,  is,  to  place  the  die  upon  the 


FEBRUARY,    1 879.  1 29 


Walker  v.  Rawson. 


side  of  leather  and  cut  one  sole,  then  to  reverse  the  die  and 
draw  it  into  such  a  position  as  to  touch,  or  nearly  touch,  the 
former  pattern  ftt  the  toe,  ball  and  heel,  and  cut  the  second  ; 
and  so  on,  until  the  whole  width  of  the  side  has  been  cut 
into  soles  ;  and  then  to  begin  a  new  series  of  cuttings,  as 
close  as  possible  to  the  first,  and  arranged  in  the  same  order  ; 
and  so  on  until  the  whole  side  is  cut.  Both  modes  are  illus- 
trated by  drawings. 

There  is  great  economy  in  this  mode  of  cutting,  as  com- 
pared with  what  the  patentee  calls  the  old  mode.  A  strip  of 
the  exact  width  necessary  for  the  length  of  a  sole  will  not  al- 
low the  patterns  to  fit  into  each  other,  because  they  then 
overlap,  and  every  other  one  would  pass  beyond  the  strip*  or 
race  ;  and  if  the  race  were  wide  enough  to  allow  this,  there 
would  be  loss  at  the  ends  of  the  soles.  This  loss  is  not  made 
by  the  new  method,  because  the  second  series  is  made  to  fit 
into  the  first  and  take  up  the  spare  pieces. 

The  complainant  is  a  manufacturer  of  boots  and  shoes,  of 
large  experience,  who  has  some  eighteen  or  twenty  patents, 
all  upon  inventions  of  his  own.  He  gives  much  interesting 
evidence  concerning  the  growth  of  the  art  of  manufacturing 
those  articles  on  a  large  scale,  and  insists  that  he  is  the  first 
person  who  used  dies  for  cutting  soles  in  any  other  way  than 
upon  a  race  of  leather  cut  out  in  the  form  of  a  parallelogram, 
and  of  a  width  exactly  equal  to  the  length  of  a  sole.  Upon 
this  point  there  is  a  vast  mass  of  conflicting  evidence.  Dies 
began  to  be  used  at  least  twenty  years  before  the  date  of  the 
patent. 

In  his  specification,  the  complainant  describes  a  mode  by 
which  the  operator  may  find  out  where  to  place  his  die  for 
cutting  the  first  sole  of  the  second  series,  and  this  is  the  sub- 
ject of  the  second  claim  in  his  patent.  When  the  Commis- 
sioner of  Patents  rejected  his  application,  he  sent  on  affidavits 
to  prove  that  this  mode  of  beginning  the  second  series  was  a 
discovery,  and  not  an  easy  one  to  make.  I  do  not  understand 
that  he  now  relies  on  the  second  claim  at  all,  or  that  it  is 
infringed.  In  my  opinion  the  drawings  show,  on  their  face, 
that  there  is  no  practical  difficulty  in  the  matter,  and  I  think 
the  complainant's  evidence  proves  as  much. 
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It  does  seem  to  be  proved  that  before  1863  the  machines 
working  by  power  were  all  adapted  to  cutting  soles  from 
races,  and  that  the  plaintiff  first  brought  the^tnethod  of  cut- 
ting from  a  whole  side  into  general  notice,  and  that  many 
intelligent  manufacturers  took  licenses  und^r  this  patent  ; 
which  certainly  tends  to  show  that  the  process  was  supposed 
to  be  new.  To  be  sure  he  had  a  machine  which  vvas  patented  ; 
and  the  defendants  insist  that  the  licenses  were  for  the 
machine,  and  that  the  mode  of  cutting  was  thrown  in.  The 
plaintiff  declares  the  very  reverse  to  be  true. 

The  claim  in  question  here  is  the  first :  **  Cutting  up  sides 
of  leather  into  soles  for  boots  and  shoes,  in  the  manner 
described,  and  as  shown  in  Sheet  i  of  the  drawings.*'  This 
claim  is  not  limited  to  cutting  by  power,  but  applies  to  all 
cutting  with  dies. 

If  the  claim  is  construed  to  include,  in  the  mode  of  cutting, 
the  particular  method  of  finding  where  to  put  the  die  for  the 
beginning  of  the  second  series  of  soles,  it  is  not  infringed. 
If  it  means  that  a  whole  side  of  leatlier  must  be  employed,  it 
could  readily  be  evaded.  I  understand  the  construction 
given  by  the  counsel  for  the  complainant  to  be  for  cutting  at 
least  two  series  of  soles,  so  that  the  saving  of  material  at  the 
sides  and  the  ends  will  both  be  taken  advantage  of.  As  a 
series  may  consist  of  two,  the  patent  is  for  cutting  four  soles 
or  more,  touching  at  the  sides  and  ends,  as  described. 

The  great  discovery,  as  I  understand  the  plaintiff  to  view  it, 
was,  that  races  may  be  dispensed  with.  I  do  not  see  any  diffi- 
culty in  practising  the  invention  on  a  race  or  strip  of  leather, 
if  the  die  is  laid  with  its  longer  axis  lengthwise  of  the  race. 
Whether  this  would  be  economical  or  not  would  depend  on 
the  comparative  dimensions  of  the  sole  and  the  race.  The  in- 
vention, therefore,  seems  to  be  to  reject  the  mode  of  cutting 
by  races  of  the  precise  width  necessary  for  the  length  of  a 
sole,  and  used  by  always  laying  the  die  across  the  race. 

No  doubt  any  new  machinery,  adapted  to  cutting  whole 
sides  or  pieces  of  a  shape  different  from  the  old  races,  would 
be  patentable.  But,  in  my  opinion,  the  plaintiff  cannot, 
without  relying  on  particular  means  or  machinery,  monopo- 
lize a  general  mode  of  presenting  old  material  to  an  old  tool, 
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in  such  a  mode  as  to  make  it  hold  out  as  long  as  possible, 
by  adapting  the  presentation  of  his  material  to  the  shape  of 
his  tool,  or  the  positions  of  his  tool  to  the  shape  of  his  ma- 
terial. 

In  Brown  v.  Piper^  91  U.  S.,  37,  it  is  said  by  the  court  that 
judicial  notice  may  be  taken  of  facts  of  common  knowledge 
in  the  arts.  This  has  been  called  a  new  departure  of  the 
court ;  but  it  seems  a  useful  and  reasonable  one,  if  reason- 
ably used.  In  Snow  v.  Taylor y  14  Off..Gaz.,  861,  I  said,  speak- 
ing for  Mr.  Justice  Clifford  and  myself,  **  It  is  a  matter  of 
common  knowledge,  and  is  mentioned  by  some  oi  the 
witnesses,  that  in  various  branches  of  manufacture,  material 
has  been  cut  in  such  a  way  as  to  bring  the  wide  part  of  one 
article  of  the  manufacture  against  the  narrow  part  of  the 
next,  so  as  to  save  material.'*  We  held,  in  that  case,  that  a 
patent  could  not  be  sustained  for  **  the  method  of  cutting 
two  or  more  series  of  collars  side  by  side,  from  a  strip  of 
paper  or  other  suitable  material,  in  such  a  manner  that  the 
wide  parts  of  the  collar  of  one  series  shall  come  opposite  to 
the  narrow  parts  of  the  adjoining  series." 

In  the  present  case  it  is  proved  that  in  the  old  mode  of  cut- 
ting by  hand,  the  shoemaker  would  save  material  by  mark- 
ing out  his  soles  so  that  they  should  fit  each  other,  very 
much  as  the  dies  are  put  against  each  other  by  the  plaintiff. 
It  seems  that,  owing  to  the  hardness  of  the  leather,  a  shoe 
knife  will  not  cut  an  outer  sole  so  accurately  that  it  will  go 
into  the  shoe  without  trimming,  and  the  plaintiff  says  that 
the  knife  cuts  only  *'  sole-blanks,"  and  not  soles.  This  does 
not  appear  to  be  true  of  inner  soles.  If  it  were,  the  mode  of 
operation  is  the  same,  and  a  relative  economy  of  the  same 
sort  is  gained.  A  die  is  a  pattern  and  a  knife  combined,  and 
its  operation  is  more  perfect  upon  outer  soles  than  that  of 
the  knife  ;  but,  so  far  as  the  placing  of  the  pattern  is  con- 
cerned, there  is  no  difference  in  the  operations. 

Whatever  may  be  the  fair  effect  of  most  of  the  very  con- 
flicting evidence  of  precise  anticipation  with  dies,  this,  I 
think,  is  established  :  That  almost  every  manufacturer  some- 
times had  pieces  of  leather  which  he  worked  up  into  soles, 
especially  inner  soles,  with  dies,  which  could  not  conveniently 
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be  '*  raced";  and  I  do  not  think  it  needs  much  testimony 
to  prove  that  he  would  use  his  dies,  on  such  pieces,  in  such  a 
way  as  to  make  the  greatest  number  of  soles  out  of  it. 

Upon  the  whole,  I  am  of  opinion  that  no  patentable  in- 
vention is  set  out  in  this  specification  and  claim.  It  con- 
tains merely  a  direction  to  workmen  to  use  a  known  tool  in 
a  skilful  mode,  well-known  in  other  arts,  and  in  this  art,  as 
applied  to  a  somewhat  different  tool,  to  effect  an  old  result. 
I  am  not  aware  that  a  patent  has  ever  been  sustained  for 
such  an  invention. 

When  a  certain  process  of  '*  canning  "  had  been  applied  to 
beans  and  peas,  it  was  held  that  its  application  to  green  corn 
could  not  be  patented,  although  much  study  and  experiment 
had  been  expended  to  discover  that  the  old  process  would 
apply  to  the  new  article.  Stwall  v.  fortes^  91  U.  S.,  171. 
Where  a  certain  mode  of  fastening  had  been  applied  to  pick- 
axes, it  was  held  not  patentable  for  anchors.  Brunton  v. 
Hawkes^  4  B.  &  Aid.,  541.  A  **  fish  "  for  the  timbers  of  bridges, 
anticipated  a  like  fish  for  rails  of  a  railway,  though  its  mode 
of  operation  was  somewhat  different.  Harwood  v.  Great  North- 
em  Ry.  Co,y  11  H.  of  L.,  654.  A  process  for  finishing  cot- 
ton and  linen  threads  could  not  be  patented  when  applied  to 
threads  of  wool  and  hair,  though  experiment  was  necessary 
to  discover  its  applicability  to  them.  Brook  v.  Astor^  8  Eliis 
&  B.,  478.  So  of  many  other  cases  where  the  adaptation  was 
new  and  useful,  but  no  new  means  were  devised,  and  no  new 
result  was  reached,  or  only  one  which  had  been  attained 
before  in  analogous  arts. 

Bill  dismissed  with  costs. 

Browne  &*  Holmes^  for  the  complainant. 
;    A.  K,  P,  Joy^  for  the  defendants. 
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The  Willimantic  Linen  Company  et  al, 

vs. 
The  Clark  Thread  Company  et  al.    In  Equity.  "1 

A  foreign  patent  is  not  admissible  as  evidence  to  anticipate  an  American 
patent  of  a  date  anterior  to  the  enrolment  of  the  foreign  patent. 

Old  instrumentalities  are  patentable  when  combined  for  the  first  time  in  such 
a  manner  as  to  produce  new  and  useful  results. 

The  rule,  that,  a  claim  for  a  combination  of  old  instrumentalities,  in  a 
machine,  is  not  anticipated  by  a  prior  invention  in  which  the  combina- 
tion of  equivalent  instrumentalities  appears,  when  the  inventor  of  the 
second  patent  has  changed  the  mechanism  so  as  to  produce  new  and 
valuable  results,  stated. 

The  first  and  third  claims  of  letters  patent  No.  26,415,  granted  to  Hezekiah 
Conant,  December  13th,  1859,  and  extended  for  seven  years  June  21st, 
1873*  for  an  '*  improvement  in  machines  for  winding  thread  on  spools," 
held  valid. 

(Before  Nixon,  J.,  District  of  New  Jersey,  March,  1879.) 

Nixon,  J. 

The  pleadings  in  this  case  show,  that  an  original  bill  of 
complaint  was  filed  against  the  defendants  on  the  13th  of 
July,  1872,  for  an  infringement  of  the  original  patent ;  and 
that  an  extension  of  the  same  having  been  obtained,  pending 
the  suit,  on  application  to  the  Commissioner  of  Patents,  the 
supplemental  bill  was  filed  February  5,  1874,  setting  forth 
the  fact. 

The  Uills  charge,  that  the  defendants  have  infringed  the 
said  letters  patent,  originally  granted  to  Hezekiah  Conant,  for 
**  improvement  in  machines  for  winding  thread  on  spools,*' 
numbered  26,415,  dated  December  13,  1859,  and  ante-dated 
June  22,  1859,  and  extended  June  21,  1873,  for  seven  years 
from  and  after  the  expiration  of  the  first  term  thereof. 
.  The  defendants  in  their  answer  deny  : 
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I.  That  the  threading  machines  uised  in  their  manufactory 
contain  the  inventions  recited  in  any  of  the  claims  of  the 
complainants'  patent.  2.  That  Conant  was  the  original  and 
first  inventor  of  what  is  claimed  in  his  patent,  having  been 
anticipated  by  certain  enumerated  English  patents  ;  and  3. 
They  claim  that  the  thread-winding  machines  used  by  the 
defendants  were  the  invention  of  one  William  Weild,  to 
whom  English  letters  patent  were  granted  January  22,  1858  ; 
that  said  invention  was  prior  to  Conant's  ;  and  that  the  de- 
fendants paid  royalty  to  the  owner  of  the  Weild  patent. 

At  the  hearing  no  stress  seems  to  have  been  laid  upon  the 
third  defence,  to  wit,  the  alleged  older  invention  of  Weild 
— it  appearing  in  the  proofs  that  the  patent,  although  granted 
on  the  22d  of  January,  1858,  was  not  enrolled  until  the  22d  of 
July  following,  and  foreign  patents  are  not  admissible  as 
evidence  against  an  American  patent,  anterior  to  the  date  of 
their  enrollment. 

The  complainants'  patent  has  reference  to  an  improvement 
in  machines  for  winding  thread  on  spools,  and  exhibits  six 
claims.  Two  models  were  produced  on  the  argument 
marked  Complainants'  Exhibits  5  and  6,  and  the  counsel  ad- 
mitted that  the  defendants  had  used  and  were  using  machines 
containing  the  features  represented  in  these  models.*  The 
complainants  insist  that  these  machines  contain  the  inven- 
tion set  forth  in  the  first,  third  and  fourth  claims  of  the 
Conant  patent. 

In  the  specifications  of  the  patent,  Mr.  Conant  says,  that 
the  object  of  his  invention  is  to  wind  thread  upon  spools, 
with  regularity  and  precision,  layer  upon  layer,  and  each 
filling  the  whole  length  of  the  spool,  without  any  attention 
on  the  part  of  the  operator,  further  than  to  remove  and 
replace  the  spools  ;  to  cut  the  thread  and  to  fasten  it  when  the 
spool  is  full ;  and  to  attach  the  thread  to  a  fresh  spool  and  set 
the  machine  in  motion  ;  and  he  thus  describes  the  mechanism* 
which  is  claimed  to  be  infringed  by  the  defendants  : 

**  The  nature  of  the  first  part  of  my  invention  consists  in 
combining  a  pattern  cam  or  traverse  charger  with  nuts  and 
right  and  left-hand  screws  or  their  equivalents  for  the  pur- 
pose, the  operation  of  the  combination  being  such,   that  a 
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thread  guide  shall  have  its  motion  reversed  and  its  length  or 
distance  of  motion  regulated  automatically,"  etc. 

"  The  nature  of  the  third  part  of  my  invention  consists  in 
combining  with  a  pattern  cam,  and  right  and  left-hand  screws 
and  traversing  nuts,  a  stop  motion,  substantially  such  as  is 
hereafter  specified,  so  that  the  whole  apparatus  shall  be 
brought  to  rest  when  the  bobbin  is  completely  filled." 

•*  The  fourth  part  consists  in  making  the  lips  of  the  levers 
that  actuate  the  screw  nuts  or  their  equivalents,  for  the  pur- 
pose they  serve,  adjustable,  so  that  different  lengths  of  spools 
may  be  wound  properly  by  the  same  traverse  charger." 

He  states  his  claims  as  follows  : 

I.  The  combination,  in  the  manner  set  forth,  of  a  traverse 
charger,  with  right  and  left-hand  screws,  and  with  nuts 
which  are  alternately  in  gear  with  such  screws,  the  combina- 
tion operating  as  a  whole  substantially  in  the  manner  and  for 
the  purpose  described. 

3.  A  stop  motion,  substantially  as  described,  for  causing 
the  machine  to  come  to  rest  when  a  spool  is  filled,  in  combi- 
nation with  automatic  apparatus,  substantially  such  as  set 
forth,  for  regulating  the  length  of  motion  and  change  of 
directioi  of  motion  of  a  guide,  through  which  thread  is 
delivered  on  to  a  bobbin  or  spool. 

4.  Adjustable  lips,  substantially  such  as  set  forth,  in  com- 
bination with  a  traverse  charger,  whereby  spools  of  different 
lengths  may  be  wound  by  the  use  of  the  same  traverse 
charger. 

The  claims  are  all  for  combinations  of  mechanism  for  the 
production  of  specific  results  in  the  winding  of  thread  upon 
spools.  The  elements  of  the  first,  are  right  and  left-hand 
nuts,  right  and  left-hand  screws,  and  a  traverse  charger. 
The  prior  use  of  such  nuts  and  screws,  and  of  a  traverse 
charger  is  admitted.  The  two  former  are  found  in  the 
Wibberly  patent,  and  the  latter  in  the  Young  patent,  both 
of  which  are  English  patents  and  antedate  the  complainants'. 
The  question  here  is  whether  their  combination  is  new. 
Old  instrumentalities  are  patentable,  when  combined  for  the 
first  time,  in  such  a  manner  as  to  produce  new  and  useful 
results. 
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The  defendants  insist  that  this  claim  is  anticipated  both  by 
the  Wibberly  patent  and  the  Young  patent ;  inasmuch,  as  in 
the  former,  the  spool  itself,  when  the  machine  is  in  opera- 
tion, performs  all  the  functions  of  a  traverse  charger,  and,  in 
the  latter,  there  is  an  independent  traverse  charger,  with 
which  the  thread  guides  are  connected,  so  that  each  thread 
guide  is  caused  to  move  to  and  fro,  or  traverse  along  its 
respective  spool  or  bobbin. 

It  is  not  necessary  to  stop  to  inquire  whether  the  spool  in 
the  Wibberly  invention,  is  an  equivalent  for  the  traverse 
charger  in  the  complainants*  patent ;  for  a  specific  traverse 
charger,  in  connection  with  right  and  left-hand  nuts  and 
screws,  appears  in  the  Young  patent.  If  we  should  give 
the  broad  construction  to  the  claim,  insisted  upon  by  the 
complainants,  it  is  clearly  anticipated  by  the  Young  inven- 
tion, where  the  combination  of  equivalent  instrumentalities 
appears.  But  it  does  not  thence  follow  that  the  claim  is 
void.  The  inventor  has  changed  the  mechanism  so  as  to 
produce  new  and  valuable  results.  His  shaper  or  traverse 
charger  is  of  peculiar  construction,  whereby  the  length  of 
each  succeeding  traverse  is  not  determined  by  the  diameter 
of  the  barrel  of  the  spool,  or  by  even  the  presence  of  the 
spool  upon  the  spindle,  as  in  the  Wibberly  and  Young  ma- 
chines, but  by  the  varying  lengths  of  the  ribs  on  the  peri- 
phery of  the  wheel.  Whether  the  defendants'  machines 
infringe  the  claim  as  thus  construed  will  be  considered  here- 
after. 

The  constituents  of  the  third  claim  are  the  several  elements 
of  the  first  claim,  in  combination  with  automatic  mechanism 
for  a  stop  motion,  which,  by  moving  the  belt  from  the  driv- 
ing pulley  to  a  loose  pulley,  when  the  bobbin  is  nearly  filled, 
brings  the  whole  apparatus  gradually  to  rest  by  its  own 
friction. 

If  this  claim  should  be  construed  to  include  every  stop 
motion,  or  means  of  stopping  the  machine  with  automatic 
apparatus,  it  would  be  void  for  want  of  novelty.  The  stop 
motion  is  not  ncw/^r  se^  nor  was  Conant  the  first  to  combine 
a  stop  motion  with  a  traverse  charger,  so  as  to  stop  the 
machine    automatically.     Wibberly    does    this,    not   by   the 
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shifting  of  the  belt,  but  by  means  of  a  brake,  which  is  brought 
suddenly  to  bear  upon  the  parts  of  the  apparatus  connected 
with  the  winding  spindle.  , 

Avoiding,  then,  the  construction  which  renders  the  claim 
invalid,  let  us  inquire  what  is  the  scope  or  purpose  of  the 
invention,  as  exhibited  in  the  claim.  It  is  a  combination 
with  a  combination,  and  the  patentee  sets  forth  in  the  speci- 
fications of  his  patent,  the  methods  which  he  employs, 
and  the  results  he  obtains,  by  their  union.  "It  is  im- 
portant," he  says,  "  that  the  winding  should  be  stopped 
at  the  instant  that  the  spool  is  filled,  and  the  last  course 
completed.  First,  for  the  reason,  that  the  latter  will  then 
present  a  smooth  surface  from  end  to  end  of  the  spool. 
Second,  because  the  machine  will  then  have  all  its  parts 
in  the  right  position  to  commence  winding  another  spool, 
and  for  this  purpose,  I  have  contrived  a  stop  motion" — two 
modifications  of  which  he  then  describes.  To  accomplish 
this  result,  he  has  mechanism  for  shifting  the  belt  from 
the  driving  pulley  to  a  loose  one.  Both  the  loose  pulley  and 
the  brake  are  devices  known  in  mechanics,  to  produce  a 
stop  motion  in  machinery.  Being  equivalent,  there  is  no 
invention  in  substituting  the  one  for  the  other.  Wibberly 
used  the  brake  ;  the  complainants  the  loose  pulley ;  and 
the  defendants  the  brake,  for  the  same  purpose.  It  is  quite 
as  permissible  for  the  defendants  to  substitute  the  brake 
for  the  loose  pulley  of  the  complainants,  as  it  was  for  the 
latter  to  substitute  the  loose  pulley  for  the  brake  of  the 
Wibberly  patent.  That  combination  being  common  to  the 
three  machines,  it  follows  that  whether  the  defendants  have 
infringed  the  third  claim,  depends  upon  whether  their  ma- 
chine infringes  the  other  combination  of  the  claim,  to  wit, 
the  first  claim  of  the  complainants'  patent. 

The  fourth  claim  of  the  complainants  is  also  a  combination, 
and  its  three  elements  are  adjustable  lips  so  combined  with 
right  and  left-hand  screws  and  a  traverse  charger,  that  spools 
of  different  lengths  may  be  wound  by  the  use  of  the  same 
traverse  charger. 

The  attention  of  the  court  has  not  been  called  to  any 
machine  devised   before  the    Conant,    that    possessed    this 
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adjustable  quality.  The  defendants*  expert  Waters  is  of 
the  opinion  that  its  insertion  required  no  invention,  for  the 
reason  that  there  is  no  combined  action  between  the  adjust- 
ment of  the  lips  and  the  other  parts,  while  the  machine  is  in 
operation.  In  this  opinion,  we  think,  he  is  mistaken.  The 
result  is  new  and  useful,  and  Conant  is  entitled  to  be  pro- 
tected in  the  combination  of  the  instrumentalities,  or  their 
equivalents,  which  he  employs  to  obtain  it.  The  defendants' 
machine,  Exhibit  No.  6,  has,  to  some  extent  at  least,  the  same 
capacity  of  adjustment,  but  their  counsel  insists  that  it  is 
produced  by  substantially  different  means.  In  their  machine 
the  adjustability  is  in  the  traverse  charger,  while  in  the  com- 
plainants' it  is  in  the  pallets  or  lips.  The  shaper  of  the 
defendants  is  of  such  peculiar  construction,  that  adjustability 
is  brought  about  by  the  direct  action  of  the  screw  with  its 
nuts,  without  the  intervention  of  the  lips, — the  defendants 
thus  dispensing  w^ith  one  of  the  parts  of  the  combination  of 
the  complainants*  fourth  claim.  Tney  accomplish  the  same 
result,  to  wit,  adjustability  ;  but  the  patent  is  not  for  the 
result.  It  is  for  the  means  whereby  it  is  secured  ;  and  if 
their  means  are  essentially  different,  there  is  no  infringement. 

The  invention  pertains  to  a  machine,  and  the  case  falls  in 
that  class,  where  all  the  elements  are  old,  and  where  the 
invention  consists  in  a  new  combination  whereby  a  new  and 
useful  result  is  obtained.  A  party  guilty  of  infringing  this 
claim,  must  be  shown  to  have  used  all  the  necessary  parts  of 
the  combination.  It  is  clear  from  the  inspection  of  the 
models  exhibited,  that  there  are  great  differences  in  form. 
But  differences  in  form  will  not  excuse  the  defendants,  un- 
less they  construct  and  operate  their  mechanism  in  a  sub- 
stantially different  manner. 

The  leading  case  of  Gould  v.  Recs^  15  Wall  ,  187,  is 
authority  for  holding  that  the  omission  of  one  of  the  in- 
gredients of  the  complainants'  combination,  takes  the  defend- 
ants out  of  the  category  of  infringers  of  the  claim  in  the 
present  case. 

The  only  remaining  question  is,  whether  the  traverse 
changer  in  the  defendants'  machine  is  substantially  identical 
with  the  traverse  charger  in  the  complainants'. 
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It  has  long  been  settled,  that  the  identity  or  diversity  of 
two  machines,  depends,  not  in  the  employment  of  the  same 
elements,  or  powers  of  mechanics,  but  upon  producing  of 
the  given  effect  by  the  same  mode  of  operation,  or  the  same 
combination  of  powers.  Odiorne  v.  WuMey^  2  Gall.,  51  ; 
Union  Sugar  Refinery  v.  Mathiason^  2  Fish.,  600. 

Or,  to  adopt  the  language  of  Mr.  Justice  Washington,  of 
this  circuit,  in  JSvans  v.  Evans,  3  Wash.,  449,  the  rule  is, 
*'  that  if  the  two  machines  be  substantially  the  same,  and 
operate  in  the  same  manner,  to  produce  the  same  result — 
though  they  may  differ  in  form,  proportions,  and  utility, 
they  are  the  same  in  principle.*' 

The  characteristic  mode  of  operation,  claimed  for  the 
Conant  machine,  and  which,  it  is  alleged,  existed  in  no  prior 
machine,  is  a  traverse  charger,  and  the  half  nuts  and  their 
fellow  screws,  so  combined,  that  the  thread  guide  is  made 
to  move  through  an  exact  distance  in  one  direction  and 
then  in  the  opposite  direction,  with  a  certain  definite  increase 
of  distance,  until  the  spool  is  filled,  without  any  regard  either 
to  the  dimensions  of  the  thread,  or  to  the  size  of  the  spool. 
The  defendants'  machine  produces  the  same  result.  Is  it 
done  by  substantially  the  same  mechanical  means,  or  by  the 
same  law  of  action  ? 

AH,  or  nearly  all,  of  the  witnesses,  are  experts,  on  one  side 
or  the  other.  A  case  is  rarely  presented  where  there  is  a 
more  substantial  agreement  as  to  the  facts,  or  a  more  radical 
difference  in  the  conclusions  from  them.  The  defendants 
have  such  advantage  of  the  opinion  of  professional  experts,  as 
a  majority  in  numbers  gives.  Messrs.  E.  S.  Renwick,  Hervey 
Waters,  and  J.  Boyd  Eliot,  scientific  witnesses  of  deserved 
reputation,  agree  that  the  shapers  in  the  two  machines  are 
entirely  different  in  their  structure,  functions  and  mode  of 
operation  ;  while  Mr.  H.  S.  Renwick,  of  like  reputation,  sup- 
ports Conant,  the  patentee,  that  they  are  essentially  the  same. 
They  all  swear  with  equal  confidence  and  with  apparently 
equal  intelligence,  to  their  respective  opinions. 

The  traverse  chargers  are  certainly  different  in  appear- 
ance. The  complainants'  revolves,  while  the  defendants* 
slides.     The  one  is,  in  form,  a  wheel,  and  the  other,  a  plate. 
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shaped  like  a  truncated  wedge,  or  isosceles  triangle  with  its 
point  cut  off  parallel  to  its  base.  The  gradually  increasing 
length  of  the  teeth  or  ribs  on  the  periphery  of  the  wheel, 
determihes  the  length  of  the  traverse  in  the  Conant  machine. 
The  same  is  determined  in  the  defendants*  machine,  by  pro- 
jecting forward  the  plate  for  each  successive  course  of 
thread,  so  that  longer  sections  of  the  shaper  shall  be  suc- 
cessively traversed. 

But,  turning  from  any  further  consideration  of  these  mere 
variations  in  form,  is  not  this  the  true  test  of  infringement 
in  this  case  :  One  machine  with  its  peculiar  mechanism  being 
given,  does  it  require  invention  to  produce  the  other  with  its 
peculiar  mechanism  ? 

Let  a  skilled  mechanic,  for  instance,  take  the  Conant 
machine,  and  watch  it  when  in  operation.  He  soon  ascer- 
tains that  its  distinguishing  feature  is  a  shaper,  furnished 
with  a  series  of  lips  or  steps,  of  gradually  increasing  length, 
and  that  the  mechanism  of  the  apparatus — and  not  the  si7e  of 
the  spool  or  the  dimensions  bf  the  thread,  fixes  and  deter- 
mines the  number  and  length  of  the  traverses.  He  sub- 
stitutes for  the  steps  around  the  periphery  of  the  cylinder,  a 
plate  of  a  truncated  wedge  shape  ;  or,  in  other  words,  he 
unrolls  the  cylinder  until  he  gets  a  wedge  shaped  plate,  like 
Fig.  5  of  the  second  page  of  the  drawings  in  Conant's 
original  patent.  He  also  observes  another  office  performed 
by  the  Conant  traverse  charger,  to  wit,  bringing  the  proper 
parts  of  the  machine,  after  a  traverse  is  made,  into  a  relation 
that  it  can  act  again,  by  engaging  the  next  step  upon  the 
wheel,  and  that  this  office  is  lost  by  the  above-described 
change  of  form.  He  supplies  the  loss,  by  substituting  the 
device  of  a  spring,  or  some  other  mechanical  contrivance,  to 
furnish  the  necessary  actuating  force. 

In  our  judgment  there  is  no  invention  in  such  substitutions. 
A  machine  thus  reorganized  and  actuated,  embodies  the 
vital  principle  of  the  complainants'  mechanism,  and,  inasmuch 
as  the  Conant  patent,  by  the  provisions  of  the  laws  of  the 
United  States,  is  entitled  to  priority  over  the  English  patent 
of  Weild,  under  which  the  defendants  claim  to  act,  it  must  be 
held    that  the    complainants  are   entitled   to   a  decree   for 
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infringement  of  the  first  and  third  claims  of  their  patent,  and 
it  is  ordered  accordingly. 


F,  Adams ^  for  the  complainant. 
George  Gifford^  for  the  defendant. 


Riley  Burdett 

vs, 

Jacob  Estey  et  al.    In  Equity.* 

The  question  of  what  is  an  infringement  of  the  second  claim  of  the  patent 
granted  to  Riley  Burdett,  February  23d,  1869,  for  an  "improvement  in 
reed  organs,"  considered,  in  view  of  the  decision  in  Bufdettw.  Estey,  15 
Blatchf.  C.  C.  R..  349. 

On  a  motion  for  an  attachment  for  contempt  for  violating  an  injunction  issued 
to  restrain  the  infringement  of  a  patent,  after  a  construction  has  been 
given  to  the  patent  by  the  court,  no  testimony  is  proper  to  vary  such 
construction. 

It  is  a  matter  of  discretion,  whether  the  court,  on  such  a  motion,  will  require 
expert  testimony  on  the  question  of  infringement,  or  will  examine  the 
alleged  infringing  article  for  itself. 

A  structure  which  has  an  intermediate  partial  set  of  reeds,  extending  down- 
wards through  the  scale  to  tenor  F,  and  placed  horizontally  on  the  top 
of,  and  in  addition  to,  a  common  double  reed  board,  with  both  the 
vibrating  and  the  stationary  ends  of  the  reeds  the  full  thickness  of  the 
reed  board  above  the  other  sets  and  above  the  entrances  to  the  air 
passages,  and  the  valve  openings  from  tenor  F  downward  gradually  and 
uniformly  lengthening  till  the  lower  and  longest  one  is  about  half  an 
inch  longer  than  those  above  tenor  F,  does  not  infringe  the  second  claim 
of  said  patent. 

The  decision  on  the  motion  for  attachment  was  made  without  prejudice  to 
the  raising  of  the  same  question  of  infringement  on  the  accounting  under 
the  interlocutory  decree. 

(Before  Wheeler,  J.,  District  of  Vermont,  March,  1879.) 

♦  16  Blatchf.  C.  C.  R.,  105. 
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Wheeler,  J. 

This  cause  (15  Blatchf.  C.  C.  R.,  349)  has  been  further 
heard  upon  the  motion  of  the  plaintiff  for  an  attachment 
against  the  defendants  for  an  alleged  violation  of  the  injunc- 
tion therein.  The  motion  is  founded  upon  the  affidavit  of 
Silas  M.  Waite,  which  states,  in  substance,  that  the  defendant 
Fuller  brought  to  him  a  reed  board  and  foundation  board  of 
an  organ,  combined,  and  said  that  the  defendants  were  mak- 
ing such  boards  and  putting  them  in  their  organs.  The 
defendants  appear,  and,  without  making  any  objection  to 
the  form  of  procedure  or  filing  any  answer,  present  the 
affidavit  of  Fuller,  in  which  he  states  that  they  are  making 
such  boards  and  using  them  in  their  organs,  but  that  he  is  a 
mechanic  and  familiar  with  the  proceedings  in  the  cause,  and 
with  the  manufacture  of  organs,  and  that,  in  his  opinion, 
these  boards  do  not  violate  the  injunction.  The  sample  taken 
to  Waite  is  referred  to  and  made  a  part  of  his  affidavit. 

The  defendants  insist,  that,  without  the  testimony  of  some 
witness,  taken  in  writing,  so  as  to  be  capable  of  being  spread 
upon  the  record,  and  showing,  apart  from  the  reed  board  and 
foundation  board,  which  cannot  be  spread  upon  the  record, 
that  the  making  and  using  these  boards  is  a  violation  of  the  in- 
junction, there  is  not  sufficient  ground  shown  to  warrant 
proceeding  with  the  motion  ;  that,  if  the  motion  is  to  be 
proceeded  with,  they  wish  to  show,  that,  in  1866,  they 
constructed  reed  and  foundation  boards  with  valve  openings 
similar  to  these  down  to  tenor  F,  and  that  one-half  of  all  the 
organs  made  by  them  for  the  past  five  years  have  been  made 
with  reed  and  foundation  boards  like  these  ;  and  that,  upon 
inspection  of  this  sample,  without  evidence  otherwise,  it  is 
apparent  that  the  manufacture  and  use  of  such  boards  do  not 
violate  the  injunction. 

The  decree  was,  that  the  patent,  to  the  extent  of  the  first 
and  second  claims,  was  valid,  and  that  the  defendants  had 
infringed  it.  The  injunction  was  founded  upon  the  decree, 
but  was  general  in  its  terms,  commanding  the  defendants  to 
refrain  from  further  infringement.  The  scope  of  the  injunc- 
tion would  be  according  to  the  construction  of  the  patent 
given  to  it  by  the  court.     No  testimony  would  be  proper  or 
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of  any  effect  to  vary  that.  If  the  exhibit  was  of  that  char- 
acter that  its  parts  and  their  workings  could  not  be  under- 
stood but  by  persons  of  peculiar  skill,  it  would  be  necessary 
to  call  such  persons  to  explain  them  ;  but  they  are  not.  Any 
person  who  understands  the  subject  so  as  to  comprehend  the 
decree  and  the  grounds  of  it,  can  understand  this  exhibit. 

The  invention  covered  by  the  patent  was  made  in  1867, 
and  the  patent  was  granted  in  1869.  So,  the  testimony  sug- 
gested, if  it  would  have  any  bearing  whatever,  would  affect 
the  decision  on  which  the  decree  and  injunction  are  founded, 
and  the  validity  of  the  injunction  itself,  which  is  not  in  any 
respect  open  on  this  motion,  and  not  what  has  been  done 
since  the  injunction. 

The  testimony  mentioned  as  to  what  has  been  done  during 
the  past  five  years,  would  only  affect  the  extent  of  the  viola- 
tion since  the  injunction,  and  of  the  liability  to  account 
both  before  and  since,  if  this  is  a  violation,  and  not  the 
question  whether  it  is  in  fact  a  violation. 

The  fact  of  making  and  using  things  like  the  exhibit  is  not 
disputed,  but  is  fully  proved  and  admitted  by  the  defend- 
ants themselves.  Whether  that  constitutes  a  violation  of  the 
injunction  is  the  question  directly  and  fairly  presented. 
In  Kdlehir  v.  Darlings  14  Off.  Gaz.,  673,678,  Mr.  Justice 
Clifford  said  :  "  Where  the  invention  is  embodied  in  a 
machine,  manufacture,  or  product,  the  question  of  infringe- 
ment, which  is  a  question  of  fact,  is  ordinarily  best  deter- 
mined by  a  comparison  of  the  exhibit  made  by  the  respondent 
with  the  mechanism  described  in  the  complainant's  patent.*' 
It  would,  doubtless,  be  entirely  competent,  and  is  understood 
to  be  sometimes  the  practice,  for  the  court,  on  questions  of 
this  sort,  to  refuse  to  examine  exhibits  for  itself,  until  the 
testimony  of  some  person  of  skill,  to  prove  the  infringement 
or  violation,  has  been  taken  ;  but  that  would  seem  to  be 
wholly  a  matter  of  discretion,  and  it  must  be  equally  com- 
petent for  the  court  to  examine  the  exhibits  and  determine 
the  question  upon  them  if  it  sees  fit  to  do  so. 

This  exhibit  is  like  the  manufacture  which  embodies  the 
plaintiff's  patent,  in  all  respects  but  two.  One  of  these 
respects  is,  that,  in  this  exhibit,  the  intermediate  partial  set  of 
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reeds,  extending  down^i^ard  through  the  scale  to  tenor  F,  is 
placed  horizontally  on  the  top  of,  and  in  an  addition  to,  a 
common  double  reed  board,  with  both  the  vibrating  and  the 
stationary  ends  of  the  reeds  the  full  thickness  of  the  reed 
board  above  the  other  sets,  and  above  the  entrances  to  the 
air  passages,  while,  in  the  plaintiff's  invention,  the  interme- 
diate partial  set  extends  obliquely  between  the  other  two  sets 
to  the  foundation  board,  with  the  vibrating  ends  of  the  reeds 
substantially  on  the  same  base  as  those  of  the  other  two  sets. 
The  other  respect  is,  that,  in  this  exhibit,  the  valve  openings, 
from  tenor  F  downward,  gradually  and  uniformly  lengthen, 
till  the  lower  and  longest  one  is  about  a  half  inch  longer 
than  those  above  tenor  F,  while,  in  the  plaintiff's  invention, 
they  are  of  uniform  length  throughout. 

This  latter  variation  makes  a  different  thing  from  those 
embodying  the  plaintiff's  invention,  so  far  as  the  variation 
extends  ;  but,  if  the  rest  of  it  was  like  the  plaintiff's,  the 
variation  would  not  save  the  infringement  and  violation  to 
the  extent  of  the  rest,  for,  to  that  extent,  the  defendants 
would  be  using  the  patented  invention.  In  this  respect,  this 
case  would  be  like  Smith  v.  Z.  6^  N,  W.  R,  IV.  Co.^  20  Eng. 
Law  &  Eq.  Rep.,  94.  There,  it  was  held,  that  a  patent  for  a 
wheel  made  of  certain  materials  and  in  a  particular  manner 
was  infringed  by  a  wheel  made  in  part  of  those  materials 
and  in  that  manner,  although  the  rest  was  wholly  different. 
So,  the  question  is,  whether  the  defendants  infringe  by  mak- 
ing reed  and  foundation  boards  with  the  horizontal  partial 
set  instead  of  the  plaintiff's  inclined  set. 

The  plaintiff's  patent  is  really  for  a  combination  of  parts, 
and  not  for  any  of  the  parts  themselves,  although  the  word  is 
not  used  to  describe  the  invention,  either  in  the  specification 
or  claims.  In  describing  the  nature  of  his  invention,  in  the 
fore  part  of  his  specification,  he  says  :  **  This  invention  con- 
sists, first,  in  the  arrangement  of  the  reed  board  ;  second,  in 
the  method  of  tuning,"  &c.  The  part  in  relation  to  the 
arrangement  of  the  reed  board  is  all  that  has  been  sustained 
and  is  now  in  question.  The  first  claim  is  :  **  The  arrange- 
ment, in  a  reed  musical  instrument,  of  the  reed  board  A, 
having  the  diapason  set  a^   and   its   octave  set  b^  and  the 
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additional  set  L,  extending  from  about  at  tenor  F,  upward 
through  the  scale,  substantially  as  and  to  the  effect  set 
forth."  The  second  claim  is  :  **  The  reed  board  A  and  founda- 
tion board,  G,  constructed  with  the  contracted  valve-openings, 
D,  F,  F,  and  the  reeds  arranged  in  relation  thereto,  all  in  the 
manner  described."  None  of  these  parts  were  new.  There 
were  before  organs  with  two  sets  of  reeds  having  the  same 
valve  openings,  contracted,  in  the  sense  used,  and  there  was, 
according  to  the  finding,  one  organ  in  use  having  an  inclined 
partial  set  of  reeds  extending  from  tenor  F  upward.  But, 
there  was  no  organ  containing  these  things  arranged  as  the 
plaintiff  arranged  them.  He  invented  this  new  arrangement 
or  combination  of  them,  and  was  entitled  to,  and  obtained  a 
patent  for  that.  If  the  exhibit  embodies  that,  the  defendants 
infringe  by  making  things  like  it,  and  are  guilty  ;  otherwise, 
not. 

The  plaintiff  claims  that  the  defendants  infringe  the  second 
claim  of  the  patent,  and  refers  most  particularly  to  the  valve 
openings.  It  follows,  directly,  from  what  has  preceded,  that 
the  plaintiff  has  no  patent  for  any  sort  of  valve  openings, 
and  that  the  defendants  cannot  infringe  by  the  mere  use  of 
any,  however  made,  of  whatever  shape  or  size.  More  than 
that  must  be  brought  in.  There  must  be  the  reed  and 
foundation  boards  constructed  with  the  contracted  valve 
openings,  and  the  reeds  arranged  in  relation  thereto,  all  in  the 
manner  described.  So,  it  comes  back  again  to  the  arrange- 
ment or  combination  of  the  reeds  with  the  valve  openings,  in 
the  boards.  It  is  well  settled,  that,  where  there  is  a  patent 
for  a  combination  of  old  parts,  there  can  be  no  infringement 
unless  all  the  material  parts  are  used,  because,  without  one 
of  them,  the  combination  or  arrangement  would  be  different. 
Prouty  v.  Ruggles^  16  Pet.,  336  ;  Vance  v.  Campbdl^  i  Black, 
427  ;  Gill  V.  Wclls^  22  Wall.,  i.  One  of  the  elements  of 
the  plaintiff's  combination  is  the  inclined  partial  set,  extend- 
ing down  between  the  other  two  sets  to  substantially  the 
same  base.  That  element  is  wanting  in  the  defendants' 
organs,  in  controversy  on  this  motion,  unless  their  horizontal 
set  is  an  equivalent  for  it.  In  a  patent  for  a  combination, 
the  use  of  equivalents  known  to  be  such  at  the  date  of  the 
VOL.  IV — 10 
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patent,  may  be  excluded.  Gould  v.  ReeSy  15  Wall.,  187  : 
Gill  V.  WellSy  22  Wall.,  i.  Prior  to  1866,  horizontal  sets  of 
reeds,  placed  on  top  of  the  reed  board,  above  other  sets, 
were  well-known,  and  had  been  patented  to  George  G.  Hunt, 
of  Wolcottville,  Conn.,  and  the  plaintiff  obtained  a  patent 
for  bringing  them  down  on  an  incline,  so  that  their  vibrating 
ends  would  be  on  the  same  base  as  the  other  sets,  and  equally 
near  the  valve  openings  with  them,  whereby  they  would  take 
the  rush  of  air  at  the  same  time,  and  speak  promptly  with 
them,  which  patent  the  plaintiff  transferred  to  the  defendants. 
The  improvement  covered  by  that  patent  was  exactly  the 
difference  between  the  plaintiff's  inclined  and  the  defendants' 
horizontal  sets,  here.  One  is  not  an  equivalent  for  the  other, 
and  the  plaintiff  cannot  justly  now  claim  it  to  be.  And  the 
plaintiff's  patent  was,  and  could  be,  sustained,  upon  the 
finding  which  was  reached,  upon  such  a  difference.  Had  the 
plaintiff's  patent  been  for  a  partial  set,  from  tenor  F  upwards, 
combined  with  the  two  sets  of  a  simple  double  reed  board,  it 
would  have  failed,  because  Arvid  Dayton's  organ,  defend- 
ants' exhibit  21,  in  the  principle  case,  would  have  anticipated 
it.  But  it  was  not  for  that,  and  did  not  profess  to  be  ;  it  was 
for  an  inclined  set  extending  down  between,  and  to  the  same 
base  with,  the  other  two,  and  not  anticipated.  In  this  respect 
the  defendants*  organs  now  in  question  are  nearer  like  Day- 
ton's than  they  are  like  the  plaintiff's.  The  position  of  the 
vibrating  ends  of  the  reeds  in  respect  to  the  valve  openings 
is  of  more  importance  than  that  of  the  rest  of  the  reeds,  and 
the  positions  of  those  in  both  Dayton's  and  the  defendants' 
organs  are  nearly  the  same.  It  would  be  manifestly  unjust  to 
hold  that  there  was  a  difference  between  Dayton's  organ  and 
the  plaintiff's  and  thereupon  sustain  the  plaintiff's  patent,  and 
then  to  hold  that  this  style  of  the  defendants*  organ  is  equi- 
valent to  the  plaintiff's  and  sustain  this  claim  of  infringement. 
So,  the  reed  and  foundation  boards  are  not  alike,  even  down 
to  tenor  F,  and  the  defendants  are  not  guilty  of  any  violation 
of  the  injunction,  in  making  them.  If  the  boards  were  alike 
to  that  extent,  the  case  would  be  like  Sellers  v.  Dickinson^  6 
Eng.  Law  &  Eq.  Rep.,  544,  in  some  respects,  where  the  use 
of  a  part  of  a  patented  combination  was,  under  the  circum- 
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Stances,  held  to  be  an  infringement.  Upon  this  view,  tlie 
motion  must  be  denied. 

This  decision  upon  this  question,  so  far  as  it  affects  this 
motion,  is  not  reviewable.  The  same  question  may  arise  in 
the  accounting  now  going  on,  and  be  important  there,  and 
be  reviewable  so  far  as  it  would  affect  that  proceeding,  unless 
the  decision  here  would  in  some  manner  be  conclusive  upon 
the  parties.  And  it  is  of  much  more  importance  to  the 
interests  of  justice  that  the  decision  of  this  question  upon  the 
accounting  should  be  correct,  than  that  the  decision  upon 
this  motion  should  be,  for,  if  the  plaintiff  is  entitled  to  the 
restraint  sought  here,  he  will  be  entitled  to  the  profits  and 
damages  arising  from  the  acts  sought  to  be  restrained,  which, 
in  contemplation  of  law,  will  compensate  him  ;  and,  if  not 
entitled,  he  loses  nothing  here  or  there.  And,  if  the  defend- 
ants are  liable  to  the  restraint,  they  will  make  good  their 
liability  there,  while,  if  not,  they  ought  not  to,  and  will  not, 
suffer  anything  here  or  there.  Therefore,  this  decision  ought 
not  to  be  conclusive  upon  any  question  that  may  be  raised 
there,  and  should  be  limited  so  as  clearly  not  to  be. 

The  motion  is  denied,  without  prejudice  to  either  party, 
elsewhere  than  upon  the  motion. 

Edward  J,  PhelpSy  for  the  complainant. 

Edward  N,  Dicker  son  and  Charles  C/Beaman,  Jr,^  for  the 
defendants. 
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The  American  Middlings  Purifier  Company 

vs. 
The  Atlantic  Milling  Company.    In  Equity. 

The  original  patent  being  for  **  an  improved  method  of  bolting,"  which  con- 
sisted, after  one  grinding,  in  screening  the  flour  through  three  successive 
reels  or  screens,  each  successively  of  finer  meshes,  with  a  blast  of  air  in 
the  reels  to  aid  the  process  of  bolting  and  thereby  obtain  a  larger  quan- 
tity of  choice  flour — no  sugt^estion  being  made  of  the  purification  or  re- 
grinding  of  the  middlings :  Hftd,  that  it  was  new  matter  in  a  reissue  of 
the  patent,  to  describe  and  claim  a  process  for  the  manufacture  of  flour 
which  consisted  of  (i)  grinding  the  wheat  into  meal,  (2)  taking  out  the 
superfine  flour,  (3)  taking  out  the  pulverulent  impurities  by  the  com- 
bined operation  of  screening  and  blowing,  so  as  to  purify  the  middlings, 
(4)  regrinding  the  middlings,  and  (5)  rebolting. 

Reissued  letters  patent  No.  5,841,  dated  April  21st.  1874,  granted  to  W.  F. 
Cochrane,  for  a  process  fur  manufacturing  flour,  (the  original  patent 
having  been  granted  to  the  said  W.  F.  Cochrane,  dated  January  6th, 
1863,  number  37,317,)  held^  not  to  be  for  the  same  invention  as  the 
original,  and,  therefore,  void. 

(Before  Dillon,  Nelson  &  Treat,  JJ.,  Eastern  District  of  Missouri, 
March,  1879.) 

Dillon,  J. 

The  reissued  patent  is  a  process  patent  for  aa  alleged  new 
and  useful  improvement  in  the  art  of  manufacturing  flour. 
The  claim  therein,  as  construed  by  the  complainant,  is 
for  the  use  of  five  consecutive  steps,  performed  in  the  art  of 
manufacturing  flour,  in  a  definite  order,  viz.:  First,  grinding 
the  wheat  into  meal  ;  second,  taking  out  the  superfine  flour  ; 
third,  taking  out  the  pulverulent  impurities  by  the  combined 
operation  of  screening  and  blowing,  so  as  to  purify  the  mid- 
dlings, which  are  then,  fourth,  reground,  and  then,  fifth, 
rebolted. 

The  real  value  of  the  invention  described  and  claimed  in 
the  reissued  patent,  consists  in  the  purification  of  the  mid- 
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dlings  by  screening  and  blowing,  thus  freeing  them  from  pul- 
verulent impurities,  and  thereby  fitting  them  to  be  reground 
into  flour  of  a  superior  quality.  The  mode  described  in  the 
patent  and  accompanying  model  and  drawings  for  effecting 
the  purification  of  the  middlings,  is  by  the  agency  of  revolv- 
ing bolts,  acting  upon  the  meal  or  *  *  chop  '  *  as  sieves  or  screens, 
assisted  in  their  operation  by  blasts  of  air  introduced  within 
them.  The  claim  of  the  complainant  is  that  wherever,  in  the 
manufacture  of  flour,  the  wheat  is  ground  by  the  first  opera- 
tion of  the  stones  into  meal,  so  that  superfine  flour  is  by  the 
next  step  of  the  process  taken  therefrom,  any  purification  of 
the  middlings  in  the  residual  mass  (of  which  the  valuable  con- 
stituent is  the  middlings),  by  the  combined  operation  of 
screening  and  blowing,  intermediately,  for  the  purpose  of 
regrinding  and  rebolting,  whether  such  purifying  is  within 
the  flour-reels  or  upon  vibratory  screens  outside  of  the  reels, 
is  an  infringement  of  the  Cochrane  patent.  Flour  made  from 
purified  middlings  is  now,  and,  since  about  the  year  187 1  or 
1872,  has  been,  well  known  throughout  the  country,  as  **  new 
process  flour."  In  what  consists  the  essential  value  of  this 
"  new  process'*  ?  The  answer  is,  purified  middlings — that  is, 
the  making  of  a  first  grade,  and  even  the  best  grade,  of  flour, 
out  of  middlings,  from  which  it  had  generally  been  considered, 
by  the  millers  of  this  country  (although  more  intelligent  or 
advanced  ideas  prevailed  in  France,  and  perhaps  elsewhere  in 
Europe),  impossible  to  produce,  or  at  all  events  impracticable 
profitably  to  produce,  flour  of  the  first  quality. 

A  fundamental  question  in  the  cause,  underlying  all  others, 
is  :  Did  Mr.  Cochrane,  in  his  original  patent,  granted  Janu- 
ary 6th,  1863,  contemplate,  or  provide  for,  the  purification  of 
middlings  by  the  combined  action  of  the  screen  and  blast  ? 
If  he  did  not,  the  reissue,  which  must  be  for  the  same  inven- 
tion as  the  original  patent,  and  which  makes  the  basis  of  its 
claim  such  purification  of  the  middlings,  is  \oid.  In  the 
light  of  arguments  of  great  ability  and  thoroughness,  extend- 
ing over  a  period  of  fifteen  days,  and  illustrated  at  every  step 
by  exhibits,  diagrams  and  models,  the  judges  who  sat  at  the 
hearing  have  deliberately  considered  the  question  above 
stated,  and  have  reached  a  unanimous  conclusion  upon  it. 
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It  becomes  my  duty  to  announce  the  judgment  of  the 
court.  I  shall  content  myself  with  stating  it,  without  dis- 
playing in  detail  the  reasons,  or  elaborating  the  grounds 
upon  which  it  rests.  The  description  of  the  invention 
in  the  original  patent  as  a  '*  method  of  bolting  flour'*;  the 
progressively-finer  meshes  in  three  bolting-reels,  therein 
described;  the  absence  of  any  **  returns  *';  the  statement 
therein  that  the  agency  of  the  blast  is  to'  **  assist  the  bolting*'; 
the  cupola  or  dome  of  the  model,  provided  with  screens, 
which  could  have  no  other  effect  than  to  arrest  the  impurities, 
or  most  of  them,  and  return  them  directly  to  the  flour  ;  the 
enforced  circuit  of  air  containing  any  impurities  that  might 
escape  the  screens  in  the  cupola,  and  the  returning  of  the  air, 
under  the  condition  specified,  laden  with  such  impurities,  di- 
rectly into  the  reels  ;  the  absence  of  any  statement  in  the  patent 
of  a  purpose  to  purify  middlings  ,  the  absence  of  any  claim  for 
purifying  middlings  :  the  statement  that  air  is  used  **  to  aid 
bolting",  and  the  obvious  consideration  that  if  air  was  used 
to  purify  middlings,  it  could  not  fail  to  have  occurred  to 
so  ingenious  a  mind  as  Mr.  Cochrane's  that  this  could  be 
rriost  easily  and  most  effectually  applied,  as  it  is  now  almost 
universally  applied,  outside  of  the  reels  or  bolts,  and  not 
within  them  ;  the  failure  to  provide  for  blasts  of  air  in  the 
**  separator",  or  in  a  separator  ;  the  low  grinding  which  his 
process  evidently  contemplated,  as  evidenced  by  the  succes- 
sively finer  meshes  ;  the  fact  now  established  that  the  manu- 
facture of  middlings  flour  is  not  practised  without  more  or 
less  high  grinding  than  was  ordinarily  used  in  this  country  ; 
the  foregomg  considerations,  in  connection  with  extrinsic 
testimony  as  to  what  was  done  under  the  patent,  all  concur 
to  satisfy  us  that  the  idea  of  Mr.  Cochrane  was  the  use  of  the 
blast,  in  the  reels,  as  an  aid  in  the  mere  process  of  bolting, 
with  the  view  of  obtaining  an  increased  quantity  of  choice 
flour,  and  not  for  the  production  of  purified  middlings. 

The  reissued  patent  having  been  expanded  -to  embrace  a 
claim  for  purifying  middlings,  when  no  such  process  was 
described,  suggested  or  claimed  in  the  original  patent,  it  is 
void.  If  this  conclusion  is  sound,  it  is  not  necessary  to  con- 
sider the  questions  of  anticipation  or  infringement,  upon  some 
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of  which,  if  compelled  to  decide  them,  we  might  not  agree. 
The  result  is  that  the  bills  must  be  dismissed,  and  decrees 
will  be  entered  accordingly. 

Nelson,  T. 

I  concur  in  the  opinion  of  the  circuit  judge.  The  actual 
invention  of  Cochrane  has  been  enlarged  by  the  addition  of 
new  matter  in  the  reissue,  so  that,  when  the  two  patents  are 
compared,  the  expansion  is  apparent.  The  new  patent  is  not 
for  the  same  invention  secured  and  embraced  in  the  original 
letters  patent. 

Treat,  J. 

I  concur  in  the  opinion  just  delivered  by  the  circuit  judge. 
The  reissued  patent,  No.  5,841,  is  not  for  the  same  invention 
as  patent  No.  37,317,  and  is,  consequently,  void.  In  addition 
to  the  summary  of  reasons  just  announced  for  the  conclusion 
reached,  it  seems  advisable  to  state  that  the  original  patent 
was  merely  for  an  improved  method  of  bolting,  in  the  man- 
ner described,  whereby  an  increased  quantity  of  choice  flour 
could  be  obtained  from  the  ordinary  process  of  milling,  with- 
out any  reference  to  purified  middlings,  by  combined  blowing 
and  screening,  in  an  intermediate  or  any  other  stage  of  the 
operations. 

The  original  contract  of  Cochrane  in  i860,  with  Warder 
and  Barnett,  shows  that  his  purpose  was,  by  low  grinding, 
to  produce  a  superior  grade  of  flour  in  larger  quantities  than 
heretofore  known.  He  agreed  to  make  **  the  most  superior 
grade  of  flour  in  the  United  States  out  of  four  bushels  and 
twelve  pounds  of  choice  wheat  for  each  barrel  of  flour,"  which 
result  could  not  be  accomplished  except  by  low  grinding,  if 
at  all.  His  scheme  or  plan  did  not  contemplate  a  large 
amount  of  middlings,  and  could  not  have  done  so,  for  the 
lower  the  grinding  the  less  the  quantity,  and,  as  a  rule,  the 
poorer  the  quality,  of  the  middlings.  At  the  time  said  con- 
tract was  made,  Cochrane  had  an  interest  in  the  Coggswell  and 
McKiernan  patent,  the  devices  of  which  he  evidently  designed 
to   utilize.     His    experiments  at  Lagonda,  and  subsequent- 
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ly  at  the  first  Barnett  mill,  also  show  that  his  purpose  was 
to  produce  a  large  amount  of  such  choice  flour  by  low  grind- 
ing from  the  least  possible,  or  a  comparatively  small,  quantity 
of  wheat.  The  early  experiments  were  directed  to  that  end, 
and  hence  the  satisfaction  evinced  when  the  required  amount 
of  flour  was  produced  approximately  from  the  designated 
amount  of  wheat.  When,  however,  it  was  ascertained  that 
no  grade  of  good  middlings  flour  could  be  thus  made,  the 
resort  was  had  to  higher  grinding,  of  which,  as  to  the  result. 
Warder  and  Barnett  complained  as  being  one-quarter  too 
much.  They  prove  by  their  correspondence  at  the  time,  just  as 
the  original  patent  shows,  that  the  inventor  supposed  that  by 
his  process  and  devices  for  bolting,  he  could  accomplish  his 
purpose  by  using  the  ordinary  process  of  milling.  This  is 
evident,  not  only  from  the  correspondence  at  the  time,  but 
from  the  mechanical  inventions  to  which  he  referred,  and 
also  from  the  special  stress  placed  upon  the  meshes  of  increas- 
ing fineness.  In  that  correspondence  there  was  a  constant 
boast  of  the  new  mode  of  bolting,  whereby  the  meshes  were 
to  be  kept  cool  and  free  from  clogging,  etc. ;  and  also  of  the 
device  for  returning  the  current  of  air  through  the  cupola 
back  into  the  reels,  whence  it  had  just  escaped,  through  the 
perforated  pipes,  meshes,  etc.  In  one  of  the  letters  it  was  con- 
fidently claimed  that  the  difficulties  as  to  low  grinding,  even 
of  spring  wheat,  could  be  overcome  by  Cochrane's  contriv- 
ances— that  grinding  of  even  that  class  of  wheat  could  not  be 
so  low  as  to  prevent  **  cleaning  up."  It  was  low  grinding, 
then,  whereby  the  large  quantity  of  choice  flour  was  to  be 
made,  that  the  inventor  had  in  view.  This  was  to  be  effected, 
not  by  an  **  intermediate  "  stage  of  purification  between  the 
production  of  superfine  flour  and  the  regrinding  of  mid- 
dlings, but  by  the  use  of  meshes  of  increasing  fineness  in  the 
flour-bolts,  assisted  by  blasts  of  air.  Those  blasts  of  air  were 
to  spend  their  force  within  the  first  three  reels  ;  for  no 
blasts  were  to  be  used  in  the  separator  before  regrinding. 
The  necessary  effect  of  using  successively  finer  meshes, 
instead  of  successively  coarser,  was  to  prevent  the  escape 
through  the  meshes  of  a  larger  quantity  of  impurities,  and 
consequently  to   make  the  flour  thus  screened,  clearer  and 
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better.  The  impurities  thus  prevented  from  passing  through 
the  screens  into  the  flour  would  necessarily  be  retained  in  the 
reels,  and  pass  off  with  the  tailings,  consisting  of  middlings, 
ship-stuff,  etc.  It  is  not  to  be  supposed  that  meshes  of  in- 
creasing fineness  could  operate  in  any  other  way.  Hence,  the 
Cochrane  process  was  not  to  purify  the  middlings  or  increase 
their  quantity  or  quality,  but  merely,  by  his  "  improved  meth- 
od of  bolting**,  to  obtain  a  larger  amount  of  choice  flour  from 
the  specified  quantity  of  wheat.  In  -his  original  patent,  No. 
37,317,  he  formulated  four  claims,  not  one  of  which  was  for 
purifying  middlings,  but  two  were  specially  directed  to  his 
mode  of  "bolting.*'  He  especially  stated  that  the  flour 
screened  through  each  of  his  first  three  reels  could  be  kept 
separate  or  mixed,  as  the  miller  might  desire,  without  a  hint 
that  the  siftings  of  the  third  reel  would  consist  of  dirty  flour, 
or  pulverulent  impurities,  not  fit  to  be  used,  or  which  it  was 
sought  to  remove,  either  from  the  flour  thus  sifted  through 
the  third  reel,  or  from  the  middlings  within  that  reel  which 
were  to  pass  off  with  the  tailings. 

The  devices  specified  in  the  original  patent  are  very  sig- 
nificant on  this  point.  They  provided  for  the  introduction  of 
a  blast  of  air,  through  perforated  pipes,  into  each  reel,  as 
stated,  for  the  purpose  of  keeping  the  meshes  open,  cooling, 
etc.,  without  mentioning  any  effect  to  be  produced  toward 
removing  pulverulent  impurities,  or  even  naming  such  impu- 
rities. Indeed,  if  that  effect  had  been  contemplated,  the  in- 
vention would  not  have  provided  a  cupola  with  two  screens  and 
brushes  to  arrest  the  escape  of  whatever  was  blown  or  wafted 
into  the  cupola,  and  to  cause  that  wafted  matter  to  be  thrown 
back  or  discharged  directly  into  the  first  flour-chest.  If  that 
wafted  matter,  whether  flour  dust  or  pulverulent  impurities, 
was  to  be  thus  returned  and  mixed  with  the  siftings  of  the 
first  reel,  it  is  evident  that  the  invention  had  no  reference  to 
the  removal  and  separation  of  such  matter  from  the  flour. 
The  devices  involved  necessarily  a  contrivance  for  the  escape 
of  the  air  forced  into  the  reels — for  an  enforced  current  of  the 
kind  must  have  an  outlet,  otherwise  disastrous  results 
would  follow,  or  the  blast  cease  to  be  operative.  The  screens 
in  the  cupola,  and  the  brushes  for  the  purpose  of  returning 
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the  arrested  particles  into  the  reel-chest,  indicate  plainly 
enough  that  there  was  no  thought  of  causing  pulverulent  im- 
purities to  escape  through  the  cupola.  This  is  made  still  more 
apparent,  from  the  fact  that  whatever  escaped  through  the 
cupola  was,  in  the  normal  operation  of  the  connecting-tube, 
to  be  blown  back  into  the  very  reels  from  which  it  had  been 
just  expelled.  It  was  only  in  exceptional  states  of  the  weath- 
er that  the  valve  in  the  tube  was  to  be  opened  ;  but  at  all 
other  times  there  was  tft  be  a  return  of  the  current  escaping 
from  the  cupola  into  the  reels,  carrying  with  said  current 
w^hatever  it  contained.  If,  then,  the  purpose  was  to  expel 
impurities,  why  such  well-arranged  devices  to  force  them 
back  into  the  contents  of  the  reels  ?  Again,  the  **  cant  **  ven- 
tilator of  Coggswell  and  McKiernan,  and  their  air-blasts 
through  zinc  jackets,  had  been  used  at  Lagonda  and  in  the 
Barnett  mill  before  the  original  patent  (No.  37,317)  issued, 
and  simultaneously  with  that  patent  Cochrane  had  procured 
for  his  "cant*'  ventilator  his  patent  (No.  37,321)  ;  yet,  in 
the  specifications  and  claims  of  No.  37,317,  he  omitted  (and  it 
must  have  been  ex  indnstria)  all  reference  to  his  No.  37,321, 
and  substituted  therefor  his  cupola,  with  screens  and  brushes. 
When  he  had  ascertained,  in  1874,  that  his  devices,  as 
referred  to  in  the  original  patent,  would  not  purify  mid- 
dlings, nor  essentially  aid  in  so  doing,  he  interjected  into  his 
specifications  for  a  reissue  the  rejected  device  No.  37,321. 
The  testimony  sufficiently  explains  why,  from  his  experiment- 
ing at  Lagonda  and  in  the  first  Barnett  mill,  he  discarded 
the  *'cant"  ventilation,  independent  of  its  anticipation  by 
Coggswell  and  McKiernan.  The  devices  by  which  the 
improved  method  of  bolting  was  to  be  carried  on,  so  faV  as 
air  was  concerned,  looked  to  an  enforced  current  or  blast 
operating,  from  within  the  reels,  outward,  and  not  by  induced 
currents  operating  from  without,  through  the  screens,  inward 
or  upward,  as  in  flat  and"  vibrating  sieves. 

Whatever  construction  may  be  properly  put  on  the  words 
**  combined  operations  of  screening  and  blowing,*'  it  is 
obvious  that  the  original  invention  contemplated  a  blast  of  air 
from  within  the  reels,  whereby  its  force  should  be  directed 
not  only  through  the  meal,  as  it  was  whirled  around  inside 
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the  reels,  but  also  against  the  meshes  of  the  reels,  tending 
to  force  through  whatever  was  small  enough  to  pass.  If  the 
flour  dust  was  thus  forced  through  and  wafted  into  the  cupola, 
while  the  heavier  particles,  small  enough  to  pass,  fell  by 
their  greater  specific  gravity  into  the  conveyors,  the  extremely 
comminuted  particles  of  the  integuments  of  the  wheat-berry 
or  of  its  cell-walls,  would,  like  the  flour-dust,  pass  into  the 
cupola  by  force  of  the  blast,  there  to  be  arrested  and  brushed 
back  into  the  flour,  or  returned  through  the  tube  into  the 
reels,  to  be  again  and  again  whirled  in  and  out  in  a  continuous 
round. 

The  many  changes  made  by  Cochrane  and  Warder  and 
Barnett  after  the  original  patent  issued,  and  also  after  the 
reissued  patent  was  granted,  in  order  to  adjust  the  devices, 
referred  to  in  No.  37,317,  to  an  induced  current  or  suction, 
indicate  very  clearly  that  the  idea  or  thought  of  a  process  for 
purifying  middlings  in  an  **  intermediate  "  or  any  ether 
stage  of  the  manufacture,  by  the  combined  operations  of 
blowing  and  screening,  was  not  originally  in  the  mind  of  the 
inventor.  The  testimony  is  clear  that  when  the  Cochrane 
device  or  machine  was  rearranged  and  altered  so  as  to  work 
by  suction,  the  perforated  pipes  performed  no  function.  The 
manner  of  inducing  or  drawing  the  air  into  the  reel  chests  by 
suction,  and  the  operation  of  the  reel-screens  when  suction  was 
used,  were  the  reverse  of  combined  blowing  and  screening. 
It  cannot  be  fairly  said,  in  the  light  of  facts  and  circum- 
stances now  in  evidence,  that  those  reverse  modes  of  operat- 
ing were  substantially  the  same,  or  immaterial  changes  as 
to  form,  or  modes  of  accomplishing  what  the  patent  covered. 
Even  after  the  reissue  No.  5,841,  Cochrane  and  Warder  and 
Barnett  had  to  resort  to  important  changes  as  to  the  modes 
of  introducing  air  into  their  reel-chests.  They  abandoned  the 
device  of  a  cupola  with  screens  and  brushes  ;  introduced  prac- 
tically a  new  tube  and  valve ;  left  their  perforated  pipes 
functionless  ;  and  changed  blasts  into  suction  ;  or  enforced 
into  induced  currents.  In  brief,  the  essential  changes  in 
Cochrane's  devices,  as  described  in  No.  37,317,  which  he  was 
compelled  to  make  in  order  that  a  beneficial  result  might  fol- 
low, so  far  as  purifying  middlings  went,  demonstrated  that  a 


156  EASTERN  DISTRICT  OF  MISSOURI. 

American  Middlings  Purifier  Co.  v.  Atlantic  Milling  Co. 

process  for  purifying  middlings,  and  making  therefrom  a 
higher  grade  of  flour,  superior  to  superfine,  was  not  thought 
of  by  him  in  or  before  1863. 

But  where  can  there  be  detected  in  No.  37,317  a  suggestion, 
either  of  a  mode  of  purifying  middlings  by  the  combined 
operations  of  blowing  and  screening,  or  of  an  **  intermediate  " 
stage  therefor  between  the  production  of  superfine  flour  and 
the  regrinding  of  the  middlings  ?  Where  is  or  was  there  such 
an  '*  intermediate'*  stage?  It  is  contended  that  the  screen- 
ings by  the  first  reel  were  superfine  flour,  or,  if  not,  perhaps 
the  screenings  also  of  a  part  or  whole  of  the  second  reel  ; 
and,  consequently,  the  combined  operations  o£  blowing  and 
screening  in  the  third  reel  purified  the  middlings  at  that  stage 
which  was  intermediate  the  production  of  superfine  flour 
and  the  regrinding  of  the  middlings  ;  but  we  have  endeavored 
to  show  that  the  screenings  of  the  third  reel  were  flour  which 
could  be  mixed  with  the  flour  from  the  first  two  reels,  and 
that  the  patent  so  states.  If,  then,  by  meshes  of  increasing 
fineness  the  middlings  discharged  at  the  tail  of  the  third  reel 
were  less  free  from  impurities  than  they  would  be  if  coarser 
meshes  were  used,  the  process  of  purification  could  not  oc- 
cur by  the  use  of  that  reel,  nor  at  that  stage  of  the  operations. 
There  is  suggested  in  the  original  patent  neither  the  idea 
of  purifying  middlings  at  the  intermediate  stage  mentioned, 
nor  the  use  of  the  combined  operations  of  screening  and 
blowing  for  that  specific  purpose.  It  cannot  be  said  that  the 
mention  of  **  white  middlings  "  embodied  such  a  conception, 
so  that  the  reissue,  without  expansion,  could  cover  the  puri- 
fication of  middlings  in  the  manner  and  at  the  stage  claimed  ; 
for  the  term  **  white  middlings  "  was  well  known  to  the  art 
of  milling  long  before,  and  also  to  the  commercial  world. 
The  manner  in  which  white  middlings  are  referred  to  in  the 
patent  shows  that  the  term  was  used  as  one  well  known,  and 
not  as  a  new  or  special  product  of  any  superior  value. 

A  comparison  of  the  original  and  reissued  patents,  and  an 
examination  of  Cochrane's  contract  with  Warder  and  Bar- 
nett  in  i860,  also  of  the  correspondence  of  the  latter,  and  of 
the  testimony  concerning  low  and  high  grinding  in  con- 
nection with  Cochrane's  invention,  will  show  that  the  pur- 
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pose  was  as  stated,  viz.:  by  the  ordinary  process  of  milling, 
through  his  method  of  bolting,  to  increase  the  yield  of 
choice  flour.  He  soon  learned  that  higher  grinding,  or  what 
Professor  Horsford's  report  terms  **  half-high  milling"  was 
necessary  to  the  production  of  the  best  quality  of  flour,  or  of 
that  superior  grade  which  he  contracted  to  make.  Instead 
of  accomplishing  the  promised  result  by  low  grinding  from 
four  bushels  and  twelve  pounds  of  wheat,  higher  grinding 
was  soon  resorted  to,  requiring  five  bushels  and  twenty 
pounds  of  wheat  per  barrel.  He  complained  to  his  millers, 
it  is  said,  that  they  persisted  in  grinding  too  low,  although 
that  mode  of  ^grinding  was  necessary  to  make  the  required 
yield,  and  insisted  that  they  should  grind  higher.  It  was 
well  known  in  the  art  that  high  grinding  made  a  better  qual-* 
ity  but  less  quantity  of  good  flour,  but  Cochrane  thought  he 
could  increase  the  quantity  of  choice  flour  by  his  process. 
Warder  and  Barnett,  it  seems,  following,  it  may  be,  the  sug- 
gestion of  Cochrane,  began  the  use  of  high  grinding  at  an 
early  day,  and  stated  to  their  correspondents  that  certain  ship- 
ments made  were  from  grinding  **  high";  yet  in  one  of  their 
letters  they  then  boasted  that,  by  the  new  method,  even 
spring  wheat  could  not  be  ground  **  too  low  "  to  prevent  its 
being  **  cleared  up.*'  The  ordinary  process  of  milling,  in 
connection  with  which  Cochrane's  method  of  bolting  was  to 
be  employed,  must  have  been,  if  not  low  grinding,  certainly 
not  the  high  grinding  used  in  defendant's  mill,  for  the 
value  of  his  method  looked  to  the  greater  yield  of  choice 
flour. 

The  reissue  says:  "It  is  this  intermediate  treatment  (be- 
tween the  separation  of  the  superfine  flour  and  the  completion 
of  the  middlings  flour  by  regrinding  and  rebolting)  for  the 
separation  and  removal  of  the  pulverulent  impurities,  which 
distinguishes  my  improvement  in  the  art  from  all  before- 
known  modes  of  manufacture." 

In  the  original  patent  there  is  not  only  no  such  claim,  but 
nothing  is  said  about  the  removal  of  pulverulent  or  any  other 
impurities,  or  any  such  intermediate  treatment.  A  brief  use 
of  air  in  an  expanded  portion  of  one  reel,  at  Lagonda,  operat- 
ing as  a  separator,   was  soon    abandoned  in  the    course    of 
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very  early  experimenting  ;  and  hence  in  the  original  patent, 
no  use  of  air  in  the  separator  was  mentioned. 

The  proof  is,  that  in  the  modern,  or  present  mode,  of  puri- 
fying middlings,  the  purification  occurs  in  connection  with 
what  answers  to  Cochrane's  separator,  and,  in  that  connec- 
tion, a  current  of  air  is  now  employed,  while  Cochrane  did 
not  call  for  any  blast  of  air  at  that  stage  of  the  process,  and 
previous  to  regrinding.  His  plan,  or  process,  was  to  use 
blasts  of  air  in  connection  with  the  separator,  but  to  rely  on 
the  ordinary  process  of  screening  without  the  use  of  air 
blasts  or  currents.  The  reissue  attempts  to  expand  the 
original  invention  to  cover,  therefore,  in  connection  with  the 
separator,  what  he  did  not  originally  claim  or  suggest,  in 
order  that  he  might  appropriate  to  himself  what  had  been 
since  discovered  or  used  outside  of  his  invention. 

As  the  conclusion  is  reached  that  the  reissued  patent  is 
void,  it  is  unnecessary  to  consider  whether  the  process  claimed 
was  anticipated  in  any  of  the  various  publications,  or  by  any 
of  the  persons  or  processes  as  set  up  by  defendants.  The  ques- 
tion concerning  **  high  milling"  ;  the  French  and  economical 
processes  as  used  in  Europe  ;  the  connection  of  the  Cabanes 
and  other  patents  with  such  processes,  and  also  of  Gove's 
method  and  machine,  would,  if  fully  considered,  involve  a 
very  elaborate  investigation  of  details,  and  require,  for  a 
clear  presentation  of  their  analyses,  resort  to  numerous  draw- 
ings and  models. 

If  the  reissue  had  been  held  valid,  an  embarrassing  and  deli- 
cate question  would  have  arisen  concerning  the  alleged  in- 
fringement by  the  defendants.  In  the  case  of  Cochrane  v.  Dccner 
the  United  States  Supreme  Court  decided  that  tlie  Welsh 
patent  was  an  infringement  of  Cochrane's.  That  court  had 
before  it  not  only  the  process  patent  of  Cochrane,  but  also 
his  patents  for  machines  ;  and  to  wnat  extent  this  court,  under 
the  circumstances,  should  venture  to  enter  upon  the  subject 
anew  (if  an  investigation  as  to  that  point  were  needed),  might 
be  doubtful.  But,  if  an  appeal  is  taken,  that  court  will  have 
before  it,  in  this  suit,  the  large  amount  of  new  evidence  intro- 
duced, in  the  light  of  which  it  can  determine  for  itself, 
whether  it  will  review  its  former  opinion  or  not.     Were  it 
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necessary  for  a  decision  on  that  point  to  be  now  made,  and 
were  it  open  for  consideration,  we  might  possibly  reach  a 
different  conclusion. 

Rodney  Mason^  John  A,  Hunter^  and  C,  H,  Krum  for  the  com- 
plainant. 

George  Harding  and  F,  N.  Judson  for  the  defendants. 


William  H.  Cammeyer  et  al. 

vs. 

John  Newton  et  al.    In  Equity. 

Where,  in  a  suit  upon  the  original  patent,  the  court  fully  examined  the  de- 
scription of  the  invention  and  determined  that  no  infringement  had 
been  committed,  basing  its  decision  upon  what  was  contamed  in  the 
specification,  without  in  any  way  limiting  the  scope  of  the  language 
there  used  by  the  language  of  the  claims,  and  the  patent  was  afterwards 
surrendered  and  reissued  and  another  suit  brought  between  the  same 
parties  for  alleged  infringement  by  the  use  of  the  same  device  which  had 
been  adjudged  to  be  no  infringement  of  the  original  patent :  Held^  that 
if  the  reissued  patent  be  for  the  same  invention  as  that  described  in  the 
original  patent,  the  former  decision  is  conclusive  on  the  question  of 
infringement ;  while,  if  the  reissued  patent  be  for  a  different  invention 
from  that  described  in  the  original,  the  reissue  is,  void. 

The  reissued  patent  No.  6,249,  dated  January  26th,  1875,  for  improvement 
in  apparatus  for  removing  obstructions  under  water  (the  original  patent 
having  been  dated  July  2Sth,  186S,  No.  80,492),  held  void. 

(Before  Benedict,  J.,  Eastern  District  of  New  York,  March,  1879.) 

Benedict,  J. 

This  action  is  for  an  injunction  and  damages,  because  of 
an  alleged  infringement  by  the  defendants  of  a  patent  for  an 
improvement  in  apparatus  for  removing  obstructions  under 
water,  which  patent  is  reissue  No.  6,249,  dated  January  26th, 
1875,  original  patent  No.  80,492,  dated  July  28ih,  1868. 

A  similar  action  was  brought  by  these  same  complainants 
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against  these  defendants  upon  the  original  patent,  to  recover 
for  the  use  by  the  defendants  of  the  same  apparatus  which  is 
here  claimed  to  be  an  infringement,  in  which  suit  it  was 
determined,  first  by  the  Circuit  Court  for  the  Southern  Dis- 
trict of  New  York,*  and  then,  upon  appeal,  by  the  Supreme 
Court  of  the  United  States,f  that  the  use,  by  the  defendants, 
of  the  apparatus  in  question,  did  not  constitute  an  infringe- 
ment of  the  original  patent.  That  patent  has  been  surrender- 
ed, and  the  present  patent  issued,  under  which  it  is  supposed 
the  complainants  may  recover  against  the  defendants.  The 
contention  is  that  the  former  action  failed  because  the  original 
patent  did  not  claim  certain  parts  of  the  invention  described 
in  the  specification,  which  defect  has  been  remedied  by  the 
reissue.  But  the  opinions  delivered  in  the  former  case,  both 
at  the  Circuit,  and  by  the  Supreme  Court,  show  plainly  that 
the  plaintiffs'  action  was  not  rejected  because  the  claims  of  the 
original  patent  failed  to  cover  all  of  his  invention.  On  the 
contrary,  the  description  of  the  invention,  as  given  in  the 
specification  of  the  original  patent,  was  fully  examined  by  the 
court,  and  the  decision  was  based  upon  what  was  contained  in 
the  specification,  without  in  anyway  limiting  the  scope  of  the 
language  there  used  by  the  language  of  the  claims.  The 
character  and  scope  of  the  invention  described  in  the  original 
patent  is,  therefore,  to  be  treated  by  this  court  as  having 
been  finally  settled  by  the  decision  rendered  in  the  former 
case.  A  dismissal  of  this  action  is,  consequently,  inevitable, 
for,  if  the  reissued  patent  be  for  the  same  invention  described 
in  the  original  patent,  the  former  decision  that  the  defendant 
does  not  use  the  plaintiffs'  invention,  made  in  a  suit  between 
the  same  parties,  is  conclusive  of  that  question  ;  while,  on  the 
other  hand,  if  the  reissued  patent  be  for  a  different  invention 
from  that  described,  the  patent  sued  on  is  void. 

That  the  reissue  is  void  I  do  not  doubt.  By  the  decision 
in  the  former  case  it  was  determined  that  the  plaintiffs' 
invention  consisted  of  a  dam,  inclosure,  or  breakwater,  sus- 
pended, in  the  manner  described,  from  a  float.  The  language 
of  the  Supreme  Court  is  :  **  The  patentee  *  *  intends  to  be 
understood  that  such  a  suspension  of  the  dam,  in  the  manner 

*  Cammeyer  v,  Newton,  I  Bann.  &  Ard.,  294.  t  W-t  4  Otto,  225. 
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and  by  the  means  shown,  ts  a  necessary  element  of  the  claim.'* 
And  because  the  defendant  did  not  use  a  suspended  dam,  he 
was  held  not  to  infringe.  In  the  reissue,  however,  this 
essential  element  of  the  invention  will  be  found  to  have  been 
omitted.  The  reissue  describes  a  portable  and  adjustable 
dam,  constructed  in  telescopic  sections,  but  it  is  not  a  sus- 
pended dam.  Such  a  dam  plainly  differs  from  a  suspended 
dam,  and  so  the  Supreme  Court  decided  when  it  held  that 
the  defendants'  dam  did  not  infringe,  because  it  was  not  a 
suspended  dam.  The  dam  described  in  the  reissue  being, 
then,  different  in  an  essential  feature  from  the  dam  described 
in  the  original  patent,  the  first  claim  of  the  reissue,  being 
for  the  dam,  is  void.  The  same  is  true  of  all  the  other  claims 
for  combinations,  in  which  one  of  the  elements  is  a  dam, 
such  as  is  described  in  the  reissue. 

This  conclusion  disposes  of  all  the  claims  of  the  reissue,  ex- 
cept the  sixth  and  eleventh.  The  two  last-mentioned  claims 
are  similar  in  character.  The  sixth  claim  is  for  a  combina- 
tion, the  elements  of  which  are  a  floating  deck  supported  above 
the  water,  and  a  submerged  drill-frame  arranged  directly 
under  said  deck  or  under  an  opening  through  it,  substan- 
tially as  described.  The  eleventh  claim  is  for  a  combination 
consisting  of  three  elements  :  (i)  a  floating  deck  or  flooring, 
supported  above  the  water  ;  (2)  a  drill- frame  arranged  in  the 
lower  portion  of  the  stream  to  guide  the  drills  in  proximity 
to  the  rock  to  be  drilled  ;  and  (3)  a  drill-frame  placed  above 
the  said  lower  drill-frame,  all  being  arranged  in  the  same 
vertical  plane,  substantially  as  described. 

In  regard  to  any  right  of  action  against  the  defendant, 
based  upon  these  two  claims,  it  is  not  clear  that  this  court  can 
with  propriety  express  its  opinion,  inasmuch  as  the  language 
of  the  Supreme  Court  in  the  former  case,  when  considering  the 
manner  in  which  the  defendants  operate  their  drills,  is  broad 
enough  to  cover  the  combinations  described  in  the  sixth  and 
eleventh  claims  of  the  reissue,  although  such  combinations 
were  not  made  the  subject  of  any  claim  in  the  original  patent. 
But,  if  there  be  here  any  question  open  to  be  decided  by  this 
court,  no  different  results  can  be  reached.  The  description 
given  in  the  specification  of  the  original  patent  shows  drills 
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operated  in  combination  with  a  floating  deck^  and  not  other- 
wise.  The  defendant  uses  a  single  drill-frame  having  two 
guides,  but  constituting  a  single  drill-frame,  which  drill- 
frame  is  not  connected  with  or  operated  with  reference  to  any 
floating  deck.  It  cannot,  therefore,  be  held  that  the  defend- 
ant uses  either  of  the  combinations  which  form  the  subject  of 
the  sixth  and  eleventh  claims.  Furthermore,  not  only  did 
the  original  patent  omit  to  claim  the  combinations  which 
form  the  subject  of  the  sixth  and  eleventh  claims  of  the 
reissue,  but  the  language  of  the  specification  of  the  original 
patent  will  be  searched  in  vain  for  language  capable  of  sug- 
gesting the  idea  that  the  patentee  intended  to  claim,  or  sup- 
posed that  he  was  the  first  inventor  of,  the  combinations  that 
form  the  subject  of.  the  sixth  and  eleventh  claims  of  the 
reissue.  The  specification  of  the  original  speaks  of  drills  and 
of  a  floating  deck,  and  of  drills  operated  beneath  a  floating 
deck,  but  it  is  nowhere  suggested  that  the  use  of  drills  in  a 
drill-frame  beneath  and  in  connection  with  a  floating  deck, 
in  the  manner  described,  was  a  new  invention  of  the  patentee, 
nor  could  it  be  gathered,  from  anything  in  the  original  patent 
contained,  that  the  patentee  considered  such  a  construction 
to  be  his  own  invention,  or  even  contemplated  the  use  of  the 
drills  set  in  drill-frames,  as  described,  in  combination  with  a 
floating  deck,  to  accomplish  any  new  Or  useful  result.  Such 
being  the  case,  I  know  of  no  authority  which  will  sustain  a 
reissued  patent,  wherein,  for  the  first  time,  such  combina- 
tions appear  as  distinct  inventions,  adapted  to  produce  a 
new  and  useful  result  not  alluded  to  in  the  original  patent. 

These  conclusions  lead  to  a  dismissal  of  the  bill,  and  it  is 
dismissed,  with  costs  to  be  taxed, 

B.  E,  ValentinCy  for  the  complainants. 

'    A,  W,  Tenney  and  H,  E,  DavieSy  Jr.,  for  the  defendants. 
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Mary  A.  Robinson  et  al. 

vs. 
Reune  R,  Randolph.    In  Equity. 

Where,  upon  a  motion  for  a  preliminary  injunction,  the  defendant  alleged 
the  invalidity  of  the  patent  and  the  existence  of  facts  proving  the  same, 
which,  on  his  own  showing,  he  had  known  at  the  date  of  the  patent, 
and  during  the  pendency  of  another  suit  forlhe  infringement  thereof, 
in  which,  although  not  a  party  thereto,  he  had  taken  an  active  interest 
on  behalf  of  the  defendants,  but  had  remained  silent  as  to  such  facts, 
the  court  refused  to  withhold  the  injunction  in  this  suit  on  his  uncor- 
roborated affidavit — prima  facie  evidence  having  been  given  justifying 
the  injunction. 

(Before  Nixon,  J.,  District  of  New  Jersey,  March,  1879.) 

Nixon,  J. 

This  case  presents  some  unusual  and  perplexing  questions. 
The  complainants  ask  for  an  interlocutory  injunction,  pend- 
ing the  suit,  and  show  the  two  facts  ;  to  wit,  a  decree  estab- 
lishing the  validity  of  the  patent,  and  infringement  by  the 
defendant,  upon  proof  of  which  the  courts  ordinarily  grant 
the  application. 

The  defendant,  Randolph,  however,  comes  in  by  answer 
and  affidavits,  to  resist  the  motion,  and  sets  up  defences,  and 
alleges  the  existence  of  facts,  which,  if  true,  show  not  only 
that  the  injunction  ought  not  to  be  granted,  but  render  it 
certain  that  the  patent  is  void.  These  facts  are  not  new, 
and  have  not  recently  come  to  the  knowledge  of  the  defend- 
ant. He  knew  them  when  the  patent  was  granted,  and  at 
the  time  of  the  reissue,  and  during  the  pendency  of  the  suit 
against  Rankin  and  others,  in  which  the  validity  of  the  patent 
was  contested  and  established. 

The  bill  charges  that  he  took  an  active  part  in  that  contro- 
versy against  the  complainants  ;  that  he  sat  with  the  defend- 
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ants  and  their  counsel,  during  the  argument  on  the  final  hear- 
ing, and  that  after  a  decree  was  rendered  in  favor  of  the  com- 
plainants, and  upon  an  application  for  a  rehearing  on  account 
of  newly  discovered  evidence,  he  supplied  his  own  affidavit, 
disclosing  facts  in  aid  of  the  motion. 

The  defendant,  in  his  answer,  after  disclaiming  any  pecu- 
niary interest  in  that  controversy,  acknowledges  his  activity 
during  its  progress,  and  explains  it  bj''  the  statement,  that 
**  he  had  a  friendly  desire  to  see  the  defendants  prevail  in  re- 
sisting what  he  most  sincerely  believed  to  be  an  attempt  at 
blackmail  and  fraud  on  the  part  of  the  complainants.*' 

Here  is  an  extraordinary  statement  !  Holding  himself  out 
as  friendly  to  the  defence  ;  consorting  with  the  defendants 
during  the  progress  of  the  trial  ;  regarding  the  suit  as  an  at- 
tempt at  blackmail  and  fraud  ;  and,  having  within  his  breast, 
as  he  now  claims,  a  knowledge  of  facts  and  circumstances, 
which,  if  revealed,  would  defeat  it,  he  carefully  conceals  his 
knowledge,  allows  the  wrong  and  fraud  to  triumph  before 
his  face,  and  never  opens  his  lips  until  a  revelation  is  neces- 
sary to  exculpate  himself  from  the  charge  of  personal  in- 
fringement. 

It  is  not  uncharitable  or  harsh  to  the  defendant,  to  hold, 
that  persons  thus  acting,  ought  not  to  expect  the  court  to 
allow  their  testimony  to  impeach  a  decree,  the  truth  and  jus- 
tice of  which  they  have  by  implication  admitted  by  remain- 
ing silent,  when,  by  speaking,  they  could  have  prevented  it. 
They  are  not  ultimately  concluded  by  it,  but  prima  facie  it  is 
good  against  them,  and  it  requires  more  than  their  uncorrob- 
orated affidavit  to  invalidate  it.  There  is  no  corroboration 
of  the  defendant's  answer  in  the  present  case,  and  he  must  be 
temporarily  enjoined,  and  it  is  ordered  accordingly. 

S.  B,  Ransom^  for  the  complainants. 

Joseph  F.  Rafidolphy  for  the  defendant. 
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George  T.  Flint 

vs. 

Oliver  N.  Roberts  et  al.    In  Equity. 

Reissued  letters  patent  No.  7,254,  granted  to  George  T.  Flint,  as  assignee  of 
Orange  N.  Hart,  August  8th,  1876,  for  an  improvement  in  hot-air  fur- 
naces, Af/d  to  be  for  the  same  invention  as  that  described  in  the  original 
patent,  No  92,822.  granted  to  the  said  Hart  July  20th,  1869. 

The  invention  described  and  claimed  in  the  reissue  was  not  anticipated. 

The  defendants  infringe  by  using  the  invention  in  connection  with  an  im- 
provement patented  by  another. 

While  the  complainant  would  not  be  permitted  to  use  the  improvement  in 
connection  with  his  invention,  the  defendants  cannot  use  the  com- 
plainant's invention  in  connection  with  their  improvements. 

(Before  Nelson,  J.,  District  of  Minnesota,  March,  1879.) 

Nelson,  J. 

This  suit  is  brought  by  complainant,  to  recover  for  an 
alleged  infringement  by  the  defendants  of  patent,  reissue  No. 
7,254,  for  an  improvement  in  hot-air  furnaces. 

The  complainant  is  the  assignee.  The  patentee  in  his  spec- 
ifications of  the  original  patent.  No.  92,822,  describing  his 
invention  states,  tn^^r  alia^  that  it  **  consists  in  the  novel  con- 
struction and  arrangement  of  the  fire-box  and  smoke  flues 
whereby  I  obtain  a  large  radiating  surface,**  He  then  describes 
in  detail  *****  at  the  back  end  of  a  fire-box  A,  I  put  an 
escape  flue  W,  for  the  passage  of  the  flame  and  smoke.  This 
flue  increases  in  width  from  the  fire-box  upwards,  and  is  about 
twice  the  width  of  the  fire-box  at  its  widest  part.  At  the  cen- 
tre of  this  flue  I  place  a  V-shaped  diaphragm  L  to  divide  the 
ascending  flames. 

**  On  the  top  of  the  flue  W,  I  locate  a  rectangular  drum  C, 
open  at  its  lower  side  and  divided  at  its  middle  by  a  horizon- 


1 66  DISTRICT  OF  MINNESOTA. 

Flint  V.  Roberts. 

tal  partition  D.  On  top  of  the  front  end  of  the  fire-box  I 
place  another  rectangular  drum  E  *  *  *.  The  drums  C  and 
E,  I  connect  by  a  series  of  horizontal  flues  or  pipes  BB'  *  *  *. 
In  the  drum  C,  the  lower  flues  B  open  below  the  partition  D, 
and  the  upper  series  B'  above  the  partition." 

In  describing  the  operation  of  the  furnace,  the  specifications 
state,  *****  the  flame  and  smoke  pass  along  to  the  back 
of  the  fire-box  and  up  through  flue  W  (being  divided  or 
spread  in  their  ascent  by  the  diaphragm  L),  into  the  lower 
portion  of  the  drum  C,  where  they  are  stopped  by  partition  D, 
and  caused  to  pass  back  through  flues  B  to  the  drum  E,  and 
from  thence  along  through  the  flues  B'  to  the  upper  portion 
of  drum  C,  and  into  the  smoke  stack  *  *  *." 

The  following  claim  is  made  : 

**  No.  2.  The  combination  of  the  furnace  or  fire-chamber, 
constructed  as  herein  described  with  the  air  heating  devices 
consisting  of  the  drums  C  E,  flues  B  and  B'  with  the  station- 
ary diaphragm  D  and  deflector  L  all  constructed  and  arranged 
substantially  as  described." 

In  the  reissue  he  claims  : 

**  I.  The  combination  of  the  drums  C  E  B  and  B'  having 
division  partition  D"  (diaphragm),  **  and  constructed  and 
arranged  as  described  with  the  fire-chamber  of  a  furnace  or 
heater  substantially  in  the  manner  and  for  the  purposes  set 
forth." 

"3.  In  combination  with  a  drum  and  furnace  substantially 
as  described,  the  deflector  L  arranged  in  the  exit  flue  W  as 
and  for  the  purposes  set  forth." 

The  third  claim  in  the  reissue  is  the  second  claim  in  the 
original  patent,  and  contains  the  deflector  L,  which  in  the 
specifications  is  stated  to  be  used  for  the  purpose  of  dividing 
flames.  It  is  manifest  this  deflector  is  only  necessary  when 
the  drum  of  the  radiator  over  the  flue  is  wider  than  the  fire- 
box and  flue.  The  radiator  is  an  entire  and  distinct  device, 
and  the  patentee  on  a  reissue  is  entitled  to  add  a  claim  for 
the  drums  forming  the  radiator  in  combination  with  the  fire- 
box. It  is  fully  warranted  by  the  description  in  the  specifi- 
cations and  drawings,  and,  being  his  original  invention,  can  be 
claimed  in  the  reissue.     3  Fish.,  181,  218  ;  17  Howard,  83  ;  4 
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Fish.,  163.  It  is  a  device  capable  of  being  placed  on  or  taken 
off  of  any  fire-box  of  its  length,  having  an  escape  flue  for  the 
flames  equal  to  the  opening  of  the  rectangular  drum  C  at  its 
lower  side.  The  reissue,  therefore,  in  my  opinion,  is  for 
the  same  invention  as  the  original,  and  valid. 

There  has  been  no  anticipation  of  Hart's  improvement  in 
furnaces.  The  locomotive  tubular  boilers  are  of  an  entirely 
different  structure,  and  have  no  resemblance  to  the  radiator 
used  by  Hart.  The  fact  that  they  have  tubes,  surrounded  by 
water,  through  which  the  products  of  combustion  pass  for  the 
purpose  of  generating  steam,  does  not  affect  the  validity  of 
this  patent. 

The  date  of  Hart's  invention  is  October  5th,  1867.  This  is 
established  by  the  evidence,  so  that  the  Bartlett  patent  is  the 
only  exhibit  of  the  defendants  which  is  prior  in  date.  All 
other  exhibits  set  up  to  anticipate  the  invention  are  out  of 
the  case.  The  defendants  have  taken  no  testimony  in  respect 
to  this  exhibit,  but  from  the  evidence  of  Dean,  an  examiner, 
at  one  time,  in  the  Patent  Office,  and  complainant's  witness, 
there  is  nothing  in  this  patent  to  sustain  the  position  of  the 
defendants. 

An  examination  of  the  two  models,  and  the  specifications, 
and  the  description  of  the  operation  of  the  two  machines,  shoyv 
that  the  defendants  use  the  Hart  invention  in  connection  with 
the  Henderson  improvement.  The  most  careless  observer 
could  not  fail  to  detect  this.  The  front  part  of  the  Henderson 
radiator  is  a  formal  alteration  of  Hart's.  He  makes  the  head 
drum  over  the  flue  of  the  furnace,  narrower  at  the  base,  so  as 
to  bring  the  lower  row  of  the  series  of  pipes  or  tubes  on  a  line 
with  the  products  of  combustion  as  they  pass  up  into  the 
drum.  This  construction  performs  substantially  the  same 
functicyi  as  the  deflector  L,  and  enables  the  lower  tubes  to 
take  a  portion  of  the  flame  and  smoke  passing  up. 

Henderson,  however,  has  added  a  rear  extension  of  tubes 
and  an  extra  drum  at  the  end,  almost,  if  not  quite,  a  duplicate 
of  Hart's,  so  that  he  divides  the  ascending  flames  from  the 
fire-box,  passing  a  portion  of  the  products  of  combustion 
through  his  extension,  which  reunites  with  the  portion  pass- 
ing through  the  front  tubes  at  the  smoke-pipe  or  chimney. 


1 68  DISTRICT  OF  MINNESOTA. 

Flint  V.  Roberts. 

He  increases  the  radiating  surface  to  twice  the  length  of  the 
same  length  of  stove  used  by  Hart.  And  it  is  claimed  that, 
by  dividing  the  currents  of  flame,  they  being  forced  lo  unite 
again  from  opposite  directions,  the  heat  is  increased,  and  the 
soot  will  be  consumed,  and  thus  prevent  the  clogging  of  the 
tubes  and  filling  up  of  the  chimney. 

Whether  this  is  true  or  not  it  is  unnecessary  to  determine, 
but  upon  the  testimony  of  the  expert,  and  an  examination  of 
the  Henderson  patent,  I  am  of  the  opinion  that  he  has  taken 
the  invention  belonging  to  the  complainant,  and  has  thus  in- 
fringed his  patent,  20  Howard,  405  :  2  Clifford,  391.  While 
the  complainant  would  not  be  permitted  to  use  the  Hender- 
son improvement  in  connection  with  his  radiator,  it  is  also 
evident  that  the  defendants  cannot  use  the  Hart  radiator  in 
connection  with  their  extension,  which  they  now  do. 

Decree  will  be  entered  in  favor  of  the  complainant,  and  a 
reference  to  the  clerk,  as  master,  to  ascertain  damages. 

IVest  6r>  Bond,  for  the  complainant. 
fV.  B.  PhelpSy  for  the  defendants. 
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Benjamin  F.  Green 

vs. 

Phineas  French. 


Same 

vs. 

William  L.  Smalley, 


Same 

vs. 

Daniel  .G.  Van  Winkle. 


Same 

vs. 

William  E.  Gardiner.     In  Equity. 

The  question  of  laches,  as  bearing  upon  an  appltcation  for  a  preliminary 
injunction,  discussed. 

Whether  acquiescence  can  be  inferred  from  failure  to  bring  suit  against  de- 
fendant, during  the  pendency  of  other  suits,  against  other  parties,  to  de- 
termine  the  patentee's  rights  under  the  patent,  considered. 

Where  the  validity  of  the  complainant's  patent  has  been  established  by  pro- 
tracted and  expensive  litigation,  and  the  proof  of  the  infringement  is 
clear,  the  court  has  no  discretion,  but  is  bound  to  grant  a  preliminary 
injunction.  Gibson  v.  Van  Dresar,  1  Blatchf.  C.  C.  R.,  532,  cited  and 
followed. 

(Before  Nixon,  J.,  District  of  New  Jersey,  March,  1879.) 
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NlXON,  J. 

This  is  an  application  for  a  preliminary  injunction.  The 
validity  of  the  complainant's  patent  has  been  established  by 
two  adjudications — one  in  the  Second  Circuit,  in  the  strongly 
contested  case  of  Andrews  et  aL  v.  Carman^  13  Blatchf. 
C.  C.  R.,  307,  before  Judge  Benedict,  and  the  other  in  the 
Eighth  Circuit,  in  Afuirews  et  aL  v.  Wright^  before  Judges 
Dillon  and  Nelsbn,  the  case  not  yet  reported.* 

The  answering  affidavits  of  the  defendants  in  this  case  sub- 
stantially admit  the  infringements,  in  fact,  although  they  deny 
it  in  words,  and  the  only  question  is,  whether  there  has  been 
such  an  acquiescence  of  the  complainant  in  the  use  of  these 
wells  by  the  defendants  as  to  make  it  proper  for  the  court  to 
deny  an  interlocutory  injunction.  The  general  principle  of 
equity  jurisprudence  which  underlies  applications  of  this  sort 
is,  that  the  court  will  not  lend  its  help,  by  w^ay  of  preliminary 
injunction,  in  those  cases  where  it  appears  that  the  complain- 
ant has  acquiesced  in  the  infringement  and  unreasonably 
delayed  suit  against  the  infringers.  When  patentees  sleep 
over  their  rights,  without  an  excuse,  they  must  not  rely  upon 
the  extraordinary  aid  of  the  court  when  they  awake  from 
their  slumbers,  but  must  be  satisfied  with  such  relief  as  may 
be  afforded  by  the  ordinary  course  of  practice,  after  final 
hearing. 

The  reissue  on  which  this  action  is  based  w'as  granted  May 
9th,  1 87 1.  Within  one  year  from  that  date  the  owners  of  the 
patent  began  a  suit  against  an. alleged  infringer  in  the  eastern 
district  of  New  York,  which  grew  into  such  large  proportions 
that  three  weeks  were  allowed  and  taken  in  the  final  argu- 
ment, and  which  resulted,  in  1876,  in  a  decree  sustaining  the 
validity  of  the  patent.  The  complainant  explained  his  delay 
in  the  present  case  by  showing  that  the  suU  above  referred  to 
was  regarded  by  himself  and  many  others  as  a  test  case,  and 
that  he  had  not  the  pecuniary  means  to  prosecute  all  in- 
fringers, nor  was  he  disposed  to  promote  litigation  by  a  mul- 
tiplicity of  suits,  until  the  vital  questions  raised  by  the  plead- 
ings and  evidence  in  that  case  were  settled  by  the  decision  of  a 
competent  tribunal. 

*  Now  reported,  3  Bann.  &  Ard.,  329. 
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A  delay  in  bringing  actions  against  infringers,  when  satis- 
factorily accounted  for,  is  not  to  be  treated  as  laches.  It 
would  be  a  great  hardship  to  require  patentees,  who  are 
generally  poor,  to  institute  legal  proceedings  as  soon  as  an 
infringement  was  ascertained  or  lose  the  right  to  the  protec- 
tion which  an  interlocutory  injunction  affords.  Judges 
Nelson  and  Betts,  in  Van  Hook  v.  Pendleton^  i  Blatchf. 
C.  C.  R.,  193,  held  that  the  owner  of  a  patent  was  not  to 
be  charged  with  acquiescence  in  an  infringement  because 
he  withheld  suit  during  the  pendency  of  other  suits  to  de- 
termine his  rights  under  the  patent.  They  say  :  **  It  is 
contended  *  *  that  an  injunction  ought  not  to  be  granted,  on 
the  ground  that  the  plaintiff  has  acquiesced  in  the  use  of 
this  machine  by  the  defendants  ;  that  he  has  known  of  its  use 
and  has  not  interfered  to  prevent  it.  We  do  not  think  this 
objection  can  prevail.  It  does  not  satisfactorily  appear  that 
the  plaintiff  knew  how  the  defendants'  machine  was  con- 
structed, or  how  far  it  infringed  upon  his  ;  and,  if  he  did  know, 
we  do  not  hold  that  he  forfeited  his  right  to  protection 
by  injunction  against  the  infringement,  because  he  did  not 
apply  sooner.  He  brought  other  suits,  one  against  one  of 
these  defendants,  to  vindicate  his  rights  ;  and  he  is  not  to  be 
charged  with  acquiescence  because  he  proceeded  first  against 
that  which  was  a  more  palpable  and  obvious  violation  of  his 
right,  or  because  he  had  not  brought  suit  against  all  the 
machines  which  infringe  upon  it/* 

It  may  be  further  observed  that  the  affidavits  of  the  de- 
fendant do  not  disclose  the  fact  that  the  complainant  has 
had  any  knowledge  of  the  existence  of  the  defendants*  driven 
wells.  They  allege,  generally,  that  for  several  years  he  has  had 
personal  information  and  knowledge  that  various  parties  were 
engaged  in  the  business  or  occupation  of  sinking  driven  wells 
in  North  Plainfield,  in  the  county  of  Somerset,  and  that  not 
until  within  the  past  few  weeks  has  he  taken  any  proceedings 
to  restrain  any  of  said  parties  from  the  sinking  of  such  wells. 

The  complainant,  on  the  other  hand,  says,  that  there  has 
been  no  acquiescence  on  his  part  except  what  may  be  implied 
from  his  not  bringing  suits  against  known  infringers  ;  that 
he  has*  warned  and  cautioned  all  of   whom   he   has   heard 
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against  the  consequences  of  infringement,  and  demanded  the 
payment  of  the  established  royalties,  before  he  commenced 
prosecutions  ;  that  in  some  cases  the  parties  have  agreed  to 
pay  the  royalties,  and  have  thus  saved  to  the  complainant, 
and  to  themselves,  the  expenses  of  litigation,  while,  in 
other  cases  the  right  of  the  complainant  has  been,  at  first, 
recognized  and  payment  promised,  and  afterward  refused. 

The  case  falls  within  the  principle  announced  by  Judge 
Nelson  as  governing  the  court  in  the  second  circuit  in  Gibson 
V.  Van  Dresar^  i  Blatchf.  C.  C.  R.,  532,  to  wit ;  that  the 
court  has  no  discretion,  but  is  bound  to  grant  a  preliminary 
injunction  where  the  validity  of  the  complainant's  patent  has 
been  established  by  protracted  and  expensive  litigation,  and 
the  proof  of  infringement  is  clear. 

An  injunction  is  ordered  in  the  above  stated  case,  and  also 
in  the  several  suits  pending  against  William  L.  Smalley, 
Daniel  G.  Van  Winkle,  and  William  E.  Gardiner,  until  final 
hearing,  or  further  order  of  the  court. 

Joseph  C,  Clayton  and  A.  Q.  Keasbey^  for  the  complainant. 

Van  Winkle  <5r*  Maxon^  for  the  defendants. 
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The  United  Nickel  Company 

vs. 
The  Manhattan  Brass  Company  et  al. 


Same 


vs. 
Wm.  H.  Jackson  et  al.    In  Equity.* 

The  decision  in  United  Nickel  Co.  v.  Harris,  15  Blatchf.  C.  C.  R.,  319, 
sustaining  the  validity  of  the  letters  patent  granted  to  Isaac  Adams,  Jr., 
August  3d,  1869,  for  an  "  improvement  in  the  electro-deposition  of 
niclcel,"  reviewed  and  con6rmed. 

The  said  patent  is  infringed,  although  the  salts  of  potash  and  soda  are  in- 
troduced into  the  solution,  provided  the  solution  is  not  so  used  as  to 
liberate  free  potash  or  free  soda. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  March,  1879.) 

Blatchford,  J. 

It  is  set  forth,  in  the  moving  af¥idavits,  that  the  defendants 
in  these  suits  united  with  various  other  nickel  platers,  in  the 
defence  of  the  suit  brought  by  the  plaintiffs,  in  this  court, 
against  Harris  and  Weston,  15  Blatchf.  C.  C.  R.,  319,  and 
contributed  to  the  expenses,  and  have,  in  these  suits,  em- 
ployed the  same  counsel,  and  made  substantially  the  same 
defences  and  answers,  as  in  said  suit  against  Harris  and 
Weston.     There  is  no  denial  of  these  allegations. 

It  is  also  set  forth,  in  the  moving  affidavits,  that  the  step 
nickel  plated  by  the  defendants  in  the  first  suit,  and  the 
grate  crown  nickel  plated  by  the  defendants  in  the  second 
suit,  are  plated  each  with  a  coherent,  compact  and  tenacious 

♦  l6  Blatchf.  C.  C  R.,  68. 
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coating  of  nickel  ;  that  said  step  and  said  grate  crown  have 
each  been  plated  by  a  process  described  in  the  Adams  patent 
of  August  3d,  1869,  and  could  have  been  plated  by  no  other 
process  ;  and  that  no  practical  nickel  plating  can  be  done, 
unless  the  process  described  in  said  patent  is  followed,  or 
some  material  or  substantial  part  thereof.  Professor  Chand- 
ler sets  forth,  that  he  has  examined  said  step  and  said  grate 
crown  ;  that,  in  his  opinion,  the  coating  on  each  of  them  is  a 
coating  of  compact,  coherent,  tenacious  and  flexible  nickel, 
of  sufficient  thickness  to  protect  the  metal  on  which  the  de- 
posit is  made  from  the  action  of  corrosive  agents  with  which 
said  articles  may  be  brought  in  contact  ;  that,  without  know- 
ing exactly  the  composition  of  the  solution  in  which  each 
article  has  been  nickel  plated,  he  is  very  confident  that  it  has 
been  nickel  plated  in  a  solution  which,  in  use,  is  free  from 
the  presence  of  potash,  soda,  alumina,  lime  or  nitric  acid,  or 
from  any  acid  or  alkaline  reaction  ;  and,  that  the  solution 
was  a  double  sulphate  of  nickel  and  ammonia,  or  a  double 
chloride  of  nickel  and  ammonium,  or  a  mixture  of  the  two, 
that  is,  the  solution  which  was  used  by  the  defendants  in  said 
suit  against  Harris  and  Weston.  Professor  Morton  makes  an 
affidavit  to  the  same  effect.  These  affidavits  are  not  contra- 
dicted. If  the  articles  in  question  were  not  nickel  plated  in  a 
solution  and  by  a  process  such  as  stated,  the  defendants, 
knowing  the  facts,  and  having  the  means  of  stating  them, 
have  not  set  forth  to  the  contrary,  or  by  what  solution  or 
process  the  articles  were  plated. 

The  step  and  the  grate  crown  were  so  nickel  plated  in  Jan- 
uary, 1878.  The  defendants  produce  affidavits  to  show,  that, 
in  November,  1878,  they  each  used,  in  nickel-plating,  a  solu- 
tion which  did  not  contain  any  ammonia,  or  any  of  the  com- 
pounds of  ammonia,  and  was  not  a  solution  of  the  double 
sulphate  of  nickel  and  ammonia,  or  a  solution  of  the  double 
chloride  of  nickel  and  ammonium,  and  was  not  a  mixture  of 
said  two  solutions,  and  was  not  the  same  solution  as,  nor  a 
similar  solution  to,  the  solution  which  was  decided,  in  the  suit 
against  Harris  and  Weston,  to  be  an  infringement  of  the  said 
Adams  patent,  and  is  not  an  infringement  on  said  patent. 
The  affidavits  swear  to  the  above  conclusions  and  deductions, 
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in  the  above  language,  'jut  nowhere  set  forth  what  was  the 
chemical  composition  of  the  solutions  of  November,  1878, 
although  it  is  set  forth  that  analyses  of  them  were  made  on 
which  such  conclusions  and  deductions  are  based.  The 
nickel  plating  done  by  said  solutions  of  November,  1878,  is 
set  forth,  in  one  case,  to  have  been  **  a  perfectly  uniform,  co- 
herent and  beautifully  colored  coating  of  nickel,"  and  *' a 
tenacious,  coherent  and  flexible  coating  of  nickel,  amply  suffi- 
cient in  thickness  to  protect  the  surfaces**  of  the  objects 
which  were  nickel  plated  in  it,  **  from  exposure  to  the  air," 
and,  in  the  other  case,  to  ha"e  been  **  a  coating  of  compact, 
coherent,  tenacious  and  flexible  nickel,"  and  '*  a  perfectly 
uniform,  coherent  and  beautifully  colored  coating  of  nickel." 
It  is  not  shown,  by  the  defendants,  that  the  step  or  the  grate 
crown  complained  of  was  plated  in  a  solution  made  like  that 
of  November,  1878.  We  are  not  trying,  in  these  cases,  the 
solutions  of  November,  1878,  or  the  articles  plated  in  them, 
nor  have  the  plaintiffs  had  any  opportunity  to  produce  evi- 
dence as  to  such  solutions  or  articles.  We  are  concerned  now 
only  with  the  step  and  the  grate  crown,  and  the  solutions  and 
processes  by  which  they  were  plated. 

The  opposition  to  the  motions  for  injunctions  in  these  cases 
is  based  upon  the  affidavits  of  four  chemical  experts,  Profes- 
sor Seeley,  Mr.  Weston,  Professor  Doremus  and  I>r.  Antisell. 
Professor  Seeley  was  an  expert  for  the  defendants  in  the  suit 
against  Harris  and  Weston.  Mr.  Weston  was  one  of  the  de- 
fendants, and  also  a  witness,  in  that  suit,  and  the  other  two 
gentlemen  were  not  witnesses  in  that  suit.  The  object  of 
these  affidavits  is  to  establish  that  this  court  reached  an 
erroneous  conclusion  in  the  suit  against  Harris  and  Weston, 
and  that  it  ought  now  to  reverse  that  conclusion.  I  have 
read  these  affidavits  with  care,  and  have  re-examined  the  tes- 
timony in  the  suit  against  Harris  and  Weston,  and  have  con- 
sidered with  attention  the  argument  of  the  eminent  counsel 
for  the  defendants,  both  as  orally  delivered  and  since  in  print, 
and  am  unable  to  see  that  anything  now  advanced  was  not 
presented  in  evidence  and  argument  in  the  suit  against  Harris 
and  Weston,  or  that  the  judgment  rendered  in  that  case  did 
not  advert  to  all  the  points  now  urged  for  the  defence. 
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coating  of  nickel  ;  that  said  step  and  said  grate  crown  have 
each  been  plated  by  a  process  described  in  the  Adams  patent 
of  August  3d,  1869,  and  could  have  been  plated  by  no  other 
process  ;  and  that  no  practical  nickel  plating  can  be  done, 
unless  the  process  described  in  said  patent  is  followed,  or 
some  material  or  substantial  part  thereof.  Professor  Chand- 
ler sets  forth,  that  he  has  examined  said  step  and  said  grate 
crown  ;  that,  in  his  opinion,  the  coating  on  each  of  them  is  a 
coating  of  compact,  coherent,  tenacious  and  flexible  nickel, 
of  sufficient  thickness  to  protect  the  metal  on  which  the  de- 
posit is  made  from  the  action  of  corrosive  agents  with  which 
said  articles  may  be  brought  in  contact  ;  that,  without  know- 
ing exactly  the  composition  of  the  solution  in  which  each 
article  has  been  nickel  plated,  he  is  very  confident  that  it  has 
been  nickel  plated  in  a  solution  which,  in  use,  is  free  from 
the  presence  of  potash,  soda,  alumina,  lime  or  nitric  acid,  or 
from  any  acid  or  alkaline  reaction  ;  and,  that  the  solution 
was  a  double  sulphate  of  nickel  and  ammonia,  or  a  double 
chloride  of  nickel  and  ammonium,  or  a  mixture  of  the  two, 
that  is,  the  solution  which  was  used  by  the  defendants  in  said 
suit  against  Harris  and  Weston.  Professor  Morton  makes  an 
affidavit  to  the  same  effect.  These  affidavits  are  not  contra- 
dicted. If  the  articles  in  question  were  not  nickel  plated  in  a 
solution  and  by  a  process  such  as  stated,  the  defendants, 
knowing  the  facts,  and  having  the  means  of  stating  them, 
have  not  set  forth  to  the  contrary,  or  by  what  solution  or 
process  the  articles  were  plated. 

The  step  and  the  grate  crown  were  so  nickel  plated  in  Jan- 
uary, 1878.  The  defendants  produce  affidavits  to  show,  that, 
in  November,  1878,  they  each  used,  in  nickel-plating,  a  solu- 
tion which  did  not  contain  any  ammonia,  or  any  of  the  com- 
pounds  of  ammonia,  and  was  not  a  solution  of  the  double 
sulphate  of  nickel  and  ammonia,  or  a  solution  of  the  double 
chloride  of  nickel  and  ammonium,  and  was  not  a  mixture  of 
said  two  solutions,  and  was  not  the  same  solution  as,  nor  a 
similar  solution  to,  the  solution  which  was  decided,  in  the  suit 
against  Harris  and  Weston,  to  be  an  infringement  of  the  said 
Adams  patent,  and  is  not  an  infringement  on  said  patent. 
The  affidavits  swear  to  the  above  conclusions  an<        '      '  ns. 
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Professor  Seeley  testifies,  that  he  has  served  as  expert  on 
the  part  of  the  defence  in  seven  suits  brought  by  the  United 
Nickel  Company  on  the  Adams  patent  of  1869  ;  that  the  de- 
fence in  the  suit  against  Harris  and  Weston  was  intended  to 
be  complete  and  exhaustive  ;  that  every  theory  of  the  con- 
struction of  the  first  claim  of  the  patent,  which  had  any  color 
or  plausibility,  was  carefully  scrutinized  and  tested  ;  that  the 
relation  of  caustic  potash,  &c.,  to  the  solution,  and  the  theory 
of  Professor  Babcock,  came  under  an  investigation  which  em- 
ployed the  best  resources  of  practical  experiments  and  sci- 
entific knowledge  on  the  part  of  the  defence  ;  and  that  the 
conclusion  arrived  at  was,  that  the  first  claim  of  the  patent 
could  not  be  interpreted  to  mean  or  imply  that  the  substances 
therein  named  were  in  a  free  or  caustic  state.  Professor  See- 
ley states  Professor  Babcock's  theory  to  be,  not  only  that  the 
words,  potash,  &c.,  of  the  first  claim  are  used  to  indicate 
those  substances  in  a  free  or  caustic  state,  but  that  those  sub- 
stances are  eliminated,  developed  or  produced  in  the  solution 
during  the  operation  of  electro-deposition  ;  and  that  such 
theory  considers  the  salts  of  potash  per  se  not  injurious,  but 
that  being  in  the  plating  solution  when  they  are  under  the 
influence  of  the  electric  current,  their  bases  are  set  free,  and 
such  bases  are  then  present  and  become  actively  injurious. 
In  opposition  to  such  theory,  Professor  Seeley  states,  that 
free  or  caustic  potash  and  soda  cannot  possibly,  in  any  cir- 
cumstances whatever,  for  a  moment  exist  in  a  solution  either 
of  salts  of  ammonia  or  salts  of  nickel,  or  in  a  solution  of  the 
double  salts  mentioned  in  the  claim  of  the  patent ;  and  that 
potash  and  soda,  in  contact  with  the  solution  of  the  double 
salts,  instantly  and  completely  go  out  of  existence  as  caustic 
potash  and  caustic  soda. 

Dr.  Antisell  states,  that  no  injurious  consequences  arise 
from  any  possible  presence  of  basic  elements,  such  as  potash, 
soda,  &c.,  since  those  elements,  if  so  produced,  can  exist 
but  for  a  moment,  and  are  at  once  converted  into  sulphates 
of  those  alaklies,  by  robbing  the  sulphate  of  ammonia  of  its 
acid. 

Professor  Doremus  states,  that  free,  basic  or  caustic  potash, 
soda  or  lime,  when  introduced  into  a  solution  of  the  double 
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sulphate  of  nickel  and  ammonia,  or  when  produced  at  the 
negative  pole  by  the  electric  current,  will  instantly  combine 
with  the  sulphuric  acid,  and  form  therewith  sulphates  of  pot- 
ash, soda  or  lime  ;  and  that  the  same  is  true  in  regard  to 
those  substances  and  a  solution  of  the  double  chloride  of 
nickel  and  ammonium,  chlorides  of  potassium,  sodium  or  cal- 
cium being  instantly  formed. 

Mr.  Weston's  affidavit  is  to  the  same  effect  as  the  affidavits 
of  the  other  three  gentlemen. 

The  gist  of  the  argument  on  the  part  of  the  defence,  based 
on  these  affidavits,  is,  that,  if  the  first  claim  of  the  patent  is 
for  the  exclusion  of  sulphates  and  chlorides,  it  has  not  been 
infringed,  because  the  sulphate  of  potash  and  the  chloride  of 
soda  are  freely  introduced  into  the  solution  used  by  the  de- 
fendants ;  and  that,  if  such  claim  is  for  the  exclusion  of  free 
or  basic  or  caustic  potash  or  soda,  it  is  a  claim  to  the  exclu- 
sion of  what  cannot,  under  the  laws  of  chemistry,  exist  in  the 
solution.  But,  the  views  urged  in  the  affidavits  of  the  ex- 
perts for  the  defendants,  and  in  the  argument  of  their  coun- 
sel, do  not  meet  the  case  as  established  by  the  evidence  taken 
in  the  suit  against  Harris  and  Weston.  That  case  is  this  : 
The  salts  of  potash  and  soda,  in  the  solution,  are  harmless, 
under  certain  conditions.  Under  certain  other  conditions 
they  are  injurious.  If  the  concentration  of  the  solution,  its 
resistance,  the  strength  of  the  current,  and,  perhaps,  other 
matters,  are  not  carefully  adapted  to  the  presence  of  such 
salts,  the  effect  of  the  current  will  be  to  decompose  those  salts 
and  liberate,  for  the  moment,  the  potash  or  the  soda.  Pot- 
ash, when  so  produced  or  liberated  in  the  solution,  causes  a 
precipitation  of  the  oxide  of  nickel,  which  attaches  itself  to 
the  article  that  is  being  plated,  and  affects  the  adhesion  and 
character  of  the  nickel  deposit,  and  also  its  color.  The  same 
thing  is  true  of  soda  and  its  salt.  The  patentee,  in  his  specifi- 
cation, sets  forth,  with  great  distinctness,  that  potash  and 
soda  are  injurious,  and  will  prevent  the  result  of  obtaining  a 
coating  of  compact,  tenacious,  flexible  nickel,  of  adequate 
thickness.  The  precipitation  of  the  oxide  of  nickel  is  injuri- 
ous, and  prevents  such  result.  The  production  of  potash  or 
soda  in  the  solution,  in  such  wise  as  to  cause  the  precipitation 
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of  the  oxide  of  nickel,  leads  to  such  injurious  effect.  Potash 
or  soda  may  be  produced  in  the  solution,  if  the  salts  of  potash 
or  soda  are  introduced  into  the  solution,  unless  such  care  is 
taken  as  to  the  surrounding  conditions,  that  such  salts  are  not 
decomposed.  The  patentee  points  out  the  fact,  that  the 
solution  must  be  so  used  as  to  be  free  from  the  presence  of 
potash  or  soda.  The  salts  of  potash  and  soda  are  not  potash 
and  soda,  and,  unless  decomposed,  so  as  to  liberate  potash 
and  soda,  produce  no  injurious  effect.  When  it  is  shown  that 
the  liberation  and  consequent  presence,  but  for  a  minute 
space  of  time,  of  potash  and  soda,  but  sufficiently  long  to 
produce  a  precipitation  of  the  oxide  of  nickel,  result  from  the 
decomposition  of  the  salts  of  potash  and  soda,  and  produce 
the  injurious  consequence  referred  to,  and  when  it  is  also 
shown  that  those  salts,  though  present,  produce  no  such  in- 
jury, if  not  decomposed,  it  requires  very  strong  evidence  to 
arrive  at  the  conclusion  that  the  patentee,  in  saying  that  the 
solution  must  be  so  used  as  to  be  free  from  the  presence  of 
potash  or  soaa,  meant  that  it  must  be  so  used  as  to  be  free 
from  the  substances  that  are  not  injurious  and  not  free  from 
the  substances  that  are  injurious.  Yet  that  is  what  the  court 
is  asked  to  say.  The  evidence,  instead  of  being  to  that 
effect,  is  decidedly  the  other  way.  The  language  and  proper 
interpretation  of  the  specification  were  fully  considered  in  the 
decision  rendered  in  the  case  against  Harris  and  Weston,  and 
nothing  has  been  presented  to  cause  any  change  in  the  views 
there  expressed.  On  the  contrary,  the  case  on  the  part  of  the 
plaintiffs  is  fortified  by  the  affidavits  of  Professor  Henry  Mor- 
ton and  Professor  Charles  F.  Chandler,  chemists  of  emi- 
nence, who  were  not  witnesses  in  the  suit  against  Harris  and 
Weston.  Professor  Morton  says  :  **  I  have  examined  into  the 
state  of  the  art  of  nickel  plating  prior  to  August,  1869,  at 
which  time  certain  letters  patent  were  granted  to  Isaac 
Adams,  Junior,  for  improvements  in  electro-deposition  of 
nickel.  I  have  read  said  letters  patent,  bearing  date  August 
3d,  1869,  and  believe  that  I  understand  the  same,  the  proc- 
esses therein  described,  and  the  precautions  therein  given. 
From  my  knowledge  of  the  state  of  the  art  prior  to  the  publi- 
cation^^of^said  letters  patent,  there  was  nothing  in  any  book 
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or  journal  that  would  have  given  such  instruction  to  one 
familiar  with  the  processes  in  use  for  electro-plating  with 
other  metals,  as  would  enable  him  to  successfully  practice  the 
art  of  nickel  plating,  and  I  believe  that  the  matter  set  forth  in 
the  above  mentioned  letters  patent  first  gave  to  the  world  a 
process  by  which  electro-plating  with  nickel  could  be  practiced 
as  an  art.  The  conditions  under  which  metals  may  be  suc- 
cessfully deposited  from  their  solutions  by  means  of  an  elec- 
tro-current, vary  greatly  with  different  metals,  so  that  what 
would  be  favorable  for  one  metal  may  be  fatal  to  success  with 
another  ;  and  there  is  no  evidence,  that,  at  the  date  of  the 
Adams  patent,  anything  whatever  was  known  of  the  particu- 
lar conditions  which  are  essential  to  success  where  nickel  is 
employed.  It  was  well  known  that  nickel  could  be  deposited 
by  the  battery,  and,  in  a  few  instances,  good  deposits  had 
actually  been  obtained,  but,  though  it  had  been  stated  that  a 
deposit  of  nickel  upon  various  articles  by  means  of  the  gal- 
vanic current  would  be  very  valuable  if  it  could  be  practically 
carried  on  in  the  arts,  yet  no  such  practical  electro-plating  with 
nickel  had  ever  been  carried  on.  Repeated  attempts  had 
only  resulted  in  as  many  failures,  and  the  conditions  neces- 
sary to  the  successful  prosecution  of  this  art  had  never  been 
made  public,  nor,  as  I  believe,  were  they  known.  I  have 
read  all  the  quotations  offered  as  exhibits  in  the  suit  of  these 
complainants  against  George  J.  Harris  and  Edward  Weston, 
having  reference  to  the  electro-deposition  of  nickel,  published 
prior  to  August  3d,  1869,  and  have  given  especial  attention 
to  the  quotation  from  Muspratt-Stohman's  '  Chemie,  Theo- 
retische,  Praktische,  und  Analytische,  in  Anwendung  auf 
Kunste  und  Gewerbe,*  vol.  2,  page  1188,  published  in  Braun- 
schweig, in  1866,  by  C.  A.  Schwetschte  und  Sohn,  and  am 
certain  that  there  is  nothing  found  in  any  of  these  books 
which  would  so  instruct  a  practical  plater  as  to  enable  him  to 
carry  on  electro-plating  with  nickel,  as  a  business  or  practical 
art.  As  regards  the  process  given  in  the  work  just  named, 
and  which,  as  I  understand,  is  conceded  to  contain  the  fullest 
information  about  nickel-plating  published  prior  to  August 
3d,  1869 — in  the  first  place,  I  do  not  consider  that  it  gives 
sufficient  information  to  enable  a  practical  nickel  plater,  by 
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simply  following  its  directions,  to  make  even  an  efficient 
nickel  plating  solution  ;  secondly,  it  does  not  even  suggest 
any  of  the  conditions  which  are  necessary  to  successfully 
carry  on  the  art  of  electro-plating  with  nickel,  after  a  practi- 
cal solution  has  been  made.  Dr.  Adams  was,  in  my  opinion, 
the  first  to  establish  or  discover  the  conditions  under  which 
successful  nickel  plating  can  be  carried  on,  and  I  am  con- 
vinced, by  the  result  of  my  own  experiments,  that  the  condi- 
tions essential  to  practical  success  are  correctly  set  forth  in 
his  patent  of  August  3d,  1869,  and  that  it  is  necessary  for  the 
successful  use  of  a  nickel  plating  solution,  that  it  should  be 
prepared  and  used  in  such  a  manner  as  to  be  free,  while  the 
electro-deposition  of  the  nickel  is  going  on,  from  the  presence 
of  potash,  soda,  alumina,  lime  or  nitric  acid,  or  from  any  acid 
or  alkaline  reaction,  and  I  know,  from  experiment,  that,  by  a 
solution  so  prepared  and  used,  a  metallic  article  can  be  prac- 
tically electro-plated  with  a  coating  of  compact,  coherent, 
tenacious  and  flexible  nickel,  of  sufficient  thickness  to  pro- 
tect the  metal  upon  which  the  deposit  is  made,  from  the 
action  of  corrosive  agents  with  which  the  article  may  come  in 
contact."  Professor  Chandler  gives  like  testimony  in  his 
affidavit. 

The  patent  in  question  has  been  sustained,  on  final  hear- 
ing, in  the  first  and  second  Circuits.  The  plaintiffs  show  that 
they  have  granted  some  sixty  licenses  under  it,  in  Massachu- 
setts, Connecticut,  New  York,  Ohio,  Pennsylvania,  Mary- 
land, Maine,  and  Rhode  Island,  and  that  they  are  willing 
to  grant  licenses  to  responsible  manufacturers,  on  fair  and 
reasonable  terms.  They  are  entitled  to  be  protected  in  their 
rights,  and  preliminary  injunctions  must  issue  in  these  cases, 
as  prayed. 

Dickerson  &*  BeamaUy  for  the  complainants. 

Roscoe  Conkling  and  Frost  b*  Coe^  for  the  defendants. 
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The  Union  Paper  Bag  Machine  Company  et  al. 

vs. 
The  Pultz  and  Walkley  Company  et  al.  In  Equity.* 

The  decision  in  Union  Paper  Bag  Machine  Co.  v.  Pult%  and  Walkley  Co,,, 
15'  Blatchf.  C.  C.  R.,  160,  sustaining  the  validity  of  the  first  claim  of  the 
letters  patent  granted  to  William  Goodale,  July  12th,  1859,  for  improve- 
ments in  machinery  for  making  paper  bags,  confirmed. 

An  inoperative  and  abandoned  model,  containing  a  three-cutter  knife,  existed 
and  was  known  to  the  patentee,  but  he  was  the  first  to  demonstrate  that 
such  a  knife  would,  in  an  organized  machine,  cut  a  blank  from  a  roll  of 
paper  in  the  flat  sheet,  by  a  transverse  cut,  so  that  the  blank,  when 
cut  off,  would  be  of  the  form  ready  to  be  folded  into  a  bag.  Having 
done  so,  he  had  a  right  to  claim  the  knife  separately. 

(Before  Shipman,  J.,  District  of  Connecticut,  March,  1879.) 

Shipman,  J. 

Since  the  opinion  in  this  case  was  tiled  (15  Blatchf.  C.  C. 
R.,  160),  the  question  which  will  be  hereafter  considered  has 
been  reargued,  upon  the  application*  of  the  defendant.  The 
point  at  issue  between  the  parties  is  the  effect  of  the  pat- 
entee's knowledge  of  the  E.  W.  Goodale  model  upon  the  con- 
struction of  the  first  claim.  It  being  admitted  that  such  a 
construction  is  to  be  given  to  the  claim  as  will  limit  and  re- 
strict it  to  the  actual  invention  which  the  patentee  made, 
Estabr<?okw,  Dunbar ^  10  Off.  Gaz.  of  Pat.  Off.,  909  ;  Keystone 
Bridge  Co,  v.  Phcenix  Iron  Co,^  95  U.  S.,  274,  the  defendants 
insist,  that  the  invention  of  William  Goodale,  which  is  de- 
scribed in  the  first  claim,  consisted  simply  in  his  departure 
from,  and  improvement  upon,  the  knife  found  in  the  E.  W. 
Goodale  model,  of  which  knife  the  patentee  is  proved  to  have 
bad  knowledge.  The  precise  question  is — what  was  the  in- 
vention of  William  Goodale  ? 


*  16  Blatchf.  C.  C.  R.,  76. 
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against  the  consequences  of  infringement,  and  demanded  the 
payment  of  the  established  royalties,  before  he  commenced 
prosecutions  ;  that  in  some  cases  the  parties  have  agreed  to 
pay  the  royalties,  and  have  thus  saved  to  the  complainant, 
and  to  themselves,  the  expenses  of  litigation,  while,  in 
other  cases  the  right  of  the  complainant  has  been,  at  first, 
recognized  and  payment  promised,  and  afterward  refused. 

The  case  falls  within  the  principle  announced  by  Judge 
Nelson  as  governing  the  court  in  the  second  circuit  in  Gibson 
v.  Van  Dresar^  i  Blatchf.  C.  C.  R.,  532,  to  wit ;  that  the 
court  has  no  discretion,  but  is  bound  to  grant  a  preliminary 
injunction  where  the  validity  of  the  complainant's  patent  has 
been  established  by  protracted  and  expensive  litigation,  and 
the  proof  of  infringement  is  clear. 

An  injunction  is  ordered  in  the  above  stated  case,  and  also 
in  the  several  suits  pending  against  William  L.  Smalley, 
Daniel  G.  Van  Winkle,  and  William  E.  Gardiner,  until  final 
hearing,  or  further  order  of  the  court. 

Joseph  C.  Clayton  and  A,  Q.  Keasbey^  for  the  complainant. 

Van  Winkle  &*  Maxon,  for  the  defendants. 
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United  Nickel  Co.  v,  Manhattan  Brass  Co. 


The  United  Nickel  Company 

vs. 
The  Manhattan  Brass  Company  et  al. 


Same 


vs. 
Wm.  H.  Jackson  et  al.    In  Equity.* 

The  decision  in  Untied  Nickel  Co.  v.  Harris,  15  Blatcbf.  C.  C.  R.,  319, 
sustaining  the  validity  of  the  letters  patent  granted  to  Isaac  Adams,  Jr., 
August  3d,  1869,  for  an  "  improvement  in  the  electro-deposition  of 
nickel/'  reviewed  and  confirmed. 

The  said  patent  is  infringed,  although  the  salts  of  potash  and  soda  are  in- 
troduced into  the  solution,  provided  the  solution  is  not  so  used  as  to 
liberate  free  potash  or  free  soda. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  March,  1879.) 

Blatchford,  J. 

It  is  set  forth,  in  the  moving  affidavits,  that  the  defendants 
in  these  suits  united  with  various  other  nickel  platers,  in  the 
defence  of  the  suit  brought  by  the  plaintiffs,  in  this  court, 
against  Harris  and  Weston,  15  Blatchf.  C.  C.  R.,  319,  and 
contributed  to  the  expenses,  and  have,  in  these  suits,  em- 
ployed the  same  counsel,  and  made  substantially  the  same 
defences  and  answers,  as  in  said  suit  against  Harris  and 
Weston.     There  is  no  denial  of  these  allegations. 

It  is  also  set  forth,  in  the  moving  affidavits,  that  the  step 
nickel  plated  by  the  defendants  in  the  first  suit,  and  the 
grate  crown  nickel  plated  by  the  defendants  in  the  second 
suit,  are  plated  each  with  a  coherent,  compact  and  tenacious 


*  16  Blatchf.  C.  C.  R.,  68. 
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spection  would  show  that  such  a  knife  would  cut  out  pieces 
of  paper  in  the  form  of  a  blank.  Inspection  would  not  show 
that  it  would  operate  in  the  place  where  it  necessarily  must  be 
used.  The  fact  that  such  a  knife  would  do  the  work  was  not 
a  part  of  the  fund  of  knowledge  which  the  patentee  had  when 
he  commenced  to  plan  his  invention. 

If,  then,  as  I  think  was  the  case,  all  that  William  Goodale 
knew  was  that  the  three  cutter  system  had  been  represented 
in  a  model,  with  which  model  he  was  familiar,  and  that  the 
model  had  been  laid  aside,  but  did  not,  therefore,  know  that 
it  was  adequate  to  do  the  work,  he  started,  as  an  independent 
inventor,  into  an  unoccupied  field  of  invention,  and  his  in- 
vention is  as  broad  as  the  territory  which  he  actually  reduced 
to  possession. 

For  these  reasons,  I  still  give  to  the  first  claim  the  same 
construction  which  was  given  in  the  former  opinion. 

George  Harding^  for  the  plaintiffs. 

Charles  E,  Mitchell  and  Benjamin  F.  Thurston^  for  the  de- 
fendants. 


The  Wilson  Packing  Company 

vs. 
Robert  Hunter.    In  Equity. 

A  foreign  corporation,  doing  business  in  the  State  of  Illinois,  may  be  sued  in 
the  courts  of  the  United  States,  in  the  district  where  it  is  doing  business, 
although  there  is  no  express  provision  of  the  State  statute  authorizing 
service  upon  it. 

It  is  necessary  that  the  foreign  corporation  should  do  business  in  the  State 
in  order  to  be  "  found,"  and  to  warrant  service  of  process  on  the  presi- 
dent or  other  officer  within  the  limits  of  the  State. 

(Before  Drummond,  J.,  Southern  District  of  Illinois,  March,  1879.) 

Drummond,  J. 

This  case  is  of  importance,    as  it  involves  the   question 
whether  process  can  be  served  upon  a  foreign  corporation 
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doing   business   in   this   State,    because  it   is  found   in    the 
State. 

The  Acts  of  1789  and  1875,  declare  that  no  suit  shall  be 
brought  against  any  person  in  any  other  district  than  that  in 
which  he  is  an  inhabitant,  or  where  he  is  found,  so  that  where 
suit  was  brought  against  any  person  in  a  district  other  than 
that  in  which  he  resides,  or  in  which  he  is  an  inhabitant,  he 
must  be  found  there,  in  order  to  enable  the  courts  of  the 
United  States  to  have  jurisdiction  ;  so  there  has  always  been 
a  rule  in  relation  to  suits  brought  against  any  persons  in  the 
federal  courts.  When  the  Supreme  Court  declared  that  a 
corporation  was  a  person,  within  the  meaning  of  the  law  which 
authorized  suit  to  be  brought  by  and  against  persons,  then,  of 
course,  the  question  arose,  at  once,  where  this  person  was  to 
be  found  or  was  found.  The  case  of  The  Bank  of  Augusta  v. 
EarUy  13  Peters,  520,  decided  the  question  as  to  where  a  corpo- 
ration could  make  a  contract.  The  question  did  not  arise 
there  under  the  clause  of  the  law  as  to  where  a  corporation 
was  found.  The  court  held,  that,  although  a  corporation  could 
not  migrate  from  the  place  where  it  was  created,  still,  un- 
less there  was  some  law  of  the  State  which  prohibited  a  cor- 
poration from  making  a  contract,  that  is^to  say,  where  it  was 
outside  of  the  State  by  which  it  was  created,  it  was  a  valid 
contract  and  might  be  enforced.  In  the  cases  which  have 
been  cited,  the  ScholUnberger  case,  6  Otto,  369,  the  case  of 
Willia^nSy  reported  in  the  Patent  Office  Gazette,*  and  some 
other  cases,  they  were  cases  where  there  was  an  express  pro- 
vision of  the  statute  declaring  that  process  might  be  served 
upon  a  foreign  corporation  doing  business  in  the  State  or 
district  where  suit  was  brought.  That  was  true  of  the  law 
of  Pennsylvania,  the  law  of  New  Jersey,  and  is  also  true  of 
foreign  insurance  companies  in  this  State.  These  are  obliged 
to  answer  to  process  upon  their  agent,  precisely  the  same  as  in 
the  State  where]created.  But  in  this  case  it  is  admitted,  that  no 
express  provision  of  law  authorizes  this  particular  corporation, 
created  under  the  law  of  the  State  of  Missouri,  to  be  served 
within  the  limits  of  this  State.    But  I  think  we  may  infer  that, 

*  Now  reported  in  3  Baun.  &  Ard.,  533. 
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from  its  right  to  do  business  in  this  State.  That  foreign  cor- 
porations, and  their  agents  doing  business  in  this  State,  shall 
be  subject  to  all  liabilities,  restrictions  and  duties  which  are  or 
may  be  imposed  upon  corporations  of  like  character  of  this 
State,  and  that  th'^y  shall  have  no  other  or  greater  power,  is 
expressly  stated  in  the  statute.*  This  statute  implies  that 
foreign  corporations  may  do  business  within  this  State,  but 
when  they  are  admitted  to  do  business  in  this  State,  they 
shall  be  subject  to  this  provision  of  the  law.  Now,  the  ques- 
tion is,  whether  foreign  corporations,  coming  into  this  State 
and  doing  business  in  this  State,  are  subject  to  this  liability, 
namely,  to  be  sued  within  the  courts  of  this  State,  and 
so  in  the  courts  of  the  United  States,  in  the  district  where 
they  are  doing  business.  It  seems  to  me  that  this  question 
was  substantially  decided  by  the  case  of  Railroad  Co,  v.  Harris, 
12  Wallace,  65.  If  we  admit  that  under  the  law  of  this 
State  this  corporation  can  do  business  in  this  State,  and 
has  been  doing  business  in  this  district,  within  the  meaning 
of  the  acts  of  Congress,  then  it  was  found  within  this  dis- 
trict, so  that  process  could  be  served  upon  it. 

The  allegation  in  the  bill,  that  the  St.  Louis  Beef  Canning 
Company — this  corporation  created  under  the  laws  of  Missouri 
— owns  and  possesses  a  slaughterhouse  and  stock  yard  in  the 
city  of  East  St.  Louis,  Illinois,  where  beef  to  be  canned  by  the 
company  is  slaughtered  and  dressed,  preparatory  for,  and  in 
the  name  of  such  company,  is  not  denied  in  the  plea,  and  it 
must  be  considered  as  admitted.  Now,  in  the  case  of  Harris, 
supra,  the  only  ground  upon  which  the  court  took  jurisdiction 
of  the  case  was  under  the  acts  of  Congress.  The  Baltimore  and 
Ohio  Railroad  was  authorized  to  construct  a  railroad  within 
the  District  of  Columbia  ;  the  service  of  process  was  upon  the 
president  of  the  company  ;  he  was  found  within  the  district ; 
the  person — the  corporation — was  there  through  its  president, 
and  it  was  the  only  way  that  the  court  could,  by  any  possibility, 
take  jurisdiction.  The  person — the  defendant — the  corpora- 
tion, must  be  found  within  the  district,  in  order  that  the  court 
may  take  jurisdiction,  and  it  was  found  there  in  consequence 

*  See  111.  Revised  Statutes,  Chap.  32,  Sec.  26. 
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of  the  acts  of  Congress,  which  authorized  it  to  construct  a 
branch  road  within  the  District,  and  because  the  president 
was  the-e  within  the  district.  At  the  time  the  writ  was  thus 
served  there  was  no  act  of  Congress  authorizing  suits  against 
corporations  doing  business  in  the  District,  and  of  course  no 
act  which  authorized  service  of  process  upon  foreign  corpora- 
tions, though  the  court  took  jurisdiction  of  the  case,  as  I 
have  saidy  on  the  ground  that  the  corporation  was  there  found. 
It  is  said,  that,  if  this  position  be  maintained,  every 
officer  of  every  foreign  corporation  who  comes  within  the 
limits  of  the  State  of  Illinois  is  liable  to  service  of  process, 
and  that  the  corporation  would  be  found  here  because  the 
officer  or  president  was  here.  That  does  not  follow.  On  the 
contrary,  I  think  it  is  to  be  said  only  of  foreign  corpora- 
tions that  should  be  thus  found  here,  in  the  absence  of 
any  express  legislation  authorizing  service  of  process.  It  is 
necessary  that  the  foreign  corporation  should  do  business  in 
the  State  in  order  to  be  found  here,  and  in  order  to  warrant 
service  on  the  president  when  within  the  limits  of  the  State. 
The  mere  fact  of  its  president  or  other  officer  passing  through 
the  State,  and  process  being  served  upon  him,  would  not 
bring  the  case  within  the  meaning  of  the  act  of  Congress. 
A  foreign  corporation  would  not,  in  that  way,  be  found  within 
the  limits  of  the  State  ;  and  it  seems  to  me  that  independently 
of  the  authority  of  the  case  of  Harris^  sound  reasoning  leads 
us  to  the  same  result.  As  soon  as  it  was  determined  that  a 
corporation  was  2l person  liable  to  sue  and  be  sued,  it  must  of 
necessity  be  brought  within  the  jurisdiction  of  the  federal 
courts.  As  the  law  is  now  understood,  and  has  been  decided 
by  the  Supreme  Court  of  the  United  States,  a  foreign  corpo- 
ration cannot  do  business  outside  of  the  territory  where 
created,  except  by  the  consent  of  the  State  where  it  desires  to 
do  business.  Of  course,  that  being  so,  the  State  has  a  right 
to  prescribe  upon  what  condition  it  may  do  business.  As  to 
foreign  insurance  companies,  Illinois  has  legislated  upon  that 
subject,  because  the  agents  are  so  numerous  ;  their  names 
are  legion.  The  statute,  therefore,  declares  that  before  a  cor- 
poration of  that  kind  can  do  business  here,  it  must  consent 
to  service  of  process  upon  its  agent. 
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There  is  no  such  legislation  as  to  this  particular  kind  of 
corporation  ;  but  does  it  follow  that  the  State  must  legislate 
upon  the  Beef  Canning  Association  of  Missouri,  or  that  other- 
wise it  cannot  be  served  with  process  ?  I  do  not  think,  that, 
because  it  has  legislated  in  relation  to  foreign  insurance  com- 
panies, it  must  legislate  upon  all  corporations  as  to  service  of 
process.  When  they  attempt  to  do  business  within  the  State, 
they  come  within  the  limits  of  the  State  ;  they  are  protected 
by  our  laws  when  they  transact  business  within  our  territory, 
and  are  they  then  not  to  be  subject  to  suits  against  them  ? 
Ought  they  to  be  permitted  to  come  here,  to  make  contracts, 
to  do,  may  be,  all  their  business  here  by  virtue  of  the  law  of 
another  State,  and  then  say  they  cannot  be  sued  within  our 
State  because  their  corporation  is  within  another — a  sister 
State  ?  I  do  not  think  that  it  is  reasonable  or  right.  They  trans- 
act business  under  the  protection  of  the  laws,  and  they  ought 
to  be  liable  to  the  burdens  as  well  as  the  benefits  of  the  laws. 
One  of  the  burdens,  I  think,  is  liability  to  be  sued.  I  do 
not  very  well  see  how  they  cannot  be,  under  the  statute  I 
have  cited  already,  which  provides  that  they  shall  be  subject 
to  all  liabilities,  restrictions  and  duties  of  home  corporations. 
Undoubtedly,  the  State  can  legislate  in  relation  to  all  foreign 
corporations,  and  can  declare  under  what  terms  they  shall  do 
business  within  our  State — as  in  relation  to  foreign  in- 
surance companies,  and  perhaps  other  kinds  of  corporations. 
It  has  not  chosen  to  do  so  as  to  this  particular  class,  but  I 
do  not  think,  on  that  account,  a  foreign  corporation  doing 
business  within  our  State,  can  escape  the  consequences  which 
follow  from  that  business,  one  of  which  is  liability  to  be  sued. 
Inasmuch  as  this  plea  does  not  meet  the  allegation  of  the  bill 
in  all  respects,  and  especially  in  the  view  taken  of  this  case, 
it  must  be  held  to  be  insufficient,  and  is  overruled. 

Goodwin^  Offield  b*  Towle^  for  the  complainants. 

Holmes^  Rich  &*  Nohle^  for  the  defendants. 
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Curtis  et  al. 
Branch  et  al.    In  Equity. 

The  reissued  letters  patent  No.  8,076,  granted  to  James  K.  Lock  wood,  Feb- 
ruary 5th,  1878,  for  improvement  in  circular  saws  (the  original  patent 
having  been  dated  Nov.  12,  1867.  and  numbered  70.728),  being  for  an  in- 
vention different  from  the  original  patent,  held^  void. 

(Before  Treat,  J.,  Eastern  District  of  Missouri,  March,  1879.) 

Treat,  J. 

This  is  a  suit  for  an  alleged  infringement  of  the  Lockwood 
patent,  No.  8,076,  granted  February  5th,  1878,  which  patent  is 
for — I.  A  circular  saw  constructed  with  a  series  of  cuts,  slots  or 
openings  in  its  inner  or  central  portion  to  prevent  the  warp- 
ing or  buckling  of  the  saw  when  any  part  of  it  is  expanded 
by  heat.  2.  A  circular  saw  constructed  with  cuts,  slots  or 
openings  terminating  in  holes  or  enlargements  for  the  same 
purpose.  3.  A  circular  saw  constructed  with  cuts,  slots  or 
openings,  and  with  elongated  bolt  or  dowel  holes  near  the  eye 
for  the  same  purpose.  4.  A  circular  saw  constructed  with 
slots  or  openings  terminating  in  enlargements  or  circular 
openings,  and  with  enlarged  bolt  or  dowel  holes  near  the  eye 
for  the  same  purpose. 

It  is  apparent  from  the  claim  and  specification  in  the 
original  patent,  that  the  main  thought  of  the  inventor  was 
the  use  of  slots  extending  from  the  eye  into  the  plate  of  the 
circular  saw,  short  of  the  peripherj',  whereby  the  beneficial 
result  claimed  by  him  would  be  accomplished.  The  com- 
bination of  the  various  devices  therefor,  named  in  the  patent, 
is  apparent.  There  were  other  patents  and  devices  prior  to 
his  letters  patent,  whereby  such  slots  or  openings  extend 
from   the   periphery  toward    the   centre,  and   from    the  pe- 
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riphery  entirely  into  the  centre.  The  special  claim  in  the 
original  patent  was  that  such  slots  or  openinjafs,  with  dowels, 
etc.,  should  be  connected  with  openings  from  the  eye  into 
the  interior  of  the  saw.  Of  course  that  patent  could  not 
cover  any  slots  in  the  circular  saw,  irrespective  of  their 
position,  because  slots  in  other  ways  had  been  previously  pat- 
ented and  used.  The  defendants*  slots  are  not  from  the  periph- 
ery inward,  nor  from  the  eye  outward,  but  leaving  between 
the  periphery  and  the  line  of  the  slot,  and  between  the  eye 
and  the  lioe  of  the  slot,  solid  surfaces,  as  shown  in  letters 
patent  No.  191,198,  granted  to  E.  W.  Tilton,  May  22,  1877, 
under  which  the  defendants  are  working. 

The  original  claim  was  for  :  **  A  circular  saw  constructed 
with  more  or  less  slots  D,  upon  radial  lines  from  the  eye 
toward  the  periphery  and  terminating  in  holes  C,  in  combi- 
nation with  the  oblong  holes  or  slots  E,  for  the  purposes  sub- 
stantially as  set  forth."  The  purposes  set  forth  were  to 
allow  for  expansion  and  contraction  in  the  use  of  the  saw. 
Devices  by  others  had  special  reference  to  the  expansion  and 
contraction  of  the  saw,  near  the  periphery,  in  shallow  cutting, 
etc.;  but  the  inventor,  in  this  instance,  seemed  to  design  a 
mode  of  providing  for  like  expansion  and  contraction  in  deep 
cutting,  by  slotting  from  the  eye  into  the  body  of  the  saw. 
Hence,  if  the  second  claim  is  to  be  construed  as  covering  all 
slots  terminating  in  holes  or  enlargements,  irrespective  of  the 
position,  or  direction,  of  said  slots,  it  is  an  illegal  expansion 
of  the  original  patent,  and,  therefore,  void. 

As  to  the  third  claim,  the  same  comments  and  conclusion 
apply,  with  this  difference  ;  that  the  defendants  do  not  use  the 
elongated  bolt,  or  dowel  holes  near  tne  eye,  for  the  purpose 
of  allowing  for  expansion  and  contraction.  The  same  re- 
marks are  applicable  to  the  fourth 'claim. 

The  reissued  patent  is,  as  to  the  second,  third  and  fourth 
claims,  void,  because  not  one  of  those  claims  was  covered  by 
the  original  patent,  unless  it  is  specifically  limited  to  less 
than  is  therein  expressed. 

Thus  the  second  claim  in  the  reissue  is  for  a  circular  saw 
constructed  with  slots  terminating  in  round  holes,  irrespec- 
tive of  the  position  of  the  slots,  while  the  original  was  for 
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radial  slots  from  the  centre,  etc.  That  claim  expands  the 
original  to  cover  any  slots,  whether  radial  from  the  centre 
or  not,  if  terminating  in  round  holes,  so  that  all  previous 
patents  for  slots  from  the  periphery,  or  entirely  through 
the  saw,  would,  if  terminating  in  such  holes,  be  an  infringe- 
ment. In  other  words,  the  claim  must  be  for  terminating 
all  slots  in  a  round  hole — a  claim  for  what  was  not  included 
or  suggested  in  the  original  patent,  as  a  part  of  the  patentee's 
invention. 

The  third  claim,  dropping  the  idea  of  the  termination  of 
slots  in  round  holes,  covers  the  construction  of  slots  com- 
bined with  the  elongated  dowel  holes  near  the  eye.  As 
already  stated,  the  defendants  do  not  use  such  holes.  That 
claim,  however,  is  expanded  to  cover  any  slots  combined  with 
such  holes,  no  matter  what  the  position  of  the  slots. 

The  fourth  claim  is  for  any  combination  of  a  slot  terminat- 
ing in  such  round  holes,  in  combination  with  which,  the 
enlarged  dowel  holes  near  the  eye,  are  used.  Here  is  an 
abandonment  of  the  radial  slots  from  the  eye,  so  as  to  expand 
the  claim  to  slots  from  the  periphery,  or  intermediate 
between  the  periphery  and  eye-hole  ;  but,  however  that  may 
be,  the  defendants,  not  using  such  dowel  holes,  do  not  infringe 
that  combination. 

This  reissue  falls  within  the  condemnation,  repeatedly 
pronounced,  of  late,  by  the  United  States  courts  against 
efiforts  to  expand  original  patents  to  cover  different  in- 
ventions from  those  originally  made  or  suggested,  in  order 
to  secure  the  benefit  of  subsequent  inventions.  The  first 
patent  was  for  a  combination,  clearly  stated.  Prior  inven- 
tions had  been  patented  for  slots  in  circular  saws,  starting 
and  terminating  at  designated  parts  of  the  surface.  It  was, 
therefore,  for  the  peculiar  arrangement  of  old  devices  that 
Lockwood  had  his  patent.  There  was  nothing  new  in  a  slot, 
in  an  elongated  dowel  hole,  or  in  a  round  hole  at  the  end  of 
a  slot ;  but  there  was  something  new  in  combining  all  three 
of  those  devices  with  the  slot  starting  radially,  not  from  the 
periphery,  but  from  the  eye.  But  his  reissue  seeks  to  cover 
every  slot  which  terminates  in  a  round  hole  ;  every  circular 
saw  with  a  slot,  whether  terminating  in  a  round  hole  or  not. 
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which  uses  an  elongated  dowel  hole,  and  also  all  such  saws 
with  slots  terminating  in  round  holes,  in  combination  with 
elongated  dowel  holes.  A  simple  statement  of  the  dififerences 
between  the  original  and  reissued  patents  is  sufficient  to  show 
the  illegal  expansion.  The  first  claim  of  the  reissue  involves 
another  question.  It  is,  broadly,  for  a  circular  saw  con- 
structed with  a  series  of  slots,  etc.,  in  its  interior  or  central 
portion.  The  original  was  for  such  slots  radially  from  the 
eye,  and,  in  that  respect,  it  was  anticipated  by  Kern.  If  the 
design  of  the  reissue  was  to  expand  the  original  so  as  to 
cover  all  slots  not  starting  from  the  periphery,  or  from  the 
eye,  but  which  might  be  made  **  in  the  interior  or  central 
portion  "  of  the  saw,  then  that  claim  was  for  a  very  different 
invention  from  the  original.  The  reissue  is,  for  the  reasons 
suggested,  held  void. 

Bill  dismissed  with  costs. 

J.  H.  Blair^  for  the  complainants. 

S.  S.  Boyd^  for  the  defendants. 


The  Saint  Louis  Stamping  Company 
E.  C.  Quinby  et  al.    In  Equity. 

In  the  original  patent,  it  was  stated,  generally,  that  any  well-known  enamel- 
ling mixture,  if  used  in  connection  with  stamped  iron-ware  in  the  man- 
ner described,  would  effect  the  end  sought.  In  the  reissue,  the  patentee 
described  a  formula  for  an  enamelling  mixture  to  be  so  used  :  Held^ 
under  the  circumstances  of  the  case,  not  to  be  new  matter. 

It  is  not  essential  that  the  patentee  should  be  able  to  state  the  scientific  rea- 
sons for  the  operation  of  the  process,  or  the  production  of  the  result, 
which  he  patents.  It  is  sufficient,  if  his  description  will  enable  one 
skilled  in  the  business  to  practice  the  process  or  accomplish  the  result. 

The  reissued  patent  No.  7,779,  gr&nted  to  Frederick  G.  Niedringhaus  and 
William  F.  Niedringhaus,  July  3d,  1877,  for  improvement  in  the  man- 
ufacture of  enamelled  iron-ware,  (the  original  patent  having  been  dated 
May  30,  1876,  and  numbered  I77f953)  are  valid. 

(Before  Treat,  J.,  Eastern  District  of  Missouri,  March,  1879.) 
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Treat,  J. 

There  has  been  submitted,  after  full  hearing  and  a  large 
amount  of  evidence,  the  case  of  The  St.  Louis  Stamping 
Company  against  £.  C.  Qumby  and  others. 

The  St,  Louis  Stamping  Company  is  the  assignee  of 
reissued  letters  patent  No.  7,779,  granted  to  Frederick  G. 
and  William  F.  Niedringhaus,  July  3d,  1877,  for  improve- 
ment in  the  manufacture  of  enamelled  iron-ware.  There 
are  various  defences  set  up.  The  first  is  one  always  initial 
where  the  controversy  pertains  to  a  reissue  patent,  viz.; 
whether  the  reissue  patent  is  for  other  than  the  invention 
included  in  the  original  patent.  As  to  that  objection,  the 
defendants  are  evidently  mistaken.  The  original  patent  was 
for  a  process  and  a  product.  The  only  change  made  is  the 
mere  introduction  into  the  reissued  patent  of  a  formula  as 
to  an  enamelling  mixture  which  could  work  out  the  result, 
while,  in  the  original  it  was  stated,  generally,  that  any  well- 
known  enamelling  mixture,  if  used  in  connection  with 
stamped  ware  in  the  manner  described,  would  effect  the  end 
sought. 

The  claims  in  the  original  patent  are  as  follows  :  **  i.  The 
herein-described  process  of  enamelling  iron-ware,  by  oxidizing 
the  iron  during  the  process  of  drying  the  glaze,  substantially 
as  set  forth."  That  phraseolggy  is  not  changed  in  the  re- 
issued patent.  The  second  claim  is  :  **  2.  A  new  manufacture 
of  enamel  sheet-iron  ware,  enamelled  substantially  as  describ- 
ed." In  the  reissue  the  phraseology  is  :  "2.  As  a  new  manu- 
facture, mottled  enamelled  sheet-iron  ware,  having  the  oxi- 
dized base  fused  with  the  surface-glaze."  Now,  in  the  orig- 
inal patent,  it  is  stated  in  the  specification  that,  **  by  reason  of 
this  oxidation  "  (after  describing  the  mode  of  treating  the 
iron),  '*  the  enamel  is  caused  to  enter  the  pores  of  the  iron 
and  become  more  intimately  incorporated  with  the  metal, 
thus  rendering  the  enamel  more  durable,**  which  is  substan- 
tially what  is  stated  in  the  second  claim.  Instead  of  saying 
**  substantially  as  herein  set  forth,*'  it  is  stated  specifically, 
in  the  claim,  what  was  declared  in  the  original  patent — only 
defining  what  was  therein  **  substantially  as  set  forth." 

There  is  a  large  amount  of  testimony  in  this  case  proceed- 
voL.  IV — 13 
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ing  on  what  seems  to  be  an  erroneous  idea.  This  is  a  patent 
for  a  process  and  a  product  ;  and,  as  to  the  process,  the 
gist  is  that,  if  the  iron  is  treated  in  the  manner  set  out, 
then,  by  using  any  enamel-glaze,  the  end  desired — viz.;  to 
produce  the  product — can  be  effected.  It  was  well  known 
before  this  patent  that  iron  as  well  as  other  ware  could  be 
glazed  or  enamelled.  There  is  nothing  new  in  that.  Hence 
the  special  merit  of  this  invention,  and  its  utility,  depend  on 
the  process  named  in  the  patent.  If  stamped  iron- ware  is 
passed  through  the  described  acid  and  other  baths,  as  occa- 
sion may  require,  under  the  directions  given,  then  dipped 
into  the  enamel-mixture,  and  afterward  put  into  a  heated 
oven  and  muffle  in  the  way  stated,  the  result  named  will  fol- 
low. The  record  shows  that  this  process  patent  relates  to  the 
peculiar  mode  of  treating  the  iron  on  which  the  enamel  is 
to  be  placed  ;  that  by  this  mode  of  treatment,  with  the  oxi- 
dizing of  the  metallic  base,  the  desired  mottling  is  produced, 
whence  comes  the  beauty  of  the  ware,  in  part,  and,  very 
largely,  the  durability  of  the  glaze.  Then  all  of  the  testi- 
mony, of  which  there  is  a  large  amount,  concerning  the 
formula  for  mixing  the  glaze,  does  not  bear  on  the  case,  if 
there  is  any  enamelling  mixture  which  will  effect  the  end. 
There  have  been  produced  before  the  court  many  specimens 
of  enamelling  under  the  Hickling,  Paris,  and  Brooman  pat- 
ents, which,  it  is  alleged,  antedated  plaintiff's  patent,  in 
order  to  show  that  an  enamel  might  be  produced  under  said 
anticipatory  patents,  irrespective  of  the  representations  or  de- 
scriptions of  this  patent.  It  appears,  however,  on  examining 
those  patents  and  the.  products  thereof,  under  the  test  experi- 
ments made,  that  none  of  them  could  effect  the  desired  end 
without  using  the  essential  operations  in  treating  the  iron,  and, 
in  most  instances,  actually  adopting  the  idea  of  the  plaintiff 
in  that  regard.  The  experts  differ  very  largely  in  their  specu- 
lative ideas  as  to  the  philosophy  of  this  patent.  The  plain- 
tiff speaks  of  the  use  of  the  acid  baths,  and  at  what  partic- 
ular stage  of  the  operation  he  oxidizes  the  metallic  base,  and 
of  the  use  of  ordinary  acids  in  the  enamelling  mixture;  and,  in 
his  reissue  patent,  he]sets  forth  more,  particularly,  one  formula 
which  will  effect  the  end.     Some  of  the  defendants'  experts 
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say  all  glazes  will  oxidize  the  metallic  base  under  certain  con- 
ditions. Plaintiff  says,  that  an  artisan  operating  this  patent 
by  follo>ving  the  general  directions  prescribed,  is  enabled  to 
regulate  the  oxidizing  of  the  metallic  base  to  suit  the  purpose 
he  may  have  specially  in  view,  or,  in  other  words,  to  produce 
ware  of  a  finer  or  coarser  mottle,  as  may  be  desired.  There 
have  been  a  great  many  chemical  experiments  with  regard  to 
this  matter.  We  have  on  the  one  side  Professors  Potter, 
Riggs  and  Hedrick,  and,  on  the  other,  Professor  Chauvenet. 
and  they  seem  to  differ  very  largely,  more  on  the  speculative 
ideas  than  on  the  actual  facts.  We  encounter  the  plain 
fact,  however,  which  very  often  occurs  with  regard  to  patents, 
that  some  person  not  skilled  in  chemistry,  and  not  very  well 
learned  in  mathematics,  will  invent  a  process,  in  one  instance, 
or  a  mathematical  contrivance,  in  another,  without  being  able 
to  state  the  chemical  or  mathematical  rules  with  accuracy,  in 
the  light  of  which  learned  men  would  solve  the  underlying 
problem,  scientifically  considered.  It  is  sufficient  if  his 
description  will  enable  one  skilled  in  the  business  to  accom- 
plish the  desired  result.  Whether  the  inventor  could  stand 
a  successful  examination  as  to  the  speculative  ideas  involved, 
is  immaterial.  This  case  has  been  presented  to  the  court, 
more  with  respect  to  such  ideas  than  to  the  actual  facts. 

The  process  is  this,  viz.;  the  treatment  of  the  metallic  base 
by  an  acid  and  alkaline  bath,  as  indicated,  thus  leaving,  as 
asserted,  the  acid  still  operating  on  the  metallic  base,  and, 
after  having  so  done,  subjecting  the  metallic  base,  either  under 
a  wet  or  a  dry  process,  to  a  muffle,  previously  having  the 
metal  dipped  into  an  enamelling  mixture  where  the  oxidizing 
of  the  metallic  base  was  such  that  the  mixture  would  inhere. 
When  the  operation  has  thus  taken  place  a  mottled  enamel 
would  be  so  fixed  into  the  iron  that  it  could  not  be  chipped 
or  rubbed  off.  If  the  facts  show  that  this  result  could  be 
accomplished  through  the  intermediate  treatment  under  the 
patentee's  description  or  by  other  known  mixtures  for 
enamelling,  nothing  occurs  to  the  court  to  show  that  this  pat- 
ent is  invalid  because  of  the  other  patents  mentioned.  The 
Hickling,  Paris,  and  Brooman  patents  never  contemplated 
any  product  of  this  kind.     None  of  them  describe  the  process 
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or  result  obtained  by  the  plaintiff's  mode.  It  is  said,  however, 
that  this  patent  should  be  declared  void  because  the  patentees 
concealed  what  is  considered  an  essential  ingredient  in  their 
enamel  mixture.  What  has  already  been  stated  with  regard 
to  that  is  a  sufficient  answer.  The  plaintiffs  give  in  their 
specification  an  enamelling  mixture,  not  confining  them- 
selves to  that.  They  state  that  the  one  mentioned  is  only 
one  formula  by  which  the  result  may  be  worked  out,  addinfi^ 
that,  by  the  use  of  coloring  matter,  brown  or  blue  or  other 
colored  ware  may  be  produced.  Specimens  have  been  pre- 
sent«;d  by  experts  following  the  plaintiff's  formula  and  work- 
ing out  the  end  which  the  patentees  said  could  be  effected. 
Now,  the  coloring  matter  indicated  may  be.  alkaline  in  its 
qualities  or  otherwise — larger  or  less  increase  of  the  alkaline 
or  acid  matter,  as  the  patentee  has  specifically  indicated  in 
the  patent.  Hence,  there  is  no  solid  foundation  for  the 
defence  as  to  change  of  formula.  To  explain  this  matter  in 
extenso^  by  the  aid  of  the  specimens  produced  and  those  result- 
ing from  the  test  experiments,  would  require  more  time  than 
is  at  command,  and  it  must  suffice,  for  the  purposes  of  this 
case,  to  say  that  the  reissued  patent  is  for  precisely  the 
same  invention  as  stated  in  the  original  patent,  and  that  the 
alleged  anticipatory  patents  of  Hickling,  Paris,  and  Broo- 
man  do  not  disclose  the  steps  nor  describe  the  product  set 
forth  in  plaintiffs'  patent.  The  statements  made  by  Mr. 
Crowley,  who  has  been  a  workman  for  some  gentlemen  in 
Connecticut,  must  fall,  by  reason  of  two  essential  facts, 
namely,  that  his  employers.  Manning,  Bowman  &  Co.,  after 
having  the  benefit  of  his  skill  in  England  and  this  country, 
■  the  moment  they  heard  of  this  patent,  sought  the  right  to 
use  this  product  for  the  purpose  of  mounting  ware  enamelled 
under  plaintiff's  process  ;  secondly,  that  Mr.  Crowley  him- 
self, after  a  great  deal  of  hesitancy,  as  if  he  had  a  great 
secret  to  reveal,  produced  specimens  made  by  the  mode 
alleged  to  be  known  to  him  long  prior  to  this  patent,  which 
specimens  are  very  different  from  the  specimens  produced 
under  this  patent.  They  are  the  result  of  his  experiments  and 
of  his  previous  knowledge,  and  show  that,  so  far  as  he  is 
concerned,  he  knew  nothing  of  this  process,  nor  what  it 
would  effect. 
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The  conclusion  reached,  then,  Is,  first,  that  the  patent  in 
the  case  is  a  valid  subsisting  patent ;  second,  that  the  defend- 
ants have  infringed  it,  for  there  is  no  doubt,  on  examination 
of  their  patent,  reissue  No.  7,900,  dated  October  2d,  1877, 
and  a  comparison  of  the  ware,  that  they  are  operating  the 
process,  and  making,  selling  and  using  the  product  covered 
by  plain titf*s  patent. 

Therefore,  a  decree  will  be  entered,  and  a  reference  to  some 
one,  as  master,  to  ascertain  the  profits  and  damages.  If  the 
counsel  agree  on  the  person,  the  court  will  name  him  ;  other- 
wise it  will  name  him  of  its  own  accord. 


S.  S,  Boyd,  for  the  complainant. 
Overall  &*  Judson^  for  the  defendants. 


Charles  W.  Alcott  et  al. 


vs. 
Joseph  Young.    In  Equity.* 

The  letters  patent  granted  to  J.  Wesley  Webber,  August  17th,  1869,  for  an 
"improved  kindling  wood/'  the  claim  thereof  being,  '*The  accompa- 
.  nying  or  fastening  one  or  more  fire-lighters,  A,  to  or  with  the  bundle  of 
the  common  article  of  manufacture  known  as  bundle  or  kindling  wood, 
the  fire-lighter  to  be  suitably  moulded  or  pressed,  and  to  be  made  of  a 
combustible  material,  such  as  resin  or  tar,  the  ingredients  of  which  I  do 
not  claim,  my  invention  consisting  wholly  of  accompanying  or  fastening 
a  fire-lighter,  A,  to  or  with  the  bundle,  or  at  the  string,  B,  of  the  bundle 
of  the  common  article  of  manufacture  known  as  bundle  or  kindling 
wood,*'  are  void  for  want  of  patentable  invention. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  March,  1879.) 

♦  16  Blatchi.  C.  C.  R..  134. 
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On  the  17th  of  August,  1869,  letters  patent  of  the  United 
States  were  granted  to  J.  Wesley  Webber  for  **  a  new  and 
useful  improved  kindling  wood."  The  specification  states, 
that  the  invention  is  **  a  new  improvement,  consisting  of  ac- 
companying or  fastening  one  or  more  fire-lighters  to  each 
bundle  of  the  common  article  of  manufacture  known  as 
*  bundle  or  kindling  wood,*  (see  drawing  marked  C),  having 
for  its  object,  to  facilitate  the  lighting  or  ignition,  by  means 
of  the  said  fire-lighter,  of  wood,  thus  saving  the  consumer  the 
labor  of  chopping  the  wood  in  fine  pieces."  It  further  states, 
that  the  nature  of  the  **  invention  or  improvement  consists 
in  accompanying  or  fastening  one  or  more  fire-lighters,  A, 
in  a  suitable  manner,  or  to  the  string  of  the  bundle  of  the 
common  article  of  manufacture  known  as  bundle  or  kindling 
wood,  marked  C,  in  the  accompanying  drawing."  The  claim 
is  in  these  words  :  **  The  accompanying  or  fastening  one  or 
more  fire  lighters.  A,  to  or  with  the  bundle  of  the  common 
article  of  manufacture  known  as  bundle  or  kindling  wood, 
the  fire-lighter  to  be  suitably  moulded  or  pressed,  and  to  be 
made  of  a  combustible  material,  such  as  resin  or  tar,  the  in- 
gredients of  which  I  do  not  claim,  my  invention  consisting 
wholly  of  accompanying  or  fastening  a  fire-lighter,  A,  to  or 
with  the  bundle,  or  at  the  string,  B,  of  the  bundle  of  the  com- 
mon article  of  manufacture  known  as  bundle  or  kindling 
wood."  The  drawing  represents  a  cylindrical  bundle  of 
kindling  wood,  consisting  of  some  50  pieces  of  substantially 
uniform  length,  confined  by  a  string  tied  around  the  circum- 
ference, and  with  a  fire-lighter  fastened  to  the  string.  The 
plaintiffs,  as  owners  of  the  patent,  have  filed  a  bill  in  equity 
against  the  defendant,  founded  on  an  alleged  infringement 
of  the  patent,  for  an  injunction  and  an  account.  The  de- 
fendant has  answered  the  bill.  The  answer  avers,  that  the 
defendant  is  making  and  selling  bundle  kindling  wood,  and 
that  he  puts  into  each  bundle  so  made  and  sold  by  him,  a 
kindler  made  under  letters  patent  of  the  United  States  grant- 
ed to  Frederick  D.  Cordes  and  Andre  Geiger,  October  31st, 
1876,  for  an  **  improvement  in  fire  kindlers."  It  also  alleges, 
that  the  invention  patented  was  not  in  fact  patentable,  or  the 
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subject  matter  of  invention.  The  Cordes  and  Geiger  patent 
is  for  an  invention  made  by  Cordes,  which  consists  in  making 
the  fire  kindler  **  of  a  bundle  of  parallel  pieces  of  straw,  or 
other  tubular  palms,  which  are  .filled  and  covered  with  melted 
resin,  pitch,  or  other  easily  combustible  material."  The  de- 
fendant inserts  his  kindler  in  the  bundle,  either  next  the 
string  or  in  the  body.  The  plaintiffs  now  apply  to  the  court 
for  a  preliminary  injunction,  to  restrain  the  defendant  from 
infringing  the  Webber  patent,  by  further  making  and  selling 
what  he  has  so  made  and  sold. 

In  April,  1875,  James  Carrick  &  Co.,  being  the  owners  of 
the  said  Webber  patent  for  the  city  and  county  of  Baltimore, 
in  the  State  of  Maryland,  brought  a  suit  in  equity  in  the  Cir- 
cuit Court  of  the  United  States  for  the  District  of  Maryland, 
against  James  A.  Hooper,  Jr.,  alleging  that  said  Hooper,  had 
infringed  said  patent  by  making  and  selling  bundles  of  kind- 
ling wood  with  fire-lighters  arranged  in  the  manner  claimed 
in  said  patent,  and  praying  relief.    In  May,  1875,  the  defendant 
answered  the  bill,  setting  up,  as  the  only  defence,  non- infringe- 
ment.    An  amended  answer  was  filed  in  November,  1876,  de- 
nying the  novelty  of  the  invention,  and  giving  the  names  of 
prior  users  of  it,  and  averring  its  public  use  and  sale  in  this 
country  for  more  than  two  years  prior  to  Webber's  applica- 
tion for  a  patent  for  it,  and  denying  infringement.     Neither 
answer  set  up  that  the  invention  was  not  patentable,  or  the 
subject-matter  of    invention.     The   court,   on  January   7th, 
1878,  entered  a  decree  for  the  plaintiffs,  for  an  account  of 
pro6ts  and  damages,  and  made  a  reference  to  a  master  to 
take  such  account.     The  decree  declared  the  patent  to  be  good 
and  valid,  and  awarded  a  perpetual  injunction.     The  master, 
by  his  report,  made  March  25th,  1878,  after  hearing  evidence, 
and  being  attended  by  both  parties,  reported,  that  the  de- 
fendant had  made  no  profit  from  his  business  of  selling  bun- 
dle kindling  wood,  but  had  incurred  a  loss  in  conducting  the 
same  ;  that  he  had  carried  on  the  business  of  selling  bundle 
kindling  wood  in  Baltimore  city,  and  had  made  three  kinds, 
namely,  (i)  plain,  (2)  dipped,  and  (3)  with  a  fire-lighter  in- 
serted in  the  bundle  ;  that  the  plain  was  not  claimed  to  be  an 
infringement ;  that  he  had  made  100,000  bundles  of  No.  2, 
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and  50,000  of  No.  3  ;  that  it  appeared  that  the  royalty  paid  in 
New  York  by  those  doing  business  under  the  Webber  patent, 
was  5  cents  per  100  bundles  ;  that  that  was  a  proper  sum  to 
allow  for  a  royalty  in  Baltin^ore  ;  that,  if  the  court  should 
find  No.  2  to  be  an  infringement,  the  plaintiffs  would  be  en- 
titled to  recover  $50  therefor ;  and  that,  if  the  court  should 
find  No.  3  to  be  an  infringement,  the  plaintiffs  would  be  en- 
titled to  recover  $25  therefor.  On  the  i8th  of  May,  1878,  the 
court  made  an  order  that  the  report  assessing  the  damages 
at  $75  be  confirmed,  with  costs. 

It  is  shown,  on  the  part  of  the  plaintiffs  in  this  case,  that 
Alcott,  one  o|  the  plaintiffs  in  this  case,  has  been  receiving 
royalty  for  the  use  of  the  invention  for  more  than  four  years  ; 
and  that  Alcott*s  firm  made  and  sold,  in  1875,  an  average  of 
more  than  20,000  bundles  a  week,  of  bundle  kindling  wood 
made  under  the  Webber  patent.  The  advantages  of  it  are  set 
forth  to  be,  that  it  can  be  kindled  without  shavings  or  paper; 
that  it  saves  the  necessity  of  splitting  any  of  the  wood  fine  ; 
that  it  is  convenient  and  economical,  as  it  furnishes  the  ap- 
propriate amount  of  kindler  to  each  separate  bundle  ;  that  it 
is  always  ready  and  only  requires  a  match  to  kindle  it ;  that, 
since  its  introduction,  it  has  been  very  difficult  to  sell  the 
ordinary  bundle  kindling  wood  to  those  who  have  used  the 
kindling  wood  with  the  fire-lighter  in  the  bundle  ;  and  that, 
when  the  wood  is  sold  without  the  fire-lighter,  it  can  only  be 
sold  at  a  considerably  less  price  than  the  bundles  made  under 
the  Webber  patent. 

The  specification  of  the  Webber  patent  states,  that  the  in- 
vention consists  merely  in  fastening  the  fire-lighter  to  the  bun- 
dle of  kindling  wood,  or  accompanying  the  bundle  of  kind- 
ling wood  with  the  fire-lighter.  It  refers  to  the  bundle  of 
kindling  wood  as  a  common  article  of  manufacture.  Nothing 
is  claimed  as  new  in  regard  to  the  construction,  or  composi- 
tion, or  shape,  or  manufacture  of  the  fire-lighter.  Any  old 
fire-lighter  may  be  used  as  the  fire-lighter  of  the  patent.  The 
ingredients  of  the  fire-lighter  are  disclaimed.  All  that  is 
necessary,  in  respect  to  the  fire-lighter,  is,  that  it  should  be 
suitably  moulded  or  pressed,  and  be  combustible  and  capable 
of  setting  fire  to  the  wood. 


MARCH,    1879.  201 


Alcott  V.  Young. 


I  do  not  think  that  the  subject-matter  of  the  claim  is  a  pat- 
entable invention.  On  the  part  of  the  plaintiffs,  it  is  sought 
to  distinguish  this  case  from  cases  in  which  inventions  have 
been  held  not  to  be  patentable,  by  the  contention,  that,  in 
this  case,  the  uniting  of  the  fire-lighter  with  the  bundle  of 
kindling  wood  contributes  towards  the  common  result  of 
lighting  a  fire,  and  that  expense  is  saved  and  convenience  is 
promoted.  It  may  be  true,  that,  as  a  matter  of  trade,  a  bun- 
dle of  kindling  wood  with  a  fire-lighter  inserted  in  it  or 
attached  to  it,  will  sell  more  readily  than  a  bundle  of  kindling 
wood  alone,  or  than  a  bundle  of  kindling  wood  separately 
and  a  fire-lighter  separately  ;  and  that  a  bundle  of  kindling 
wood  with  a  fire-lighter  inserted  in  it,  or  attached  to  it,  will 
bring  a  higher  price  than  a  simple  bundle  of  kindling  wood. 
It  may  also  be  true,  that  the  Webber  bundle  has  the  advan- 
tages in  use  that  are  claimed  for  it.  But,  there  is  no  patent- 
able invention  in  accompanying  the  bundle  with  the  kindler, 
by  attachment  or  insertion.  It  might  as  well  be  claimed,  that 
it  was  a  patentable  invention  to  tie  a  match  to  a  cigar,  or  a 
straw  for  drinking  to  a  drinking  glass,  or  a  fork  to  a  can  of 
food.  The  case  is  not  unlike  that  of  Langdon  v.  De  Groot^  i 
Paine,  203,  where  the  claim  of  the  patent  consisted  in  folding 
thread  and  cotton  into  skeins  or  hanks  of  a  convenient  quan- 
tity for  retailing,  with  a  sealed  wrapper  around  the  same,  and 
a  label  containing  the  number  and  description  of  the  article. 
The  invention  was  held  not  to  be  patentable.  In  the  present 
case,  the  purchaser  of  the  Webber  bundle  gets  a  bundle  of 
kindling  wood  and  a  firelighter.  He  gets  no  more  than  if 
he  purchased  the  two  separately.  If  he  purchases  a  given 
number  of  plain  bundles  of  kindling  wood  and  an  equal  num- 
ber of  fire-lighters,  and  has  them  in  his  house  to  be  used,  one 
fire-lighter  with  one  bundle  of  kindling  wood,  he  would  in- 
fringe this  patent,  if  he  should  tie  the  former  to  the  latter  or 
insert  the  former  in  the  latter.  No  such  result  can  be  admit- 
ted. The  mere  aggregation  of  the  two  things  is  not  a  pat- 
entable combination.  Until  the  kindler  is  lighted  there  is  no 
joint  result  consequent  on  the  aggregation  of  the  two.  The 
lighting  or  combustion  of  the  Webber  kindler  presents 
nothing   new,  in  contrast  with  the  lighting  or  combustion 
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of  a   kindler  which   was   never  tied   to   or  inserted    in  the 
bundle. 

It  does  not  appear  that  the  question  was  distinctly  consid- 
ered in  the  case  in  Maryland.     There  are  numerous  cases  in 
the  courts  of  the  United  States  which  show  that  there  is  not 
a  sufficiency  of  invention  in  this  case  to  support  the  patent. 
Knight  v.  -/?.  R,  Co.^  Taney's  Decisions,  io6  ;  Beanv.  Smaliwoody 
2    Story,  408  ;   Winans  v.   -/?.  R.  Co.^    Id.,    412  ;    Hotchkiss  v. 
Greenwood,  11  How.,  248  ;  Phillips  v.  Page,  24  Id.,  164  ;  Jones 
V.  Morehead,  i  Wall.,  155  ;  Stimpson  v.   Woodman,  10  Id.,  117  ; 
Hicks  v.  Kelsey,  18   Id.,   670  ;  Hailes  v.  Van    Wormer,    20  Id., 
353  ;   Rubber- Tip  Pencil   Co,   v.  Hoivard,    Id.,    498  ;  Smith   v. 
Nichols,  21  Id.,  112  ;  Milligan  6^  Higgins  Glue  Co,  v.  Upton,  6 
Off.  Gaz.  of  Pat.  Off.,  837  ;  Bro^vn  v.  Piper,  i  Otto,  38  ;  Reck- 
endorfer  v.  Faber,  2   Id.,   347  ;    Needham  v.   Washburn,  7   Off. 
Gaz.  of  Pat.  Off.,  649  ;  Dunbar  v.  Myers,  4  Otto,  187  ;  Mahn 
V,  Harwood,  14  Off.  Gaz.  of  Pat.  Off.,  859.     The  English  cases 
are  to  the  same  effect.    Brunton  v.  Hawkes,  4  6.  &  Aid.,  541  ; 
Saunders  \.  Aston,  3  Barn.  &  Ad.,  881  ;  Losh  v.  Hague,  Webst. 
P.  C,  202  ;  Kay  v.  Marshall,  8  CI.  &  Fin.,  245  ;  Bush  v.  Fox, 
5  H.  of  L.  Cases,  707  ;   Tetley  v.  Easton,  2  C.  B.,  N.  S.,  706  ; 
Brook  v.  Astor,  8  E.  &  B.,  478  ;  Envelope  Co.  v.  Seymer,  5   C. 
B.,  N.  S.,  164  ;    Ralston  v.  Smith,  9  Id.,  117  and  11  Id.,  471, 
and  II  H.  of  L.  Cases,  223  ;  Horton  v.  Mabon,  12  Id.,  437  ;  Orm- 
son  v.  Clarke,  13  Id.,  337,  and  14  Id.,  475  ;  Harwood  \,  Railway 
Co.,  II  Id.,  654  ;  Jordan  v.  Moore,  L.  R.^,  i  C.  P.,  624  ;  Penn 
v.  Bibby,  L.  R.,  2  Ch.  App.,  127  ;  Fox  v.  Dcllestable,  15  W.  R., 
194  ;    White  v.  Toms,  17  Law  Times  Rep.,  N.  S.,  348  ;  Parkes 
v.  Stevens,  Law  Rep.,  8  Eq.,  358  and  5  Ch.  App.,  36  ;  Rushton 
V.  Crawley,  Law  Rep.,  10  Eq.  Cas.,  522. 

The  motion  for  an  injunction  is  denied. 

Warren  G.  Bro7vn,  for  the  complainants. 
Edward  Fitch,  for  the  defendant. 


APRIL,    1879.  203 


Nelson  v.  McMann. 


Charles  Nelson 

vs. 
Thomas  R.  McMann  et  al.    In  Equity.* 

A  mere  licensee  under  a  patent  cannot  sue,  in  equity,  for  the  infrinj2:ement 
of  his  rights  under  the  patent,  without  joining;  with  him,  as  plaintiff,  the 
owner  of  the  legal  title,  and  such  owner  is,  in  such  case,  a  proper  party. 

What  constitutes  a  mere  licensee,  defined. 

The  instrument  under  which  the  plaintiff  in  this  case  claimed  his  rights, 
held  to  be  only  a  licensee. 

(Before  B  latch  ford,  J.,  Southern  District  of  New  York,  April,  1879.) 

Blatchford,  J. 

The  bill  in  this  case  is  founded  on  reissued  letters  patent 
of  the  United  States,  granted  to  Nathaniel  Jenkins,  August 
3d,  1869,  for  an  **  elastic  packing  for  joints  and  valves  ex- 
posed to  destructive  fluids."  The  original  patent  was  grant- 
ed to  Jenkins,  May  8th,  1866.  The  specification  of  the  reis- 
sued patent  describes  the  new  packing  as  "an  elastic  pack- 
ing, of  indestructible  properties,  to  a  valve,  joint  or  aperture 
through  which  a  destructive  fluid  is  to  pass,  such  as  steam  of 
any  kind,  hot  water,  kerosene  or  other  coal  oil,  hot  or  cold." 
The  bill  alleges,  that  Jenkins,  by  an  instrument  in  writing, 
dated  February  ist,  1870,  assigned  and  conveyed  to  the 
plaintiff  **  the  exclusive  right  and  license,  within  the  States 
of  New  York  and  New  Jersey,  to  use  said  elastic  packing  in 
the  manufacture  of  any  and  all  manner  of  valves,  cocks  and 
other  articles  in  which  said  elastic  packing  could  or  should 
be  used,  and  sell  for  use  in  said  territory  and  elsewhere  in  the 
United  States,  such  valves,  cocks,  &c.,  so  manufactured."  It 
also  alleges,  that,  under  such  rights,  the  plaintiff  made  and 
sold  **  valves,  cocks  and  other  articles  containing  said  elastic 

•  16  Blatchf.  C.  C.  R.,  139. 
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packing.**  It  also  alleges,  as  an  infringement,  that  the  de- 
fendants did,  in  New  York  and  New  Jersey,  **  use  and  vend  to 
others  to  be  used  the  aforesaid  invention  and  discovery,  and 
did  cause  the  same  to  be  done,  and  did  make,  use,  and  vend 
to  others  to  be  used,  valves,  cocks  and  other  articles  emplo)^- 
ing  and  containing  said  improved  elastic  packing." 

To  this  bill  the  defendants  interpose  a  plea,  which  sets 
forth,  **  that  the  said  Charles  Nelson  is  not,  and  never  has 
been,  the  assignee  of  the  said  letters  patent  in  said  bill  set 
forth,  or  of  any  territorial  grant  under  the  same,  in  manner 
and  form  as  set  forth  in  said  bill,  and  that  the  said  letters 
patent  are  now  the  exclusive  property  of  Thomas  William 
Clarke  of  Boston,  in  the  county  of  Suffolk,  and  State  of  Mas- 
sachusetts, under  the  following  claim  of  title  :  The  said 
Nathaniel  Jenkins  died,  on  or  about  the  twentieth  day  of 
May,  1872,  leaving  a  will  duly  probated  in  said  court ty  of 
Suffolk,  in  the  Probate  Court  thereof,  whereof  Charles  F. 
Jenkins,  Alfred  W.  Chandler  and  John  Hassam  were  execu- 
tors, and  came  into  full  possession  of  said  letters  patent.  The 
said  Charles  Jenkins,  Alfred  W.  Chandler  and  John  Hassam, 

executors  as  aforesaid,  on  the —  -     day  of ,  1874,  duly 

assigned  said  letters  patent  to  Alfred  B.  Jenkins,  under  power 
contained  in  said  will,  and  thereby  conferred  upon  them. 
The  said  Alfred  B.  Jenkins,  on  the  fifth  day  of  November, 
1874,  duly  assigned  the  same  to  said  Thomas  William 
Clarke.  *  *  *  Wherefore  defendants  say,  that  the  title  to 
said  letters  patent  is  not  in  the  said  Charles  Nelson,  for  the 
States  of  New  York  and  New  Jersey.*'  The  plaintiff  takes 
issue  on  this  plea,  by  a  replication. 

Proofs  have  been  taken  by  both  parlies,  and  the  case  has 
been  brought  to  a  hearing  thereon.  The  real  question  tried 
and  argued  has  been,  whether  the  plaintiff  has  a  right  to 
maintain  this  suit  in  his  own  name  alone,  as  it  is  now  brought. 
The  bill  does  not  aver  that  the  plaintiff  is  or  has  been  the 
assignee  of  the  patent  or  of  any  territorial  grant  under  the 
same.  Therefore,  the  plea,  in  denying  that,  denies  what  is 
not  averred  in  the  bill.  The  allegation  of  the  bill  as  to  the 
right  and  license  conveyed  to  the  plaintiff  by  Jenkins,  by  the 
instrument  of  February  ist,  1870,  is  not  otherwise  denied  by 
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the  plea.  The  parties  have,  however,  treated  the  pleadinfsfs 
and  proofs  as  raising  the  question,  whether  the  plaintiff  has 
such  a  title  to,  or  under,  the  patent  as  authorizes  him  to  bring 
this  suit  in  his  own  name  alone  ;  and  that  is  the  question 
which  will  be  considered. 

On  the  ist  of  February,  1870,  Jrtikins  owned  two  other  pat- 
ents which  had  been  granted  to  him,  besides  the  reissued  pat- 
ent of  1869.  That  reissue  will  be  called  the  1869  patent.  The 
1869  patent  was  for  a  packing  composed  of  refractory  earth 
and  vulcanized  rubber.  Of  the  other  two  patents,  one, 
granted  October  15th,  1867,  was  for  a  packing  for  joints  and 
valves  composed  of  pulverized  mica  and  vulcanized  rubber, 
or  one  composed  of  pulverized  wood  charcoal  and  vulcanized 
rubber.  The  other  patent  was  granted  October  6th,  1868, 
and  was  for  an  **  improvement  in  steam  globe  valves,**  of 
that  class  in  which  an  elastic  or  semi- elastic  packing  could  be 
employed,  the  packing  being  in  an  annular  chamber  in  the 
valve  head.  Premising  this,  the  instrument  of  1870  was 
made.  It  contains  these  provisions  :  **  Whereas  said  Jenkins 
is  the  proprietor  of  certain  inventions  in  the  construction  of 
stop  valves,  cocks,  &c.,  and  in  packing  or  discs  for  stop 
valves,  cocks  and  other  purposes  ;  and  whereas  the  said 
Jenkins  has  entered  into  an  arrangement  with  said  Nelson  to 
license  him  to  manufacture  stop  valves,  cocks,  &c.,  under  his 
patent  dated  October  6th,  1868,  and  also  other  valves,  cocks, 
&c.,  of  a  suitable  pattern  to  employ  his  said  patent  packing 
or  discs,  and  said  Nelson  does  agree  to  pay  to  said  Jenkins 
certain  royalties  on  the  valvesj  cocks,  &c.,  so  made  by  him, 
and  to  conduct  the  manufacture  and  sale  of  said  valves,  cocks, 
&c.,  in  a  manner  that^ill  insure  the  best  results  to  the  par- 
ties herein  named  :  NQiy^i^therefore,  said  Jenkins  does  hereby 
authorize,  empower  ai^  Hcense  the  said  Nelson  to  manufact- 
ure and  sell  valves,  docks,  &c.,  of  any  and  every  kind,  name 
and  description,  for  any  and  every  purpose,  according  to  his 
said  letters  patent,  dated  October  6th,  1868,  and  does  also 
authorize  and  empower  said  Nelson  to  make  any  and  every 
other  valves,  cocks,  &c,  not  constructed  according  to  said  let- 
ters patent,  which  can  be  suitably  arranged  for  employing 
the  Jenkins  patent  packing  or  discs,  without  making  the  said 
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Jenkins   liable   for  any  infringement   of  letters   patent    on 
valves,  coc}cs,  &c.,  taken  out  by  any  other  party  or  parties  ;  and 
said  Jenkins  does  hereby  covenant  and  agree  to  and  with  said 
Nelson,  that  he  will  sell  and  promptly  supply  all  his  orders 
for  the  patent  packing  or  discs,   such  as  are  to  be  used  in 
the  construction  of  the  valves,  cocks,  &c.,  so  made  by  him  or 
for  him,  at  a  discount  of  twenty  (20)  per  cent,  from  the  latest 
list  of  prices  of  such  packing  or  discs,  advertised  or  circulat- 
ed by  him,  a  copy  of  which  said  list  is  hereunto  annexed,  in 
order  to  show  the  prices  at  this  date  ;*'  (here  follows  the  list 
of  prices  of  packing  or  discs  ;)  **  and  the  said  Jenkins  does 
also  covenant  and  agree,  to  and  with  the  said  Nelson,  that  he 
will  not  hereafter  grant  any  authority  or  license  to  any  per- 
son or  persons  to  manufacture,  within  the  States  of  New  York 
and  New  Jersey,  any  valves,  cocks,  or  any  article  in  which 
shall  be  used  the  Jenkins  patent  packing  or  discs,  but  that 
said  Nelson  shall  have  the  exclusive  right  to  manufacture, 
within  the  States  of  New  York  and  New  Jersey,  any  valves, 
cocks,  or  any  other  article,  under  said  letters  patent,  dated 
October  6th,    1868,  or  renewed  patents,  cr  patents  for   im- 
provements thereon  ;  and  said  Nelson  agrees  to  pay  a  royalty 
for  any  article  he  may  manufacture,  not  within  specified,  in 
which  the  said  packing  is  used,  the  royalty  to  be  fixed  upon 
when  such  article,  not  specified,  is  manufactured  ;  and  said 
Nelson  shall  have  the  right  to   sell   in   any  of   the   United 
States,  valves,  cocks,  or  any  other  article,  manufactured  un- 
der said   letters   patent,  or  renewed  patents,  or  patents   for 
improvements  thereon  ;  and,  -for  and  in  consideration  of  the 
same,  the  said  Nelson  does  hereby  agree  with  the  said  Jen- 
kins, his  executors,  administrators,  and  the  assigns  of  said 
Jenkins,  of  said  patents  for  valves  ^nd  packing,  that  he  will 
make  the  business  of  manufacturing  and  selling  the  Jenkins 
patent  compression  valves  and  gauge  cx)cks  a  specialty,  that 
he  will  endeavor  to  introduce  them   into  use  in  preference  to 
any  other  valve  or  gauge  cocks,  and   recommend  them  as  a 
superior  article,  and  that  he  will  manufacture  them  of  good 
material,   and  equal  in  weight  and  workmanship  to    those 
heretofore    manufactured    by   him  ;    and   said    Nelson   also 
agrees  to  thoroughly  advertise  said  valves  and  cocks,  so  to  be 
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made  by  him  or  for  him,  and  bring  them  thoroughly  to  the  at- 
tention of  persons  using  and  employing  valves  and  cocks,  and 
that  he  will  purchase  all  the  packings  or  discs  required  for 
such  valves  and  gauge  cocks,  from  said  Jenkins  or  his  legal 
representatives,  or  those  owning  said  patents,  at  the  aforesaid 
rates,  viz.,  at  a  discount  of  twenty  (20)  per  cent,  from  the  lat- 
est list  prices,  and  that  he  will  pay  to  said  Jenkins,  his  exec- 
utors, administrators,  or  those  owing  said  patent  of  October 
6th,  1868,  a  royalty  at  the  following  rates,  for  each  and  every 
valve  made  and  sold  ;"  (here  follows  a  tariff  of  royalty  on 
each  valve,  according  to  its  inches  of  opening,  and  on  every 
gauge  cock  sold)  **  and  said  Nelson  does  hereby  agree  to 
stamp,  or  have  stamped,  each  and  every  valve  made  by  him, 
or  for  him,  under  said  letters  patent,  as  follows  :  *  Patented, 
Oct.  6th,  1868 — May  8th,  1866,  reissued  Aug.  3d,  1869— Oct. 
15th,  1867  ;'  and  said  Nelson  further  agrees  to  account,  at  the 
end  of  each  and  every  month,  for  the  valves  and  cocks,  or 
any  other  article  sold  by  him,  or  for  him,  since  the  last 
account  rendered,  specifying  the  sizes,  and  the  number  of 
each  size,  and  articles  sold,  and  to  pay  to  said  Jenkins,  his 
executors,  administrators  or  assigns  of  his  said  letters  patent, 
the  sum  of  money  due  under  this  agreement,  and  according 
to  such  account,  forthwith  ;  and  it  is  mutually  understood 
and  agreed,  that  the  said  Nelson  may  sell,  transfer,  or  con- 
vey this  right  or  license  to  any  member  or  members  of  his 
firm,  now  or  hereafter  engaged  in  the  carrying  on  of  business 
with  him,  and  that,  in  case  of  the  death  of  said  Nelson,  this 
license  or  right  shall  descend  to  the  survivor  or  survivors,  or 
the  administrators  of  the  deceased,  who  shall  possess  all  the 
rights  and  privileges  guaranteed  to  said  Nelson  by  this  agree- 
ment, and  such  administrators  may  sell  such  right  or  license 
to  any  parties  in  the  said  firm,  but  neither  the  said  Nelson,  nor 
the  administrators  of  said  Nelson,  nor  any  member  or  mem- 
bers of  his  firm,  shall  have  any  right  to  assign  this  right  or 
license  to  any  others  than  those  now  engaged,  or  those  who 
may  hereafter  be  engaged,  in  business  with  said  Nelson,  with- 
out first  obtaining  a  written  consent  of  said  Jenkins,  his  exec- 
utors, administrators,  or  assigns  of  his  said  letters  patent  ; 
and  said    Jenkins  further  agrees,  that  this  agreement  shall 
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subsist  for  the  term  of  said  letters  patent,  and  that  it  shall  be 
binding  on  the  lawful  possessors  of  the  said  letters  paten c  for 
said  packing,  dated  May  8th,  1866,  reissued  August  3d,  1869, 
and  dated  October  T5th,  1867  ;  and  the  said  Nelson  agrees 
that  this  agreement  shall  subsist  during  the  term  of  said  let- 
ters patent,  and  shall  be  binding  on  him,  his  executors,  ad- 
ministrators and  assigns.*' 

The  scope  and  meaning  of  the  provisions  of  this  agreement 
are  very  plain.  Jenkins  had  a  patent  for  valves  and  two  pat- 
ents for  packing.  The  valves  were  such  as  could  employ  the 
patented  packing.  The  patented  packing  could  also  be  used 
in  other  valves,  not  covered  by  the  1868  patent.  Jenkins  de- 
sired to  retain,  in  his  own  hands  the  manufacture  of  the  pack- 
ing, and  to  sell  it.  He  desired  to  create  a  market  for  it.  He 
could  do  so  by  promoting  the  manufacture  and  sale  of  valves 
made  according  to  his  1868  patent,  which  w^ould  require  the 
patented  packing,  and  of  other  valves  which  would  require  it. 
By  licensing  the  manufacture  of  valves  to  be  made  according 
to  his  1868  patent,  he  could  derive  a  royalty  on  each  valve, 
and  at  the  same  time  obtain  a  profit  on  the  manufacture  and 
sale  by  himself  of  the  packing  to  be  used  in  such  valve.  He 
would  also  be  able  thus  to  ensure  that  the  packing  -should  be 
a  satisfactory  article.  He,  therefore,  licenses  Nelson  to  make 
and  sell  valves  under  the  1868  patent,  and  other  valves  which 
could  employ  the  packing  of  the  1867  and  ii869  patents,  with- 
out making  him  (Jenkins)  liable  for  infringing  any  patents  for 
such  other  valves.  He  agrees  to  sell  to  Nelson,  for  use  in 
such  valves,  packing  made  under  the  1867  and  1869  patents, 
at  specified  prices.  He  agrees  not  to  license  any  one  to  make 
in  New  York  and  New  Jersey  any  article  in  which  the  packing 
of  the  patents  of  1867  or  1869  shall  be  used.  He  agrees  that 
Nelson  shall  have  the  exclusive  right  to  make  in  New  York 
and  New  Jersey  any  article  under  the  1868  patent.  Nelson 
agrees  to  pay  a  specified  royalty  on  every  valve  made  and 
sold  according  to  the  patent  of  1868,  and  a  specified  royalty 
on  every  gauge-cock  sold  according  to  that  patent,  and  on 
every  other  article  he  should  make,  not  specified,  in  which 
such  packing  should  be  used,  a  royalty  to  be  thereafter  fixed. 
Nelson  is  to  have  the  right  to  sell  anywhere  in  the  United 


APRIL,    1879.  209 


Nelson  v.  McMann. 


States  any  article  he  may  make  under  the  1868  patent.  He 
agrees  to  purchase  from  Jenkins  all  the  packing  required  for 
such  valves  and  gauge-cocks,  at  the  prices  specified.  He 
agrees  to  stamp  every  valve  made  by  him  or  for  him  under  the 
1868  patent,  with  the  dates  of  all  three  of  the  patents.  He 
agrees  to  account  to  Jenkins  every  month  for  all  articles  sold 
by  him  under  the  agreement,  and  to  pay  forthwith  the  money 
due  under  the  agreement  and  according  to  the  account.  He 
is  authorized  to  transfer  the  license  to  those  then  engaged, 
or  who  might  thereafter  be  engaged,  with  him  in  business, 
but  he  is  forbidden  to  transfer  it  to  any  one  else  without  the 
written  consent  of  Jenkins.  The  agreement  is  to  continue 
during  the  term  of  the  1868  patent  and  is  to  bind  the  owners 
of  the  patents  of  1867  and  1869. 

The  instrument  calls  itself  a  license.  It  is  not  necessary  in 
this  case  to  construe  its  provisions  as  a  license  under  the  pat- 
ent of  1868,  for  the  suit  is  not  brought  on  that  patent,  nor  is 
it  proper  to  do  so,  as  between  the  present  owners  of  that  pat- 
ent and  Nelson,  as  the  former  are  not  parties  to  this  suit.  It 
is  plainly  a  license  to  some  extent  to  make  and  sell  articles 
under  the  patent  of  1868.  As  to  the  patents  of  1867  and 
1869,  Jenkins  owning  those  patents,  and  being  engaged  in 
making  packing  under  them,  agrees  to  sell  such  packing  to 
Nelson  at  specified  prices,  with  a  view  to  having  Nelson  use 
it  in  articles  to  be  made  under  the  1868  patent  and  in  other 
articles  fitted  for  it.  But,  the  moment  it  was  bought  by 
Nelson  it  passed  out  from  under  the  monopoly  of  the  patents 
of  1867  and  1869.  and  it  required  no  license  to  enable  Nelson 
then  to  use  it  for  any  purpose  for  which  it  could  be  used. 
The  fact  of  sale  carried  with  it  a  license  to  use  and  a  license 
to  sell  again.  Tho  instrument  conveys  to  Nelson  no  right  to 
make  packing  under  either  of  the  packing  patents.  The 
royalty  to  be  paid  is  to  be  paid  solely  under  the  patent  of 
1868  and  for  a  license  under  it.  There  is  no  royalty  to 
be  paid  under  either  of  the  packing  patents.  The  pack- 
ing is  to  be  bought  from  Jenkins  as  an  article  of  mer- 
chandise, at  a  specified  price,  and  Nelson  agrees  to  buy  from 
Jenkins  all  the  packing  he.  Nelson,  is  to  use.  The  valves 
made  according  to  the  patent  of  1868  are  to  be  stamped  with 
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the  dates  of  all  three  of  the  patents,  because  the  valves  are 
made  by  Nelson  under  the  patent  of  1868,  and  the  packing 
in  them  is  made  by  Jenkins  under  the  packing  patents. 
Whether  the  instrument  gives  to  Nelson,  as  against  the  own- 
ers of  the  packing  patents,  an  exclusive  right  to  use  the  pat- 
ented packing  in  New  York  and  New  Jersey,  is  a  question 
not  necessary  or  proper  to  be  decided  in  this  case.  At  most, 
the  instrument  is,  as  to  the  patent  sued  on,  a  mere  license. 

It  was  provided  by  §  11  of  the  Act  of  July  4th,  1836,  5  U.  S. 
Stat,  at  Large,  121,  which  was  the  statute  in  force  when 
the  1868  and  1869  patents  were  granted,  and  when  the  instru- 
ment of  February  ist,  1870,  was  made,  that  **  every  patent 
shall  be  assignable  in  law,  either  as  to  the  whole  interest,  or 
any  undivided  part  thereof,  by  any  instrument  in  writing, 
which  assignment  and  also  every  grant  and  conveyance  of  the 
exclusive  right  under  any  patent,  to  make  and  use,  and  to 
grant  to  others  to  make  and  use,  the  thing  patented,  within  and 
throughout  any  specified  part  or  portion  of  the  United  States, 
shall  be  recorded  in  the  Patent  Office  within  three  months 
from  the  execution  thereof."  The  14th  section  of  the  same 
Act  provided,  that  an  action  at  law  for  damages  for  infringe- 
ment might  be  brought  **  in  the  name  or  names  of  the  person 
or  persons  interested,  whether  as  patentees,  assignees,  or  as 
grantees  of  the  exclusive  right  within  and  throughout  a  spec- 
ified part  of  the  United  States.'*  The  17th  section  of  the 
same  Act  gave  original  cognizance  **  as  well  in  equity  as  at 
law"  to  all  the  Circuit  Courts  of  the  United  States,  of  **  all 
actions,  suits,  controversies,  and  cases**  arising  under  any 
patent  law,  and  gave  power  to  such  courts,  **  upon  bill  in 
equity  filed  by  any  party  aggrieved,  in  any  such  case,  to 
grant  injunctions,  according  to  the  course  and  principles  of 
courts  of  equity,'*  to  prevent  infringements.  Under  these 
provisions  it  was  always  held,  that  no  mere  licensee  could 
bring  a  suit  for  infringement,  either  at  law  or  in  equity,  in 
his  own  name  alone.  In  Gayler  v.  Wilder^  10  Howard,  477, 
494,  it  is  said,  that  while,  by  the  14th  section  of  the  Act  of 
1836,  the  patentee  may  assign  his  exclusive  right  within  and 
throughout  a  specified  part  of  the  United  States,  and  the  as- 
signee may,  upon  such  an  assignment,  sue  in  his  own  name, 
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for  an  infringement  of  his  rights,  yet,  in  order  to  enable  him 
to  sue,  the  assignment  must  convey  to  him  the  entire  and 
unqualified  monopoly  which  the  patentee  held  in  the  territory 
specified,  excluding  the  patentee  himself  as  well  as  others  ; 
and  that  any  assignment  short  of  this  is  a  mere  license.  That 
was  a  suit  at  law.  Wilder,  the  assignee  of  the  whole  of  the 
patent,  had  granted  to  one  Herring  the  exclusive  right  to 
make  and  vend  the  patented  article,  a  safe,  in  the  city  and 
county  of  New  York,  for  a  royalty  of  a  cent  a  pound  on  each 
pound  the  safe  might  weigh.  But  Wilder  reserved  the  right 
to  set  up  a  manufactory  for  making  the  safes  in  the  State  of 
New  York,  not  within  fifty  miles  of  the  city,  and  to  sell  them 
in  the  State  of  New  York,  paying  to  Herring  a  cent  a  pound 
on  each  safe  so  sold  within  the  State.  The  Supreme  Court 
held  that  the  agreement  was  **  not  an  assignment  of  an  un- 
divided interest  in  the  whole  patent,  nor  the  assignment  of  an 
exclusive  right  to  the  entire  monopoly  in  the  State  or  city  of 
New  York  ;"  that  it,  was,  therefore,  "to  be  regarded  as  a 
license  only,"  and  did  not,  under  the  statute,  enable  Herring 
to  maintain  an  action  for  infringement ;  that  Wilder  contin- 
ued to  be  the  legal  owner  of  the  patent ;  and  that  the  suit 
was  properly  brought  in  the  name  of  Wilder.  The  same  view 
was  held  by  Mr.  Justice  Nelson  and  Judge  IngersoU,  in  the 
Circuit  Court  of  the  United  States  for  the  District  of  Con- 
necticut, in  Potter  v.  Holland^  4  Blatchf.  C.  C.  R.,  206,  211. 
If,  within  the  foregoing  principles,  the  plaintiff  in  this  suit 
is  only  a  licensee,  he  cannot  sue  in  equity  without  joining 
with  him  as  plaintiff  the  owner  of  the  legal  title,  (Curtis  on 
Patents,  3d  ed.,  §  403  ;)  and  such  owner  is,  in  such  case,  a 
proper  party.  Woodworthv.  Wilson^  4  Howard,  712.  A  suit 
at  law  is,  in  such  case,  properly  brought  in  the  name  of  such 
owner,  in  behalf  of  the  licensee.  Goodyear  v.  McBurney^  3 
Blatchf.  C.  C.  R.,  32  ;  Goodyear  v.  Bishops  4  Id.,  438.  These 
principles  are  recognized  in  Littlefield  v.  Ferry ^  21  Wallace, 
205i  219,  223,  and  there  is  nothing  in  that  case  which  favors 
the  right  of  the  plaintiff  in  this  case  to  sue  alone.  The  court 
in  that  case  says  :  **  A  mere  licensee  cannot  sue  strangers  who 
infringe.  In  such  case  redress  is  obtained  through  or  in  the 
name  of  the  patentee  or  his  assignee.*' 
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The  36th  section  of  the  Act  of  July  8th,  1870,  16  U.  S.  Stat, 
at  Large,  203,  provides,  **that  every  patent  or  any  interest 
therein  shall  be  assignable  in  law,  by  an  instrument  in  writ- 
ing ;  and  the  patentee,  or  his  assigns  or  legal  representatives, 
may,  in  like  manner,  grant  and  convey  an  exclusive  right, 
under  his  patent,  to  the  whole  or  any  specified  part  of  the 
United  States."  This  provision  is  not  different  from  that 
found  in  §  II  of  the  Act  of  1836,  and  is  now  embodied  in  § 
4,898  of  the  Revised  Statutes.  The  **  exclusive  right/*  under 
a  patent,  to  a  specified  part  of  the  United  States,  means  an 
exclusive  right  to  do  everything  under  the  patent,  in  such 
specified  part,  which  the  patentee  could  do,  and  is  the  same 
thing  as  the  *'  exclusive  right,"  under  the  patent,  **  to  make 
and  use,  and  to  grant  to  others  to  make  and  use,  the  thing 
patented,  within  and  throughout  '*  such  specified  part.  Sec- 
tion 55  of  the  Act  of  1870  contains  the  same  provisions,  in 
substance,  which  are  above  cited  from  §  17  of  the  Act  of  1836, 
and  they  are  now  embodied  in  sections  629,  711  and  4,921  of 
the  Revised  Statutes.  Section  59  of  the  Act  of  1870  pro- 
vides, that  an  action  at  law  for  damages  for  infringement 
may  be  brought  **  in  the  name  of  the  party  interested,  either 
as  patentee,  assignee  or  grantee."  This  means  such  a  grantee 
as  is  referred  to  in  §  36  of  the  Act  of  1870,  and  no  other 
grantee  than  such  as  is  spoken  of  in  §  14  of  the  Act  of  1836. 
The  provision  above  cited  from  §  59  of  the  Act  of  1870  is  now 
embodied  in  §  4,919  of  the  Revised  Statutes.  There  is  no 
ground  for  saying  that  the  scope  of  the  Act  of  1870  is  greater 
than  that  of  the  Act  of  1836. 

Applying  the  foregoing  interpretation  of  the  law  to  the 
provisions  of  the  instrument  under  which  the  plaintiff  claims 
the  right  to  bring  this  suit  in  his  own  name  alone,  it  is 
entirely  clear  that  he  has  no  such  right,  because  he  has 
not  the  title  to  the  patent  for  any  part  of  New  York  or 
New  Jersey,  which  is  the  defence  set  up  in  the  plea.  Even 
if  the  agreement  between  Jenkins  and  Nelson  gave  to  Nel- 
son such  an  exclusive  right  and  license  to  use  the  pack- 
ing of  the  reissue  of  1869  as  is  alleged  in  the  bill,  the 
plaintiff  would  have  no  right  to  maintain  this  suit  in  his  own 
name  alone. 
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The  plea  is  allowed  and  the  bill  is  dismissed,  with  costs. 

Stephen  Z>.  Law  and  A.  B,  Malcolnison^  Jr,^  for  the  complain- 
ant. 

Thomas    William  Clarke  and  Wiliiam  T.  Graffs  for  the  de- 
fendants. 


Lyman  L.  Barber 

vs. 
Henry  H.  Hallett.    In  Equity. 

The  machine  used  by  the  defendant  kild  to  differ  from  the  complainant's 
patented  machine,  merely  in  the  position  of  the  working  parts,  and  that, 
though  by  such  changes  some  improvement  may,  perhaps,  have  been 
accomplished,  it  is  nevertheless  an  infringement. 

Reissued  patent  No.  7,860,  granted  to  Lyman  L.  Barber,  August  28,  1877,  for 
improvement  in  cutting  attachments  for  sewing  machines,  held  to  be 
valid,  and  that  the  defendant  has  infringed  the  ist,  2d  and  8th  claims 
thereof. 

(Before  Lowell,  J.,  District  of  Massachusetts,  April,  1879.) 

Lowell,  J. 

The  complainant  is  the  patentee  in  reissue  No.  7,860,  for 
an  improvement  in  cutting  attachments  for  sewing  machines. 
The  plaintiff,  in  his  specification,  declares  his  invention  to 
consist  of  a  reciprocating  knife  adapted  to  trim  the  edges  of 
leather  or  other  stock  while  it  is  being  stitched,  and  in  a  line 
that  is  parallel  with  the  stitching.  That  before  this  invention 
the  knife  has  been  reciprocated  crosswise,  or  against  the  side 
of  the  stock,  as  the  lathe  is  supported  on  the  machine,  the 
knife  rising  and  falling,  and  cutting  the  stock  during  the 
downward  movement. 

The  mechanism,  by  which  this  cutting  or  trimming  is  per- 
formed, is  described  with  much  fulness  ;  and  a  machine,  such 
as  the  complainant  makes  and  sells,  is  exhibited.  The  defend- 
ant has  a  patent  of  alater  date  than  the  plaintiff's  original  pat- 
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ent,  and  produces  one  of  his  machines  ;  and  the  question 
is,  whether  the  cutting  or  trimming  device,  made  under 
the  defendant's  patent,  infringes  the  plaintiff's  monopoly. 
It  is  not  contended  that  the  reissue  is  void.  The  mechan- 
ism described  agrees  entirely  with  that  in  the  first  patent,  and 
though  the  claims  are  more  numerous,  there  is  a  claim  in  th^ 
original  which  seems  to  be  broad  enough  for  all  the  purposes 
of  this  case.  The  reissue  brings  out  more  fully  what  the 
complainant  now  insists  upon  as  the  distinguishing  features 
of  his  invention,  that  is,  cutting  against  the  edge  of  the  stock 
in  a  line  parallel  with  the  line  of  feed,  and  the  question  is, 
whether  he  is  right  in  this  contention. 

The  defendant  has  produced  several  patents  which  antedate 
the  plaintiff's,  the  earliest  of  which  seems  of  a  very  broad  and 
general  character,  and  perhaps  would  have  controlled  both  . 
of  the  machines  in  this  case  if  it  had  not  expired.  It  may  be, 
however,  that  the  plaintiff  has  a  patentable  improvement  on 
all  that  had  gone  before,  and  if  so,  and  if  the  defendant  uses 
substantially  similar  means  to  produce  a  like  result,  he  in- 
fringes. 

T  think  the  plaintiff  has  made  out  that  his  machine  does 
differ,  in  the  way  that  he  says  it  does,  from  the  earlier 
machines,  which  employ  a  reciprocating  knife.  They  appear 
to  be  organized  to  cut  by  up  and  down  movements  of  various 
sorts,  or  by  a  drawing  movement,  or  by  a  rotary  sawing 
movement.  The  evidence  further  proves  that  there  is  utility 
in  the  change  which  the  plaintiff  has  made.  The  defendant 
appears  to  me  to  make  use  of  a  device  similar  in  operation  to 
produce  a  similar  result.  His  knife  is  pivoted  to  an  inde- 
pendent carrier  or  arm  above  the  plate,  instead  pf  being  at- 
tached to  the  plate  ;  and  it  works  up  and  down  to  a  certain 
degree,  but,  being  pivoted  at  an  angle  to  the  bed  plate,  the 
blow  of  the  needle-bar  which  brings  it  down  forces  it  forward 
against  the  edge  of  the  stock,  and  most  of  the  cutting  is  done 
during  that  part  of  the  motion.  In  so  far  as  it  has  a  slight 
drawing  motion  it  may,  or  may  not,  be  an  improvement. 
The  knife  reciprocates,  not  indeed  by  the  machinery  alone, 
for  the  feed  pushes  it  back  after  it  has  completed  its  cut ;  but 
it  moves  backward  and  forward  automatically,  which  is  all 
that  reciprocating  means. 
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It  was  argued  that  the  plaintiff's  cutter  does  not  trim  the 
work  in  a  line  parallel  with  the  feed  when  straight  work  is 
being  stitched,  because  the  knife  moves  in  the  arc  of  a  circle. 
The  evidence,  however,  is  that,  for  all  practical  purposes,  the 
series  of  small  arcs  has  the  appearance  of  a  straight  line,  at 
least  when  the  sewing  is  fine,  and  is  equally  acceptable  to  the 
trade.  Besides,  the  patentee  describes  fully  in  his  specifica- 
tion a  knife  and  its  attachments,  in  which  the  line  of  cut  is 
absolutely  straight.  In  short,  the  differences  between  the 
two  machines  appear  to  be  merely  changes  in  the  position  of 
the  working  parts,  so  far  as  the  plaintiff's  patent  is  con- 
cerned, though  by  these  changes  some  improvement  may, 
perhaps,  have  been  accomplished.  I  decide,  therefore,  that 
the  defendant  has  infringed  the  first,  second  and  eighth 
claims  of  the  reissued  patent  No.  7,860. 

Decree  for  the  complainant. 


C  D,  Wright^  for  the  complainant. 
C.  H,  Drew^  for  the  defendant. 


The  Badische  Anilix  and  Soda  Fabrik 

vs, 
Alexander  Cochrane  et  al.    In  Equity.* 

Reissued  letters  patent  No.  4,321,  Division  B,  granted  April  4th,  187 1,  to 
Charles  Graebe  and  Charles  Liebermann,  for  artificial  alizarine  produced 
from  anthracine,  are  valid. 

The  decision  of  thiscourt  in^«jVi»v. /T/^j'^/^,  15  Blatchf.  C.  C.  R.,  290,  con- 
firmed. 

Artificial  alizarine,  made  according  to  the  process  of  the  patent,  was  a  new 
product,  and  was  patentable. 

The  application  for  the  patent  was  not  accompanied  by  any  specimen  of  in- 
gredients or  of  the  compound  ;  but  it  was  for  the  Patent  Office  to  deter- 

♦  16  Blatchf.  C.  C.  R.,  155. 
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mine  whether  the  nature  of  the  case  admitted  of  specimens^   and  the 
want  of  them  is  not  made  a  statutory  defence  to  a  patent. 

The  artificial  alizarine  of  the  patent  is  different  from  chemically  pare  aliza- 
rine, and  the  patent  covers  the  invention. 

The  patent  is  infringed  by  an  article  produced  by  the  process  of  letters  pat- 
ent No.  153.536.  granted  July  28th,  1874,  to  Heinrich  Caro,  Charles 
Graebe  and  Charles  Liebermann. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  April,  1879.) 

Wheeler,  J. 

This  bill  is  brought  upon  Divison  B  of  reissued  letters  pat- 
ent No.  4,321,  dated  April  4th,  1871,  to*  Charles  Graebe  and 
Charles  Liebermann,  for  artificial  alizarine  produced  from 
anthracine,  now  owned  by  the  plaintiff.  The  cause  was  heard 
upon  the  pleadings  and  the  plaintiff's  evidence,  at  October 
term,  1877.  While  it  was  under  consideration,  a  motion  to 
open  it  for  taking  further  evidence  was  filed  by  the  defend- 
ants, and  evidence  was  taken  upon  that  motion.  Pending 
the  motion  the  parties,  with  the  consent  of  the  court,  stipu- 
lated all  that  evidence  and  some  other  into  the  case,  to  be 
used  as  if  taken  in  chief,  and  it  has  again  been  fully  heard 
upon  the  pleadings  and  all  this  evidence  and  arguments  of 
counsel. 

The  original  patent  was  for  the  process  of  making  this  ali- 
zarine. It  was  surrendered  and  reissued  in  two  dfvisions, 
one  for  the  process,  and  the  other,  this  one,  for  the  product. 
This  division  of  the  patent,  and  the  question  of  infringement 
by  the  same  means  as  those  by  which  the  defendants  are  now 
claimed  to  infringe,  were  under  consideration  in  a  cause  in 
favor  of  this  plaintiff,  v,  Hamilton  Manufacturing  Company, 
in  the  Massachusetts  District,  February  4th,  1878,  13  Off.' 
Gaz.  of  Pat.  Off.,  273,  and  in  another  cause,  against  Higgin, 
in  this  District,  September,  1878,  15  Blatchf.  C.  C.  R.,  290. 
Several  questions  were  made  there  about  the  regularity  of  the 
reissue,  which  have  not  been  insisted  upon  here.  The  ques- 
tions now  raised  in  argument  are,  whether  this  product  is,  in 
fact,  so  new  a  product  as  to  be  patentable  under  the  law  in 
any  form  ?  and,  if  it  is,  whether  this  division  of  the  patent, 
as  granted,  covers  it  ?  and,  if  both,  whether  the  defendantSi 
infringe  it  ?    These  questions  were  considered  and  determined 
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in  those  cases,  as  there  presented.  But  there  is  considerable 
evidence  in  this  case  not  in  either  of  those  ;  and,  therefore,  it 
has  been  fully  heard,  examined  and  considered,  by  itself, 
without  resting  its  decision  upon  the  authority  of  those. 

Alizarine  is  a  natural  dye-stuff,  found  in  the  root  of  the 
madder  plant,  and  has  long  been  known  as  such,  in  the  art 
of  coloring.  It  is  formed  and  held  in  the  fibre  of  the  root, 
and  reached  by  disintegrating  the  substances  which  it  is 
among,  separating  it  from  them,  and  securing  it  by  long  and 
well-known  processes.  It  is  essentially  an  extract  from 
among  other  natural  products,  and  not  in  any  sense  an  arti- 
ficial compound.  Its  structure  was  carefully  studied  by 
chemists,  and  its  molecular  formation  ascertained  to  be  com- 
posed of  fourteen  atoms  of  carbon,  eight  of  hydrogen,  and 
four  of  oxygen,  represented  by  the  formula  C„  H^  O^  of 
chemists.  The  defendants  insist  that  the  production  of 
Graebe  and  Liebermann  is  the  same  thing. 

Anthracine  was  a  waste  product  of  coal-tar — a  hydro- 
carbon—its molecules  consisting  of  fourteen  atoms  of  carbon 
and  ten  of  hydrogen,  in  formula  C,^  H,^.  A  chinone  had  been 
formed  from  it,  by  replacing  two  atoms  of  hydrogen  with  two 
of  oxygen,  called  anthrachinone,  with  the  formula  C,^  H,  O,, 
having  two  atoms  less  of  oxygen  than  chemically  pure  aliza- 
rine. Anthracine  was  not  in  any  sense  a  dye-stuff,  neither  was 
anthrachinone  ;  and  neither  did  either  contain  anything  that 
was  a  dye-stuff,  or  any  coloring  matter  which  could  be  extract- 
ed in  any  manner,  for  none  was  there.  But  their  molecular 
structure  was  so  like  that  of  alizarine,  that  Graebe  and  Lieb- 
ermann were  led  to  investigate  whether  there  was  anything 
there  from  which  any  substance,  embodying  the  coloring 
principle  of  alizarine,  could  be  produced.  To  produce  what 
would  have  the  same  chemical  formula,  it  was  necessary  to 
add  two  atoms  of  oxygen,  or  to  replace  two  atoms  of  hydro- 
gen with  two  of  hydroxyl.  That  accomplished  would  not 
insure  the  production  of  the  same  thing,  although  having  the 
same  formula,  nor  anything  with  like  properties.  The  mole- 
cules to  be  acted  upon  were  very  complex,  and  their  atoms 
very  liable  to  be  disarranged  by  any  process  of  addition  or 
substitution.     Graebe  and  Liebermann  devised  a  method,  in- 
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volving  various  steps,  for  effecting  the  changes  desired,  tried 
it,  and  succeeded  in  obtaining  a  substance  whose  formula 
would  be  the  same,  and  whose  properties  the  same  or  like 
those  of  alizarine,  and  which  they  termed  alizarine.  When 
they  had  done  this  they  had  not  discovered  natural  alizarine 
anywhere,  and  extracted  it,  but  they  had  made  an  alizarine 
synthetically,  from  substances  never  before  containing  it,  nor 
anything  like  it.  What  they  made  was  a  worthy  substitute  for, 
whether  more  or  less  nearly  or  exactly  like,  the  natural 
alizarine  of  madder. 

If  this  substance  should  be  found  to  be  so  like  natural 
alizarine  that  no  one  could  tell  the  difference  between  them, 
or  know  them  apart  except  by  their  source,  the  question 
would  be  presented,  whether,  even  then,  it  would  not,  of  itself, 
be  subject  under  the  law  to  a  patent  granting  to  its  inventors 
an  exclusive  right  to  it,  and  whether  this  patent  is  not  valid 
for  that  purpose.  The  statute  entitled  an  inventor  of  any 
new  and  useful  art^  machine^  manufacture  or  composition  of  matter 
to  a  patent  for  it  on  application,  accompanied  by  a  drawing, 
with  references,  **  where  the  nature  of  the  case  admits  of 
drawings,  or  with  specimens  of  ingredients,  and  of  the  com- 
position of  matter,  sufficient  in  quantity  for  the  purpose  of 
experiment,  where  the  invention  or  discovery  is  of  a  com- 
position of  matter.*'  Act  of  July  4th,  1836,  sec.  6,  5  U.  S. 
Stat,  at  Large,  119.  The  application  for  this  patent  was  not 
accompanied  by  any  specimen  of  ingredients  or  of  the  com- 
pound. It  is  urged,  in  argument,  that  this  product  is  not  a 
patentable  composition  of  matter,  and  that  the  absence  of 
specimens  shows  it  is  not,  and  that  it  is  not  a  manufacture, 
ilor  anything  mentioned  in  the  patent  law  as  patentable. 
These  terms  in  the  statute  are  not  understood  to  be  placed 
there  as  stools,  betwixt  which  inventors  may  fall  to  the  ground, 
but  to  cover  the  whole  range  of  useful  invention,  to  every 
piece  of  which  some  one  of  them,  and  to  many,  more  than  one 
of  them,  will  apply.  This  product  may  fall  under  the  head  of 
either  a  manufacture,  or  a  composition  of  matter.  If  it  is  a 
composition  of  matter  only,  the  statute,  from  the  context  as 
quoted,  may  be  construed  to  mean  that  specimens  are  to 
accompany  the  application,   when   the   nature   of    the  case 
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admits  of  specimens.  If  the  statute  is  so  construed,  whether 
the  nature  of  a  case  so  admits,  must  be  left  to  the  determina- 
tion of  the  Patent  Office,  subject  to  its  requirement.  And  in 
this  case  it  must  have  been  determined  that  the  nature  of  the 
case  did  not  so  admit,  and  so  none  have  been  required.  And, 
however  this  may  be,  the  statute  has  not  placed  the  lack  of 
specimens  among  the  defences  to  a  patent,  and,  as  it  was 
granted,  it  cannot  fail  for  that  reason. 

The  Eaglish  Statute,  21  Jac.,  i,  c.  3,  only  saved  grants  and 
privileges  of  the  sole  working  or  making  of  any  manner  of 
new  manufacture  within  the  realm,  to  the  first  and  true 
inventors  of  such  manufactures,  from  the  prohibition  of  mon- 
opolies ;  but,  under  the  liberal  construction  which  the  word 
manufacture  in  the  statute,  from  the  nature  of  the  subject, 
required,  and,  at  the  hands  of  the  courts,  received,  to  carry 
out  the  intention,  it  was  extended  so  as  to  cover  all  subjects 
of  invention  of  material  things  that  were  useful.  Boulton  v. 
Bully  2  H.  Black.,  463  ;  Hornblower  v.  Boultotiy  8  T.  R.,  95. 

This  production  of  Graebe  and  Liebermann,  however  like 
natural  alizarine,  was  not  that.  It  was  entirely  new  in  its 
source  and  its  coming.  No  one  had  ever  seen  or  known  of 
such  a  thing  before.  Its  addition  to  the  productions  known 
before  was,  in  the  language  of  Buller,  J.,  in  Rex  v.  Arkivright^ 
Web.  Pat.  Cas.,  71,  a  vast  "improvement  of  the-  trade." 
According  to  Heath,  J.,  in  Boulton  v.  BulL  the  product  only, 
and  not  the  process  alone,  would  have  been  patentable,  under 
the  English  statute.  He  said,  referring  to  the  statute  : 
•'  What  then  falls  within  the  scope  of  the  proviso  ?  Such 
manufactures  as  are  reducible  to  two  classes.  The  first  class  in- 
cludes machinery,  the  second  substances  (such  as  medicines), 
formed  by  chemical  and  other  processes,  where  the  vendible 
substance  is  the  thing  produced,  and  that  which  operates  pre- 
serves no  permanent  form.*'  **  I  asked  in  the  argument  for 
an  instance  of  a  patent  for  a  method^  and  none  such  could  be 
produced.  I  was  then  pressed  with  patents  for  chemical  proc- 
esses, many  of  which  are  for  a  method^  but  that  is  from  an 
inaccuracy  of  expression,  because  the  patent  in  truth  is  for  a 
vendible  substance.'*  This,  ot  course,  does  not  show  that, 
under  a  statute  which  includes  the  term  art,  a  process  merely 
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would  not  be  patentable  ;  but,  a  product  patentable  under 
one  would  be  under  the  other.  In  Steiner  v,  Hcald^  6  Eng.  L.  & 
Eq.  R.,  536,  the  patent  was  for  the  invention  of  a  new  manu- 
facture of  garancine.  Garancine  was  an  extract  from  madder, 
having  its  pure  red  coloring  matter,  and  was  well  known.  The 
plaintiff  produced  it  from  spent  madder,  by  the  same  process 
by  which  it  had  before  been  produced  from  fresh  madder. 
It  was  ruled  at  the  trial,  that,  because  it  was  the  same  sub- 
stance, it  was  not  a  new  manufacture.  This  ruling  was 
reversed  in  the  Exchequer  Chamber,  on  the  ground  that  spent 
madder  '*  might  be  a  very  different  thing  from  fresh  madder 
in  its  properties,  chemical  and  otherwise,"  and  that  whether 
it  was  or  not  would  be  material  to  the  validity  of  the  patent. 
If  it  was,  the  novelty  of  the  manufacture  would  consist  wholly 
in  the  material  from  which  it  was  produced.  There  would 
be  a  combination  of  new  materials,  which  would  be  a  new 
combination  ;  and  so  there  would  be  here.  In  the  case  of  The 
Wood  Paper  Patent ^  23  Wall.,  566,  the  paper  pulp  sought  to 
be  covered  by  the  patent  was  not  made  at  all  by  the  new  proc- 
ess, but  was  merely  extracted  by  it.  It  was  cellulose  before 
the  treatment  and  after  ;  an  extract  and  not  a  compound  ; 
and  its  patentability  appears  to  have  been  denied  on  that 
ground.     There  was  no  new  combination  about  it. 

The  plaintiff  does  not,  however,  rest  the  claim  of  novelty 
upon  the  production  from  a  new  source,  but  claims,  upon  the 
evidence,  that  the  thing  itself,  independent  of  its  source, 
when  compared  with  the  alizarine  of  madder,  is  different  from 
it.  The  defendants  deny  this,  and  the  evidence,  although 
all  credible,  in  view  of  the  honesty  and  sincerity  of  the  wit- 
nesses, is  somewhat  conflicting.  The  question  is  one  of  fact, 
and  quite  intricate,  involving  a  high  degree  of  skill  in  the 
subject,  and  requiring  the  aid  of  persons  possessed  of  it,  which 
has  been  furnished  by  both  sides. 

Considerable  of  the  testimony,  and  especially  of  that  from 
abroad,  taken  probably  without  the  presence  of  counsel  who 
manage  the  cause,  goes  to  show  only  what  Graebe  and  Lieber- 
mann  sought  after,  and  thought  they  had  found,  when  they 
had  succeeded  with  their  experiments,  rather  than  to  show 
what  they  actually  did  discover  and  invent.     But,  what  they 
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sought  for,  intended,  or  thought,  does  not  seem  to  be  of  so 
much  importance  here.  An  invention  is  not  like  a  will, 
depending  on  intention.  It  is  a  fact,  and,  if  the  fact  exists, 
it  does  not  appear  to  be  material  whether  it  came  by  design, 
or  accidentally  without  being  bidden.  The  question  here  is, 
whether  this  substance  which  they  produced  is,  in  its  structure 
and  properties,  old  or  new  ;  and  not  whether  they  looked 
for  something  old  or  new,  or  thought  they  had  found  either 
one  or  the  other.  Separated  from  the  rest,  the  testimony  as 
to  whether  this  product  is  actually  different  from  the  other, 
in  some  respects  material  to  dye-stuffs,  is  full,  and  not  very 
conflicting.  Each  has  the  formula  C,^  H.  O^,  but  that  is  not 
conclusive.  Alone  it  is  hardly  a  circumstance.  Chemists  on 
each  side  of  the  case  agree  about  this.  Prof.  Chandler,  at 
page  204,  so  expresses  himself,  and  instances  diamonds  and 
plumbago  as  having  the  same  formula  without  any  resem- 
blance. The  testimony  of  President  Morton  at  page  466,  and 
that  of  Prof.  Hedrick  at  page  52,  is  to  the  same  effect.  As  an 
example  akin  to  this  question,  shown  by  the  evidence,  there 
is  the  purpurine  of  madder,  whose  formula  is  C,^  H,  O,. 
Perkin  discovered  a  purpurine  from  anthracene,  which  he 
called  anthrapurpurine ;  Auerbach,  a  purpurine  from  the 
same  source,  which  he  called  isopurpurine.  Some  say  these 
two  are  the  same  and  others  that  they  are  ditlerent,  but  all 
agree  that  both  are  different  from  the  purpurine  of  madder, 
yet  each  has  the  same  formula  C,^  H,  O^. 

The  presence  of  these  newly  discovered  purpurines  in  the 
artificial  alizarine,  where  they  are  said  to  have  and  appear  to 
have  an  important  influence,  is  relied  upon  largely  as  showing 
that  it  is  different  from  the  natural  alizarine.  The  testimony 
of  several  eminent  and  reliable  chemists  is  to  the  effect  that 
it  is  so  present.  The  testimony  of  Prof.  Chandler,  who  is 
also  eminent  and  reliable,  is  largely  depended  upon  to  show 
to  the  contrary  ;  yet  after  spending  a  great  deal  of  time  in 
investigating  the  subject,  and  after  having  testified  in  regard 
to  it  several  times  before,  and  as  late  as  November,  1878,  he 
testified  further,  speaking  of  the  process  of  the  patent  :  **  I 
am  to-day  unable  to  say  whether  anthrapurpurine  or  isopur- 
purine is  a  necessary  by-product  of  the  bromine  process  of 
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Graebe  and  Liebermann."  He  appears  to  depend  largely  upon 
what  they  intended  and  thought,  in  settling  in  his  own  mind 
what  they  did.  The  little  importance  of  their  intentions  and 
suppositions  becomes  more  apparent,  when  it  is  considered, 
in  this  connection,  that  isopurpurine  and  anthrapurpurine* 
whether  the  same  or  different,  were  not  discovered  at  all  until 
1870,  long  after  the  invention  and  patent.  On  this  question 
it  seems  sufficient  to  say,  without  specifically  referring  to  the 
evidence  further,  that  it  is  satisfactorily  found,  as  a  matter  of 
fact,  that  this  artificial  alizarine  of  the  patent  is  essentially 
different,  in  capabilities  and  properties,  from  Chemically  pure 
alizarine,  madder  alizarine,  or  any  coloring  matter  before 
known  and  used. 

It  has  been  argued  with  much  plausibility,  for  the  defend- 
ants, that  the  patent  itself  is,  in  intention  and  effect,  a  patent 
for  chemically  pure  alizarine  ;  that  the  various  steps  of  the 
process  described  in  it  might  as  well  be  represented  by  chemi- 
cal notation,  in  equations  and  formulae  which  would  end  in 
the  formula  C,^  H^  O^  ;  and  that,  if  the  finding  should  be  as 
just  stated,  the  invention  would  be  of  one  thing,  and  the  pat- 
ent for  another,  and  that  patented  old  and  well  known. 
Here,  in  view  of  the  evidence  relied  upon  in  support  of  these 
propositions,  the  distinction  between  what  the  inventors 
actually  did,  and  what  they  intended  to  do  and  supposed  they 
had  done,  as  well  as  the  difference  between  this  patent  and 
others  and  other  documents,  must  be  attended  to.  In  the 
specification  of  an  English  patent,  and  elsewhere  in  writings, 
they  characterized  this  product  as  chemically  pure  alizarine. 
There  is  considerable  controversy  among  experts  about  the 
meaning  of  that  expression  where  used.  But  neither  that 
expression,  nor  the  formula  for  it,  is  used  in  this  patent,  and 
this  patent  must  speak  for  itself,  and  be  understood  as  express- 
ing what  is  to  be  gathered  from  what  is  there.  Considering 
anthracene,  or  anthrachinone,  as  the  starting  point,  the  patent 
describes  a  series  of  chemical  reactions  ending  with  the  **  yel- 
low flocks  of  alizarine."  These  reactions  might  be  stated  in 
equations,  but  it  is  to  be  remembered  that,  as  shown  before, 
the  successive  formulae,  when  stated,  would  not  show  all  the 
characteristics  or  properties  of  the  corresponding  substances. 
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So,  the  fact  that  they  jpould  be  expressed  in  equations,  and 
that  chemists  would  understand  the  same  things  when  so 
expressed  that  they  do  as  now  expressed,  is  not  at  all  decisive. 
Neither  could  the  actual  effect  of  such  reactions  be  accurately 
calculated  beforehand.  They  must  be  first  tried,  and  their 
effect  found  from  the  actual  result. 

The  question  here  is  what  in  fact  this  result,  the  alizarine 
in  yellow  flocks,  is.  There  can  be  no  fair  doubt,  upon  the 
evidence,  but  that  the  process  can  be  carried  out  to  a  practical 
result.  Several  persons  testify  that  they  have  done  it,  and  no 
one  testifies  that  these  persons  have  not  done  it,  nor  really 
that  it  cannot  be  done.  Those  who  have  done  it  to  any  con- 
siderable extent  agree,  also,  in  testifying,  that  a  practical  dye- 
stuff  is  produced,  which,  although  represented  in  formula  like 
chemically  pure  alizarine,  and  probably  containing  it,  is  differ- 
ent from  it.  Upon  this  testimony,  considered  with  all  the 
other  testimony  and  evidence,  it  is  found  that  the  product 
of  the  patent  is  different  from  chemically  pure  alizarine, 
and  that  the  patent  covers  the  invention. 

It  remains  to  be  considered  whether  the  defendants  infringe. 
That  they  deal  in  an  article  produced  by  the  process  of  sub- 
sequent letters  patent.  No.  153,536,  dated  July  28th,  1874,  to 
Heinrich  Caro,  Graebe  and  Liebermann,  is  proved  and  not 
disputed.     If  that  substance  is  the  same,  they  do  infringe. 

In  the  patent  in  controversy,  anthracene  was  to  be  converted 
into  anthrachinone  by  a  known  process  mentioned  :  and 
anthrachinone  into  alizarine,  according  to  Prof.  Chandler, 
by  adding,  by  means  of  bromine,  two  atoms  of  oxygen  ;  or, 
according  to  President  Morton,  by  substituting  two  atoms  of 
hydroxyl  for  two  atoms  of  hydrogen,  by  introducing  in  place 
of  the  hydrogen,  bromine,  which  could  be  replaced  by  the 
hydroxyl  ;  or,  according  to  Prof.  Ordway,  by  replacing  the 
hydrogen  with  hydroxyl  by  the  use  of  bromine  as  a  radical. 
These  are  understood  to  be  merely  different  descriptions  of 
the  same  chemical  process,  in  which  the  bromine,  as  said  by 
Prof.  Hedrick,  does  not  inhere  at  all  in  the  result.  It  served 
only  as  a  sort  of  vehicle  to  carry  in  what  was  necessary,  and 
fetch  away  what  was  not  wanted,  without  disarranging  the 
rest.     It  was  discovered  that  sulphuric  acid  was  superior  to 
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bromine  for  this  purpose,  performing  the  same  offices  in  the 
same  way.  The  Caro  patent  is  for  this  improvement.  Some 
say  this  was  merely  substituting  one  well-known  equivalent 
for  another  ;  others,  that  it  involved  inventive  skill.  Which 
are  right  is  of  no  consequence  here  now.  There  is  but  little, 
if  any,  disagreement  about  the  result  being  the  same. 

The  defendants  stoutly  invoke  Graebe  and  Liebermann 
themselves  in  support  of  some  of  their  positions.  Their 
statements  upon  this  subject  have  been  observed.  They  state 
that  they  tried  sulphuric  acid  at  first,  but  made  the  mis- 
take of  using  too  low  heats.  That  **  Caro  first  noticed  that 
anthrachinone,  if  heated  with  sulphuric  acid  to  above  200**, 
would  give  sulpho-acids,  which,  on  fusing  with  hydrate  of 
potash,  formed  alizarine,  the  same  as  the  bromine  compound. " 
They  describe  the  development  of  this  process  further,  and 
then  say,  further  :  '*  The  first  process  is,  therefore,  identical 
with  the  first  bromine  method  given  above."  They  then 
describe  the  second  method,  and  add,  in  conclusion  :  '*  On 
fusing  the  two  sulpho-acids,  they  give  alizarine  exactly  like 
the  monobrom-,  and  dibrom-,  anthrachinone."  The  patent 
is  to  the  same  effect.  The  specification  commences  :  **This 
invention  relates  to  improvements  on  an  invention  described 
in  letters  patent  of  the  United  States,  granted  to  Charles 
Liebermann  and  Charles  Graebe,  for  improvements  in  pre- 
paring coloring  matters,  dated  the  5th  day  of  October,  1869, 
No.  95,465,  in  which  the  preparation  of  artificial  alizarine  is 
based  upon  the  action  of  caustic  alkalies  upon  bibrom-anthra- 
kinon  or  bichlor-anthrakinon.  We  have  now  discovered 
that  a  similar  result  may  be  obtained  by  substituting  sul- 
phuric acid  for  bromine  or  chlorine,  in  the  above  process." 

Both  the  intended  and  the  actual  identity  between  the 
products,  as  to  both  source  and  properties,  seem  to  be  clearly 
established.  And  the  establishment  of  this  is  of  some  impor- 
tance, bearing  upon  the  question  of  fact,  before  considered, 
as  to  the  likeness  between  the  natural  and  artificial  alizarine. 
Prof.  Chandler,  upon  whose  testimony  the  defendants  appear 
to  most  strongly  rely,  claims  that  the  differences  between 
them  have  been  found  in  the  product  of  the  latter  patent, 
and  not  in  that  of  the  former.     This  may   well  have  been, 
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because  they  have  not  been  so  much  looked  for  in  the 
former.  But,  if  the  products  of  the  two  patented  processes 
are  identical,  as  is  here  found,  what  he  recognizes  as  differ- 
ences to  some  extent  in  the  product  of  the  latter  patent  would 
be  found  in  that  of  the  former,  if  persistently  sought  after. 

These  conclusions  are  the  more  satisfactory,  because  they 
are  in  accordance  with  those  reached  in  the  two  former  cases 
upon  this  same  division  of  this  patent,  in  the  one  of  which, 
in  this  district,  much  reliance  was  placed  upon  the  decision  of 
that  in  the  District  of  Massachusetts,  and  the  opinion  of 
Judge  Shepley  there. 

Let  there  be  a  decree  establishing  the  validity  of  this  divi- 
sion of  the  patent,  and  for  an  injunction  and  an  account, 
according  to  the  prayer  of  the  bill,  with  costs. 

George  Gifford  and  John  Van  Santvoord,  for  the  plaintiff. 

Dickerson  &*  Beaman^  for  the  defendants. 


John  R.  Moffitt 

vs. 

Samuel  B.  Rogers  et  al.    In  Equity. 

The  invention  patented  to  the  complainant.  May  21st.  1872,  numbered 
127,090,  for  forming  heel  stififeners  or  counters,  by  means  of  two  rollers, 
is  not  infringed  by  a  machine,  for  similar  purposes,  patented  to  Louis 
Cot6,  which  operates  with  one  roller  working  in  a  stationary  mould. 

The  question  of  the  patentability  of  defendant's  invention,  as  affected  by  the 
practicability  of  his  machine  when  compared  with  the  complainant's,  con- 
sidered. 

(Before  Lowell,  J.,  District  of  Massachusetts,  April,  1879.) 

Lowell,  J. 

The  complainant  obtained  a  patent  in  1872,  for  an  improve- 
ment in  heel  stifTeners  or  counters  for  boots  and  shoes.     In 
VOL.  IV — 15 
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his  specification  he  describes  a  roller,  shaped  like  the  heel  of 
a  boot  or  shoe,  set  on  a  swing  frame,  and  having  a  reciprocat- 
ing or  continuous  rotary  motion.  This  roller  he  calls  a 
**  former",  and  beneath  it  he  places  a  roller  having  a  profile 
the  converse  of,  and  conforming  to,  that  of  the  **  former." 
The  mode  of  making  a  counter,  as  described,  is,  to  place  a 
piece  of  leather  of  suitable  size  and  shape  (usually  called  in  the 
record  a  counter  blank)  centrally  upon  the  **  former,*'  which 
is  then  brought  down  by  a  treadle;  and  the  leather  is  rubbed 
or  rolled,  between  the  upper  and  lower  rollers,  as  long  as  may 
be  necessary  to  give  it  the  shape  of  a  counter.  Two  additional 
or  auxiliary  rollers  are  shown  in  one  of  the  drawings,  and  are 
mentioned  in  the  specification. 

The  defendants  work  under  a  patent  granted  to  one  Cote 
in  1874,  in  which  a  machine  is  described  consisting  of  a 
spherical  or  spheroidal  roller  or  head,  rotating  concentrically 
upon  a  shaft,  in  combination  with  a  stationary  mould,  made 
concave  in  conformity  with  the  head  ;  the  patent  says  that  the 
head  may  be  grooved  to  facilitate  its  grasp  of  the  leatner. 
The  leather  is  drawn  through,  between  the  head  and  the 
mould,  by  the  revolution  of  the  head. 

The  Cot6  machine  turns  out  counters  of  a  spherical  con- 
tour ;  but  they  are  found  to  be  useful,  though  they  require  to 
be  brought  to  the  exact  shape  of  a  heel  by  another  operation. 
This  machine  has  gone  into  use,  and  has  proved  of  great 
advantage  to  the  manufacturers,  and  the  question  to  be  decid- 
ed is,  which  of  the  parties  really  invented  the  Cote  machine  ? 

The  plaintiff  is  right,  I  think,  in  his  contention  that  the 
Cot6  machine  makes  counters  by  rolling  and  rubbing,  and 
not  by  moulding,  and,  therefore,  the  machines,  as  described, 
have  a  similar  mode  of  operation.  But  the  defendants  insist 
that  the  Moffitt  machine  was  not  a  practical  working  device, 
and  would  never  have  developed  the  utility  of  Cot6's  machine, 
and  that  the  latter  is  not  a  mere  modification  or  improvement 
of  Moffitt's,  but  the  first  actual  operative  invention.  There  is 
no  doubt  that  Moffitt  had  the  idea  of  a  machine  to  make 
counters  by  rolling  and  rubbing,  as  distinguished  from  mould- 
ing. He  described  a  machine  which  he  supposed  would 
accomplish  this  result,  but  had  not,  at  that  time,  proved  it  by 
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experiment.  About  the  time  that  Cote's  patent  came  out, 
Moffitt  made  experiments,  and  built  machines.  It  seems  prob- 
able that  Cot6  intended  and  expected  to  avoid  the  Moffitt  pat- 
ent, and  that  Moffitt  intended  and  expected,  by  his  reissue,  to 
cover  the  Cote  machine.  And  the  question  is,  which  has 
succeeded  ? 

Upon  the  evidence,  I  find  the  real  meritorious  invention  was 
Cote*s.  The  plaintiff  had  the  idea,  but  had  not  reduced  it  to 
practice  so  as  to  be  able  to"  describe  a  machine,  which  any 
person  skilled  in  the  art  might  construct,  and  make  satisfactory 
counters.  It  is  true,  that  if,  instead  of  the  roller  or  rollers  of 
Moffitt,  you  make  a  stationary  mould,  so  called,  though  it  does 
not  operate  like  a  mould,  corresponding  to  the  forming  roller, 
and  if  you  crease  or  roughen  the  roller  so  that  it  will  pull  the 
leather  through  this  stationary  mould,  you  have  the  Cote 
machine,  which  is  a  very  powerful  and  thoroughly  working 
device  ;  but  it  seems  to  require  something  more  than  ordinary 
mechanical  skill  to  pass  from  one  to  the  other,  and  without 
some  such  changes,  the  rollers  of  Moffitt  will  not  make  mer- 
chantable counters,  as  a  practical  every-day  business,  in  a 
machine  such  as  he  describes.  From  this  point  of  view  the 
difference  between  a  heel-shaped  roller  and  a  spherlbal  one, 
though  apparently  slight,  is  not  unimportant.  The  attempt 
of  Moffitt  was  to  make  a  perfect  counter  by  one  operation.  A 
heel-shaped  roller  would  do  this,  if  it  did  anything  satisfac- 
torily ;  while  a  spherical  roller  makes  an  unfinished  counter, 
which,  to  be  sure,  turns  out  to  be  of  practical  utility,  because 
it  works  so  rapidly  and  efficiently  that  the  artisan  can  afford  to 
apply  another  machine  Or  operation  to  bring  it  to  exact  shape. 
The  perfect  counter  has  not  yet  been  made,  practically,  by 
one  operation.    The  counter  which  is  nearly  made  is  Cote's. 

Finding  these  facts  to  be  so,  I  must  either  construe  the 
claims  of  the  plaintiff's  reissued  patent  to  include  only  a 
machine  with  rollers,  or  hold  them  void  as  claiming  more  than 
he  has  described.     Either  way  the  defendants  must  prevail. 

Bill  dismissed  with  costs. 

JB.  F.  Hodges  and  J.  E,  Maynadiery  for  the  complainant. 
Chauncey  Smith  and  T,  Z.  Wakefield^  for  the  defendants. 
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Valentine  Fischer 

vs. 

Henry  Wilson  et  al.    In  Equity,* 

The  letters  patent,  No.  74,068,  granted  to  Valentine  Fischer,  February  4th, 
1868,  for  an  "improvement  in  machine  for  forming  sheet  metal  mould- 
ings," are  valid. 

The  4th  claim  of  the  patent,  namely  :  *'  Arranging  the  female  die,  G,  above 
the  male  die,  E  or  F,  for  the  purpose  of  keeping  the  female  die  clear,  as 
set  forth,* '  claims  the  described  arrangement  of  the  two  dies,  so  that, 
h^ing  such  a  lower  male  die  as  E  or  F  is,  the  female  die  shall  be  above 
the  male  die,  and  thus  be  kept  clear,  resulting  in  keeping  both  dies  clear, 
instead  of  having  the  female  die  below,  in  a  position  to  be  clogged  and 
mar  the  work,  even  though  the  upper  male  die  should  clear  itself. 

Where  a  defendant  in  a  suit  in  equity  puts  in  proofs  to  sustain  the  allega- 
tions of  his  answer,  and  allows  the  plaintiff  to  put  in  proofs  in  rebuttal, 
and  proofs  in  contradiction  of  the  allegations  of  the  answer,  without  en- 
tering any  objection  on  the  record  that  there  was  no  replication  to  the 
answer,  he  is  estopped  from  raising  such  objection  at  the  hearing. 

Sufficient  prima  facie  evidence  of  the  use  by  a  defendant  of  a  machine  in- 
fringing a  patent,  held  to  have  been  given. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  April,  1879.) 

Blatchford,  J. 

This  suit  is  brought  on  letters  patent  No.  74,068,  granted  to 
the  plaintiff,  February  4th,  1868,  for  an  *'  improvement  in 
machine  for  forming  sheet  metal  mouldings.'*  The  bill  was 
originally  filed  against  the  defendant  Wilson  alone,  on  the 
19th  of  May,  1869.  He  put  in  an  answer  and  a  replication 
was  filed  to  that  answer.  Proofs  on  the  part  of  the  plaintiff 
were  taken  in  February,  1871.  Nothing  further  was  done  till 
November,  1873,  when  the  plaintiff  closed  his  opening  proofs. 
The  defendant  took  some  proofs  in  November,  1873.  At  the 
April  term,  1874,  a  decree  was  entered  for  the  plaintiff,  by 

*  16  Blatchf.  C.  C.  R.,  220. 
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default.  On  the  13th  of  May,  1874,  a  written  stipulation, 
entitled  in  the  original  suit,  was  signed  by  the  solicitors  of 
the  respective  parties,  stipulating  that  said  decree  "  shall  be 
vacated  and  the  taking  of  proofs  herein  be  opened  ;*'  **  that 
the  testimony  herein,  and  in  this  case  as  amended  by  the 
insertion  of  Gunther  K.  Ackerman  and  John  Borkel  as 
defendants,  together  with  said  Wilson,  shall  close  by  the  first 
day  of  August,  1874,  and  that  said  cause  shall  be  brought  to 
hearing  before  either  judge  of  this  court,  and  at  any  place, 
thereafter,  as  counsel  for  complainant  shall  elect ;"  **  that  the 
bill  of  complaint  herein  may  be  amended  by  making  Gunther 
K.  Ackerman  and  John  Borkel,  both  of  the  city  of  New  York, 
co-defendants  with  said  Henry  Wilson,  against  whom  the  bill 
was  originally  filed  ;*'  "that,  if  said  cause,  as  amended  by 
the  insertion  of  above  new  defendants,  shall  not  be  heard 
before  the  October  term  of  this  court,  and  if  the  defendants 
shall  not  answer  ready  at  said  term,  a  decree  may  be  entered 
in  said  cause  against  the  defendants  herein,  those  made 
defendants  by  amendment,  as  well  as  against  said  Wilson, 
the  original  defendant,  and  that  there  will  be  no  motion  made 
by  defendants  to  vacate  the  decree  by  default,  but  that  an 
accounting  and  injunction  may  be  obtained  by  complainant 
without  opposition  by  defendants,  the  accounting  against 
said  Ackerman  and  Borkel  dating  from  the  time  of  the  pur- 
chase by  them  of  the  business  of  said  Wilson,  in  which  the 
infringing  machine  or  machines  were  used  ;**  **  that  no 
advantage  shall  be  taken  or  exceptions  made,  from  the  fact 
that  said  Ackerman  and  Borkel  were  not  joint  infringers,  and 
that  the  bill  has  been  amended,  making  them  defendants  ;" 
and  **  that,  if  at  any  time  after  due  notice  from  the  defend- 
ants of  the  taking  of  testimony,  the  complainant  cannot 
attend  for  said  testimony,  or  will  not  consent  that  defendants 
go  on,  then  the  time  for  closing  proofs  shall  be  extended  as 
many  days  as  the  notice  covered,  or  as  the  defendants  may 
be  delayed."  An  amended  bill  was  thereupon  filed,  making 
Wilson,  Ackerman  and  Borkel  defendants,  and  contain- 
ing all.  proper  averments  for  a  complete  bill.  It  was  filed 
in  pursuance  of  a  written  consent,  entitled  in  the  original 
suit,  and  signed  by  the  solicitor  for   the  defendant  therein. 
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consenting  that  it  be  filed  in  place  of  the  original  bill,  with- 
out costs,  and  it  was  annexed  to  such  consent.  A  joint 
answer  by  the  three  defendants,  to  the  amended  bill,  was 
filed  in  May,  1875.  It  was  signed  by  the  same  solicitor  who 
was  solicitor  for  the  defendant  in  the  original  suit.  No 
replication  to  the  same  was  filed.  The  defendants  took 
proofs  in  June  and  July,  1875,  and  in  February,  1876.  The 
plaintiff  took  rebutting  proofs  in  April,  July  and  October, 
1876. 

The  specification  states  the  invention  to  be ''a  new  and 
improved  machine  for  forming  sheet  metal  mouldings." 
It  says  :  **  This  invention  relates  to  a  new  machine  for  press- 
ing mouldings  for  cornices,  etc.,  from  galvanized  or  other 
sheet  metal,  and  consists  in  so  arranging  the  machine,  that 
but  two  kinds  of  dies  for  all  kinds  of  smooth  mouldings  that 
may  have  to  be  formed  are  needed,  via.,  rounded  and  square 
dies.  Of  the  latter,  but  one  set  is  required  for  making  all 
sorts  of  angles,  while,  of  the  rounded  dies,  as  many  sets  must 
be  provided  as  there  are  different  sized  curves  to  be  represent- 
ed in  the  mouldings.  The  dies  are  easily  removed  and 
replaced.  The  male  die  is  arranged  stationary,  while  the 
female  die  is  secured  to  a  slide  or  other  reciprocating  device. 
The  male  or  stationary  die  is  underneath  the  female  or  mov- 
able die,  for  the  purpose  of  preventing  the  latter  from  being 
clogged  or  made  imperfect  by  dirt  or  other  foreign  matter. 
The  standard  of  the  male  die  is  made  concave  on  one  side,  to 
allow  the  forming  of  three  sides  of  a  square  by  the  appara- 
tus.*' It  further  states  that  the  invention  consists,  also,  in 
the  construction  and  arrangement  of  the  device  for  moving 
the  upper  die.  This  is  not  important  in  the  present  case. 
The  specification  further  says:  *' D  is  a  standard  for  the 
lower  stationary  die.  It  is,  by  means  of  screws  or  otherwise, 
firmly  secured  upon  the  bar  B,  and  is  made  in  the  form  of  the 
letter  C,  that  is,  concave  on  one  side,  as  shown  in  Fig.  2. 
The  lower  die  E,  which  is  a  strip  as  long  as  the  distance 
between  the  uprights  A,  is  fitted  upon  the  upper  edge  of  the 
standard  D,  so  as  to  firmly  remain  thereon.  This  die  is  coni- 
cal in  cross-section,  forming  a  right  angle  at  the  apex,  and 
may  be  formed  on  (not  fastened  upon)  the  standard  D,  as 
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part  of  the  same,  as  it  need  never  be  removed.  When 
rounded  dies,  F,  are  used,  they  are  laid  upon  this  die  E  (as 
in  Fig.  3),  they  being  recessed  on  Iheir  under  side  for  the 
purpose  of  fitting  the  die  E.  The  upper  die,  G,  which  is  of 
the  same  length  as  the  lower  die,  and  which  is  provided  with 
a  concave  under  side  that  corresponds  to  the  shape  of  the 
lower  die  (as  in  Figs.  2  and  3),  is  provided,  at  its  upper  sur- 
face, with  two  or  more  projecting  pins,  a  a,  which  are  perfora- 
ted, and  which  serve  as  a  means  for  fastening  the  die  to  a 
pendent  bar,  H,  of  nearly  the  same  length  as  the  die.'* 
Mechanism  is  described,  by  which  the  bar  H  is  moved  down 
and  up,  and  whereby  the  upper  die  is  **  pressed  upon  the  lower 
die  and  raised  from  the  same,  as  may  be  desired."  The  speci- 
fication adds  :  "  The  most  difficult  mouldings  can  be  formed 
by  this  machine,  as  is  indicated  by  red  lines  in  Figs.  2  and  3, 
the  standard  D  being  provided  with  a  concave  side,  to  facili- 
tate the  forming  of  such  difficult  mouldings,  as  is  seen  in 
Fig.  2.  The  dies  can  be  made  of  steel  or  other  suitable 
material,  and  of  suitable  thickness."  There  are  seven  claims. 
Only  claims  2  and  4  are  alleged,  in  this  suit,  to  have  been 
infringed.  Those  claims  are  in  these  words  :  **  2.  The  stand- 
ard D,  when  provided  with  one  concave  side,  as  shown.  4. 
Arranging  the  female  die  G,  above  the  male  die,  E  or  F,  for 
the  purpose  of  keeping  the  female  die  clear,  as  set  forth." 

The  plaintiff's  expert,  Mr.  Mclntire,  in  his  testimony  given 
February  7th,  187 1,  describes  a  machine  for  bending  sheet 
metal  to  form  metallic  cornices,  which  was  a  working  ma- 
chine, and  which  he  had  seen  in  operation  at  the  establishment 
of  Ackerman  and  Borkel,  in  Worth  street,  New  York.  He 
says  :  **  Q.  3.  Will  you  look  at  the  model,  complainant's 
Exhibit  B,  and  state  what  it  represents  }  A.  I  have  examined 
the  model  marked  complainant's  Exhibit  B.  It  represents  a 
machine  adapted  to  bending  sheet  metal  to  form  metallic  cor- 
nices. Q.  4.  Have  you  ever  seen  a  machine  in  operation 
constructed  like  said  model  ;  and,  if  yea,  when  and  where 
and  by  whom  }  A.  I  have  seen  a  working  machine  in  opera- 
tion at  the  establishment  of  Messrs  Ackerman  &  Borkel,  No. 
—  Worth  street,  New  York  city,  which  was  constructed 
and  operated  similarly  to  said  model,  complainant's  Exhibit 
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B.  Q-  5.  Please  look  at  complainant's  Exhibit  C,  and  state 
what  it  represents  ?  A,  It  represents  a  true,  full-sized  model 
of  a  short  section  of  a  bar  of  solid  metal,  which  I  saw  used  in, 
and  as  part  of,  the  Working  machine  which  I  have  before 
stated  I  saw  in  operation  at  No.  —  Worth  street."  He  then 
goes  on  to  describe  the  construction  and  operation  of  the  work- 
ing machine  he  so  saw  in  operation.  A  longitudinal  round 
bar  or  rod  of  metal  was  secured  in  a  A  shaped  longitudinal 
groove  formed  at  the  lower  edge  of  a  carriage  which  recipro- 
cated up  and  down,  and  which  groove  had  its  apex  uppermost. 
The  bar  of  solid  metal,  before  mentioned,  had,  in  its  upper 
face,  a  longitudinal  concavity.  It  was  secured,  with  such 
concavity  uppermost,  on  a  table,  and  the  sheet  of  metal  to  be 
moulded  was  placed  immediately  over  such  concavity  and 
beneath  the  round  rod  above.  The  latter  was  then  moved 
downward,  and  forced  the  sheet  of  metal  into  such  concavity, 
the  concavity  acting  as  the  lower  die,  and  as  a  female  die,  and 
the  round  rod  acting  as  the  upper  die,  and  as  a  male  die. 
Thus  half-rounds  were  formed  in  the  sheet  of  metal.  In  the 
above  operation,  it  is  not  alleged  there  was  any  infringement 
of  either  the  2d  claim  or  the  4th  claim  of  the  Fischer  patent. 
After  the  above  operation  was  performed,  the  round  rod  was 
removed  from  the  lower  edge  of  the  reciprocating  carriage, 
and  the  bar  with  the  concavity,  which  had  before  served  as 
the  female  die,  was  mounted  edgewise,  and  secured  in  the 
platform,  so  as  to  present  uppermost  an  edge  instead  of  a 
concavity,  and  to  make  such  edge  a  male  die,  and  the  A  shap- 
ed groove  in  the  lower  edge  of  the  reciprocating  carriage, 
from  which  the  round  rod  had  been  removed,  became  the 
female  die.  The  sheet  of  metal,  with  the  half-rounds  so 
formed  in  it,  was  placed  over  such  male  die,  and  the  carriage 
descended,  so  that  the  A  groove  moulded  the  sheet  over  the 
male  die,  and* made  angular  bends  in  it.  In  such  position  the 
concavity  in  the  lower  bar,  being  at  the  side,  accommodated 
the  half-round  bends  previously  made  in  the  sheet.  When  so 
used  to  make  angular  bends,  the  machine  embodied  the 
inventions  covered  by  the  2d  claim  and  by  the  4th  claim  of 
the  plaintiff's  patent,  containing  the  same  arrangement  of  the 
female  die  over  the  male  die  that  is  covered  by  the  4th  claim^ 
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and  the  concave  side  of  the  male  die  being  a  substantial  equiv- 
alent for  the  standard  with  one  concave  side,  covered  by  the  2d 
claim.  The  foregoing  testimony  of  Mr.  Mclntire  was  given  be- 
fore Ackerman  and  Borkel  were  made  defendants.  In  Novem- 
ber, 1873,  it  was  admitted  on  the  record,  by  the  counsel  for  the 
defendant  (Wilson  then  being  the  only  defendant),  *'  that  the 
machine  mentioned  by  the  witness  Mclntire,  in  answer  to 
question  4,  had  been  used  by  the  defendant  since  the  date  of 
the  patent  upon  which  this  suit  was  brought,  and  before  the 
commencement  of  this  suit."  After  Ackerman  and  Borkel 
were  made  defendants,  the  plaintiff  put  in  no  direct  testi- 
mony to  show  that  they  had  ever  used  the  infringing 
machine. 

The  defendants  now  contend,  that  there  can  be  no  decree 
against  Ackerma  1  and  Borkel,  because  (i)  no  replication  has 
been  filed  to  their  answer  ;  (2)  because  the  use  proved  is  a  use 
by  Wilson  alone,  and  not  a  use  by  Ackerman  and  Borkel, 
or  either  of  them.  It  is  contended,  that  the  evidence  taken 
before  Ackerman  and  Borkel  were  made  defendants  cannot 
be  read  against  them,  and  that  the  patent  is  not,  in  fact,  in 
evidence  against  them. 

As  to  the  replication,  the  putting  in  of  proofs  by  the 
defendants  to  sustain  the  allegations  of  their  joint  answer, 
after  such  answer  was  filed,  and  their  allowing  the  plaintiff 
to  put  in  proofs  in  rebuttal,  and  proofs  in  contradiction  of  the 
allegations  of  such  joint  answer,  without  entering  any  objec- 
tion on  the  record  that  there  was  no  replication  to  such  joint 
answer,  estops  the  defendants  from  now  raising  such  ob- 
jection. 

As  to  the  other  objection,  the  reference  in  the  stipulation  of 
May  13th,  1874,  signed  by  the  solicitor  on  oehalf  of  Acker- 
man and  Borkel  as  well  as  on  behalf  of  Wilson  (and  under 
which  Ackerman  and  Borkel  put  in  their  answer),  to  the  fact 
that  they  had  bought  **  the  business  of  said  Wilson  in  which 
the  infringing  machine  or  machines  were  used,"  and  that 
the  accounting  against  them  was  to  date  from  the  time  of 
such  purchase,  and  that  they  were  to  be  enjoined,  and  that 
they  were  not  to  object  that  they  had  not  infringed  jointly 
with  Wilson,  taken  in  connection  with  the  fact,  that  in  the 
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joint  answer,  which  is  sworn  to  b)'^  Borkel,  the  machine 
charged  in  the  bill  as  infringing  is  spoken  of  as  **  the  machine 
used  by  these  defendants,",  is  sufficient /r/;//dJ /^r/>  evidence 
of  the  use  of  the  machine  by  Ackerman  and  Borkel. 

The  defendants  claim  to  have  shown  that  the  machine  used 
by  Wilson,  and  sold  by  him  to  Ackerman  and  Borkel,  em- 
bodied the  2d  and  4th  claims  of  the  plaintiff's  patent,  before 
the  plaintiff  made  the  inventions.  But,  the  whole  evidence 
of  the  witness  Conolly,  taken  together,  shows  that  such  ma- 
chine did  not  embody  either  of  those  claims  until  after  the 
plaintiff  completed,  and  put  into  the  shape  of  a  model,  the 
inventions  covered  by  those  claims. 

The  plaintiff's  lower  or  mal?  die,  whether  E,  forming  a  right 
angle  at  the  apex,  or  F,  a  rounded  die  on  the  upper  surface, 
is  of  such  a  form  that  it  cannot  be  **  clogged  or  made  imper- 
fect by  dirt  or  other  foreign  matter."  This  being  so,  it  is 
apparent,  that,  if  the  female  die  is  placed  above  the  male  die, 
so  that  the  female  die  cannot  be  **  clogged  or  made  imper- 
fect by  dirt  or  other  foreign  matter,"  the  resulting  smooth 
sheet  metal  mouldings  w^ill  not  have  their  surface  marred  by 
the  interposition  of  dirt  or  foreign  matter  between  the  dies. 
Mr.  Mclntire,  the  plaintiff's  expert,  testifies,  that  the  state  of 
the  art,  prior  to  the  plaintiff's  invention,  was,  that,  so  far  as 
he  knows,  all  machines. had  been  made  with  the  dies  so 
arranged  that  opportunity  was  afforded  for  the  collection  of 
dirt,  chips,  etc.,  in  or  about  the  lower  die  ;  that  the  conse- 
quence was  more  or  less  injury  to  the  dies,  and  imperfection 
in  the  work  produced  ;  that  the  plaintiff,  in  fact,  arranged  the 
female  die,  as  shown  and  described,  over  a  male  die  which  had 
no  concavities  or  surrounding  hollows  in  which  any  **  dirt  or 
other  foreign  matter  "  could  collect  ;  and  that,  merely  placing 
the  female  die  over  the  male  die  would  not  effect  the  objects  of 
the  invention,  unless  the  male  die  were  so  made  and  arranged 
as  to  afford  no  chance  for  the  collection  of  dirt  that  would 
destroy  the  perfection  of  the  work.  This  testimony  is  not 
contradicted.  In  view  of  it,  and  of  the  fact  that  the  4th 
claim  claims  **  arranging  the  female  die,  G,  above  the  male 
die,  E  or  F,  for  the  purpose  of  keeping  the  female  die  clear, 
as  set  forth,"  and,  as  the  object  of  the  invention  would  not  be 
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attained  by  putting  the  female  die  above,  and  thus  keeping 
it  clear,  if  the  male  die  were  one  so  arranged  as  to  retain  dirt 
or  foreign  matter  in  or  about  it,  the  proper  construction  of 
the  claim  is,  that  it  claims  the  described  arrangement  of  the 
two  dies,  so  that,  having  such  a  lower  male  die  as  E  or  F  is, 
the  female  die  shall  be  above  the  male  die,  and  thus  be  kept 
clear,  resulting  in  keeping  both  dies  clear,  instead  of  having 
the  female  die  below  in  a  position  to  be  clogged  and  mar  the 
work,  even  though  the  upper  male  die  should  clear  itself. 
In  this  view,  nothing  is  shown  that  affects  the  novelty  of  the 
4th  claim.  In  the  J.  S.  Beach  patent,  though  the  female  die 
is  above,  dirt  can  collect  in  the  working  parts  of  the  lower 
die.  The  plaintiff's  4th  claim  is  not  anticipated  by  the  Seely 
patent,  or  by  either  of  the  Lamplugh  patents,  or  by  the 
Worthen  and  Renwick  patent,  or  by  the  Johnson  patent,  or 
by  anything  else  put  in  evidenoe.  Nor  is  the  novelty  of  the 
plaintiff's  2d  claim  affected  by  any  of  the  above  patents,  or 
by  any  other  evidence. 

There  must  be  the  usual  decree  for  the  plaintiff. 


Charles  F.  Blake^  for  the  complainant. 
Charles  B,  Stoughton^  for  the  defendants. 
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Wendell  R.  King 
.vs, 
Albert  Frostel  et  al. 

A  bale  of  plasterers'  hair,  consisting  of  several  bundles  containinji:  a  bushel 
each,  inclosed  or  incased  in  paper  bags  or  similar  material,  and  united, 
compressed  and  secured  to  form  a  package,  is  not  patentable  as  an  arti- 
cle of  manufacture. 

Letters  patent  granted  to  Wendell  R.  King,  dated  June  30th,  1874,  numbered 
152,560,  ^^/c/ invalid. 

(Before  Drummond,  J.,  Eastern  District  of  Wisconsin,  April,  1879.) 

Drummond,  J. 

This  is  a  bill  filed  by  the  plaintiff  against  the  defendants  to 
restrain  them  from  manufacturing  and  selling  a  kind  of  bale 
called  **  Plastering-hair  Bale,"  which  the  plaintiff  claims  to 
belong  to  him,  by  virtue  of  letters  patent  issued  to  him,  on 
the  3cJth  day  of  June,  1874.  The  plaintiff  invented,  as  he  al- 
leges, a  peculiar  method  of  putting  up  plastering-hair  in  bales, 
so  as  to  constitute  it  an  article  of  manufacture  protected  by 
the  patent  issued  to  him.  He  says  in  his  specification  that  : 
**  Heretofore  plastering-hair  has  been  packed  in  a  mass,  or  a 
certain  number  of  bushels  baled  together,  varying  in  amount 
as  to  the  order  required,  so  that,  when  received,  the  retail 
dealer  was  compelled  to  parcel  out  the  same,  and  weigh  it  to 
suit  his  customers." 

Hair  had  been  previously  put  up  in  large  bags,  barrels  or 
boxes,  so  that  when  it  was  called  for  by  a  customer  it  had  to 
be  taken  out  of  this  large  package,  and,  generally,  being  more 
or  less  dirty,  it  was  disagreeable  to  separate  one  part  of 
it  from  another,  and  the  plaintiff  claims  that  he  supplied 
a  desideratum  in  the  trade  by  putting  it  up  in  small  parcels, 
and  tying  or  fastening  them  together,  so  as  to  constitute  what 
he  terms  a  **  bale.**    It  is  assumed,  that  the  hair  is  in  a  proper 
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condition  to  be  packed,  and,  that  being  so,  he  describes  his 
mode  of  packing.  He  says  :  I  first  place  a  bushel  of  hair  in  a 
paper  sack,  loosely,  or  only  so  far  packed  as  may  be  readily 
done  by  hand.  Several  of  these  one-bushel  packages  are 
then  placed  side  by  side  in  a  baling-press.  I  use  for  this  pur- 
pose the  baling-press  heretofore  patented  to  me.  They  are 
thus  compressed  forcibly  together,  so  that  the  bale  produced 
will  be  a  compact,  firm  bale,  occupying  only  about  one-fifth  of 
the  original  bulk.  The  paper  bags,  which  still  envelop  the  in- 
dividual bushels  of  the  bale,  keep  said  bushels  separate,  and 
serve,  at  the  same  time,  to  protect  the  hair." 

He  claims  that  when  the  hair  is  thus  put  up  in  bushels  and 
fastened  together  in  the  mode  designated,  so  as  to  form  a 
bale,  it  constitutes  an  article  of  manufacture,  the  subject  of  a 
patent,  and  that  it  is  a  very  convenient  mode  in  which  hair 
can  be  sold  in  small  parcels,  so  as  to  meet  a  common  demand 
upon  dealers. 

The  claim  at  the  end  of  the  specifications  is  as  follows  :  **  As 
an  article  of  manufacture,  the  bale  B  of  plasterers'  hair,  con- 
sisting of  several  bundles.  A,  containing  a  bushel  each,  by 
weight,  inclosed  or  incased  in  paper  bags  or  similar  material, 
and  united,  compressed,  and  secured  to  form  a  package,  sub- 
stantially as  specified." 

And  the  question  is  whether  the  plaintiff  is  entitled  to  a 
patent  for  putting  plasterers'  hair  in  packages  and  fastening 
them  together,  in  the  manner  described,  so  as  to  constitute  a 
bale.  I  am  of  the  opinion  that  he  is  not.  It  is  not  necessary  to 
decide  in  this  case  whether,  taking  the  whole  package  together, 
compressed  in  a  baling-press  which  has  been  patented  to 
him,  as  he  states,  it  is  such  an  article  as  the  patent  law  pro- 
tects, because  I  do  not  understand  that  the  bale  of  the  defend- 
ants, which  is  claimed  to  bean  infringement  of  the  plaintiff's 
patent,  has  been  compressed  in  the  same  manner  as  the  bale 
of  the  plaintiff,  and,  therefore,  strictly  speaking,  it  is  not  the 
bale  described  by  the  plaintiff.  If  the  plaintiff's  patent  is 
construed  so  as  to  include  any  mode  of  pressure  by  which  the 
bale  is  formed  out  of  small  packages  of  plasterers'  hair,  as  his 
counsel  seems  to  claim,  then  I  think  the  patent  cannot  be  sus- 
tained ;  because  a  person  can  put  most  articles  of  merchandise 
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in  distinct  and  separate  packages,  and  then  compress  them 
together,  and  that  would  infringe  the  patent  of  the  plaintiff, 
if  the  construction  be  as  broad  as  has  been  intimated.  It 
may  be  true  that  this  mode  of  putting  up  plasterers*  hair  has 
met  a  want  in  the  trade,  but,  after  all,  independent  of  the 
particular  mode  of  compression  by  the  apparatus  which  the 
plaintiff  speaks  of  in  his  specifications,  it  was  nothing  more 
than  a  method  which  any  person  might  adopt,  and  which  did 
not  require  any  inventive  skill.  It  is  something  which  might 
occur  to  any  person,  to  take  almost  any  article  of  merchan- 
dise, put  it  in  separate  parcels,  and  bind  them  together.  It 
is  an  exercise  of  the  ordinary  skill  possessed  by  any  person. 

I  had  occasion  some  years  ago  to  examine  the  principle 
involved  in  this  case,  very  fully,  in  a  bill  filed  to  protect  a 
package,  which  was  claimed  to  be  a  new  article  of  manu- 
facture, for  inclosing  lard.  There  were  many  claims  to  that 
patent.  All  of  the  claims  were  rejected  except  one,  which 
was  sustained  as  a  new  article  of  manufacture.  It  appeared, 
in  that  case,  that  the  article  produced  a  revolution  in  the 
trade  in  lard,  which  was  put  up  in  such  a  way  as  to  stand  all 
climates,  and  so  that  it  could  be  transported  any  distance  with- 
out injury.  With  a  good  deal  of  hesitation  and  doubt  as  to 
the  correctness  of  the  ruling  of  the  court  in  that  case,  one 
claim  of  the  plaintiff's  patent  was  sustained.  The  case  never 
went  to  the  Supreme  Court,  the  parties  having  acquiesced  in 
the  decision  of  the  court,  and  settled  their  controversy.  I  am 
not  willing  to  go  beyond  that  case,  nor  to  encourage  patents 
for  such  things  as  this,  and  to  hold  that  nobody  else  can  take 
plasterers'  hair,  and  make  it  up  into  small  parcels,  and  bind 
them  together,  no  matter  how,  and  to  say,  that  any  one  who 
does  this,  infringes  the  patent  of  the  plaintiff. 

What  the  particular  kind  of  machine  was,  which  is  referred 
to  by  the  plaintiff  in  his  specifications,  by  which  the  different 
packages  were  pressed  together  so  as  to  constitute  the  bale, 
does  not  appear  in  this  case,  and,  therefore,  as  before  stated^ 
it  is  not  necessary  to  decide  upon  the  effect  of  the  article  of 
manufacture  especially  described  by  the  plaintiff,  with  that 
included.  It  is  clear,  in  my  judgment,  that,  if  valid  at  all,  it 
is  only  so  because  of  the  peculiar  apparatus  by  which  the 
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different  packages  are  pressed  together  so  as  to  constitute  a 
bale. 

It  is  urged  that  this  patent  has  been  before  the  Circuit 
Court  of  the  United  States  for  the  Southern  District  of  Ohio, 
and  that  it  was  there  held  valid.  There  is  some  question 
made  as  to  whether  that  was  a  contested  case,  so  as  to  entitle 
the  decision  to  that  consideration  which  we  are  always  inclined 
to  give  to  decisions  of  the  Federal  courts  ;  but,  independent 
of  that,  I  think  the  particular  compressing  apparatus  described 
by  the  plaintiff  must  have  largely  entered  into  the  considera- 
tion of  the  court,  if,  after  2i  bona  fide  contest  before  it,  the  pat- 
ent was  held  valid. 

The  bill  will  be  dismissed 

L.  Z.  Coburn  and  Jenkins^  Elliott  &*  IVinkler^  for  the  com- 
plainant. 

Joshua  Stark^  for  the  defendants. 


Thomas  Sayles 
vs. 

The  Richmond,  Fredericksburg  and  Potomac  Rail- 

ROAD  Company.     In  Equity. 

A  patent  was  granted  in  1852,  for  the  term  of  fourteen  years,  and  was  ex- 
tended in  1866  for  seven  years  :  HeU,  that  the  seven  and  fourteen  years 
were,  bv  section  4*927  oi  the  U.  S.  Rev.  Suts.  consolidated  into  one 
term,  so  as  to  make  a  Statute  of  Limitation  apply  to  the  period  of  twenty- 
one  years  as  a  single  integral  term. 

The  subject  of  the  limitation  of  suits  for  the  infringement  of  patents, 
reviewed. 

The  application  of  Sute  Statutes  of  Limitation  to  actions  at  law,  for  infringe- 
ment of  patents,  considered. 

The  nature  and  scope  of  the  equitable  jurisdiction,  in  patent  causes,  conferred 
upon  the  circuit  courts  by  statute,  stated. 
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Where,  after  a  patent  has  expired,  a  suit  is  brought  for  its  infringement,  and 
the  complainant  and  defendant  are  citizens  of  different  States,  the  court 
will  not  entertain  jurisdiction,  under  its  general  equity  jurisdiction, 
where  the  bill  is  not  for  an  account  or  a  discovery. 

A  bill  brought  to  recover  profits  made  by  the  defendant  from  the  infringement 
of  the  complainant's  letters  patent,  if  it  be  not  a  bill  for  discovery,  can- 
not be  entertained  as  a  bill  for  an  account,  in  order  to  confer  equitable 
jurisdiction. 

Where  the  patent  sued  upon  is  the  property  of  the  complainant  in  his  own 
right,  and  does  not  possess  the  character  of  fiduciary  property,  an  in* 
fringer  of  the  patent  is  not  a  trustee  oV  son  fort,  and  the  court  cannot 
upon  that  ground  entertain  equitable  jurisdiction  of  the  bill. 

The  cases  in  the  circuit  courts  bearing  upon  the  question  of  the  trusteeship  of 
an  infringer,  examined  and  cited. 

(Before  Hughes,  J.,  Eastern  District  of  Virginia,  April,  1879.) 

Hughes,  J. 

It  is  only  necessary  for  me  to  pass  on  the  two  questions  of 
limitation  and  of  jurisdiction 

First,  as  to  the  Statute  of  Limitations.  The  34th  section  of 
the  Judiciary  Act  of  1789  (section  721  of  the  Revised  Statutes 
of  the  United  States)  is  the  only  general  Statute  of  Limitations 
known  in  Federal  legislation.  In  providing  that  the  laws  of 
the  several  States  shall  be  the  rules  of  decisions  in  trials  at 
common  law  in  courts  of  the  United  States,  except  where 
treaties,  or  acts  of  Congress  otherwise  provide,  Congress  vir- 
tually adopted  the  Statute  of  Limitation  of  each  State  as 
the  limitation  of  actions  brough,  in  the  United  States 
courts  held  in  that  State.  This  point  is  so  thoroughly  set- 
tled that  it  is  useless  for  me  to  cite  authorities  on  the 
subject.  But  this  section  excepts,  in  terms,  cases  in  which 
any  acts  of  Congress  may  provide  other  rules  of  decision  ; 
and  Congress  did  enact  a  special  Statute  of  Limita- 
tions as  to  patents,  in  section  55  of  the  act  of  July  8th, 
1870,  entitled  an  act  **  to  revise,  amend,  and  consolidate  the 
statutes  relating  to  patents  and  copyrights,"  16  U.  S.  Stat,  at 
Large,  206,  the  concluding  clause  of  which  declared  that  all 
actions  should  be  brought  within  the  term  of  the  patent, 
or  within  six  years  after  the  expiration  thereof.  This  clause 
was  not  repealed  until  the  2 2d  of  June,  1874,  when  it  was 
virtually  repealed  by  section  5,596  of  the  Revised  Statutes  of 
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the  United  States,  in  having  been  omitted  in  the  revisal  from 
sections  4,919  and  4,921,  which  latter  sections,  in  other 
respects,  embodied  sections  59  and  55  of  the  act  of  1870. 
This  repeal  gave  to  the  complainant  the  right  to  sue,  under 
section  721,  within  five  years  from  June  2 2d,  1874,  Sohn  v. 
WcUersoUy  17  Wall.,  596  ;  Ross  v.  Dtrval^  13  Pet.,  62,  and  Lewis 
V.  Ltwisy  7  How.,  778,  and  the  present  suit  was,  in  fact, 
brought  within  that  period. 

The  suit  is,  therefore,  undoubtedly,  in  time  as  to  profits 
made  by  the  defendant  during  the  period  of  the  extension  of 
the  patent — July,  1866,  to  July,  1873.  The  only  question 
admitting  of  doubt  is,  whether  or  not  it  is  brought  in  time  to 
cover  profits  for  the  fourteen  years  extending  from  1852  to 
1866.  Section  66  of  the  act  of  1870,  section  4,927  of  the  Re- 
vised Statutes,  provides,  in  its  last  clause,  that  when  a  patent 
shall  be  extended  for  seven  years  after  the  expiration  of  the 
first  period  for  which  it  was  granted,  it  "  shall  have  the 
same  effect  in  law  as  though  it  had  been  originally  granted 
for  twenty-one  years." 

I  have  given  all  the  attention  of  which  I  am  capable  to  the 
ingenious  argument  of  defendant's  counsel  in  their  contention* 
that,  in  spite  of  this  language,  the  limitation  applied  sever- 
ally, first,  to  the  fourteen  years — barring  all  claims  accruing, 
specifically  in  that  period  ;  and,  second,  to  the  seven  years — 
barring  claims  accruing  afterward  in  that  period  ;  so  that,  if 
a  suit  is  brought,  as  this  was,  within  six  years  after  the  close 
of  the  latter  period,  it  would  be  good  to  cover  claims 
accruing  therein,  but  would  not  be  good  to  cover  claims 
which  had  accrued  anterior  thereto.  But  it  is  too  plain  for 
doubt,  in  my  mind,  that  the  law,  which  is  certainly  written 
as  has  been  quoted,  really  means  what  it  declares,  when  it 
provides  that  the  renewed  patent  **  shall  have  the  same  effect 
in  law  as  though  it  had  been  originally  granted  for  twenty- 
one  years."  The  neces^ry  effect  of  this  language  is  to  con*- 
solidate  the  seven  and  fourteen  years  of  the  two  patents  into 
one  term,  as  under  one  patent,  and  to  make  the  limitation 
apply  to  the  period  of  twenty-one  years  as  a  single  integral 
term.  Indeed,  I  can  well  imagine  it  to  have  been  one  of  the 
objects  of  section  66  of  the  act  of  1870  to  establish  a  plain, 
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intelligible  period  of  limitation,  to  wit,  six  years  after  one  sin- 
gle integral  period  of  twenty-one  years,  rather  than  to  enact 
a  complicated  Statute  of  Limitations,  depending  upon  two 
periods  of  duration,  two  sets  of  dates,  and  two  classes  of 
claims.  I  cannot,  therefore,  sustain  the  demurrer.  So  far 
as  it  rests  upon  this  ground  I  must  hold  that  the  claim  of 
the  complainant  in  this  suit  is  not  barred. 

I  come,  therefore,  to  the  more  important  question,  whether 
the  complainant*s  bill  makes  a  case  within  the  jurisdiction  of 
a  court  of  equity.  This  suit  being  one  in  which  complainant 
and  defendant  are  citizens  of  different  States,  and  the  juris- 
diction of  the  court  extending  here  to  any  case  which  may 
fall  within  its  general  jurisdiction  as  a  court  of  equity,  its 
power  here  is  not  a  mere  statutory  jurisdiction  confined  to 
cases  arising  under  patent  laws,  but  it  is  the  general  power  of 
an  equity  court.  I  doubt  whether,  under  section  55  of  the 
act  of  1870,  or  section  4,921  of  the  Revised  Statutes,  the 
United  States  circuit  courts  have  jurisdiction  in  patent  cases, 
except  by  injunction,  where  the  parties  are  citizens  of  the 
same  State.  In  cases  where  the  jurisdiction  is  merely  statu- 
tory,  and  would  not  exist  but  for  the  acts  of  Congress  giving 
special  jurisdiction  in  patent  cases,  I  doubt  whether  these 
courts  could  entertain  suits  in  equity,  except  by  injunction.  It 
is  a  well  settled  canon  of  construction  that  jurisdictional  legis- 
lation must  be  strictly  construed,  and  I  see  nothing  in  the  let- 
ter of  section  4,921,  relating  to  patent  suits  in  equity,  to 
authorize  any  other  proceeding  in  them  by  the  circuit  courts, 
as  courts  of  equity,  but  by  injunction,  carrying  with  it,  of 
course,  proceedings  incident  to  injunction.  If  so,  the  term 
of  this  complainant's  patent  having  expired,  and  there  being 
no  case  for  an  injunction,  we  have  no  jurisdiction  in  this  suit 
merely  as  a  patent  suit  under  section  4,921.  This  proposi- 
tion, however,  does  not  affect  the  present  case.  We  are  pro- 
ceeding under  the  general  powers  of  an  equity  court,  and 
have  jurisdiction  of  the  case  (if  it  can  otherwise  be  entertain* 
ed)  by  virtue  of  the  parties,  complainant  and  defendant,  being 
citizens  of  different  States.  It  was  not  contended,  in  the 
argument  at  bar,  that  the  bill  in  this  case  can  be  entertained 
as  a  bill  for  discovery.     In  fact  it  is  not  framed  on  that 
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theory,  and  does  not  contain  the  averments  necessary  to  con- 
stitute it  such  a  bill.  It  does  not  aver,  that  the  information 
it  seeks,  rests  alone  in  che  knowledge  of  the  defendant.  The 
defendant  is  a  corporation  having  no  conscience  to  probe, 
and  is  incapable  of  taking  an  oath.  It  can  give  information 
only  through  its  officers,  and  these  may  all  be  summoned,  and 
may  telstify  as  ordinary  witnesses.  A  •"discovery"  (in  the 
technical  sense)  by  the  defendant  is  not  necessary  to  the 
plaintiff's  relief.  There  is,  therefore,  no  case  for  a  discovery 
made  in  this  bill,  as  a  bill  of  discovery.  Nor  is  the  bill  framed 
on  the  theory  and  in  the  form  of  an  ordinary  bill  of  account. 
What  it  seeks  is  to  recover  profits  resulting  to  the  defendant 
from  using,  through  a  series  of  years,  a  mechanical  inven- 
tion without  the  owner's  consent  or  authority.  These  profits 
do  not  consist  in  specific  sums  of  money  received  by  the 
defendant  in  so  using  the  invention  ;  they  simply  consist  in 
the  advantage  and  convenience  which  the  defendant  derived 
from  using  an  ingenious  piece  of  mechanism.  What  this 
advantage  was,  is  a  matter  of  estimate  by  experts  or  men  of 
practical  experience,  as  due  in  the  lump.  It  is  not  a  matter 
of  items,  of  money  and  accounts,  of  book-keeping,  of  buying 
and  selling,  of  mutual  dealing  in  goods  or  money.  Nor  is 
there  any  mutuality  of  account.  If  defendant's  profits  con- 
sisted of  items  at  all,  the  items  were  all  on  one  side.  Because 
this  is  not  a  matter  of  account,  because  there  was  no  mutual- 
ity of  accounts,  and  because  the  case  is  not  one  for  discovery,  it 
follows  that  the  bill  cannot  be  entertained  as  a  bill  for  an 
account  as  such. 

Indeed,  in  the  argument  at  bar,  the  complainant*s  counsel 
did  not  claim  jurisdiction  on  that  ground.  In  truth,  the 
argument  at  bar  was  devoted  almost  wholly  to  the  ques- 
tion whether  or  not  the  profits  derived  by  the  defendant, 
as  claimed  by  the  bill,  could  be  treated  as  trust  funds  ; 
whether,  as  to  them,  the  defendant  was  not  a  trustee  de  son 
iort^  and  whether  the  jurisdiction  of  equity  to  look  after 
these  profits  as  a  trust  fund,  and  to  compel  a  discovery,  an 
account,  and  a  restitution  of  them,  as  a  trust  fund,  could  be 
sustained. 

This  question  has  never  been  adjudicated  by  the  Supreme 
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Court  of  the  United  States.  Complainant*s  counsel  cites 
decisions  from  other  courts,  from  which  he  thinks  it  is  infer- 
able that  courts  of  equity  may  take  jurisdiction  of  suits  to 
recover  from  infringers  profits  derived  from  patented  inven- 
tions, on  the  ground  of  constructive  trusteeship,  and  he 
refers  to  several  recent  conflicting  decisions  of  the  United 
States  circuit  courts  on  this  question.  But  I  think  I  may 
safely  proceed  as  if  the  question  were  still  an  open  one.  I  do 
not  think  that  the  reported  cases  cited  by  the  complainant's 
counsel  throw  any  clear  light  on  the  question,  for  they  do 
not  bear  upon  it.  I  do  not  perceive  that  the  case  of  Crosiey  v. 
The  Derby  Gas- Light  Co,y  3  Mylne  &  Craig,  430,  shows  any- 
thing which  should  affect  the  case  at  bar.  It  is  the  report  of 
the  second  hearing  of  the  case,  and  is  but  a  partial  report. 
The  only  question  was  upon  the  construction  of  a  former 
decree.  It  does  not  appear  that  the  bill  was  not  for  an 
injunction,  among  other  things.  In  a  foot-note,  the  report  of 
the  case  on  an  appeal  from  the  first  decree  is  mis-cited  as 
In  4  Mylne  &  Keen,  72.  I  believe  there  is  no  such  volume, 
and  I  have  been  unable  to  correct  the  reference,  or  find  the 
case. 

The  case  of  Livingston  v.  Woodworth^  15  Howard,  546, 
related  to  a  planing-machine,  and  was  an  injunction  suit,  in 
which  nothing  was  decided,  except  that  the  actual  profits  of 
an  infringer  of  a  patent  could  be  recovered  against  the  in- 
fringer as  an  involuntary  trustee  ;  but  nothing  was  said  on  the 
subject,  in  the  decision  of  the  court.  There  was  no  question 
of  jurisdiction  in  the  case. 

In  Cowing  v.  Rumsey^  8  Blatchf.  C.  C.  R.,  38,  which  related  to  a 
cylinder-polisher,  and  was  an  action  on  the  case,  no  question 
of  jurisdiction  arose.  The  judge  there  merely  made  an  inci- 
dental remark, /fl5«/«,  to  the  effect  that  an  infringer  of  a  pat- 
ent might  be  treated  as  a  trustee  in  respect  to  profits  derived 
by  him  from  the  use  of  the  patent. 

In  Burdellv.  Denig^  2  Otto,  716,  which  related  to  a  sewing- 
machine,  and  was  an  action  at  law  to  recover  damages  from 
an  infringer  of  a  patent,  and  where  jurisdiction  was  not  in 
contest,  Mr.  Justice  Miller  incidentally  said  that  damages 
might  be  recovered  at  law,  but  that  profits  were  the  measure 
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of  recovery  in  equity,  on  the  theory  that  the  infringer  might 
be  treated  as  a  trustee. 

In  Birdsallw.  Cooiidge^^  Otto,  68,  which  related  to  a  machine 
for  amalgamating  gold  and  silver,  and  was  an  action  at  law, 
Mr.  Justice  ClifTord  made  a  remark  that  profits  might  be 
recovered  in  equity  by  considering  the  infringer  of  the  patent 
as  trustee  for  the  patentee. 

The  question  of  jurisdiction  did  not  arise  in  any  one  of 
these  cases.  Much  less  did  the  court,  in  a  single  instance, 
intimate,  in  the  remotest  manner,  that,  notwithstanding  the 
existence  of  an  adequate  common  law  remedy,  equity  could 
take  jurisdiction  of  a  bill  for  profits  arising  from  the  use  of  a 
patent,  solely  on  the  ground  of  constructive  trusteeship.  I 
have  looked  through  the  reports  in  vain  for  any  direct  author- 
ity for  such  a  jurisdiction.  There  is  such  a  thing  known  in 
equity  jurisprudence  as  a  trustee  de  son  tort;  but  in  every  men- 
tion of  such  a  trustee  in  the  books,  the  property  in  respect  to 
which  a  person  has  been  regarded  as  a  trustee  de  son  tort  has 
possessed,  before  the  interference  with  it,  the  character  of 
fiduciary  property.  I  think  it  clear  law  that  it  is  only  in 
respect  to  property  already  subject  to  a  trust,  and  stamped 
with  the  fiduciary  character,  that  a  person  can  become  a  trus- 
tee de  son  tort. 

In  the  present  case,  if  the  assignment  of  the  patent  from 
Tanner  to  Sayles  had  been  in  trust,  for  the  benefit  of  benefi- 
ciaries recognized  in  law  as  such,  and  Sayles  were  here  suing 
for  the  trust  funds  for  the  benefit  of  such  beneficiaries,  the 
defendant  might,  I  suppose,  upon  the  teaching  of  the  author- 
ities on  the  subject,  be  treated  as  a  trustee  de  son  tort,  and  be 
sued  in  equity.  But  I  think  that  it  may  safely  be  held  that, 
in  any  case  of  constructive  trusteeship,  the  character  of 
trustee  de  son  tort  does  not  attach  in  such  manner  as  to  give 
equitable  jurisdiction  over  him,  unless  the  property  with 
which  he  interfered  was  already  trust  property  when  the  inter- 
ference occurred.  The  defendant  here,  therefore,  is  not  a  trus- 
tee de  son  torty  nor  suable,  as  such,  in  equity. 

This  much  being  clear,  let  us  now  suppose  the  case  of  a 
person  who  takes  possession  of  and  uses  another's  horse, 
wagon  and  team,  or  thrashing  machine,  without  his  knowl- 
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edge,  consent,  or  authority.  In  such  a  case,  the  law  pro- 
vides common  law  remedies,  in  which  the  defendant  is 
afforded,  the  constitutional  right  of  a  trial  by  jury.  In  such 
a  case,  the  owner  may  recover  damages  in  trespass  for  the 
tort  :  or,  he  may  waive  the  tort,  and  sue  in  assumpsit  on  the 
implied  promise  to  pay  what  is  equitably  due  for  the  use  and 
possession  of  the  property.  Will  it  be  contended  that  a  bill 
in  equity  would  lie  in  such  a  case  on  the  theory  that  the 
wrong-doer  was  a  trustee  de  son  tort^  or  trustee  at  all  ?  Yet 
the  theory  of  an  implied  promise  to  pay  what  is  equitably 
due,  is,  except  in  name  and  form,  identical  with  the  theory 
of  trusteeship,  which  is  that  the  wrong-doer  is  custodian  of 
the  money  so  promised.  The  action  of  assumpsit  in  such  a 
case  is  based  upon  the  theory  that  the  wrong-doer  has  im- 
pliedly promised  to  pay  what  ex  aquo  et  bono  is  a  fair  equiva- 
lent for  the  use  of*  the  property.  He  is  in  law  treated  as  a 
fiduciary,  in  custody  of  another's  property.  But,  though  this 
theory  of  trusteeship  (for  it  is  nothing  else)  is  as  old  as  the 
doctrine  of  assumpsit,  no  one  has  ever  contended,  until  lately, 
that  such  a  mere  theory,  employed  by  judges  as  a  means  of 
explaining,  by  analogy,  the  premise  which  they  derive  from 
the  relation  of  the  defendant  to  the  property  he  has  used, 
may  be  employed  as  the  basis  of  a  new  departure  in  equity 
practice,  and  of  an  indefinite  extension  of  the  equity  jurisdic- 
tion, in  derogation  of  the  common  law,  and  constitutional 
right  of  trial  by  jury. 

The  case  I  have  supposed  is,  in  principle,  precisely  the 
case  we  have  at  bar  ;  for  there  is  no  magical  quality  in  the 
property  of  the  patentee  in  his  patent  to  distinguish  this  case 
from  the  one  just  supposed,  where  ordinary  property  had 
been  taken  and  used  without  the  owner's  consent.  We  are 
not  dealing  with  the  patent  case  by  virtue  of  the  peculiar 
jurisdiction  of  this  court  in  patent  cases,  but  under  its  gen- 
eral jurisdiction  as  a  court  of  equity.  The  defendant  has 
used  the  complainant's  property  ;  and  the  fact  that  the  prop- 
erty used  is  a  patent,  does  not  at  all  affect  the  question  of 
jurisdiction.  The  patent  was  not  trust  property  when  the 
defendant  began  to  use  it,  and,  therefore,  the  defendant 
does  not  bear  to  it  the  relation  of  trustee  de  son  tort. 
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The  act  of  the  defendant  was  nothing  but  the  simple  one 
of  a  person  taking  and  using  another's  property,  without 
authority,  to  his  own  advantage,  and  incurring  a  liability  to 
compensate  the  owner  for  such  use  of  the  property.  The 
case  is,  in  principle,  precisely  identical  with  that  of  such  a  use 
of  a  horse,  or  a  boat,  or  a  wagon  and  team,  or  thrashing- 
machine — giving  a  right  of  action  in  assumpsit ;  and,  until 
recently,  I  have  never  known  it  to  be  contended  that  com- 
pensation for  such  use  could  be  sued  for  in  equity,  "  on  the 
theory  of  a  constructive  trusteeship,"  or  on  the  **  idea  **  that 
the  wrong-doer  was  an  "  involuntary  trustee." 

Courts  have  undoubtedly  used  such  language  in  illustration 
of  the  theory  of  responsibility,  on  which  they  have  held 
defendants  liable  in  actions  of  assumpsit  at  law,  and  in 
bills  of  injunction  in  equity  for  the  use  of  patent  property  ; 
but  language  used  on  the  bench  for  mere  purposes  of  illus- 
tration cannot  either  fairly  or  safely  be  treated  as  authorita- 
tive decisions,  and  made  the  basis  for  assuming  a  jurisdiction 
not  otherwise  existing,  and  new  to  equity  jurisprudence. 

The  bill  will,  therefore,  be  dismissed. 

A.  H.  Walker^  for  the  complainant. 

A,  McCaUum  and  George  Paysotiy  for  the  defendant. 
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Ebenezer  Gordon 

vs. 

Edward  Anthony  et  al.    In  Equity.* 

The  letters  patent  granted  to  Ebenezer  Gordon,  October  iQtb,  1858,  for  "  a 
photographic  shield/'  are  valid. 

Although  a  suit  in  equity  for  the  infringement  of  a  patent  is  brought  after  the 
patent  has  expired,  and  no  injunction  can  be  granted,  and  the  bill  is  not 
a  bill  of  discovery,  the  court  has  jurisdiction  to  award  an  account  of 
profits,  ^nd  can  take  cognizance  of  the  suit. 

A  bill  without  interrogatories,  under  the  amendment  to  Rule  40  in  Equity, 
made  at  the  December  Term,  1850,  and  which  prays  only  for  a  disclos- 
ure of  gains  and  profits  from  infringement,  is  not  a  bill  of  discovery. 

The  case  of  Stevens  v.  Gladding^  17  How.,  447,  examined  and  explained. 

An  assignment  of  an  interest  in  a  patent,  made  by  a  receiver,  appointed  by 
a  State  Court,  of  the  property  of  the  owner  of  the  patent,  conveys  no 
title  to  the  assignee,  because  the  assignment  is  not  a  written  instrument, 
signed  by  the  owner  of  the  patent. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  May,  1879.) 

Blatchford,  J. 

This  is  a  bill  in  equity  founded  on  letters  patent  granted  to 
the  plaintiff,  October  19th,  1858,  for  14  years  from  that  day, 
for  a  **  photographic  shield."  The  bill  was  filed  in  1873, 
after  the  patent  had  expired.  The  patent  had,  in  fact,  been 
extended,  but  the  bill  does  not  allege  any  extension,  as  the 
right  for  the  extended  term  had  been  assigned  by  the  plain- 
titi.  The  bill  alleges  the  unlawful  manufacture  and  sale  by 
the  defendants,  ever  since  January  ist,  1864,  of  photographic 
apparatus  containing  the  patented  improvement.  It  alleges 
that  the  defendants  had  derived  and  received  therefrom  gains 
and  profits  to  about  the  sum  of  ^(20,000,  and  prays  that  the 
defendants  be  required  "to  make  a  disclosure  of  all  such 

*  16  Blatchf.  C.  C.  R.,  234. 
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gains  and  profits."  It  also  prays  that  the  defendants  be 
compelled  to  account  for  and  pay  over  to  the  plaintiff  all 
such  gains  and  profits,  and,  in  addition,  to  pay  damages,  and 
for  an  injunction  to  restrain  the  infringement  of  the  patent 
by  the  defendants.     There  are  no  interrogatories  to  the  bill. 

The  specification  of  the  patent  sets  forth  that  the  invention 
is  an  "  improvement  in  frames  or  shields  for  photographic 
cameras."  Drawings  are  annexed.  It  says  :  "  Fig.  i  is  a 
view  of  the  frame  or  shield  with  the  back  open,  to  show  my 
improvements  ;  Fig.  2  is  a  view  of  one  corner  ;  and  Fig.  3  is 
a  section  through  the  frame,  representing  one  of  my  improved 
comer  pieces  in  place.  Similar  marks  of  reference  denote  the 
same  parts.  In  taking  landscape  views,  groups  and  similar 
pictures,  the  plate  is  used  in  a  horizontal  position,  while,  in 
taking  likenesses  of  one  person,  and  similar  views,  the  long- 
est side  of  the  plate  receiving  the  same  stands  vertical  in  the 
camera.  To  accommodate  these  two  positions  in  photographic 
and  similar  pictures,  separate  frames  have  been  constructed 
to  receive  and  shield  the  plate  while  being  conveyed  to  and 
from  the  camera,  or  else  the  camera  has  to  be  turned  upon 
its  side,  greatly  to  the  inconvenience  of  the  operator,  and 
the  loss  of  time  in  adapting  the  plate  and  camera  to  take  the 
particular  picture  My  said  invention  obviates  all  the  fore- 
going inconveniences,  and  consists  in  what  may  be  termed  a 
'  turn  shield,'  the  same  being  a  frame  a,  adapted  to  the 
camera,  with  the  back  ^,  and  slide  c,  in  the  usual  manner. 
The  interior  of  this  frame  forms  a  square  opening,  of  a  little 
more  than  the  longest  length  of  the  plate  to  be  used  therein  ; 
</,  dj  are  my  improved  corners,  that  are  formed  of  suitable 
material,  and  each  corner  piece  has  two  recesses  for  receiving 
the  glass  or  other  piate,  the  recesses,  i,  i,  sustaining  the  same 
when  the  .longest  sides  of  the  plate  are  vertical,  and  the 
recesses  2,  2,  receiving  the  plate  when  in  position  for  a  land- 
scape or  similar  picture.  Between  the  recesses  i  and  2,  in 
each  comer,  there  is,  therefore,  a  square  block  or  support,  3, 
measuring,  along  its  side,  one-half  the  difference  between  the 
vertical  and  horizontal  sides  of  the  glass  or  other  plate,  which, 
with  the  present  sizes  of  plates,  will  be  i  an  inch,  one  inch, 
or  one  and  a  half  inches,  for  the  square  of  the  said  block,  3. 
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The  frames  carrying  smaller  sizes  of  plates,  adapted  to  the 
main  frame  or  shield  in  the  usual  manner,  can  be  placed  into 
the  corners  aforesaid,  in  either  a  vertical  or  horizontal  posi- 
tion, and  the  plate  will  occupy  a  corresponding  position  with- 
in said  frames."  The  claim  is  :  **The  corners,  dy  d^  formed 
with  two  recesses,  and  applied  at  the  angles  of  a  square 
frame,  to  receive  the  photographic  plate,  or  its  equivalent, 
in  a  horizontal  or  vertical  pK)sition,  as  set  forth." 

The  record  contains  the  following  admission  :  '*  Counsel 
for  defendants  admits  that  the  defendants,  before  the  filing  of 
the  bill  and  since  the  date  of  the  letters  patent  herein,  have 
made  and  sold  corner  pieces  of  which  Exhibit  A  is  a  sample  ; 
and,  also,  that  they  have  sold,  within  the  said  period  of  time, 
corner  pieces  of  which  Exhibit  B  is  a  sample  ;  and  that  such 
corners  were  used  and  applied  at  the  angles  of  square  frames, 
used  to  receive  and  hold  photographic  plates  in  photographic 
cameras,  which  frames  containing  said  corners  were  also  made 
and  sold  by  the  defendants,  as  aforesaid  ;  and  that  the  frame 
of  which  Exhibit  C  is  a  sample  is  a  frame  of  the  kind  made  and 
sold  by  them  containing  corner  pieces  like  said  Exhibits  A  and 
B."  It  is  not  claimed  that  what  was  so  done  by  the  defendants 
was  not  a  practicing  of  the  invention  claimed  in  the  patent, 
although  no  witness  testifies  that  it  was.  There  is  no  admission, 
however,  that  what  was  so  done  by  the  defendants  was  done 
before  the  19th  of  October,  1872,  when  the  patent  expired.  It 
may  have  been  done  after  that  date  and  yet  have  been  done 
'^  before  the  filing  of  the  bill  and  since  the  date  of  the  pat- 
ent." Both  parties,  however,  have  proceeded  on  the  view 
that  it  was  done  before  the  patent  expired. 

The  defendants  attack  the  plaintiff's  patent  for  Want  of  nov- 
elty, and  several  prior  inventions  are  adduced.  One  is  a  pat- 
ent granted  to  M.  J.  Drummond,  assignee  of  William  Lewis 
and  William  H.  Lewis,  the  inventors,  October  7th,  1856,  for  a 
**  plate  holder  for  photographic  cameras."  The  specification 
of  that  patent  points  out  two  matters  as  requiring  remedy  in 
taking  photographs — one,  that,  immediately  after  the  plate 
is  taken  out  of  the  nitrate  of  silver  bath,  it  is  placed  in  the 
frame  for  the  camera,  and  the  liquid  drops  off  into  the  frame, 
and,  in  handling,  runs  on  to  clothes,  or  carpet,  or  floor,  and 
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Stains  ;  the  other,  that  the  moist  collodion  and  chemical  sub- 
stances on  the  corners  of  the  plate  adhere  to  the  edges  of  the 
frame  and  rebate  and  prevent  the  plate  coming  properly  into 
focus,  while  such  dirt  and  chemical  matter  also  stains  the 
chemicals  on  the  plate,  being  often  absorbed  so  as  to  become 
a  blemish  on  the  background.  The  specification  states,  that 
the  nature  of  the  invention  consists  in  "  the  use  of  glass  or 
similar  vitrified  corners  in  the  frame  that  receives  the  corner 
of  the  glass  or  other  plate,  the  said  corners  each  being  formed 
of  one  solid  piece  of  vitrified  material,  so  that  there  is  no 
chance  for  the  chemicals  to  come  in  contact  with  any  material 
that  will  cause  discoloration."  It  further  says:  **  We  also 
introduce  a  receptacle  into  the  bottom  of  the  frame  or  hold- 
er, that  catches  any  drippings  from  the  plate  and  retains  the 
same,  even  if  the  holder  is  laid  down  on  its  side.'*  The 
receptacle  is  not  material.  The  glass  corners  are  thus  describ- 
ed :  '*  ^,  >4  are  solid  corners  of  glass  or  other  vitrified  mate- 
rial, secured  into  the  angles  of  the  frame/,  and,  as  these  cor- 
ners may  be  attached  by  different  means,  we  have  shown  at 
5,  5,  small  screws  passing  through  holes  in  said  corner  pieces, 
into  diagonal  pieces,  6,  6,  attached  to  the  frame,  and,  over 
the  head  of  said  screws  suitable  cement  is  placed,  but  the 
same  must  be  below  the  surface  of  the  glass  corners.  At  8, 
8,  we  have  shown  a  flanch  formed  on  the  back  of  the  glass  cor- 
ner, receiving  screws  that  pass  into  the  frame  /.  *  •  * 
We  are  aware  that  pieces  of  glass  have  been  inserted  in  the 
corners  of  plate  frames,  to  take  the  face  of  the  glass  or  other 
plate,  but  said  pieces  of  glass  are  very  apt  ta  become  lioose. 
The  cementing  made  use  of  comes  in  contact  with  the  corners 
and  edges  of  th^  glass  or  other  plate,  and  discolors  the  same, 
and  there  is  no  chance  for  keeping  the  corners  clean.  In  view 
of  the  foregoing,  the  nature  and  utility  of  our  invention  will 
be  apparent,  for,  the  solid  glass  or  vitrified  comer  can  always 
be  kept  clean,  and  there  is  nothing  that  comes  in  contact  with 
either  the  surface  or  the  edges  of  the  glass  or  other  plate,  but  the 
said  vitrified  corners.  At  9,  9,  small  projections  are  shown 
on  these  vitrified  corners,  which  being  slightly  elevated, 
always  take  the  plate,  and  are  wiped  off  with  greater  ease, 
so  as  to  ensure  a  proper  focal  position  for  the  plate."     The 
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patent  claims  :  **  Forming  the  glass  or  vitrified  corners,  A, 
with  a  flanch  or  rim,  in  one  solid  piece,  the  said  tlanch  or  rim 
taking  the  edges  of  the  photographic  glass  or  other  plate, 
substantially  as  and  for  the  purposes  specified,  and  irrespec- 
tive of  the  manner  in  which  the  said  vitrified  corners  are 
attached  to  the  frame."  The  testimony  of  William  Lewis, 
one  of  said  inventors,  shows  that  he  made  and  sold  as  early 
as  1856  square  plate  holders  with  the  glass  corners  of  the 
Drummond  patent.  Mr.  Hicks,  the  defendants'  expert, 
states  that  he  considers  the  substance  of  the  invention  set 
forth  in  the  plaintiff's  patent  to  be  *'  a  photographic  frame, 
having  corners  in  the  comers  of  the  photographic  frame, 
provided  with  recesses,  and  the  whole,  when  complete, 
enabling  the  operator  to  reverse  from  a  vertical  to  a  horizon- 
tal position  an  oblong  photographic  plate,  so  that  it  shall  be 
held,  whether  reversed  or  vertical,  in  three  directions — end- 
wise, both  up  and  down  ;  facewise,  which  prevents  it  from 
passing  through  the  frame  ;  and  sidewise,  which  prevents  it 
from  moving  laterally."  He  further  says  :  **  I  find  in  the 
invention  of  Lewis,  referring  to  his  testimony,  and  taking  it 
in  connection  with  his  patent,  substantially  a  photographic 
frame  provided  with  glass  corners,  the  frame  being  made 
square,  so  that  the  plate  may  be  reversed  from  a  vertical  to  a 
horizontal  position,  and  provided  with  elevations  on  the  face 
of  the  glass  corners,  so  located  in  reference  to  the  frame, 
that  a  photographic  plate  could  be  placed  in  said  frame  and 
held  vertically  between  said  elevations,  which  would  prevent 
the  plate  from  moving  sidewise,  the  face  of  the  plate  pre- 
venting it  from  pushing  through,  or,  in  other  words,  sup- 
porting the  face  of  the  plate,  and  the  fianges  of  the  comers 
preventing  endwise  movement  of  the  plate.  When  the  plate 
is  turned  in  a  horizontal  position,  the  same  stops  operate  upon 
the  photographic  plate  in  the  same  manner  as  before  describ- 
ed as  to  the  vertical  position  of  the  plate.  I,  therefore,  find 
in  the  invention  of  Lewis,  the  substance  of  the  invention  set 
forth  in  the  Gordon  patent.  The  difference  which  I  wish  to 
notice  between  these  two  inventions  is,  that,  in  the  Lewis 
invention  referred  to,  as  set  forth  in  his  testimony,  a  square 
plate  may  be  used,  resting  upon  the  glass  studs  to  which  I 
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have  referred  before  in  this  answer,  and  which  are  marked  9 
in  the  Lewis  patent,  and  probably  were  intended  to  act 
against  the  face  of  a  square  plate,  to  locate  its  focal  distance 
instead  of  the  face  of  the  corner,  which  would  thus  act,  if  the 
plate  were  placed  between  the  studs."  Professor  Charles 
A.  Seeley,  the  plaintiff's  expert,  testifi^  as  follows  :  "The 
Lewis  invention  consists  of  solid  glass  corners  for  a  camera 
shield.  Previous  to  the  Lewis  invention  the  comers  were  usu- 
ally made  of  pieces  of  glass  cemented  together.  For  such  cor- 
ners Lewis  substitutes  single  pieces  of  solid  glass.  The  Lewis 
comers  were  not  intended  to  perform  any  new  office.  They 
were  of  the  ordinary  form,  and  the  shield  was  used  in  the  or- 
dinary way.  Gordon's  invention  consists  in  corners  of  a  pecul- 
iar form,  and  performing  a  new  purpose.  The  novelty  of 
Lewis'  corners  is  the  material  of  which  they  are  made.  Gor- 
don's corners  may  be  madeof  a  variety  of  substances,  but  it  is 
required  that  they  shall  be  of  a  peculiar  form.  Lewis*  corners 
are  suitable  for  the  photographic  plate  frame  as  ordinarily  used. 
Gordon's  comers  require  the  frame  to  be  made  especially  for 
them.  The  outline  of  the  opening  of  the  ordinary  plate 
frame  is  that  of  a  photographic  plate,  viz.,  oblong,  whereas 
Gordon's  corners  are  only  useful  in  a  frame  with  a  square 
opening.  The  purpose  of  Gordon's  invention  is  to  per- 
mit the  changing  of  the  plate  from  a  vertical  to  a  hori- 
zontal presentation,  or  vice  versa,  without  a  special  ad- 
justment of  the  plate  holder.  Lewis'  invention  has  no 
such  purpose  in  view,  and  cannot  be  made  to  effect  it.  I  find 
no  points  of  agreement  between  the  two  inventions,  in  their 
nature,  or  construction,  or  purpose."  On  cross-examination, 
being  shown  a  fac-simile  of  the  model  of  the  patent  for  the 
Lewis  invention,  and  being  asked  whether  he  does  not  find 
in  the  comers  **  studs  or  projections  which  would  enable  the 
operator  to  change  a  plate  from  a  horizontal  to  a  perpendic- 
ular position,  assuming  that  such  studs  were  on  all  four  cor- 
ners," he  replies  :  **  I  do  not."  **  21  Cross-Q,  Why  not  ?  A, 
The  studs  do  not  project  enough  to  make  a  sufficiently  firm 
support,  and  they  are  not  in  the  position  which  the  change  of 
plate  requires.  The  studs  in  this  exhibit  were  not  intended 
for  any  such  purpose,  cannot  be  used  for  it,    and  do  not  sug- 
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gest  it.  To  make  studs  suitable  for  such  a  purpose  the  frame 
must  have  a  square  opening,  whereas,  in  this  case«  it  is  oblong, 
and  the  distances  between  the  studs  must  be  very  accurately 
adjusted.  When  these  conditions  are  complied  with,  the  de- 
vice becomes  substantially  Gordon's.  22  Cross-  Q.  If  this  open- 
ing were  square,  and  the  studs  more  projecting,  would  it  not 
then  be  Gordon's  ?  A,  Not  necessarily.  The  studs  of  the  exhib- 
it are  intended  to  be  supports  of  the  plate  on  which  it  is  laid. 
If  the  conditions  of  Gordon's  device  werecomplied  with,  the 
adjacent  studs  would  be  placed  at  a  distance  from  each  other 
precisely  the  width  of  the  plate,  and  the  plate,  when  used  in  the 
frame,  would  not  rest  on  the  tops  of  the  studs,  as  is  evidently 
intended  in  the  Exhibit  No.  4.  23  Cross-Q.  Assuming  the 
opening  to  be  square,  and  lines  to  be  drawn  from  the  inner  side 
of  the  bottom  stud  to  the  inner  side  of  the  top  stud,  would  not 
these  lines,  together  with  the  top  and  bottom  of  the  frame, 
form  an  oblong  parallelogram  ?  A,  Yes.  24  Cross-Q,  And, 
if  similar  lines  were  drawn  across  the  opening  from  stud  to 
stud,  would  not  these  lines,  with  the  side  of  the  frame,  con- 
stitute an  oblong  parallelogram  ?  ^.  They  would.  2$  Cross-Q. 
And,  if  the  opening  were  square,  would  not  these  two 
oblong  parallelograms  be  equal  ?  A,  They  would,  provided 
the  studs  were  symmetrically  placed,  and  placed  in  the  diag- 
onals of  the  square.  But  Lewis'  patent  does  not  require 
any  such  accurate  placing  of  the  studs.  Lewis'  invention 
requires  only  that  they  shall  be  so  placed  that  the  plate  may 
rest  on  them."  On  his  redirect  examination,  he  testified 
thus  :  "  26  Re-D,  Q,  In  your  answer  to  the  23d  Cross-Q., 
have  you  not  assumed,  also,  that  the  distances  between  the 
sides  of  the  studs  upon  each  side  of  the  frame  were  equal  } 
A.  Yes  ;  I  assumed  that.  27  Re-D.  Q,  Please  state  the  differ- 
ences between  the  Gordon  and  the  Lewis  invention,  so  far  as 
the  arrangement  or  adjustment  of  the  studs  or  projec- 
tions in  the  corners  is  concerned  ?  A,  The  office  of  the  stud, 
in  the  Lewis  invention,  is  to  form  a  support  for  the  frame. 
The  plate  rests  upon  the  studs,  and  keeps  the  face  away  from 
contact  with  any  other  part  of  the  frame.  It  is  required  that 
the  studs  shall  have  precisely  the  same  height,  but  the  amount 
of  this  height  is  not  very  material.     It  would  ordinarily  be 
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made  some  fraction  of  the  thickness  of  the  plate.  The  pre- 
cise location  of  these  studs  in  reference  to  each  other  is,  also, 
not  material.  It  is  only  required  that  they  shall  be  placed 
within  the  boundary  of  the  plate.  The  figure  which  would 
be  formed  by  the  lines  joining  the  adjacent  ones  might  be  a 
parallelogram,  or  a  figure  in  which  no  two  sides  or  angles 
were  equal.  The  opening  of  the  plate  frame  of  the  Lewis 
invention  is  of  the  form  of  the  plate,  and,  of  course,  is  gener- 
ally an  oblong  parallelogram.  Now,  to  prepare  studs  in 
accordance  with  the  Gordon  invention,  the  frame  opening  is, 
of  necessity,  square,  and  the  side  of  this  square  is  the  length 
of  the  plate.  The  studs  must  be  so  placed  that  the  edges  of 
adjacent  studs  shall  be  distant  from  each  other  the  width  of 
the  .plate.  The  height  of  the  stud  should  be  somewhat  more 
than  the  thickness  of  the  plate,  but  it  is  not  at  all  necessary. 
The  studs  should  have  the  same  height.  In  both  inventions, 
the  plate  is  kept  from  sliding  in  the  focusing  frame  by  the 
edges  of  the  corners.  In  use,  in  the  Lewis  invention,  the 
plate  rests  on  the  tops  of  the  studs,  while,  in  Gordon's,  the 
plate  rests  on  the  bottoms  of  the  corners.  In  the  Lewis 
invention,  it  is  not  necessary  that  the  bottom  surfaces  of  the 
comers  shall  be  in  the  same  plane,  whereas,  in  Gordon's,  it 
is  absolutely  essential.  In  the  Lewis  invention,  the  plate 
rests  on  the  tops  of  the  studs,  while,  in  the  Gordon,  the  plate 
rests  against  the  edges  of  the  studs.  The  Lewis  studs  pre- 
vent a  movement  in  a  direction  perpendicular  to  the  plane  of 
the  plate,  while,  in  the  Gordon,  they  prevent  movement  in 
the  plane  of  the  plate.  I  do  not  think  it  possible  that  the 
Lewis  invention  could  be  constructed  by  any  chance  so  as  to 
comply  with  the  conditions  of  Gordon's  invention,  nor  do  I 
think  it  likely  in  any  way  to  suggest  Gordon's  invention  to 
any  person  unacquainted  with  the  latter/'  The  contention 
on  the  part  of  the  defendants  is,  that,  while  there  is  nothing 
in  the  Lewis  patent  which  suggests  the  use  of  the  studs  for 
the  purpose  of  Gordon's  invention,  yet  a  plate  could  be  sup- 
ported by  those  studs  in  such  a  manner  that  oblong  pictures 
could  be  taken,  either  vertically  or  horizontally  ;  that,  if  so, 
it  makes  no  difference  whether  Lewis  thought  of  doing  it  or 
not ;  and  that,  if  the  Lewis  structure  is  capable  of  the  use  to 
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which  the  plaintiff's  structure  is  put,  it  is  the  same  thing. 
The  complete  answer  to  the  Lewis  structure  is,  that  there  is 
nothing  in  the  patent  which  requires  that  the  studs  should  be 
located,  with  reference  to  each  other,  in  such  manner  that 
the  figure  formed  by  the  lines  joining  the  adjacent  studs  shall 
be  a  parallelogram,  which  is  an  absolute  necessity  in  the  Gor- 
don invention,  as  described.  The  matter  is  clearly  explained 
by  Professor  Seeley,  and  there  is  nothing  in  the  opposing 
evidence  that  meets  his  view. 

The  patent  to  John  Stock,  of  December  ist,  1857,  for 
a  **  photographic  plate  holder,  is  introduced  by  the  de- 
fendants. But  no  witness  testifies  that  the  plaintiff's  inven- 
tion is  found  in  it,  and  the  contrary  is  shown  by  Professor 
Seeley. 

The  burden  of  proof  is  on  the  defendants  to  establish,  by 
satisfactory  evidence,  the  prior  existence  of  the  corners  in 
Stock  No.  I  and  Stock  No.  2.  They  have  failed  to  do  so,  in 
my  judgment.  The  unreliable  nature  of  John  Stock's  testi- 
mony, the  denial  of  his  sales  of  the  corners  by  the  persons  to 
whom  he  says  they  were  sold,  the  unconvincing  character  of 
the  testimony  of  Boch,  Loehr  and  Jacob  Stock,  on  the  whole 
evidence,  and  the  fact  that,  after  the  alleged  making  by 
John  Stock  of  Stock  No.  i  and  Stock  No.  2  he  took  out  his 
patent  of  December,  1857,  and  described  nothing  of  the  kind, 
leads  to  the  conclusion  that  this  branch  of  the  defence  is 
not  established.  The  nature  of  the  invention  set  forth  in 
that  patent  was  making  a  plate  holder  fitted  with  sliding 
pieces,  capable  of  being  moved  in  or  out  to  accommodate 
any  si.'^ed  glass  or  plate,  said  pieces  being  provided  with 
suitable  recesses  and  flanches  to  receive  and  support  the  glass 
or  plate. 

The  existence  of  the  exhibit  Anthony  No.  i  in  the  United 
States  is  not  carried  back  to  a  date  earlier  than  August  ist, 
1858.  The  testimony  is  satisfactory  to  show  that  Gordon 
made  his  invention  before  that  date. 

It  is  urged  for  the  defendants,  that,  as  the  patent  had 
expired  when  this  suit  was  brought,  and  no  injunction  could 
then  be  granted  in  it,  and  the  bill  is  not  a  bill  of  discovery,  the 
court  has  no  jurisdiction  to  award  an  account,  and,  there- 
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fore,  cannot  take  cognizance  of  the  suit,  as  a  suit  in  equity. 
Perhaps  the  bill  is  not  to  be  regarded  as  a  bill  to  obtain  a 
discovery  by  answer  to  the  bill,  because  the  defendants  are 
not,  under  the  Rule  promulgated  at  the  December  term,  1850, 
amending  Rule  40  in  Equity,  specially  and  particularly  inter* 
rogated  upon  any  statement  in  the  bill.  The  bill  states  that 
the  defendants*  gains  and  profits  from  the  manufacture  and 
sale  of  the  invention,  in  infringement  of  the  plaintiff's  rights, 
have  been  about  $20,000,  and  prays  "that  the  defendants  may 
be  required  to  make  a  disclosure  of  all  such  gains  and  prof- 
its." It  does  not  allege  that  the  plaintiff  cannot  ascertain, 
writhout  such  disclosure,  what  such  gains  and  profits  are. 
On  the  other  hand,  no  disclosure  of  gains  and  profits  is  neces- 
sary to  establish  the  plaintiff's  right  to  a  decree  for  an  ac- 
counting, such  as  is  usually  given  on  an  adjudication  in  favor 
of  the  plaintiff  on  a  final  heeiring,  on  pleadings  and  proofs, 
in  a  suit  in  equity  on  a  patent.  Such  disclosure  is  an  inci- 
dent of  the  accounting,  and,  in  a  decree  for  an  accounting,  a 
provision  is  inserted  that  the  defendants  attend  before  the 
master  and  produce  their  boo^s  and  papers  and  submit  to  an 
examination  respecting  their  gains  and  profits.  Such  exami- 
nation of  an  accounting  party  is  provided  for  by  Rule  79  in 
Equity.  The  disclosure  or  discovery  prayed  for  in  the  pres- 
ent bill  is  such  a  disclosure  on  an  accounting.  No  discovery 
is  prayed  to  establish  the  plaintiff's  right  of  action  to  a  decree 
for  an  accounting.  That  is  established  otherwise.  There- 
fore, in  no  proper  sense  is  the  bill  a  bill  of  discovery  or  a 
bill  praying  a  discovery. 

In  Nevinsv.  Johnson^  3  Blatchf.  C.  C.  R.,  80,  in  this  court, 
in  1853,  before  Mr.  Justice  Nelson  and  Judge  Betts,  the  bill 
was  filed  after  the  patent  had  expired.  It  charged  that  the 
defendants  had  infringed,  and  ''had  realized  great  profits 
therefrom,  and  prayed  a  discovery  of  the  particulars  and 
extent  of  the  use  of  the  improvement,  and  that  an  account 
might  be  taken  of  the  profits."  It  was,  in  substance,  like  the 
present  bill.  It  was  demurred  to,  for  want  of  equity,  on  the 
ground  assigned,  that  there  was  a  complete  and  adequate 
remedy  at  law  in  the  case,  and  that  a  court  of  equity  had  no 
VOL.  IV — 1.7 
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jurisdiction  of  it,  because  the  term  of  the  patent  had  expired 
before  the  suit  was  commenced  and  no  injunction  could  be 
granted.  But  the  court  held,  that,  under  the  statute  then 
existing,  Act  of  July  4th,  1836,  5  U.  S.  Stat,  at  Large,  124,  §  17, 
jurisdiction  in  equity  was  conferred  upon  the  court,  irrespec- 
tive of  the  right  of  the  patentee  to  an  injunction.  The  pres- 
ent bill  was  filed  in  1873,  when  §  55  of  the  Act  of  July  8th, 
1870,  16  U.  S.  Stat,  at  Large,  206,  was  in  force,  the  language 
of  which,  in  respect  to  the  subject  in  hand,  was,  in  substance, 
the  same  as  that  of  §  17  of  the  Act  of  1836,  and  the  provi- 
sions of  which  are  now  found  in  sections  629,  711  and  4.921  of 
the  Revised  Statutes.  The  cases  of  Sickles  v.  The  Gloucester 
Mfg,  Cor,  I  Fisher's  Patent  Cases,  222  ;  Imlay  v.  The  Norwich 
and  Worcester  R,  R,  Co.y  4  Blatchf  C.  C.  R.,  227  ;  Smith  v. 
Baker  s  Admrs,^  5  Off.  Gaz.  of  Pat.  Office,  496  ;  Jordan  v.  Dob- 
son^  2  Abb.  U.  S.  Rep.,  398,  416  ;  and  Howes  v.  Nute^  4  Fisher's 
Patent  Cases,  263,  recognize  the  rule  as  laid  down  in  Nevins 
V.  Johnson,  In  some  of  those  cases  the  bill  was  filed  be- 
fore the  patent  expired,  and  the  decree  was  made  after  it 
expired. 

In  Draper  v.  Hudson^  i  Holmes,  208,  before  Judge  Shepley, 
in  1873,  the  bill  was  for  an  injunction  and  an  account,  on  a 
patent.  The  defendant  died  pending  the  suit  and  his  execu- 
tor was  made  defendant.  No  discovery  was  prayed  against 
the  executor,  and  there  was  no  proof  of  infringement  by  him. 
The  case  is  a  difficult  one  to  understand.  There  were  two 
claims  in  the  patent,  which  was  a  reissued  patent.  The 
court  held  that  no  infringement  of  the  first  claim,  after  the 
reissue,  was  shown,  and  that  the  second  claim  was  void.  A 
dismissal  of  the  bill  would  seem,  therefore,  to  have  been 
necessary.  Yet  the  court  went  on  to  say,  that,  as  there  could 
be  no  injunction  against  the  original  defendant,  who  was 
dead,  and  none  against  the  executor,  because  he  had  not 
infringed,  the  right  to  an  account  failed,  because  the  right  to 
an  injunction  and  a  discovery  failed.  English  cases  were 
cited  and  the  court  added  :  **  Although  the  jurisdiction  of 
the  Circuit  Court  in  equity  in  patent  causes  rests  upon 
statute  provisions,  it  is  to  be  exercised  according  to  the  course 
and  principles  of  courts  of  equity  ;  and  the  Supreme  Court 
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of  the  United  States  having  decided  in  Stevens  v.  Gladdingy  17 
How.,  455,  that  *  the  right  to  an  account  of  profits  is  incident 
to  a  right  to  an  injunction  in  copy  and  patent-right  cases,'  it 
would  seem  to  follow  that  in  a  case  like  the  present,  where 
the  title  to  equitable  relief  fails,  the  general  rule  of  equity 
applies,  that  the  incidental  relief  fails  also.**  The  bill  was 
dismissed,  without  costs.  The  views  of  Judge  Shepley  appear 
to  have  been  based  on  what  he  understood  to  have  been  de- 
cided in  Stevens  v.  Gladding,  That  was  a  bill  in  equity  found- 
ed on  the  infringement  of  a  copyright.  The  Supreme  Court 
held  that  there  had  been  an  infringement.  The  bill  prayed 
for  an  injunction  and  for  general  relief,  but  did  not  pray  for 
an  account,  nor  was  an  account  stated  in  the  answer.  The 
question  raised  was,  whether  there  ought  to  be  a  decree  for 
an  account.  Of  course,  the  plaintiff  was  entitled  to  a  decree 
for  an  injunction.  The  point  considered  was,  whether  the 
plaintiff  could  have  a  decree  for  an  account,  when  he  had  not 
prayed  for  it.  The  court  held  that,  as  he  was  entitled  to  an 
injunction,  he  could  have  an  account  of  profits,  as  an  incident, 
and,  also,  that,  as  the  bill  stated  a  proper  case  for  an  account, 
one  could  be  ordered  under  the  prayer  for  general  relief. 
The  case  does  not  decide,  nor  does  it  follow  from  it,  that 
where,  as  here,  the  plaintiff  states  a  case  for  an  account, 
and  prays  for  an  account,  and  the  defences  are  overruled, 
he  cannot  have  an  account,  even  though  not  entitled  to 
an  injunction.  The  weight  of  authority  in  this  country 
is;  in  favor  of  the  right  to  an  accounting,  in  a  case^  like  the 
present. 

The  record  shows  that  the  defendants  put  in  evidence  the 
record  of  certain  proceedings  in  a  suit  brought  by  them  in  the 
Supreme  Court  of  New  York,  against  the  plaintiff.  Such  evi- 
dence was  put  in  in  November,  1874.  No  objection  was  tak- 
en to  it  at  the  time,  not  put  in  in  season,  or  as  not  set  up 
in  the  answer,  or  for  any.  other  cause.  The  record  states  that 
it  was  put  in  evidence,  and  that  the  seven  papers  constitut?ng 
such  proceedings  were  marked  as  exhibits  for  the  defendants. 
On  the  30th  of  June,  1875,  and  not  before,  the  record  states 
that  the  *'  complainant's  counsel  gives  notice  that  he  will 
move,   before  the  hearing,   to  strike  from  the  record  "  the 
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said  seven  exhibits.  The  record  states  no  reason  as  a  ground 
for  the  notice  or  for  the  motion.  At  the  hearing  such 
motion  was  made,  on  the  ground  that  no  defence  based  on 
such  proceedings  is  set  up  in  the  answer. 

The  proceedings  show  that  the  defendants  brought  a 
suit  againt  the  plaintiff,  in  the  State  court,  in  1864,  to  re- 
cover a  debt.  Judgment  was  had  in  May,  1866.  On  the 
12th  of  October,  1866,  in  proceedings  supplementary  to 
execution  on  said  judgment,  one  Beamish  was  appointed  by 
said  court  receiver  **  of  all  and  singular  the  debts,  property, 
equitable  interests,  rights  and  things  in  action  of  Ebenezer 
Gordon,"  the  plaintiff,  and  he  was  ordered  to  execute  and 
deliver  an  assignment  of  the  same  to  said  receiver.  It  does 
not  appear  that  any  such  assignment  was  ever  executed.  On 
the  4th  of  August,  1874,  the  receiver  presented  a  petition 
to  the  State  court,  alleging,  that,  by  virtue  of  his  appoint- 
ment and  of  his  having  given  the  requisite  bond,  he  **  became 
vested  with  all  the  estate,  property  and  interests  of  the  said 
Ebenezer  Gordon,  and,  among  others,  the  invention,  patent, 
letters  patent  and  patent-rights  ;"  that  Gordon,  on  the  12th 
of  October,  1866,  owned  the  said  patent  of-  October  19th, 
1858,  and  the  invention,  patent  and  patent-right  for  which  it 
was  issued  ;  that  it  was  for  the  interest  of  the  trust,  "  that  all 
the  right,  title  and  interest  of  the  said  Ebenezer  Gordon  in 
and  to  the  said  invention,  patent,  letters  patent,  and  patent- 
rights,"  at  the  time  of  the  appointment  of  said  receiver,  and 
all  the  right  and  title  and  interest  of  said  Gordon  therein  at 
any  time  since  such  appointment,  and  all  the  said  Gordon's 
"  right,  title  and  interest  in  and  to  all  and  any  claims  under 
the  said  invention,  patent,  letters  patent  and  patent  right," 
should  be  sold  at  auction  to  the  highest  bidder.  It  prayed 
for  an  order  authorizing  such  sale.  On  the  same  day,  an 
order  was  made  by  said  court,  authorizing  the  sale  at 
public  auction  by  said  receiver,  for  cash,  on  a  specified  notice, 
of  'everything  which  the  receiver  had  so  petitioned  for  leave 
to  sell,  and  ordering  that,  on  such  sale  being  made,  the 
receiver  execute  to  the  purchaser  an  assignment  to  vest  the 
said  property  and  interest  in  said  purchaser.  The  record 
shows   that  the  specified  notice    was    given,    and   that   the 
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receiver  sold  at  public  auction,  for  $200,  to  the  defendants  in 
this  suit,  who  were  the  highest  bidders,  the  property  and 
interests  mentioned  in  said  order  of  sale  ;  that  he  reported 
such  sale  to  said  court ;  that  said  court  made  an  order,  on 
the  2ist  of  August,  1874,  that  the  report  be  confirmed  and  that 
he  execute  to  the  purchasers  an  assignment  to  vest  the  prop- 
erty and  interests  so  sold  in  them  ;  that  on  the  same  day  he 
executed  and  delivered  to  said  purchasers  an  assignment  of 
said  property  and  interests,*  which  assignment  specifies,  as 
among  the  assigned  property,  **  all  the  said  Ebenezer  Gor- 
don's right,  title  and  interest  in  and  to  all  and  any  claims 
under  the  said  invention,  patent,  letters  patent  and  patent- 
right  ;"  that  he  reported  to  the  court,  on  the  same  day, 
that  he  had  done  so,  and  had  received  from  the  purchasers 
the  $200  purchase-money,  and  how  he  had  disposed  of  part  of 
it ;  that  the  court,  on  the  next  day,  made  an  order  confirm- 
ing said  report  as  to  said  assignment ;  that,  on  the  latter 
day,  the  receiver  reported  to  the  court  how  he  had  disposed 
of  the  rest  of  the  purchase -money  ;  and  that  the  court,  on 
that  day,  confirmed  said  report. 

The  defendants  contend,  that,  by  virtue  of  said  proceedings 
and  said  assignment,  any  right  which  the  plaintiff  had  to 
recover  against  them  for  an  infringement  of  the  patent  sued 
on  has  become  vested  in  the  defendants.  Under  sections  11, 
14  and  17  of  the  Act  of  July  4th,  1836,  5  U.  S.  Stat  at  Large» 
121,  123,  124,  it  was  always  held,  that  no  one  could  bring  a 
suit,  either  at  law  or  in  equity,  for  the  infringement  of  a  pat- 
ent, in  his  own  name  alone,  unless  he  were  the  patentee,  or 
such  an  assignee  or  grantee  as  is  mentioned  in  the  nth  and 
14th  sections  of  tliat  Act.  The  provision  in  section  36  of  the 
Act  of  July  8th,  1870,  16  U.  S.  Stat,  at  Large,  203,  in  regard 
to  the  assignments  of  patents  and  of  interests  therein,  now 
embodied  in  §  4,898  of  the  Revised  Statutes,  is  not  different 
from  that  found  in  section  11  of  the  Act  of  1836.  The 
provisions  in  sections  55  and  59  of  the  Act  of  1870,  in  regard 
to  suits  in  equity  and  at  law  for  the  infringement  of  a  patent, 
now  embodied  in  sections  629,  711,  4,919  and  4,921  of  the 
Revised  Statutes,  are  not  different  from  those  found  in  sec- 
tions 14  and  17  of  the  Act  of  1836.     These  provisions  were 
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considered  by  this  court  in  the  case  of  Nelson  v.  McMann^  i6 
Blatchf.  C.  C.  R.,  139.  Under  them  no  person  can  bring  a  suit 
for  profits  or  damages  for  infringement,  who  is  not  the  pat- 
entee or  such  an  assignee  or  grantee  as  the  statute  points  out. 
A  claim  to  recover  profits  or  damages  for  past  infringement 
cannot  be  severed  from  the  title  by  assignment  or  grant,  so 
as  to  give  a  right  of  action  for  such  claim,  in  disregard  of  the 
statute.  The  profits  or  damages  for  infringement  cann6t  be 
sued  for  except  on  the  basis  of  title  as  patentee,  or  as  such 
assignee  or  grantee,  to  the  whole  or  a  part  of  the  patent,  and 
not  on  the  basis  merely  of  the  assignment  of  a  right  to  a 
claim  for  profits  and  damages,  severed  from  such  title.  There- 
fore, if,  in  the  present  case,  no  such  assignment  or  grant  has 
been  made  to  the  defendants  as  the  statute  contemplates,  they 
could  not  bring  suit,  in  their  own  names,  under  the  assign- 
ment made  to  them,  to  recover  any  claims,  profits  or  damages 
for  infringement,  which  belonged  to  Gordon,  nor  can  they 
use  the  assignment  as  a  defence  against  any  such  claims  exist- 
ing against  themselves  in  favor  of  Gordon.  In  this  case  there 
has  been  no  assignment  executed  by  Gordon.  The  right 
claimed  by  the  defendants  rests,  therefore,  wholly  on  a  trans- 
fer by  operation  of  law.  In  Stephens  v.  Cady  14  Howard,  528, 
it  was  strongly  intimated  by  the  Supreme  Court,  that  an 
assignment  of  a  copyright  by  operation  of  law,  unaccom- 
panied by  an  assignment  made  by  the  owner,  vests  no  title. 
In  Stevens  v.  Gladding^  17  Howard,  447,  the  same  court  sug- 
gests that  there  would  be  great  difficulty  in  assenting  to  the 
proposition  that  patent-rights  and  copyrights  are  subject  to 
sale  under  the  process  of  State  courts.  In  Ashcroft  v.  Wal- 
worth^ I  Holmes,  152,  it  was  held,  that  the  title  of  an  insol- 
vent debtor  to,  or  his  interest  in,  a  patent,  does  not  pass  to 
his  assignee  in  insolvency,  by  an  assignment  of  his  property 
made  by  a  judge  under  the  insolvency  law  of  Massachusetts. 
This  decision  was  made  on  the  ground  that  the  assignee  in 
insolvency  acquired  no  title,  because  the  conveyance  was  not 
such  an  one  as  was  contemplated  by  section  ii  of  the  Act  of 
1836,  namely,  a  written  instrument  signed  by  the  owner  of 
the  patent  and  duly  recorded.  This  seems  to  be  a  correct 
view,  and  it  follows  that  the  defendants  acquired  no  right  to 
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anything  which  they  can  set  up  as  a  defence  to  the  plaintiff's 
claim. 

It  is  held,  Moore  v.  Marshy  7  Wallace,  522,  that  the  assign- 
ment of  a  patent  does  not  carry  with  it  a  transfer  of  the  right 
to  damages  for  an  infringement  committed  before  such  an 
assignment.  It  is  not  at  all  clear  that  the  transfer  of  the 
*•  claims  "  which  the  assignment  in  the  present  case  transfers, 
can  be  construed  to  cover  claims  for  past  infringements. 
nibble  V.  Augur,  7  Blatchf.  C.  C.  R.,  86. 

If  the  defence  under  the  receivership  were  held  to  be  avail- 
able in  respect  to  the  whole  or  any  part  of  the  claim  of  the 
plaintiff,  the  defendants  would,  probably,  on  the  facts  in 
regard  to  the  putting  in  evidence  of  the  proceedings  in  the 
State  court,  be  held  to  be  entitled  now  to  file  a  supplemental 
answer  setting  up  such  proceedings  ;  but  that  question  does 
not  now  arise. 

There  must  be  a  decree  for  the  plaintiff,  for  an  account  of 
profits  and  damages. 

Starr  &*  Ruggles,  for  the  complainant. 

Charles  F,  Blake,  for  the  defendants. 


The  Atlantic  Giant  Powder  Company 

vs. 
Jasper  R.  Rand  et  al.    In  Equity.* 

The  reissued  letters  patent.  No.  5,  799,  granted  to  the  Giant  Powder  Com- 
pany, March  17th,  1874,  for  17  years  from  the  26th  of  May,  iSCS,  for  an 
"  improved  explosive  compound,*'  (the  original  patent  having  been 
granted  to  Julius  Bandmann,  as  assignee  of  Alfred  N6bel,  as  inventor, 
as  No.  78,317,  May  26th,  1868,)  are  valid. 

»  16  Blatchf.  C.  C.  R.,  250. 
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The  claim  of  the  said  patent,  namely,  ''The  combination  of  nitro-glycerine 
with  infusorial  earth,  or  other  equivalent  absorbent  substance,  as  a  new 
explosive  compound,"  is  infringed  by  an  explosive  compound  known  as 
"  rendrocic  powder,"  and  containing,  in  100  parts. by  weight,  34.71  parts 
of  nitro-glycerine,  52.68  parts  of  nitrate  of  potash,  5.84  parts  of  sulphur 
and  6. 77  parts  of  woody  fibre,  charcoal  and  resin,  in  nearly  equal  pro- 
portions. 

Said  reissued  patent  is  not  for  a  different  invention  from  the  said  original 
patent 

The  specifications  of  the  original  and  the  reissue  examined  and  compared. 

Where  a  defendant  has  always  been  notified  that  it  was  claimed  he  infringed, 
and  has  not  been  misled,  by  any  action  of  the  plaintiff,  into  making  in- 
vestments, -and  has  no  peculiar  equity  as  against  the  plaintiff,  an  injunc- 
tion will  not  be  withheld  because  the  plaimiff,  having  sued  the  defendant 
for  infringement,  permitted  the  suit  to  rest  until  a  recovery  was  bad  on 
the  patent  in  other  suits,  and  then  discontinued  it  and  brought  a  new 
suit  against  the  defendant. 

A  description  in  a  prior  patent,  to  invalidate  a  subsequent  patent,  must  show 
how  the  article  can  be  certainly  made,  and  its  making  must  be  the  result 
of  directions  in  the  description,  and  not  of  accident. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  May,  1879.) 

Blatchford,  J. 

This  is  an  application  for  a  preliminary  injunction,  founded 
on  reissued  letters  patent,  No.  5,799,  granted  to  the  Giant 
Powder  Company,  March  17th,  1874,  for  17  years  from  the  26th 
of  May,  1 868.  The  original  patent  was  granted  to  Julius 
Bandmann,  as  assignee  of  Alfred  Nobel,  of  Hamburg, 
Germany,  the  inventor,  as  No.  78,317,  May  26th,  1868.  Band- 
mann assigned  the  patent  to  the  Giant  Powder  Company,  and 
it  was  reissued  to  them  October  21st,  1S73,  as  No.  5,619.  On 
the  surrender  of  No.  5,619,  reissue  No.  5,799  was  granted.  The 
plaintiffs  are  the  owners  of  No.  5,799  for  all  the  States  and  Terri- 
tories of  the  United  States  which  lie  east  of  the  easterly  boun- 
dary lines  of  the  territories  of  Montana,  Wyoming,  Colorado 
and  New  Mexico.  The  application  for  No.  5,799  was  filed 
March  nth,  1874.  The  specification  of  No.  5,799  is  signed  by 
the  Giant  Powder  Company.  It  begins  by  setting  forth  that 
Nobel  invented  **  an  improved  explosive  compound,  of  which 
the  following  is  a  specification."  It  then  proceeds:  "  This  in- 
vention relates  to  a  new  and  useful  combination  or  mixture  of 
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nitrQ-glycerine  with  some  absorbent  substance,  whereby  the 
condition  of  the  nitro-glycerine  is  so  modified  as  to  render  the 
resulting  explosive  compound  more  practically  useful  and 
effective  as  an  explosive,  and  far  more  safe  and  convenient  for 
handling,  storage,  and  transportation,  than  nitro-glycerine  in 
its  ordinary  condition  as  a  liquid.  The  invention  consists  in 
combining  or  mixing  with  nitro-glycerine  some  porous  or  ab- 
sorbent substance,  which,  being  free  from  any  quality  which 
will  cause  it  to  decompose,  destroy  or  injure  the  nitroglycerine, 
forms,  in  combination  with  it,  an  explosive  compound  possess- 
ing certain  marked  properties  of  great  practical  utility,  which 
not  only  increases  its  eflBciency,  but  also  obviates  many  of  the 
serious  practical  objections  to  the  employment  of  nitro-glyc- 
erine as  an  explosive.  Some  of  these  peculiar  properties  of 
this  mixture  will  be  briefly  stated.  Nitro-glycerine  being  a 
liquid,  it  is  usually  necessary,  in  exploding  it  as  an  explosive 
for  blasting  purposes,  to  place  it  in  cases  or  cartridges  formed 
of  paper,  metal  or  other  substance,  which  must,  of  course,  be  of 
somewhat  smaller  diameter  than  the  bore  holes,  as,  if  not  so 
inclosed,  the  nitro-glycerine  would  permeate  the  seams  of  the 
rock,  and  prove  highly  dangerous  to  the  miner,  on  account  of 
its  liability  to  explode  in  subsequent  drillings ;  but,  by  means 
of  this  invention,  the  nitro-glycerine,  being  held  in  combination' 
with  the  porous  or  absorbent  substance  with  which  it  is  mixed, 
and  then  assuming  the  altered  form  of  a  powder  or  paste,  re- 
mains in  the  bore  hole  in  which  it  is  placed,  without  leaking 
through  the  seams  of  the  rock.  Another  advantage  over  liquid 
nitro-glycerine  is,  that  this  mixture  can  be  made  to  fill  the  bore 
hole  more  closely  than  a  cartridge  case  will,  owing  to  the  irreg- 
ularities of  the  shape  of  the  hole,  which  greatly  increases  its 
efficiency.  The  liability  of  fluid  nitro-glycerine  to  accidental 
explosion  from  agitation  or  concussion,  renders  its  handling 
and  transportation  very  dangerous.  This  danger  is,  however, 
almost  entirely  obviated  by  the  use  of  the  compound  described 
in  this  specification,  because,  when  mixed  with  a  suitable  ab- 
sorbent, the  nitro-glycerine  is  far  less  sensitive  to  shocks  than 
when  in  a  liquid  condition,  so  that  it  may  be  handled  in  mass, 
either  loose  or  in  packages,  with  impunity.  So  much  is  this 
the  case,  that,  when  this  mixture  is  packed  in  a  wooden  case  or 
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box,  the  inclosure  may  be  knocked  to  pieces  without  danger  of 
exploding  its  contents.  This  invention,  then,  consists  in  mix- 
ing liquid  nitro-glycerine  with  some  solid  (as  distinguished 
from  liquid  or  fluid)  substance,  which  will  absorb  and  retain  a 
sufficient  amount  of  nitro-glycerine  to  form  an  efficient  ex- 
plosive. The  substance  which  is  believed  to  be  best  adapted 
for  this  purpose,  is  a  kind  of  silicious  earth,  found  in  various 
parts  of  the  globe,  and  known  by  the  various  names  of  silicious 
marl,  tripoli  and  rotten  stone.  The  peculiar  variety  of  this 
material  best  suited  for  this  use  is  homogenous,  has  a  large 
specific  gravity  and  great  absorbent  capacity,  and  is  generally 
composed  of  the  remains  of  infusoria.  So  great  is  the  absorb- 
ent capacity  of  this  infusorial  earth,  that,  when  in  a  pulverized 
condition,  it  will  take  up  about  three  times  its  own  weight  of 
liquid  nitro-glycerine,  and  still  retain  the  form  of  a  powder. 
Other  porous  substances,  even  though  they  have  less  absorbent 
capacity,  may  be  used ;  but,  in  this  case,  the  explosive  strength 
of  the  powder  will  be  diminished,  owing  to  the  smaller  propor- 
tion of  nitro-glycerine  contained  therein.  Chalk,  for  example, 
will  absorb  about  fifteen  per  cent  of  nitro-glycerine  and  retain 
its  powdered  condition ;  and  porous  charcoal,  although  of 
greater  absorbent  capacity,  has  less  elasticity  of  particles,  so 
that  nitro-glycerine  is  apt  to  squeeze  out  of  it.  Any  of  the 
various  vegetable  or  mineral  substances  susceptible  of  pul- 
verization or  comminution,  and  which  will  retain  nitro-glyc- 
erine by  absorption,  may  be  substituted  for  infusorial  earth. 
The  relative  proportion  of  the  ingredients  used  in  making  this 
new  explosive  compound  will  vary  according  to  the  absorbent 
capacity  of  the  substance  mixed  with  the  nitro-glycerine,  it 
being  preferable  in  all  cases — and  this  is  the  only  limit — to  use 
so  much  only  of  the  liquid  nitro-glycerine  as  the  absorbent 
substance  will  retain  without  liability  to  subsequent  separation 
by  compression  or  leakage.  Where  the  absorbent  used  in  a 
powdered  condition  is  infusorial  earth,  a  thin  paste  or  semi- 
fluid condition  of  the  mixture  is  to  be  avoided.  The  method 
of  making  this  new  explosive  compound  with  infusorial  earth 
is  as  follows  :  The  earth  being  first  thoroughly  dried  and  pul- 
verized, is  placed  in  any  suitable  vessel,  and  the  nitro-glycerine 
is  then  gradually  introduced  and  thoroughly  mixed  with  the 
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powdered  earth,  which  is  effected  either  by  stirring  with  the 
naked  hand  or  by  means  of  any  suitable  wooden  instrument,, 
worked  either  by  machinery  or  by  hand.     Where  infusorial 
earth  is  used,  the  proportions  may  be  conveniently  varied,  from 
sixty   parts,   by   weight,   of  liquid  nitro-glycerine,  and  forty 
parts,  by  weight,  of  infusorial  earth,  to  seventy-eight  parts,  by 
weight,  of  nitro-glycerine,  and  twenty-two  parts,  by  weight,  of 
infusorial  earth,  the  former  proportions  forming,  at  ordinary 
temperatures,  a  dry,  pulverulent  mass,  and  the  latter  a  pasty 
mixture.     These  propoitions  may,  however,  be  varied  outside 
of  the  limits  above  stated,  it  being  observed,  that  the  explosive 
force  of  the  mixture  is  increased  where  a  larger  proportion  of 
nitro-glycerine  is  employed,  and  that,  when  the  mixture  is  to  be 
used  in  a  cold  climate,  a  larger  quantity  of  nitro-glycerine  may 
be  safely  employed  than  when  it  is  to  be  exposed  to  a  warmer 
atmosphere.     For  ordinary  practical  purposes,  a  mixture  of 
seventy-five  parts,  by  weight,  of  nitro-glycerine,  and  twenty- 
five  parts,  by  weight,  of  infusorial  earth,  gives  a  powder  sufiS- 
ciently  dry  at  ordinary  temperatures,  and  which  is  susceptible 
of  compression  to  a  specific  gravity  nearly  equal  to  that  of 
pure  nitro-glycerine.     When  the  ingredients  have  been   inti- 
mately mixed  and  thoroughly  incorporated,  by  stirring  and 
kneading,  the  compound  may  be  rubbed  through  a  sieve  made 
of  hair,  silk  or  brass  wire,  and  any  lumps  which  remain  may  be 
powdered  by  rubbing  them  through  the  sieve  with  a  stiff  bristle 
brush.     The  powder  is  then  ready  for  use,  and  may  be  packed 
in  bulk  in  boxes,  or  compressed  into  cartridge  cases  made  of 
paper,  of  such  convenient  sizes  as  may  be  most  in  demand  for 
blasting  purposes.     A  greater  or  less  degree  of  fineness  of 
grain   may  be  given  to  the  powder  by  using  a  fine  or  coarse 
sieve.     In  using  this  improved  explosive  compound  for  blast- 
ing, it  may  be  inserted  into  cartridge  cases,  as  above  stated, 
or  without  any  inclosure  or  wrapping,  as  may  be  preferred. 
For  the  best  effect,  it  should  be  pressed  firmly  down  so  as  to 
fill  the  bore  hole,  whether  in  cartridge  or  not,  a  small  quantity 
at  a  time,  with  a  wooden  rod,  until  it  is  firmly  packed.     If  the 
cartridges  are  smaller  than  the  bore,  the  pressure  will  burst 
them,  and  allow  the  powder  to  spread  laterally  and  fill  the  bore. 
It  may  be  easily  and  efficiently  exploded  by  means  of  an  ordi- 
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nary  blasting  fuse  inserted  into  the  open  end  of  a  percussion 
.cap,  the  metalJic  edges  of  the  cap  being  compressed  or  crimped 
tightly  and  firmly  around  the  fuse,  so  as  to  hold  it  in  place, 
with  the  end  of  the  fuse  in  close  contact  with  the  fulminate  in 
the  percussion  cap.  The  capped  end  of  the  fuse  is  then  inserted 
into  the  explosive  powder,  which  is  pressed  closely  around  it 
in  the  bore  hole,  and  a  tamping  of  sand  or  other  suitable  ma- 
terial may  be  placed  above  the  charge  of  powder,  and  pressed 
down  upon  it.  The  fuse  thus  applied  is  fired  in  the  ordinary 
manner,  and,  when  the  fire  reaches  the  percussion  cap,  it  ex- 
plodes, which  effects  the  immediate  explosion  of  the  charge  of 
explosive  compound.  It  is  better  to  use  a  percussion  cap 
having  a  heavy  charge  of  fulminate,  in  order  to  insure  an  ex- 
plosion of  the  powder,  although,  under  favorable  circum- 
stances, it  might  be  exploded  with  an  ordinary  fuse,  without 
any  cap ;  but  this  method  is  too  uncertain  to  be  relied  upon. 
For  ordinary  blasting,  the  bore  holes  may  be  about  one-half 
the  size,  and  the  charge  of  explosive  compound  about  one-fifth 
the  quantity,  that  would  be  made  use  of  when  gunpowder  is 
used  as  the  explosive."  The  claim  is  in  these  words:  "The 
combination  of  nitro-glycerine  with  infusorial  earth,  or  other 
equivalent  absorbent  substance,  as  a  new  explosive  com- 
pound.'* 

The  infringement  complained  of  is  the  making  and  selling 
by  the  defendants  of  an  explosive  compound  known  as  "  rend- 
rock  powder,'*  and  which,  by  analysis,  contains,  in  one  hun- 
dred parts,  by  weight,  the  following  ingredients  in  the  follow- 
ing quantities  :  nitro-glycerine,  34.71  parts;  nitrate  of  potash, 
52.68  parts;  sulphur,  5.84  parts;  woody  fibre,  charcoal  and 
resin,  in  nearly  equal  proportions,  6.77  parts.  Mr.  Hayes,  the 
chemist  who  made  such  analysis,  testifies,  that  the  solid  in- 
gredients found  in  such  powder  constitute  together  an  ab- 
sorbent substance  which  is  the  equivalent  of  the  infusorial 
earth  mentioned  in  the  plaintiffs'  patent ;  that  such  powder  is 
a  combination  of  nitro-glycerine  with  such  absorbent  substance, 
in  substantially  the  same  manner  as  the  combination  of  nitro- 
glycerine and  infusorial  earth  specifically  mentioned  in  said 
patent ;  that  said  solid  ingredients  have  the  property  of  ab- 
sorbing and  retaining  by  absorption  nitro-glycerine,  and  are 
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free  from  any  quality  which  will  cause  them  to  decompose 
destroy  or  injure  nitro-glycerine ;  that  the  nitro-glycerine  is 
combined  with  such  solid  ingredients  in  such  proportions  as 
to  be  retained  without  liability  to  separation  by  compression 
or  leakage;  that  such  solid  ingredients  are  not  liable  to  ex- 
plode by  concussion,  as  nitroglycerine  is;  that  the  entire 
combination  constitutes  a  safety  powder,  which  can  undergo 
the  ordinary  shocks  of  transportation  and  manipulation  with- 
out explosion;  that  the  nitro-glycerine  therein  is  explosible, 
in  blasting  operations,  by  the  means  ordinarily  employed  for 
exploding  nitro-glycerine ;  that  while  the  mixture  is  in  the 
form  of  a  powder,  the  nitro-glycerine  remains  so  compact  and 
concentrated  as  to  have  its  original  explosive  power ;  that  he 
has  been  unable  to  separate  the  carbonaceous  woody  fibre  and 
the  resin  from  the  charcoal,  so  as  to  determine  their  percent- 
age proportions  with  accuracy,  but  that  they  are  not  materially 
different  from  charcoal,  as  constituents  of  the  powder ;  and 
that  they  each  have  all  the  properties  which  the  other  solid 
ingp-edients  of  the  powder  have,  as  above  described,  for  the 
purposes  of  performing  the  office  of  infusorial  earth  in  the 
mixture.  These  averments  in  respect  to  the  rendrock  powder 
are  not  controverted  by  the  defendants. 

The  rendrock  made  by  the  defendants  is  a  composition  of 
nitro-glycerine  with  an  explosive  substance,  but  it  was  ad- 
mitted, on  the  hearing,  by  the  counsel  for  the  defendants,  that 
the  claim  of  the  plaintiffs*  patent  includes  a  mixture  of  nitro- 
glj'cerine  with  an  explosive  substance,  as  well  as  a  mixture  of 
nitro-glycerine  with  an  inexplosive  substance.  It  is  very  plain, 
therefore,  that  the  claim  of  the  plaintiff's  patent  covers  the 
defendants*  powder. 

It  is  insisted,  however,  by  the  defendants,  that  the  cause 
of  litigation  between  the  parties,  in  regard  to  the  rendrock 
powder  and  the  patent  No.  5,799,  has  been  such  that  the 
plaintiffs  are  not  now  entitled  to  a  preliminary  injunction. 
The  view  urged  is,  that  the  plaintiffs,  owning  No.  5,799,  and 
also  owning  a  reissued  patent  No.  4,818,  brought  a  suit  in 
equity  in  this  court  on  both  of  them,  in  1874,  against  these 
defendants,  for  making  this  rendrock  powder ;  that  the  plain- 
tiffs took  proofs  in  that  suit  to  show  that  the  rendrock  powder, 
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as  a  mixture  of  nitro-glycerine  with  an  explosive  substance, 
infringed  No.  4,818;  that  they  gave  no  evidence  to  show  that 
it  infringed  No.  5,799 ;  that  they  subsequently  notified  the 
defendants  that  they  need  not,  until  further  notice,  put  in 
proofs  in  that  case;  that  they  then  brought  and  prosecuted 
suits  on  No.  5,799*  in  another  court ;  and  that,  having  been 
successful  in  those  suits,  they  discontinued  the  first  suit 
against  the  defendants,  and  brought  the  present  one  on 
No.  5,799  alone.  It  is  urged  that  this  course  of  action  de- 
prives  the  plaintiffs  of  the  right  to  ask,  in  this  suit,  for  a  pre- 
liminary injunction.  The  answer  to  this  contention  is,  that 
the  defendants  appear  to  have  been  always  notified,  by  the 
existence  of  the  first  suit  against  them,  and  by  the  suit  in 
Massachusetts  against  Goodyear,  that  the  plaintiffs  claimed 
that  powders  like  the  rendrock  powder  infringed  No.  5,799- 
There  is  nothing  to  show  that  the  defendants  were  misled 
into  making  investments  by  any  action  of  the  plaintiffs,  or 
that  they  have  any  peculiar  equity,  as  against  the  plaintiffs, 
to  be  allowed  to  continue  to  infringe  the  patent  until  a  final 
hearing,  while  preliminary  injunctions  are  granted  against 
others  making  like  powders. 

It  is  urged  by  the  defendants  that  the  reissued  patent  No. 
5,799  is  for  a  different  invention  from  the  original,  No,  78,317, 
and  is,  therefore,  invalid.  The  specification  of  No.  78,317 
says  that  the  invention  is  "  a  new  and  useful  composition  of 
matter,  to  wit,  an  explosive  powder."  It  proceeds:  "The 
nature  of  the  invention  consists  in  forming  out  of  two  ingre- 
dients long  known,  viz.  :  the  explosive  substance,  nitro- 
glycerine, and  an  inexplosive  porous  substance  hereafter 
specified,  a  composition  which,  without  losing  the  great  explo- 
sive power  of  nitro-glycerine,  is  very  much  altered  as  to  its  ex- 
plosive and  other  properties,  being  far  more  safe  and  conven- 
ient for  transportation,  storage  and  use  than  nitro-glycerine. 
In  general  terms,  my  invention  consists  in  mixing  with  nitro- 
glycerine a  substance  which  possesses  a  very  great  absorbent 
capacity,  and  which,  at  the  same  time,  is  free  from  any  qual- 
ity which  will  decompose,  destroy  or  injure  the  nitro-glyce- 
rine or  its  explosiveness.  It  is  undoubtedly  true,  as  a  general 
rule,  that  nitro-glycerine,  when  mixed  with  another  substance. 
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possesses  less  concentration  of  power  than  when  used  alone ; 
but,  while  the  safety  of  the  miner,  (to  prevent  leakage  into 
seams  in  the  rock,)  prohibits  the  use  of  nitro-glycerine  with- 
out cartridges,  which  latter  must,  of  course,  be  somewhat  less 
in  diameter  than  the  bore  holes  which  are  to  contain  them, 
the  powder  herein  described  can  be  made  to  form  a  semi- 
pasty  mass,  which  yields  to  the  slightest  pressuce,  and  thus 
can  be  made  to  fill  up  the  bore  hole  entirely.  Practically, 
therefore,  the  miner  will  have  as  much  nitro-glycerine  in  the 
same  height  of  bore  hole  with  this  powder  as  with  nitro- 
glycerine in  its  pure  state.  This  is  the  real  character  and 
purpose  of  my  invention,  and,  in  order  to  enable  others 
skilled  in  the  art  to  which  it  appertains,  or  with  which  it  is 
most  nearly  connected,  to  make,  compound  and  use  the  same, 
I  will  proceed  to  describe  the  same,  and  also  the  manner  and 
process  of  making,  compounding  and  using  it,  in  full,  clear 
and  exact  terms.  The  substance  which  most  fully  meets  the 
requirements  above  mentioned,  so  far  as  I  know  or  have  been 
able  to  ascertain  from  numerous  experiments,  is  a  certain  kind 
of  silicious  earth  or  silicic  acid  found  in  various  parts  of 
the  globe,  and  known  under  the  several  names  of  silicious 
marl,  tripoli,  rotten  stone,  &c.  The  particular  variety  of 
this  material  which  is  best  for  my  compound  is  homogeneous, 
has  a  low  specific  gravity,  great  absorbent  capacity,  and  is 
generally  composed  of  the  remains  of  infusoria.  So  great  is 
the  absorbent  capacity  of  this  earth  that  it  will  take  up  about 
three  times  its  own  weight  of  nitro-glycerine,  and  still  retain 
its  powder  form,  thus  leaving  the  nitro-glycerine  so  compact 
and  concentrated  as  to  have  very  nearly  its  original  explosive 
power ;  w^hereas,  if  another  substance  having  a  less  absorbent 
capacity  is  used,  a  correspondingly  less  proportion  of  nitro- 
glycerine will  be  absorbed,  and  the  powder  will  be  corre- 
spondingly weak  or  wholly  inexplosive.  For  example,  most 
chalk  will  take  but  about  fifteen  per  cent  of  nitro-glycerine 
and  retain  its  powder  form;  twenty  per  cent  will  reduce  it  to 
a  paste.  Porous  charcoal  has  also  a  considerable  absorbent 
capacity,  but  it  has  the  defect  of  being  itself  a  combustible 
material,  and  also  of  less  elasticity  of  its  particles,  which  ren- 
ders it  easy  to  squeeze  out  a  part  of  its  nitro-glycerine.      The 
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two  materials  are  combined  in  the  following  manner:  The 
earth,  thoroughly  dried  and  pulverized,  is  placed  in  a  wooden 
vessel.  To  it  is  introduced  the  nitro-glycerine  in  a  steady 
stream,  so  small  that  the  two  ingredients  can  be  kept  thor- 
oughly mixed.  The  mixing  may  be  effected  by  the  naked 
hand,  or  by  any  proper  wooden  instrument  used  in  the  hand, 
or  by  wooden  machinery.  Sufficient  of  nitro-glycerine 
should  be  used  to  render  the  compound  explosive,  but  not  so 
much  as  to  change  its  form  of  powder  to  a  liquid  or  pasty 
consistency.  Practically,  about  sixty  parts,  b)*-  v/eight,  of 
nitroglycerine  to  forty  of  earth  forms  the  useful  minimum, 
and  seventy-eight  parts,  by  weight,  of  nitroglycerine  to 
twenty-two  of  earth,  the  useful  maximum  of  explosive  power. 
The  former  has  a  perfectly  dry  appearance ;  the  latter  is 
pasty.  Between  these  two  extremes  the  composition  will  be 
explosive  powder,  and  it  will  be  more  easily  exploded,  and 
its  explosive  power  greater,  as  the  relative  proportion  of 
the  nitro-glycerine  is  greater.  The  proportions,  by  weight, 
of  seventy-five  of  nitro-glycerine  to  twenty-five  of  earth 
gives  a  powder  as  well  adapted  to  ordinary  practical  purposes 
as  that  from  any  proportions  I  am  now  able  to  name,  and  can 
be  easily  compressed  to  a  specific  gravity  nearly  equal  to  that 
of  pure  nitro-glycerine.  When  the  mass  has  been  intimately 
mixed  and  thoroughly  incorporated  by  stirring  and  kneading, 
it  is  rubbed  through  a  hair,  silk  or  brass  wire  sieve,  (iron  cor- 
rodes,) and  any  lumps  which  may  remain  are  rubbed  with  a 
stiff  bristle  brush  till  they  are  reduced  and  made  to  pass 
the  sieve.  The  powder  is  then  finished  and  ready  for  use. 
The  fineness  desired  for  the  powder  will  determine  the  fine- 
ness  of  the  sieve  to  be  used.  The  chief  characteristic  of  this 
powder  is  its  nearly  perfect  exemption  from  liability  to  acci- 
dental or  involuntary  explosion.  It  is  far  less  sensitive  than 
nitro-glycerine  to  concussion  or  percussion,  and,  contained  in 
its  usual  packing,  a  wooden  cask  or  box,  the  latter  may  be 
smashed  completely  to  pieces  without  any  danger  of  explo^ 
sion.  Unlike  gunpowder  in  the  open  air  or  in  ordinary  pack- 
ing, a  wooden  cask  or  box,  it  burns  up,  when  set  fire  to,  with- 
out exploding.  It  can,  therefore,  be  handled,  stored  and 
transported    with    less    danger    than    ordinary    gunpowder. 
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When  confined  in  a  tight  and  strong  inclosure,  it  explodes  by 
heat  applied  in  any  form  when  above  the  temperature  of  360*^ 
Fahrenheit.  Under  all  other  circumstances,  it  may  be  ex- 
ploded by  some  other  explosion  in  it  or  into  it  The  most 
simple  and  certain  method  known  to  me  of  exploding  it  is  as 
follows :  The  end  of  a  common  blasting  fuse  is  inserted  into 
a  percussion  cap,  and  the  rim  of  the  cap  crimped  tightly  and 
firmly  about  the  fuse  by  nippers  or  other  means,  so  as  to 
leave  the  fulminating  powder  of  the  cap  and  the  end  of  the 
fuse  tightly  and  firmly  inclosed  together.  The  end  of  the 
fuse  with  the  cap  attached  is  then  imbedded  in  the  powder, 
the  more  firmly  the  more  certain  the  explosion.  In  blasting, 
the  powder  is  pressed  tightly  about  the  cap  and  fuse,  and 
tamping  of  sand,  or  other  proper  material,  added  and  pressed, 
but  not  pounded  in.  A  tamping  firmly  pressed  is  as  good  as 
if  rammed  in  the  most  solid  manner.  The  fuse  explodes  the 
cap  and  this  explosion  explodes  the  powder.  I  will  here  add, 
that,  by  carefully  packing  the  end  of  a  good  fuse  amid  the 
powder  of  a  charge  inclosed,  like  a  blasting  charge,  in  a  tight 
place,  the  fuse  alone  will  explode  the  powder,  especially  if 
the  powder  is  strongly  charged  with  nitroglycerine ;  but  this 
method  of  explosion  requires  too  much  care,  and  is  too  un- 
certain, to  be  depended  upon  or  generally  used.  As  before 
stated,  the  more  strongly  the  powder  is  charged  with  nitro- 
glycerine the  more  easily  it  explodes.  If,  therefore,  the  pow- 
der contains  a  low  proportion  of  nitro-glycerine,  it  is  neces- 
sary to  employ  in  its  explosion  a  correspondingly  Jong,  strong 
and  heavily  charged  percussion  cap,  made  especially  for  the 
purpose.  For  the  sake  of  certainty  of  explosion,  it  is  better 
to  use  such  a  cap  in  all  cases.  If  the  fire  from  the  fuse 
comes  in  contact  with  the  powder  before  the  cap  is  exploded, 
(which  is  liable  to  occur  if  the  fuse  is  leaky  and  the  cap  ex- 
tends too  far  into  the  powder,)  a  portion  of  the  powder  will 
be  burned  before  the  explosion  takes  place.  To  guard  against 
this,  the  cap  should  only  be  fairly  inserted  into  the  powder, 
and  poor  fuses  wound  next  to  the  cap  firmly  with  strong 
glued  paper  or  hemp,  or  otherwise  secured.  The  bore  holes, 
as  a  practical  but  not  absolute  rule,  should  be  about  one-half 
the  size,  and  the  charge  should  be  from  one-fifth  to  one-tenth 
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the  quantity,  ordinarily  used  in  gunpowder  blasting.  A  very 
convenient  form  in  which  to  use  the  powder  is  to  pack  it 
firmly  in  cartridges  of  strong  paper."  The  claim  is  in  these 
words:  "The  composition  of  mAtter  made  substantially  of 
the  ingredients  and  in  the  manner  and  for  the  purposes  set 
forth." 

It  is  contended  by  the  defendants  that  the  invention  set 
forth  in  No.  78,317  had  for  its  declared  object,  the  preparing 
of  a  solid  composition  of  matter  which  should  contain  practi- 
cally, in  a  given  space,  as  much  nitro-glycerine  as  could  be 
put  into  that  space  in  a  liquid  state,  whereby  the  force  of  the 
nitro-glycerine  would  be  preserved,  while  at  the  same  time 
the  inconvenience  of  using  it  as  a  liquid  would  be  obviated ; 
that  No.  78,317  stated  that  to  be  the  **real  character  and  pur 
pose"  of  the  invention  ;  and  that  No.  78,317  did  not  set  forth 
that  the  inventor  had  in  view,  as  an  object,  the  safety  char- 
acter of  the  compound.  It  is  urged  that,  in  these  respects,  the 
reissue  departs  from  the  original ;  and  that,  as  the  claim  in 
the  original  was  a  claim  to  the  invention  of  a  compound  made 
substantially  of  the  ingredients,  and  in  the  manner,  and  for 
the  purposes  set  forth  in  the  specification  of  the  original,  and 
the  reissue  claims  broadly  the  combination  of  nitro-glycerine 
with  infusorial  earth,  or  other  equivalent  absorbent  substance, 
as  a  new  explosive  compound,  ignoring  the  concentration 
feature  as  the  character  and  purpose  and  essence  of  the  inven- 
tion, the  original  and  the  reissue  are  for .  different  inventions, 
and  not  for  the  same  invention,  and  so  the   reissue  is  invalid 

The  specification  of  No.  78,317  sets  out  with  declaring 
that  the  invention  is  of  an  explosive  powder.  This  means  a 
powder,  as  distinguished  from  a  fluid  mixture,  and  a  powder 
which  will  explode.  It  states  that  the  composition  forming 
the  powder  is  made  of  nitro-glycerine  and  infusorial  earth ; 
that  nitro-glycerine  is  explosive,  and  infusorial  earth  is  inex- 
plosive ;  that,  while  the  explosive  power  of  nitro-glycerine  is 
preserved  in  the  composition,  the  composition  is  more  safe 
and  convenient  for  transportation,  storage  and  use,  than  nitro- 
glycerine; that,  in  general  terms,  the  invention  consists  in 
mixing  with  nitro-glycerine  a  substance  which  possesses  a  very 
great  absorbent  capacity,  and  yet  will  not  injure  the  nitro-glyc- 
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erine  or  its  explosiveness  ;  that,  generally,  the  mixture  of  nitro- 
glycerine with  another  substance  causes  the  nitro-glycerine 
in  the  mixture  to  possess  less  concentration  of  power  than 
-when  it  is  not  so  mixed ;  that,  while  liquid  nitro-glycerine 
must  be  used  in  cartridges,  which  must  be  less  in  diameter 
than  the  bore  hole,  this  new  powder  can  be  made  into  a  semi- 
pasty  mass,  and  be  used  without  cartridges,  and  so  fill  the 
bore  hole  entirely;  and  that  thus, by  using  this  new  powder, 
the  miner  will  have,  in  a  bore  hole  of  a  given  size,  practi- 
cally as  much  nitro-glycerine,  notwithstanding  he  has  in  the 
hole  the  infusorial  earth  also,  as  if  he  used  a  cartridge  with 
liquid  nitro-glycerine.  The  specification  then  says  that  what 
has  thus  been  stated  is  the  real  character  and  purpose  of  the 
invention.  That  is,  that,  by  the  mixture  of  the  nitro-glyce- 
rine with  the  absorbent  substance,  the  explosive  power  of  the 
former  will  be  preserved  and  not  injured,  while  the  mixture 
■will  be  more  safe  in  use  than  the  liquid  nitro-glycerine,  with 
the  incidental  result,  that  any  loss  of  concentration  of  power 
in  the  nitro-glycerine,  by  mixing  it  with  the  other  substance, 
will  be  compensated  by  the  fact  that  the  bore  hole  can  be 
filled  with  the  mixture,  while  it  could  not  be  filled  with  liquid 
nitro-glycerine,  and  thus  practically  there  will  be  the  same 
quantity  of  nitro-glycerine  in  a  given  size  of  hole  in  one  case 
as  in  the  other.  The  specification  then  states,  that  the  best 
substance  to  meet  the  above  requirements  is  the  infusorial 
earth,  because  it  will  take  up  about  three  times  its  own  weight 
of  nitro-glycerine,  and  yet  retain  its  original  powder  form,  so 
that,  in  four  pounds  of  the  mixture,  there  will  be  three 
pounds  of  nitro-glycerine,  and  that  the  latter  will  be  so  concen- 
trated as  to  have  very  nearly  its  original  explosive  power ; 
that,  when  a  substance  of  less  absorbent  capacity  than  infu- 
sorial earth  is  used,  a  less  proportion  of  tnitro-glycerine  will 
be  absorbed,  and  the  explosive  power  of  the  powder  will  be 
reduced  ;  that,  for  example,  most  chalk  will  take  but  about  15 
per  cent  of  nitro-glycerine  and  retain  its  powder  form,  while 
20  percent  will  reduce  it  to  a  paste;  and  that  porous  char- 
coal, while  absorbent,  is  combustible  and  will  suffer  what  it 
absorbs  to  leak  out.  These  remarks  show  that  the  inventor 
contemplated  the  use,  also,  of  a  substance  having  less  absorb- 
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ent  capacity  than  the  infusorial  earth,  resulting  in  a  mixture 
with  a  less  proportion  of  nitro-glycerine,  and  with  a  less  ex- 
plosive power  than  the  mixture  in  which  infusorial  earth  is 
used;  and  that  the  mixture  was  in  all  cases  to  be  and  remain 
in  the  powder  form,  and  to  be  such  as  to  retain  the  absorbed 
nitro-glycerine  and  not  suffer  it  to  leak  out.  The  mode  of  pre- 
paring the  mixture  with  infusorial  earth  is  then  set  forth. 
Stress  is  laid  on  the  requirement  that  enough  nitro-glycerine 
must  be  used  in  the  compound  to  render  it  explosive,  while  the 
earth,  in  dry  powder,  is  not  to  have  so  much  nitro-glycerine 
put  with  it  as  to  change  its  form  of  powder  to  a  liquid  or  a 
paste.  The  useful  minimum  and  the  useful  maximum 
of  explosive  power  are  then  stated,  according  to  given 
proportional  weights  of  nitro-glycerine  to  infusorial  earth,  the 
minimum  compound  having  a  perfectly  dry  appearance  and 
the  maximum  compound  being  pasty.  It  is  then  set  forth, 
that,  between  these  two  extremes  the  compound  will  be  explo- 
sive powder,  and  that  it  will  be  more  easily  exploded,  and  its 
explosive  power  be  greater,  as  the  relative  proportion  of  the 
nitro-glycerine  in  the  compound  is  greater.  These  observa- 
tions are  to  the  effect,  that  the  useful  maximum  of  explosive 
powder  in  the  compound  is  attained  when  the  absorption  of 
nitro-glycerine  causes  the  mixture  to  cease  to  have  the  form  of 
powder;  that  the  useful  minimum  of  explosive  power  in  the 
compound  is  what  results  from  the  stated  proportion  of  nitro- 
glycerine; that,  although  so  much  as  78  parts  by  weight  of 
nitro-glycerine  to  22  of  infusorial  earth  may  be  used,  and  still 
the  compound  be  just  leaving  the  powder  form,  yet,  even  in 
the  use  of  infusorial  earth,  a  useful  result  will  be  given  when 
the  nitro-glycerine  is  60  parts  by  weight  to  40  of  the  earth ; 
and  that  between  such  maximum  and  such  minimum  the 
compound  will  be  a  powder  and  an  explosive  powder,  with 
greater  explosive  power  and  more  easy  of  explosion  as  the 
relative  proportion  of  the  nitro-glycerine  is  greater.  The 
specification  then  states,  that,  when  infusorial  earth  is  used, 
the  proportion,  by  weight,  of  75  nitro-glycerine  to  25  of  earth 
will  give  a  powder,  and  one  as  well  adapted  to  ordinary  prac- 
tical purposes  as  can  be  specified,  and  one  which  can  be  made 
to  have  a  specific  gravity  nearly  equal  to  that   of  pure   nitre- 
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glj'cerine.  Directions  are  then  given  how  to  treat  the  mix- 
ture to  make  it  pulverulent.  The  specification  then  sets 
forth,  that  the  chief  characteristic  of  the  powder  is  its  nearly 
p>erfect  exemption  from  liability  to  accidental  or  involuntary 
explosion;  that  it  is  far  less  sensitive  than  nitro-glycerine  to 
concussion  or  percussion;  that,  unlike  gunpowder,  it  burns 
up,  when  set  fire  to,  without  exploding;  and  that  it  can, 
therefore,  be  handled,  stored  and  transported  with  less  dan- 
ger than  ordinary  gunpowder.  The  safety  character  of  the 
powder  is  thus  dwelt  upon.  It  will  not  explode  accidentally 
or  involuntarily,  because,  first,  fortuitous  concussion  or  per- 
cussion will  not  be  likely  to  cause  it  to  explode ;  and  second- 
ly, it  will  burn,  and  not  explode,  when  set  fire  to.  The  spec- 
ification then  sets  forth  the  proper  method  of  exploding  the 
powder,  by  exploding  a  percussion  cap  in  it,  with  the  injunc- 
tion, that  the  percussion  cap  must  be  longer,  stronger  and 
more  heavily  charged,  as  the  proportion  of  nitro-glycerine  is 
less  in  the  powder,  for  the  reason,  that,  the  greater  the  pro- 
portion of  nitro-glycerine,  the  more  easily  will  the  powder 
explode.  This  analysis  of  the  specification  of  No.  78,317 
shows,  that,  taking  the  whole  of  it  together,  the  concentra- 
tion feature  referred  to,  that  is,  the  preparing  of  a  solid  com- 
pound which  should  contain  practically,  in  a  given  space,  as 
much  nitro-glycerine  as  could  be  put  into  that  space  in  a 
liquid  state,  was  not  set  forth  in  that  specification  as  of  the 
essence  of  the  invention ;  that  such  concentration  feature 
was  set  forth  as  an  incident  of  the  use  of  the  proportions  of 
75  parts  of  nitro-glycerine,  by  weight,  to  25  of  infusorial 
earth ;  that  a  compound  of  less  nitro-glycerine  and  more 
earth,  which  would,  of  course,  not  have  such  concentration 
feature,  was  stated  to  be  useful  and  to  be  within  the  inven- 
tion ;  that  the  safety  character  of  the  compound  was  set  forth 
as  an  object  in  view,  in  the  invention ;  and  that  one  feature 
of  such  safety  character  was  alleged  to  consist  in  the  dimin- 
ished sensitiveness  of  the  compound  to  accidental  explosion 
from  concussion  or  percussion,  as  compared  with  liquid  nitro- 
glycerine. The  reissue  is,  therefore,  not  open  to  the  objec- 
tion, that  it  departs  from  the  original,  in  the  respects  men- 
tioned. 
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The  original  patent  speaks  of  the  substance  that  is  to  be 
mixed  with  the  nitro-glycerine  as  "an  inexplosive,  porous 
substance."  The  substances  it  mentions  are  the  silicious  or 
infusorial  earth,  chalk  and  porous  charcoal.  These  substances 
are  absolutely  inexplosive,  whether  fire  be  applied  to  them  or 
not,  and  without  reference  to  the  fact  whether  they  will  burn 
or  not.  Nitro-glycerine  is  liable  to  explode  by  accidental 
concussion  or  percussion.  The  proper  and  usual  mode  of  ex- 
ploding it  is  by  designed  percussion,  that  is,  exploding  some- 
thing in  it  or  into  it.  The  object  desired  was  to  prevent  its 
explosion  by  accidental  percussion,  and  to  ensure  its  explosion 
by  designed  percussion.  In  that  view,  and  taking  the  whole 
of  the  original  specification  together,  when  the  absorbent  sub- 
stance is  spoken  of  therein  as  inexplosive,  it  clearly  means 
inexplosive  by  percussion  or  concussion,  as  compared  with 
nitro-glycerine.  The  object  was  to  mix  with  the  nitro- 
glycerine a  substance  which,  not  being  liable,  like  nitro- 
glycerine, to  explode  by  accidental  percussion  or  concussion, 
would  produce  a  powder  not  liable  to  explode  by  accidental 
percussion  or  concussion.  The  word  **  inexplosive "  had 
reference  to  the  explosive  nature  of  nitro-glycerine.  If  the 
substance  mixed  with  it  acted  its  part  of  an  absorbent,  to 
make  a  powder  safe  from  liability  to  accidental  explosion  by 
percussion,  and  yet  a  powder  the  nitro-glycerine  in  which 
could  be  exploded  by  designed  percussion,  and  could  not  be 
injured,  in  its  explosive  quality,  by  such  substance,  it  was, 
manifestly,  entirely  immaterial  what  became  of  such  sub- 
stance after  the  nitro-glycerine  in  the  powder  had  been  ex- 
ploded, whether  it  did  or  did  not  itself  burn  up,  or  even 
though  it  should  itself  be  caused  to  explode  by  the  explosion 
of  the  nitro-glycerine,  and  thus  perform  a  useful  office,  in 
addition  to  that  of  acting  as  such  an  absorbent  as  the  speci- 
fication prescribes.  Such  is  the  plain  meaning  of  the  language 
of  the  original  specification. 

The  questions  thus  considered  were,  to  some  extent,  passed 
upon  by  Judge  Shepley  in  his  decision  in  the  case  of  The 
Atlantic  Giant  Powder  Co,  v.  Mowbray y  12  Off.  Gaz.  of  Pat.  OflE., 
560,  III.,  where  this  same  patent  was  sued  on.  Objection  was 
there  made  to  the  reissue,  on  the  ground  that  the  description 
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of  the  invention  was  broader  in  the  reissue  than  in  the  original 
patent.  Judge  Shepley  held  that  the  description  of  the  inven- 
tion in  the  original  patent  appeared  to  describe  all  that  was 
more  specifically  described  in  the  reissue,  and  stated  that  a 
careful  comparison  of  corresponding  passages  in  the  original, 
and  reissue  had  failed  to  satisfy  him  that  the  reissue  was  open 
to  objection  on  the  ground  of  its  being  for  an  invention 
broader  than,  or  different  from,  the  one  described  in  the  orig- 
inal. He  added,  that  he  did  not  think  that  the  omission  of  the 
i^ord  "  inexplosive,"  in  the  reissue,  rendered  the  reissue  defec- 
tive, or  that  the  claim  in  the  reissue  was  any  broader  than  in 
the  original. 

The  defendants  in  the  Mowbray  case  made  a  powder  by 
mixing  52^  pounds  of  tri-nitro-glycerine  with  47^  pounds  of 
mica  scales.  Judge  Shepley  held,  that,  in  the  compound  so 
made,  the  mica  scales  possessed  all  the  properties  which  ren- 
dered the  infusorial  earth  efficient  and  useful  in  the  com- 
pound, as  well  as  some  additional  valuable  properties;  and 
that  the  mica  scales  performed  the  same  function,  in  the  com- 
pound, that  the  infusorial  earth  did,  as  an  absorbent  of  the 
nitro-glycerine. 

Reissue  No.  5,799  came  again  before  Judge  Shepley  in 
the  case  of  TAe  Atlantic  Giant  Powder  Co.  v.  Goody  ear  ^  13 
Off.  Gaz.  of  Pat.  Off.,  45 ;  where  the  defendant  made  a 
powder  composed  of  32.60  parts  of  nitro-glycerine,  4946  of 
nitrate  of  soda,  9.63  of  charcoal,  and  8.31  of  sulphur.  The 
nitrate  of  soda,  charcoal  and  sulphur  were  in  the  form  of  a 
mealed  powder,  their  proportions  being  the  same  as  in  gun- 
powder in  common  use  in  the  granular  form.  This  mealed 
powder  was  mixed  with  the  nitro-glycerine.  It  possessed,  in 
the  mixture,  as  Judge  Shepley  held,  every  property  claimed 
for  the  infusorial  earth  in  the  plaintiffs'  patent,  and  the 
powder  known  as  **  Vulcan  blasting  powder,**  resulting  from 
its  combination  with  the  nitro-glycerine,  possessed  every  at- 
tribute and  property,  in  a  greater  or  less  degree,  possessed  by 
the  plaintiffs'  powder.  It  was  set  up,  in  the  Goodyear  case, 
as  a  defence,  that  the  only  object  of  Nobcrs  invention,  as 
patented,  was  to  render  nitro-glycerine  safer  in  handling  and 
transportation,  without  any  intent  to  augment  its  explosive 
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force,  because  the  substance  mixed  with  the  nitro-glycerine 
was  inert ;  and  that  the  object  of  the  manufacturer  of  the 
Vulcan  powder  was  **  to  render  the  explosion  and  combustion 
of  gunpowder  instantaneous."  But  Judge  Shepley  held,  that 
the  substitution  of  gunpowder,  as  used  in  the  Vulcan  powder, 
in  combination  with  nitro-glycerine,  in  the  place  of  the  infu- 
sorial earth  or  other  absorbent  of  the  plaintiffs*  patent,  did 
not  make  the  combination  a  different,  and  not  equivalent,  com- 
pound, because  the  gunpowder,  when  used  as  an  absorbent,  in 
addition  to  fulfilling  every  condition,  and  performing  every 
function,  of  the  absorbent  in  the  plaintiffs'  compound,  up  to 
the  time  of  the  explosion,  and  at  that  time,  had  then  the  ad- 
ditional function  of  co-operating,  by  means  of  its  conversion 
into  gas,  with  the  nitro-glycerine,  in  rending  the  rock,  instead 
of  remaining,  like  the  infusorial  earth,  an  inert  substance.  In 
the  Goodyear  case,  it  was  further  contended  for  the  defend- 
ant, that,  as  gunpowder  was  an  explosive  of  itself,  the  use  of 
it  in  the  compound  was  no  infringement,  because  the  plain- 
tiff was  limited  to  a  non-explosive  substance  as  the  absorbent ; 
that,  if  the  omission  of  the  term  "  inexplosive,"  in  the  reissue, 
enlarged  the  scope  of  the  invention,  the  reissue  was  void  ;  and 
that,  if  the  reissue  was  to  be  construed  in  connection  with  the 
original,  and  for  the  same  invention,  it  must  be  limited  to  the 
use  of  inexplosive  absorbents  as  equivalents.  On  this  subject 
Judge  Shepley  said;  "  The  word  *  inexplosive*  is  applied  in 
the  original  patent  as  a  term  of  description  to  a  substance 
only  preferentially  used.  The  other  descriptions  in  the  spec- 
ification clearly  apply  to  substances  which  in  one  sense  may 
be  explosive,  but  are  inexplosive  as  compared  with  nitro- 
glycerine. The  word  *  inexplosive  *  appears  clearly  to  have 
been  used  in  the  original  patent  to  describe  substances  which, 
as  compared  with  nitro-glycerine,  were  inexplosive  by  concus- 
sion, which  would  not,  of  themselves,  explode  under  those 
conditions  which  render  nitro-glycerine  so  dangerous  and 
unsafe  for  practical  use,  and  which,  inexplosive  of  themselves 
under  those  conditions,  when  combined  with  nitro-glycerine, 
would  make  the  combination  a  compound  which  would  also 
be  inexplosive  except  under  such  conditions  as  were  not  in- 
consistent with  substantial  safety  in  its  use  for  blasting  and 
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similar  purposes.  In  this  sense  the  mealed  powder  used  by 
the  defendants  is  inexplosive.  It  prevents,  by  the  interposi- 
tion of  its  particles,  the  explosion  of  the  nitro-glycerine  by 
any  such  concussion  as  would  ordinarily  explode  it  when  un- 
combined  with  an  absorbent.  It  makes  the  compound  prac- 
tically inexplosive  under  ordinary  fortuitous  and  accidental 
concussions,  and  practically  explosive  only  under  predeter- 
mined aud  prearranged  conditions.  The  word  is  omitted  in 
the  reissue,  and  we  think  properly  omitted,  not  for  the  pur- 
pose of  including  equivalents  which  were  not  within  the 
scope  of  the  original  invention  as  described,  but  as  an  am- 
big^uous  expression  not  consistent  with  the  other  words  in 
the  specification  which  clearly  describe  the  absorbent,  its 
properties  and  functions,  all  of  which  properties  and  func- 
tions, it  is  evident,  from  a  reading  of  the  original  patent,  might 
appertain  to  a  substance  explosive  under  some  conditions,  but 
inexplosive  under  those  conditions  which  made  nitro-glycerine 
explosive  by  concussion,  and  dangerous  and  unsafe  for  prac- 
tical use.  The  conclusion,  therefore,  I  think  is  a  legitimate 
one,  that  under  the  reissued  patent  the  owners  of  the  patent 
are  not  limited  to  treat  as  infringements  the  use  of  such 
equivalents  only  as  are  actually  inexplosive,  but  they  are  en- 
titled to  the  exclusive  use  of  such  equivalents  as  are  inex- 
plosive as  compared  with  nitro-glycerine,  and  which,  while 
complying  with  the  other  requisites  of  the  infusorial  earth  in 
the  combination,  will,  also,  when  combined  with  nitro-glycerine, 
form  out  of  the  two  ingredients  a  composition  which,  with- 
out losing  the  great  explosive  power  of  nitro-glycerine,  is  more 
safe  and  convenient  for  transportation,  storage  and  use  than 
nitro-glycerine.** 

The  first  of  these  cases  was  a  final  hearing,  the  other  was 
a  motion  for  a  preliminary  injunction.  Comity  would  induce 
a  following  of  the  views  of  a  co-ordinate  court  on  questions 
so  directly  raised,  considered  and  decided,  especially  where 
the  decision  was  made  by  so  careful  and  discriminating  a 
judge.  Independently  of  this  the  observations  cited  meet 
the  full  concurrence  of  this  court. 

If  is  contended,  for  the  defendants,  that  what  is  claimed 
in   No.   5,799   is  described   in   a   French   patent   and   in  an 
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English  patent,  each  previously  issued.  The  French  patent 
was  taken  out  September  i8th,  1865,  by  Nobel,  for  15  years, 
and  was  delivered  to  him  November  5th,  1863.  It  was  for 
"  improvements  in  the  manufacture  of  mining  and  shooting 
powders."  The  descriptive  memoir  annexed  to  the  patent 
is  dated,  Paris,  September  i8th,  1863.  The  French  text  is 
not  furnished  to  me.  An  English  translation  is  furnished  in 
these  words :  **  The  invention  consists  in  the  employment  of 
explosive  or  easily  decomposable  substances,  especially  of  ex- 
plosive liquids  mixed  with  ordinary  powder,  gun  cotton  or 
other  analogous  bodies.  By  this  mixture  one  succeeds  in 
tempering  the  breaking  force  of  every  fulminating  substance, 
so  as  to  heat  it,  if  it  is  a  liquid,  to  the  degree  of  heat  at 
which  it  explodes.  There  are  many  fulminating  bodies  that 
may  be  used  for  this  purpose,  such  as  nitro- glycerine,  the 
nitrates  of  ethyle  and  methyle,  &c.  I  use,  by  preference,  nitro- 
glycerine, and  I  prepare  it  by  introducing  the  glycerine  slowly 
into  a  mixture  of  sulphuric  acid  and  nitrate  of  soda  or  of 
potash,  after  having  freed  the  liquor  from  the  sulphate  of 
soda  or  of  potash,  which  is  formed.  This  nitro-glycerine, 
mixed  with  or  absorbed  by  the  ordinary  powder,  communi- 
cates to  it  the  following  properties:  i.  In  appearance,  it  is 
dry,  like  ordinary  powder;  2.  It  is  much  stronger,  without 
producing  a  more  breaking  effect ;  3.  It  produces  less  debris ; 
4.  The  explosion  is  a  little  slower.  If  it  is  only  wanted  to 
obtain  this  last  effect,  I  mix  with  the  powder,  or  I  make  it 
absorb,  if  it  is  already  prepared,  any  other  fluid,  such  as  oil, 
&c.  With  regard  to  mining  powder,  it  may  be  mixed  with 
nitro-glycerine  until  it  is  wet  on  the  surface.  Nitrate  of 
soda  may  then  be  used  with  advantage  for  the  powder,  as  the 
nitro-glycerine  prevents  it  absorbing  the  water.  The  nitro- 
glycerine, to  explode,  must  be  heated  to  170**  Centigrade.  It 
is  evident,  that,  besides  ordinary  powder,  there  are  many 
mixtures  which  may  determine  this  heating,  but  the  explo- 
sive liquid  must  always  be  absorbed  by  their  mass,  and  equally 
distributed  in  it ;  if  not,  there  will  always  be  breaking  effects. 
Thus  it  is,  that,  in  a  powder  formed  solely  of  charcoal  and 
sulphur,  the  nitro-glycerine  will  in  a  manner  replace  the  salt- 
petre."    On  the  19th  of  January,  1864,  a  certificate  of  addi- 
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tion  to  the  French  patent  of  September  18th,  1863,  was 
taken  out  in  France  by  Nsbel,  and  was  delivered  April  ist, 
1864.  The  descriptive  memoir  annexed  to  such  certificate  of 
addition  is  dated  Paris,  January  19th,  1864.  The  French 
text  is  not  furnished  to  me.  Two  English  translations  of  it  are 
furnished.  One  of  them  is  in  these  words  :  **  The  numerous 
experiments  which  I  have  made  since  my  first  application  have 
demonstrated  to  me  that  I  could  employ  the  substances  men- 
tioned in  my  patent  of  September  18,  1863,  (nitro-glycerine 
and  others,)  both  as  powder  for  war  or  sporting,  and  as  mining 
powder,  under  the  following  forms  :  i.  Absorbed  in  the  pow- 
der, as  described  by  the  first  patent,  for  shooting  powder.  2. 
Mixed  w^ith  the  powder,  which  they  wet  more  or  less.  3.  In 
a  cartridge,  with  or  without  powder ;  in  the  former  case,  the 
powder  surrounds  or  environs  the  cartridge,  which  may  be  of 
woo^,  zinc  or  any  other  material.  In  mines,  and  especially  in 
galleries,  I  make  use  of  cartridges  soldered  hermetically ;  and, 
to  avoid  smoke,  gun  cotton  replaces  the  powder.  It  is,  then, 
the  powder  or  the  gun  cotton,  placed  around  the  cartridge, 
which  pierces  its  walls  and  communicates  the  fire  to  the  in- 
terior. 4.  Absorbed  in  charcoal  or  other  porous  substances, 
it  is  still,  as  in  the  preceding  cases,  the  powder  or  an  analogous 
agent,  which  determines  the  explosion.  As  the  nitro-glycerine 
mixed  with  the  powder  is  denser  than  the  latter,  it  is  often  im- 
portant to  economize  it  Wherever  less  force  is  wanted  for 
breaking  than  for  raising  the  rock,  and  the  pressure  of  the  gas 
is  of  more  consequence  than  its  volume,  I  close  with  wood  or 
any  other  substance  a  part  of  the  cylindrical  hole,  to  the  height 
filled  by  the  powder,  as  shown  in  the  annexed  sketch.  This 
method  may  also  serve  sometimes  for  ordinary  powder.  The 
introduction  of  hermetical  cartridges,  hitherto  not  in  use,  facil- 
itates the  employment,  even  alone,  of  the  powder  with  nitrate 
of  soda,  being  preserved  from  dampness,  whence  results  a 
notable  economy.  I  shall  observe,  in  closing,  that  the  propor- 
tions of  the  mixture  of  the  powder  with  the  nitro-glycerine  may 
vary  according  to  the  nature  of  the  applications,  and  that,  con- 
sequently, nothing  can  be  stated  precisely  with  regard  to  them." 
The  other  translation  is  in  these  words :  **  The  numerous  ex- 
periments which  I  have  made  since  my  first  application  have 
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demonstrated  to  me  that  I  could  employ  the  substances  men- 
tioned in  my  patent  of  September  i8, 1863,  (nitro-glycerine  and 
others,)  as  well  for  powder  for  military  purposes  (or  for  hunt- 
ing purposes)  as  for  blasting  powder,  under  the  following 
forms:  ist.  Absorbed  in  the  powder,  as  the  first  patent  for 
gunpowder  indicates.  2d.  Mixed  with  the  powder,  which  they 
moisten  more  or  less.  3d.  In  a  cartridge,  with  or  without  pow- 
der; in  the  first  instance,  the  powder  surrounds  or  encases  the 
cartridge,  which  may  be  of  zinc,  wood  or  any  other  substance. 
In  mines,  and  especially  in  galleries,  I  make  use  of  cartridges 
hermetically  sealed ;  and,  to  avoid  all  smoke,  gun  cotton  re- 
places the  powder.  It  is,  then,  the  powder  or  the  gun  cotton 
placed  around  the  cartridge,  which  perforates  the  walls  and 
communicates  the  fire  to  the  inside.  4th.  Absorbed  in  char- 
coal or  other  porous  substances,  it  is  still,  as  in  the  preceding 
cases,  the  powder,  or  an  analogous  agent,  which  causes  the  ex- 
plosion. As  nitro-glycerine  mixed  with  powder  is  more  dense 
than  this  latter,  it  is  often  important  to  economize  it.  Where 
less  force  is  needed  to  break  than  to  carry  away  the  rock,  and 
where  the  pressure  of  the  gas  is  of  more  importance  than  its 
volume,  I  close  with  wood  or  any  other  substance  a  part  of  the 
cylindrical  hole,  up  to  the  height  of  which  the  powder  fills 
it,  as  the  sketch  opposite  indicates.  This  method  may  also 
sometimes  serve  for  ordinary  powder.  The  introduction  of 
hermetically  sealed  cartridges,  hitherto  unemployed,  facilitates 
the  use,  even  by  itself,  of  powder,  being  protected  from  moist- 
ure, whence  results  a  noteworthy  economy.  I  will  remark, 
in  conclusion,  that  the  proportions  of  the  mixture  of  the  pow- 
der with  the  nitro-glycerine  may  vary  according  to  the  value  of 
the  applications,  and  that,  therefore,  one  cannot  be  definite  in 
this  respect."  The  English  patent  was  dated  September  24th, 
1863,  and  was  sealed  March  ist,  1864.  It  was  granted  to  Alfred 
Vincent  Newton  for  "improvement  in  the  manufacture  of 
gunpowder  and  powder  for  blasting  purposes,"  and  the  inven- 
tion was  "  a  communication  from  abroad  by  Alfred  Nobel." 
The  provisional  specification,  dated  September  24th,  1 863,  de- 
clared the  nature  of  the  invention  to  be  as  follows :  **  This  inven- 
tion consists  in  the  employment  of  explosive  substances,  or  of 
substances  easily  decomposed,  especially  of  explosive  liquids, 
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mixed  with  ordinary  gunpowder,  gun  cotton,  or  other  anal- 
ogous substances.  By  this  mixture,  the  exploding  force  of 
every  fulminating  substance  may  be  tempered  or  regulated ;  if 
it  be  a  liquid,  it  may  be  heated  to  the  degree  necessary  to  cause 
explosion.  There  are  many  fulminating]substances  which  may 
be  used  for  this  purpose,  such  as  nitro-glycerine  and  the  nitrates 
of  ethyle  and  methyle.  By  preference,  nitro-glycerine  is  used, 
and  is  prepared  by  introducing  slowly  glycerine  into  a  mixt- 
ure of  sulphuric  acid  and  nitrate  of  soda  or  potash,  after  having 
removed  from  the  liquid  the  sulphate  of  soda  or  potash  which 
is  formed.  This  nitro-glycerine  is  to  be  mixed  with  or  ab- 
sorbed into  the  ordinary  powder,  in  such  proportion,  that  the 
appearance  will  still  be  preserved  of  dry  ordinary  powder,  and 
it  will  then  be  much  more  powerful  without  producing  a  greater 
explosive  effect,  it  will  create  less  foulness,  and  the  explosion 
will  be  somewhat  retarded.  If  this  last  effect  only  is  desired 
to  be  obtained,  the  powder  is  mixed  with,  or  made  to  absorb, 
when  prepared,  some  other  fluid,  such  as  oil,  in  such  quantity 
as  not  to  destroy  its  granular  character.  As  regards  the  blast- 
ing powder,  it  may  be  mixed  with  sufficient  nitro-glycerine  to 
render  it  damp  at  the  surface.  Nitrate  of  soda  may  then  be 
employed  with  advantage  for  the  powder,  as  the  nitro-glycerine 
prevents  it  from  absorbing  water.  The  nitro-glycerine,  to 
cause  explosion,  should  be  heated  to  170®  Centigrade.  It  is 
evident,  that,  besides  the  ordinary  powder,  there  are  many  mixt- 
ures that  may  determine  the  degree  of  heat,  but  it  is  always 
necessary  that  the  explosive  liquid  should  be  absorbed  by  their 
mass,  and  equally  distributed  therein ;  if  not,  it  will  always 
have  a  bursting  effect.  It  is  thus,  that,  in  powder  formed  solely 
of  carbon  and  sulphur,  the  nitro-glycerine  will  replace,  to  some 
extent,  the  saltpetre."  The  full  specification,  dated  and  filed 
March  23d,  1S64,  is  in  these  words :  "  This  invention  relates 
chiefly  to  the  utilization  of  certain  substances  known  to 
chemists  as  organic  nitrates  or  liquid  nitrates,  which  are  capa- 
ble of  being  easily  decomposed  into  gases,  by  combining  the 
same  with  ordinary  gunpowder  or  analogous  substances,  to  pro- 
duce an  improved  powder  suitable  either  for  ammunition  or 
blasting  purposes.  By  this  mixture  the  exploding  force  of  every 
fulminating  substance  may  be  tempered  or  regulated;  or,  if  it 
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be  a  liquid,  the  heat  generated  by  ignition  may  be  transmitted 
through  the  mass  at  the  degree  necessary  to  cause  explosion. 
There  are  many  fulminating  substances  which  may  be  used  for 
this  purpose,  such  as  nitro-glycerine  and  the  nitrates  of  ethyle 
and  methyle.  By  preference,  nitro-glycerine  is  used.  This 
substance  may  be  prepared  by  introducing  slowly  glycerine 
into  a  cool  mixture  of  sulphuric  acid  and  nitric  acid,  or  sul- 
phuric acid  and  nitrate  of  soda  or  potash,  the  sulphate  of  soda 
or  potash  which  is  formed  being  removed  from  the  liquid. 
This  nitro-glycerine  is  to  be  mixed  with,  or  absorbed  into, 
ordinary  gunpowder,  in  such  proportion  that  the  appearance 
will  still  be  preserved,  of  dry  ordinary  powder,  and  the  mixt- 
ure will  then  act  most  efficiently  without  producing  a  greater 
explosive  effect,  it  will  create  less  foulness,  and  the  explosion 
will  be  somewhat  retarded.  When  the  retardation  only  of  the 
explosive  action  is  desired  to  be  obtained,  the  powder  is  mixed 
with,  or  made  to  absorb,  when  prepared,  some  other  fluid,  such 
as  oil,  in  such  quantity  as  not  to  destroy  its  granular  character. 
As  regards  the  blasting  powder,  it  may  be  mixed  with  sufficient 
nitro-glycerine  to  render  it  damp  at  the  surface.  Nitrate  of 
soda  may  then  be  advantageously  employed,  for,  as  nitro-glyc- 
erine is  neither  hygroscopic  nor  even  soluble  in  water,  it  will, 
by  being  made  to  surround  the  nitrate  of  soda,  effectually  pre- 
vent that  substance  from  absorbing  water.  The  nitro-glycerine, 
to  cause  explosion,  should  be  heated  to  one  hundred  and 
seventy  degrees  Centigrade.  It  is  evident,  that,  besides  the 
ordinary  powder,  there  are  many  mixtures  that  may  determine 
the  degree  of  heat,  but  it  is  always  necessary  that  the  explosive 
liquid  should  be  absorbed  by  their  mass  and  equally  distrib- 
uted therein ;  if  not,  it  will  always  have  a  bursting  effect. 
It  is  thus,  that,  in  powder  formed  solely  of  carbon  and 
sulphur,  the  nitro-glycerine  will  replace,  to  some  extent, 
the  saltpetre."  The  claim  is:  "Producing  explosive  mixt- 
ures by  treating  gunpowder  or  analogous  substances  in  the 
manner  and  for  the  purposes  above  set  forth." 

It  is  quite  clear  that  these  French  and  English  patents  set 
forth  that  nitro-glycerine  is  to  be  mixed  with  gunpowder, 
and  that  the  resulting  compound  is  to  be  used,  in  the  shape 
of  a  dry  powder,  for  shooting  and  blasting  purposes.      The 
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nitro-glycerine  is  stated  to  be  absorbed  by  the  gunpowder. 
But,    throughout   these   patents,  there  is  no  allusion  to  the 
explosion  of  the  compounded  powder   by  the  detonation  or 
percussion   of  the  nitro-glycerine  in  it,  or  to  the  explosion  of 
the  gunpowder  in  it  by  the  prior  explosion  of  the  nitro- 
glycerine in  it.     On  the    contrary,  the  suggested  method  of 
exploding  the  compounded  powder,  is  by  the  ignition,  first, 
of  the  gunpowder  in  it  and  the  communication  to  the  nitro- 
glycerine in  it  of  the  heat  generated  by  the  burning  or  ex- 
ploding gunpowder,  so  as  to  cause  the  explosion  of  such  nitro- 
glycerine.    There  is  no  allusion  to  the  fact,  that  nitro-glyce- 
rine can  be  exploded  by  percussion  or  detonation,  or  that  it 
ought  to  be  so  exploded,  or  that  it  is  liable  to  be  exploded  by 
accidental  concussion,  or  that  it  is,  therefore,  unsafe  in  being 
handled    or   transported,   or  that  it  is,   when  mixed  with  a 
suitable  absorbent,  less  sensitive  to  shocks  than   when  in  a 
liquid  condition,  or  that    the  proportions  of  nitro-glycerine 
and  absorbent  should  be  such  that  the  absorbent  will  retain 
what  it  absorbs  and  not  let  it  leak  out,  and  that  there  should 
be  sufficient   nitro-glycerine   to  form   an   efficient  explosive 
when  designedly  exploded  by  concussion.     These  are  all  dis- 
tinctively described  features,  in  No.  5,799,  of  the  powder  there 
described,  and  they  are  none  of  them  described  in  the  French 
^nd  English  patents  as  features  of  the  compound  of  nitro- 
glycerine and  gunpowder  there  referred  to.     It  was  not  until 
July,  1864,  that  it  was  suggested,  so  far  as  appears,  that  nitro- 
glycerine could  be  practically  used  by  exploding  it  by  deto- 
nation.    In  Nobel's  English  patent  No.  1,813,  the  provisional 
specification  of  which  was  dated  July  20th,  1864,  he  suggests 
the  explosion  of  a  percussion  cap  or  detonating  compound  to 
explode  a  portion  of  the  nitro-glycerine,  and  thus  heat  the 
rest  of  the  mass  to  the  exploding  temperature. 

It  is  equally  clear  that  the  rendrock  powder  of  the  de- 
fendants is  not  described  in  the  French  and  English  patents 
referred  to,  or  in  any  of  them.  It  is  composed  of  nitro- 
glycerine and  an  explosive  substance  analogous  to  gunpowder, 
and  so  far  it  has  a  resemblance  to  the  compound  produced 
under  the  English  and  French  patents  referred  to,  but,  in 
respect  of  the  qualities,  before  pointed  out,  which  it  has  in 
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common  with  the  compound  patented  by  No.  5,799,  no  al- 
lusion to  those  qualities  is  found  in  the  English  and  French 
patents  referred  to.  The  powder  of  the  defendants  contains 
enough  nitro-glycerine  to  be  exploded  designedly  by  detona- 
tion or  concussion,  and  not  enough  to  yield  up  any  by  leak- 
age after  absorption.  It  is  a  safety  powder  against  accidental 
explosion  by  concussion,  and  yet  can  be  exploded  by  designed 
concusion  at  its  place  of  useful  service.  The  English  and 
French  patents  referred  to  do  not  describe  any  such  powder, 
or  give  directions  whereby  any  such  powder  can  be  certainly 
made.  If  any  one,  seeking  to  compound  a  powder  under 
those  patents,  had  compounded  a  powder  possessing  the  qual- 
ities of  the  powder  set  forth  in  No.  5,799,  or  the  qualities  of 
the  defendants'  powder,  so  far  as  the  qualities  of  the  latter 
powder  correspond  with  the  qualities  of  the  powder  of 
No.  5,799,  the  making  of  such  powder  would  have  been 
a  matter  of  pure  accident,  and  not  the  result  of  any  direc- 
tions in  the  English  and  French  patents,  either  as  to  the 
qualities  of  the  powder  or  the  law  of  its  composition.  This 
leaves  the  invention  in  No.  5,799  a  patentable  invention, 
within  the  recognized  decisions  on  the  subject.  Especially  is 
this  so,  when  it  is  not  shown  that  any  one  had,  in  fact,  before 
Nobel,  set  forth  the  description  in  the  original  patent  No. 
78,317,  made  a  powder  possessing  the  qualities  of  the  powder 
of  that  patent,  or  a  powder  possessing  the  qualities  which  the 
defendants*  powder  has  in  common  with  the  powder  of  No. 
78,317,  by  undertaking  to  follow  the  directions  in  the  Eng- 
lish and  French  patents  referred  to.  In  inventing  what  he 
patented  in  No.  78,317,  Nobel  did  not  merely  find  out  a  new 
property  in  an  old  compound.  He  invented  a  new  compound 
possessing  new  properties,  and  pointed  out  how  the  new 
compound  could  certainly  be  made  so  as  to  possess  such  new 
properties. 

The  defence  that  No.  78,317  was  void  because  the  inven- 
tion was  patented  in  a  foreign  country  more  than  six  months 
before  the  application  for  No.  78,317  was  made  in  the  United 
States  fails  in  one  respect,  when  it  is  decided  that  the  French 
and  English  patents  referred  to  did  not  set  forth  or  patent 
such  invention.     If  the  English  patent  to  Nobel,  No.  1,345* 
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be  regarded  as  a  patent  for  the  same  invention  found  in 
No.  78,317,  and  as  having  been  granted  more  than  six  months 
before  Nobel's  application  for  No.  78,317,  still  No.  78,317 
was  not  invalid,  because  it  does  not  appear  that  the  invention 
covered  by  it  was  introduced  into  public  and  common  use  in 
the  United  States  prior  to  the  application  for  No.  78,317.  It 
does  not  appear  satisfactorily  that  the  Howden  compound 
was  the  compound  of  No.  78,317,  or  of  No.  5,799,  by  being 
prepared  under  the  conditions  prescribed  in  those  patents,  or 
by  possessing  the  qualities  of  the  compound  of  those  patents  ; 
nor  does  it  appear  that  the  use  made  of  it  was  an  introduction 
of  it  into  public  and  common  use,  in  the  United  States,  be- 
fore April  27th,  1868,  the  date  of  the  application  for  No. 
78,317.  Under  these  views,  the  question  as  to  when  No.  5,799 
will  expire  is  immaterial,  in  the  present  case,  for  it  is  still  in 
force,  even  though  its  duration  should  hereafter  be  held  to 
be  only  14  years  from  the  date  or  publication  of  the  English 
patent  No.  1,345. 

Another  defence  is  set  up.  A  patent.  No.  50,617,  was 
granted  to  Nobel  October  24th,  1865,  for  ^^  substitute  for 
gunpowder."  This  patent  having  been  reissued  as  No.  3,380, 
April  13th,  1869,  was  reissued  March  19th,  1872,  in  five 
divisions,  to  the  United  States  Blasting  Oil  Co.  One  of 
those  divisions  is  No.  4,818,  Division  D.  The  defence  is, 
that,  if  No.  5,799,  being  the  reissue  of  a  patent  granted  in 
1868,  claims  that  which  is  described  in  No.  4,818,  then 
^o«  5>799  is  invalid,  because  No,  4,818  is  the  reissue  of  a 
patent  granted  in  1865.  The  basis  of  this  proposition  is,  that 
No.  4,818  describes  the  invention  patented  by  No.  5,799. 
No.  4,Si8  describes  a  method  of  promoting  the  explosion  of 
nitro-glycerine  by  compounding  with  it  other  more  easily  ex- 
plosive substances.  The  specification  of  No.  4,818  says: 
'*  There  is  a  class  of  explosives  long  known,  but  not  at  the 
date  of  Nobel's  invention  applied  to  technical  purposes,  in 
consequence  of  practical  difficulties  in  procuring  their  ex- 
plosion. Such  substances  are  nitro-glycerine,  the  nitrates  of 
ethyle  and  of  methyle  and  nitro-manite.  These  substances  are 
liquid  at  ordinary  temperatures,  and  by  that  characteristic  are 
distinguishable  from  solid  explosives,  such  as  gunpowder,  gun 
VOL.  IV— 19 
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cotton,  etc. ;  and  they  have  also  the  property  that  fire  may  be 
applied  to  them  without  their  exploding.  Nitro-glycerine, 
for  example,  if  ignited  in  an  open  space,  is  slowly  decom- 
posed and  takes  fire,  but  the  flame  is  apt  to  die  out  when  the 
match  is  withdrawn.  Hence,  it  cannot,  under  ordinary  cir- 
cumstances, be  looked  upon  as  a  ready  explosive  agent,  for, 
while  gunpowder  and  other  substances  used  as  explosives 
prior  to  Npbers  invention  always  explode  or  deflagrate 
throughout  their  whole  mass,  when  fire  is  set  to  them,  nitro- 
glycerine and  the  analogous  substances  before  named  will  not 
explode  from  the  mere  contact  of  flame.  So,  also,  if  a  drop 
of  nitro-glycerine  be  poured  on  an  anvil,  the  blow  of  a  ham- 
mer causes  it  to  explode,  but  only  that  part  is  involved  which 
has  received  the  blow,  so  that,  in  this  case,  the  explosion  is 
merely  a  local  one.  A  principal  object  of  Nobel's  invention 
consists  in  the  removal  of  this  obstacle  to  the  use  of  nitro- 
glycerine and  the  analogous  substances  before  named  as  ex- 
plosives." The  specification  then  states,  that  Nobel  discovered 
that  the  difficulty  referred  to  could  be  overcome  by  mixing  or 
combining  the  nitro-glycerine  and  the  other  liquid  substances 
with  gunpowder,  gun  cotton  or  other  similar  substances,  in 
proportions  which  **  may  be  varied  to  suit  the  pleasure  or  con- 
venience of  the  user  or  manufacturer."  It  says  :  **  The  nitro- 
glycerine may  be  mixed  with  gunpowder  or  gun  cotton, 
either  of  which  will  absorb  a  considerable  quantity  of  nitro- 
glycerine, say,  thirty  per  cent,  more  or  less,  in  such  propor- 
tions as  to  make  the  compound  either  wet  or  comparatively 
dry.  If  mixed  with  gunpowder,  it  may  be  either  absorbed 
with  it,  by  pouring  the  nitro-glycerine  on  the  mass  of  gun- 
powder, or  the  two  may  be  mingled  together  by  trituration, 
the  powder  in  the  nitroglycerine.  The  effect  of  these  com- 
binations will  produce  an  explosive  especially  suitable  for 
certain  blasting  purposes,  for  example,  in  crevice  rock,  and 
greatly  superior  either  to  gunpowder  or  gun  cotton  in  ex- 
plosive force,  and  quite  readily  exploded,  so  that  it  may  be 
fired  and  exploded  by  means  of  a  match  or  electric  spark,  in 
like  manner  as  gunpowder  or  gun  cotton  alone.  By  means 
of  this  combination  with  gunpowder,  gun  cotton,  or  other 
similar  readily  explosive  substances,  of  nitro-glycerine    and 
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the  analogous  substances  before  named,  which  are  liquid  at 
the  ordinary  temperature,  these  substances,  which  had  not,  a£ 
the  date  of  Ndbel's  invention,  been  applied  to  any  technical 
use  as  explosives,  owing  to  their  difficulty  of  explosion,  have 
been  introduced  from  the  domain  of  science  into  that  of 
practical  use  in  the  arts,  and  have  rendered  of  commercial 
value  what  was  previously  known  as  a  mere  chemical  curios- 
ity." The  claims  of  No.  4,818  are  in  these  words:  "1.  The 
utilization,  as  explosives,  of  nitro-glycerine,  and  the  analogous 
liquid  substances  hereinbefore  mentioned,  by  combining  there- 
with gunpowder,  gun  cotton,  or  other  similar  substances  de- 
veloping a  rapid  heat  on  combustion,  substantially  as  herein- 
before described.  2.  The  combination  of  gunpowder  with 
nitro-glycerine,  substantially  as  and  for  the  purposes  herein- 
before described.  3.  The  combination  of  gun  cotton  with 
nitro-glycerine.  substantially  as  and  for  the  purposes  herein- 
before described."  The  construction  hereinbefore  given  to 
No.  5,799  shows,  that  neither  the  invention  covered  by  it,  nor 
the  defendants'  powder,  is  described  in  No.  4,818.  The  de- 
scription in  No.  4,818  only  describes  nitro-glycerine  absorbed 
by  gunpowder,  so  as  to  enable  the  nitro-glycerine  to  be  ex- 
ploded by  igniting  the  gunpowder;  and  there  is  no  hint  in 
No.  4,8 1 8  of  making  a  compound  with  a  safety  property  of 
non-explosion  by  ordinary  concussion,  and  with  the  ingre- 
dients existing  in  the  proportions  necessary  to  attain  the  re* 
suit  of  certain  explosion  of  the  nitro-glycerine  by  designed 
detonation  or  percussion,  and  of  freedom  from  liability  to  ex- 
plosion by  accidental  concussion.  This  I  understand  to  have 
been  the  view  taken  of  No.  4,818  by  Judge  Shepley,  on  the 
hearing  in  the  Goodyear  case.  No.  4,818  having  been  called 
to  his  notice  in  that  case. 

All  the  views  urged  on  the  part  of  the  defendants  have 
been  carefully  considered.  The  plaintiff's  patent  has  been 
sustained  by  Judge  Shepley,  on  final  hearing,  in  the  Mowbray 
case,  and  on  a  motion  for  a  preliminary  injunction,  in  the 
Goodyear  case,  and,  in  the  latter  case,  against  a  compound 
to  all  intents  like  that  made  and  sold  by  the  defendants  in  this 
case,  and  nothing  is  now  shown  to  justify  a  denial  of  the  in- 
junction now  asked  for.     It  is,  therefore,  granted. 
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George  Gifford  dLnd  Causten  Browne ^  for  the  complainant. 

Edward  N,   Dicker  son  and  Charles  C    Beaman^  Jr.^  for  the 
defendants. 


The  Atlantic  Giant  Powder  Company 

vs, 

Andrew  J.  Parker  et  al.    In  Equity.* 

Tlie  reissued  letters  patent  No.  5,799,  granted  to  the  Giant  Powder  Com- 
pany, March  17th,  1874,  for  an  '*  improved  explosive  compound,"  (the 
original  patent  having  been  granted  to  Julius  Bandmann,  as  assignee  of 
Alfred  N(5bel,  the  inventor,  as  No.  78,317,  May  26th,  1868,)  are  valid. 

The  decision  in  Atlantic  Giant  Powder  Co,  v.  Rand^  confirmed. 

The  claim  of  that  patent  is  infringed  by  a  powder  called  **  Neptune  Pow- 
der," composed  of  56  parts  of  nitrate  of  soda,  14  parts  of  charcoal,  and 
30  parts  of  nitro-glycerine. 

A  description  in  a  prior  patent,  to  invalidate  a  subsequent  patent,  must  be 
such  as  to  show  that  the  article  described  in  the  subsequent  patent  can 
be  certainly  arrived  at  by  following  the  prior  description. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  May,  1879.) 

Blatchford,  J. 

This  is  an  application  for  a  preliminary  injunction  founded 
on  reissued  letters  patent  No.  5,799,  granted  to  the  Giant  Pow- 
der  Company,  March  17,  1874,  the  original  patent  having  been 
granted  to  Julius  Bandmann,  as  assignee  of  Alfred  NObel,  the 
inventor,  as  No.  78,317,  May  26th,  1868,  being  the  same  reissue 
considered  in  the  case  of  the  same  plaintiff  against  Jasper  R. 
l^and  and  others  decided  herewith.f  The  powder  of  the  de- 
fendants in  the  present  case  is  known  as  Neptune  powder,  and 
is  composed  of  56  parts  of  nitrate  of  soda,  14  parts  of  charcoal, 
and  30  parts  of  nitro-glycerine.  It  is  the  same  powder  which 
was  held  by  this  court,  in  May,  1878,  in  the  case  of  the  same 
plaintiff  against  the  Neptune  Powder  Company,  to  be  an  in- 

*  16  Blatchf.  C.  C.  R.,  281.  f  See  ante,  p.  263. 
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fringement  of  No.  5,799.  Many  views  now  urged  in  defence 
in  this  case  have  been  considered  at  length  and  overruled  in 
the  decision  in  the  case  against  Rand.  Those  views  were,  to 
some  extent,  presented  and  passed  upon  in  the  case  against 
the  Neptune  Powder  Company,  but  no  written  decision  was 
given  in  that  case.  There  are,  however,  some  points  taken  in 
the  present  case  which  are  not  discussed  in  the  decision  in  the 
Rand  case,  and  those  points  are  also  urged  as  grounds  for  dis- 
solving the  injunction  granted  in  the  case  against  the  Neptune 
Powder  Company. 

Stress  is  laid  on  the  fact  that  a  compound  made  of  30  per 
cent  of  nitro-glycerine  and  70  per  cent  of  infusorial  earth,  will 
not  explode,  while  the  defendants*  compound  will  explode,  al- 
though it  has  but  30  per  cent  of  nitro-glycerine,  and  its  gun- 
powder ingredients  will  not  absorb  a  greater  amount  of  nitro- 
glycerine. But,  it  is  a  plain  direction  of  the  patent,  that  an 
absorbent  must  be  used  which  will  absorb  and  retain  sufficient 
nitro-glycerine  to  make  the  compound  explodable  by  detona- 
tion, at  the  place  of  designed  use.  The  less  the  absorbing  and 
holding  capacity  of  the  absorbent,  the  less  the  explosive  force 
of  the  nitro-glycerine  absorbed,  because  the  less  the  quantity 
of  nitro-glycerine  absorbed.  There  is  nothing  in  the  patent 
which  admits  of  the  use  of  an  absorbent  which  will  not,  with 
the  nitro-glycerine,  make  a  compound  explodable  by  detona- 
tion, or  of  the  use,  with  an  absorbent  which  will  absorb  and 
hold  sufficient  nitro-glycerine  to  make  a  compound  exploda- 
ble by  detonation,  of  an  insufficient  quantity  of  nitro-glycerine 
for  such  purpose.  It  is,  therefore,  of  no  consequence  that  a 
particular  proportion  of  nitro-glycerine  with  a  particular  ab- 
sorbent will  not  make  a  compound  explodable  by  detonation, 
such  compound  being  outside  of  the  patent. 

On  the  question  of  novelty,  a  book  published  in  Germany, 
in  the  German  language,  is  introduced,  called  Dingler's  Poly- 
technic Journal,  volume  171,  1864,  page  443,  cviii.  The  par- 
ticular article  is  headed  :  "  On  Nobel's  blasting  powder,  im- 
proved by  addition  of  nitro-glycerine.  By  B.  Turly,  mining 
engineer."  The  translation  of  the  text  is  as  follows:  *' W. 
Nobel,  an  engineer  of  Stockholm,  has  taken  out  a  patent  in 
different  countries   for  an   improved   blasting  and  shooting 
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powder.  His  improvement  consists  in  making  the  ordinary 
powder  considerably  stronger  by  an  addition  of  nitro-glyce 
rine.  As  is  known,  nitro-glycerine  is  a  very  clear  oleaginous 
liquid,  is  ignited  at  about  1 70^  C,  without  exploding,  but  burns 
slowly  away  with  a  crackling  and  snapping  noise.  If  this  oil 
is  poured  on  a  solid  foundation  and  struck  heavily  with  an  iron 
hammer,  it  explodes  with  a  violent  detonation,  but  only  on  the 
spot  where  the  hammer  touches  the  liquid,  while  all  the  rest  of 
the  mass  of  oil  remains  unchanged,  that  is,  unexploded.  The 
combustion  of  the  liquid  follows  without  the  development  of 
any  gas  perceptible  by  the  odor.  From  this  relation  this  much 
appears,  that  this  mass,  in  and  of  itself,  is  quite  harmless,  and 
requires  a  strong  concussion  or  blow  to  make  it  partially  ex- 
plode ;  that  its  employment  has,  at  least,  no  greater  danger 
than  that  of  common  powder.  But,  in  combination  with  com- 
mon powder,  nitro-glycerine  develops  a  very  considerable 
strength,  and  this  new  nitro-glycerine  powder  is  at  least  three 
to  five  times  stronger  than  ordinary  powder  or  blasting  pow- 
der. In  the  fortress  of  Carlborg,  on  the  Wetten  Lake,  Mr. 
Nobel  has  made  experiments  with  his  powder  in  the  presence 
of  a  commission.  Bomb  shells  with  ordinary  and  the  improved 
powder  were  bursted,  and  the  effect  of  the  latter  is  said  to  have 
been  five  to  seven  times  that  of  the  ordinary  powder.  The  ex- 
periments of  blasting  rocks,  performed  in  my  presence,  have, 
however,  in  general,  shown  only  a  three  times  greater  develop- 
ment of  strength,  but  always  the  result  that  merits  the 
greatest  attention.  Besides,  it  is  not  to  be  left  out  of  the  con- 
sideration, that  a  bore  hole  can  only  be  quite  generally  com- 
pared with  a  grenade  or  bomb;  that,  while  these  missiles  con- 
sist of  homogeneous  cast  iron,  in  which  the  strength  must  show 
itself  proportionally  much  greater — in  a  bore  hole  in  a  rock,  in 
most  cases,  a  certain  part  of  the  force  is  uselessly  lost,  so  that, 
consequently  the  effect  will  be  proportionally  a  smaller  one 
than  in  the  former  case.  Nevertheless,  this  new  powder  is  an 
essential  improvement  on  the  old,  and,  when  it  passes  a  whole- 
sale test,  of  which  there  is  no  present  reason  to  doubt,  it  will 
find  the  greatest  recognition  and  most  extended  employment 
by  the  mining  public.  The  blasting  experiments  were  per- 
formed as  follows :    The  powder  employed  is  distinguished 
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from  the  blasting  powder  here  in  use  by  being  much  finer  and 
not  round  but  oblong  and  angular.  Mr  Nobel  shows  this 
powder  for  common  Swedish  cannon  powder,  which  has  the 
same  price  as  the  mining  powder  of  Nora.  The  improved 
powder  was  used  in  cartridge  shells  of  sheet  zinc,  iS  milli- 
metres in  width,  and  in  lengths  of  from  75  to  100  and  200  milli- 
metres. These  zinc  shells,  which  are  open  at  one  end,  are 
filled  with  the  ordinary  cannon  powder,  and,  when  the  filling 
is  completed,  as  much  nitro-glycerine  is  poured  upon  it  as  can 
find  room  in  the  interstices  of  the  powder.  The  powder,  moist- 
ened with  the  oil,  has  a  40  per  cent  (?)  greater  weight.  After 
the  cartridge  is  filled  with  powder  and  oil,  it  is  tightly  closed 
with  a  stopper  of  cork  20  millimetres  long.  It  will  be  better 
to  solder  the  cartridge.  The  charging  of  the  hole  is  performed 
as  follows :  The  bore  hole,  which,  at  its  lower  end,  must  have 
a  width  4  to  6  millimetres  greater  than  the  thickness  of  the 
cartridge,  is,  of  course,  made  dry.  The  cartridge  is  so  inserted 
in  it  that  the  cork  comes  towards  the  bottom,  that  is,  touching 
the  solid  rock.  The  space  between  the  cartridge  and  the  wall 
of  the  bore  hole  is  now  filled  up  with  cannon  powder,  so  that 
the  latter  surrounds  the  cartridge  as  completely  as  possible, 
(according  to  Mr.  Nobel,  the  soldering  should  offer  no  difficul- 
ties— perhaps  it  suffices  to  pour  sulphur  on  the  cartridge — ) 
being,  also,  15  to  30  millimetres  over  the  cartridge.  This  pow- 
der serves  only  for  the  ignition  of  the  charge,  for  the  bursting 
of  the  cartridge.  The  fuse  is  then  stuck  into  the  touch-hole, 
and  the  hole  is  not  filled  quite  as  usual,  only  care  must  be  taken 
not  to  injure  the  cartridge  with  the  tamper,  on  which  account 
the  first  tamping  is  only  made  very  loosely.  If  the  hole  is 
sufficiently  wide,  the  fuse  may  be  fastened  to  the  cartridge  with 
a  piece  of  thread,  and  then  it  is  not  necessary  to  take  so  much 
igniting  powder.  It  seems,  better,  however,  not  to  be  sparing 
with  the  latter,  in  order  to  insure  the  explosion  of  the  blast. 
On  the  explosion  of  the  blast  it  is  found  that  the  detonation  is 
a  much  weaker  one  than  with  common  mining  powder.  A 
few  examples  of  the  effect  of  this  powder  will  here  be  suffi- 
cient: I.  A  hole  i8  inches  deep  was  discharged  three  times 
with  9-inch  mining  cartridge,  without  showing  the  slightest 
effect ;   the  same  hole  was  charged  with  a  6-inch  glycerine  car- 
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tridge,  and  was  well  and  completely  broken  up.  2.  Several 
holes  24  inches  deep,  that  usually  here  require  mining  car- 
tridiafes  9  to  12  inches  long,  were  well  blasted  with  glycerine 
cartridges  3  inches  in  length.  3.  Holes  of  30  inches  depth, 
that  are  otherwise  charged  with  mining  cartridges  iS  inches 
long,  broke  with  glycerine  cartridges  5  inches  long.  From  these 
experiments  I  have  already  deduced  the  conviction,  that  the 
degree  of  effect  of  this  improved  powder  in  blasting  is  at  least 
three  times  that  of  the  ordinary  mining  powder.  The  great 
advantage  which  will  probably  be  obtained  with  this  new  pow- 
der will  consist  in  this — that  greater  masses  can  be  obtained  at 
a  time  ;  that,  consequently,  the  cost  of  production  will  be 
diminished.  The  charge  of  a  single  blast  might  be  rather  dear, 
but  a  workman  will,  perhaps,  accomplish  twice  as  much  in  the 
same  time.  First  of  all,  will  this  powder  be  particularly  val- 
uable in  building  above  ground  and  stone  quarries — in  general, 
in  ample  spaces  where  a  great  deal  can  be  given  to  a  single 
blast.  Experiments  still  to  be  made  must  decide  as  to  its 
utility  in  small  spaces,  confined  quartf.rs  and  works.  Cartridges 
18  inches  in  length  might  seem  astonishingly  large  for  German 
use.  Here,  the  same  (containing  180  grains  powder)  are  often 
employed  in  working  above  ground,  but  each  blast  throws  at 
least  ^  cubic  foot  of  solid  mass.  I  consider  it  my  duty  not  to 
withhold  these  preliminary  remarks  on  a  subject  which  pos- 
sesses so  great  an  importance  for  mining,  and  I  can  only  add 
the  wish  that  the  mining  public  will  accept  this  thing  as  far  as 
possible,  and  will  test  and  employ  the  new  powder.  Amme- 
berg,  January  i,  1864."  The  number  of  the  Journal  in  which 
the  foregoing  article  appeared  was  published  March  6th,  1864. 
Professor  Henry  Morton,  in  an  affidavit  on  the  part  of  the 
defendants,  says,  that  he  finds  in  said  article  the  following  de- 
scription of  experiments:  "The  blasting  experiments  were 
conducted  as  follows :  The  powder  used  differs  from  the  blast- 
ing powder  ordinarily  in  use  here,  in  being  much  finer  and  not 
round,  but  longish  and  angular.  Nobel  states  that  this  pow- 
der is  common  Swedish  gunpowder,  which  has  the  same  price 
as  (Nora  blasting  powder  }),  The  improved  powder  was  used 
in  zinc  cartridge  cases,  iS  millimetres  in  width,  and  in  length 
varying  from  75  to  150  and  200  millimetres.     These  zinc  cases. 
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which  are  open  at  one  end,  are  filled  with  the  ordinary  gun- 
powder, after  which  so  much  nitro-glycerine  is  poured  in  as 
can  find  room  in  the  interstices  of  the  powder.  The  powder 
soaked  with  the  oil  has  an  increased  weight  of  40  per  cent.  ?*' 
He  further  says,  that,  in  order  to  repeat  the  experiment  so  de- 
scribed, he  took  **  a  quantity  of  common  blasting  powder,  such 
as  is  sold  throughout  the  country,  and,  having  first  re- 
moved from  it  all  dust  by  means  of  a  fine  sieve,  passed  it 
through  a  coarse  sieve,  so  as  to  secure  only  the  moder- 
ately fine  grains ; ''  that  "  the  powder  so  obtained  corresponded, 
in  all  respects,"  as  he  believes,  "  to  that  described  in  the  above 
extract  as  being  much  finer  than  that  ordinarily  in  use,  and  not 
round  but  angular ; ''  that  he  "  then  selected  a  glass  test-tube 
about  f  inch  in  diameter,  and  4^  Inches  long,  this  correspond- 
ing to  the  dimensions  of  the  cartridge  cases  given  in  the  ex- 
tract, namely,  18  millimetres  in  width  and  75  to  150  millimetres 
long ; "  that  into  this  glass  tube  he  "  then  poured  15  grammes 
of  the  fine  grain  blasting  powder  above  described,  and  upon  it 
poured  6  grammes  of  nitroglycerine,  these  being  the  propor- 
tions of  powder  to  nitro-glycerine  mentioned  in  the  above  ex- 
tract;" and  that  **  the  nitro-glycerine  was  rapidly  absorbed  by  the 
powder,  and  produced  an  essentially  dry  powder,  which  could 
evidently  be  handled  and  transported  with  as  much  safety  as  is 
attainable  with  any  similar  mixture."  He  further  says,  that  he 
'*  mixed  together  14  parts,  by  weight,  of  charcoal,  and  56  parts  of 
nitrate  of  soda,  both  in  fine  powder,  and  to  these  added  30  parts, 
by  weight,  of  nitro-glycerine;  and  that  the  mixture,  when  made, 
constituted  an  essentially  dry  powder,  evidently  capable  of 
being  handled  and  transported  with  as  much  safety  as  is  at- 
tainable witn  any  such  mixture."  He  further  says,  that  the 
proportion  of  nitro-glycerine  to  gunpowder  in  said  two 
experiments  is  28^^  per  cent  of  the  whole  mixture  in  experi- 
ment one  and  30  per  cent  in  experiment  two ;  that  these  do 
not,  in  his  opinion,  differ  to  any  practical  extent  ;  and  that,  in 
his  opinion,  "  nothing  further  is  required,  beyond  the  descrip- 
tion given  by  Turly,  above  quoted,  to  enable  any  one  familiar 
with  the  manufacture  of  ordinary  gunpowder,  to  make  such 
mixtures  of  gunpowder  and  nitro-glycerine  as  are  described 
in  experiment  two,  which  is  the  powder  of  the  defendants," 
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Mr.  Robert  J.  Howe,  one  of  the  defendants,  says,  in  an 
affidavit  :  **  It  is  a  well-known  fact,  that  gunpowder  is  more 
effective  when  exploded  by  percussion  caps  than  by  simple 
fuse.  Some  consumers  (contractors)  always  use  percussion 
caps  for  that  purpose.  For  the  same  reason,  caps  are 
better  to  explode  the  improved  blasting  powder,  but  the  im- 
proved gunpowder  is  largely  used  by  some  parties  and  ex- 
ploded (without  cap)  by  fuse  alone.  In  such  use,  the  gun- 
powder of  the  mixture  explodes  the  nitro-glycerine  of  the 
mixture." 

Mr.  Thomas  Varney,  an  expert  for  the  plaintiff,  testifies  as 
follows,  in  an  affidavit,  in  regard  to  the  foregoing  affidavits 
of  Professor  Morton  and  Mr.  Howe:  **I  have  read  the  affida- 
vits of  Professor  Henry  Morton  and  Robert  J.  Howe.  I  un- 
derstand how  Professor  Morton  made  his  mixture  of  nitro- 
glycerine and  gunpowder,  in  imitation  of  that  described  in  the 
report  of  Mr.  Turly,  in  Dingler's  Journal  of  1864.  I  have 
made  and  further  tested  Dr.  Morton's  mixture,  to  ascertain 
whether  his  opinion  was  correct,  that  this  mixture  was  a  safety 
one — as  safe  as  the  powder  made  by  the  defendants.  I  find 
it  is  not.  I  experimented  with  two  kinds  of  gunpowder.  In 
one  case  I  used  common  blasting  powder.  In  the  other  I 
used  the  Laflin  &  Rand  Orange  Ducking  powder — a  powder 
closely  resembling  that  used  by  Professor  Morton  both  in 
structure  and  size  of  grain.  The  proportions  of  nitro-glyce- 
rine and  gunpowder  was  the  same  in  each  case,  and  the  same 
as  Professor  Morton's,  to  wit,  28^  parts,  by  weight,  of  nitro- 
glycerine to  71^  of  gunpowder.  I  placed  these  mixtures 
upon  several  thicknesses  of  paper  and  allowed  them  to  remain 
in  a  room  having  a  temperature  of  75*  Fahrenheit  for  45 
hours  and  then  weighed  them.  I  found  they  had  lost  almost 
two-thirds  of  their  nitroglycerine,  the  same  having  drained 
out  of  the  mixture  and  become  absorbed  into  the  paper,  going 
through  ten  thicknesses  thereof.  *  *  *  This  mixture  is 
not  a  safety  one,  nor  is  it  dynamite,'*  (meaning,  the  compound 
of  No  5,799,)  **  or  the  same  thing  as  tbat  made  by  the  defend- 
ants. It  is  leaky.  If  it  should  be  packed  in  paper  cartridges, 
and  these  cartridges  be  packed  in  wooden  cases,  and  be  car- 
ried in  cars,  as  is  done  with  the  powder  made  by  the  defend- 
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ants,  nitro-glycerine  would  drain  from  it  and  run  into  the 
spring's,  journals  and  other  machinery  beneath  and  upon  the 
wheels  and  rails,  as  was  the  case  with  the  leaky  dualin  at 
Worcester,  Massachusetts,  and  the  result  would  be  the  same 
as  in  that  case — the  entire  cargo  of  powder  would  be  ex- 
ploded ;  whereas,  the  powder  made  by  the  defendants  is  thus 
packed  and  transported  without  the  slightest  danger  of  ex- 
plosion from  this  source,  because  it  is  not  leaky.  The  mix- 
ture in  the  Turly  experiment  was  not  made  according  to  the 
rules  of  the  dynamite  patent/'  (meaning  No.  5,799,)  ''but  the 
defendants'  powder  is,  to  wit,  so  miich  nitro-glycerine  put 
in  as  will  make  the  mixture  an  efficient  explosive,  and  be  re- 
tained without  leakage  and  no  more.  The  leading  rule  for 
making  the  old  mixture,  as  stated  by  Turly,  is,  that  so  much 
nitro-glycerine  was  poured  in  as  could  find  room  in  the  inter- 
stices of  the  powder.  I  tried  this  also,  and  found  the  mixture 
much  more  wet  and  leaky  than  the  others  above  described. 
The  reason  why  the  old  mixture  was  put  into  zinc  cases  in- 
stead of  paper  ones  or  directly  into  the  bore  hole,  was  because 
it  was  leaky  and  had  to  be  treated  like  liquid  nitro-glycerine. 
I  have  carefully  studied  the  French  patent  of  1863,  the  Eng- 
lish one*of  1864,  and  the  memoranda  filed  in  the  American 
Patent  Office  in  1865,"  (the  last  is  a  part  of  the  contents  of 
the  file  wrapper  in  the  matter  of  the  patent  granted  to  Nobel, 
No.  50,617,  October  24th,  1865,  for  '*  substitute  for  gun- 
powder," and  being  the  original  of  reissues,  No.  4.81 8,  divis- 
ion D,  and  4,819,  division  E,  both  dated  March  19th,  1872,) 
'•  being  all  the  evidence,  except  the  Turly  report,  referred  to 
by  the  defendants  herein  as  either  anticipating  the  dynamite 
invention  or  tending  otherwise  to  invalidate  it.  My  views  as 
to  the  old  mixtures,  and  some  of  the  grounds  for  them,  are  as 
follows :  I  regard  them  as  really  merely  experimental,  be- 
cause, in  the  first  place,  as  practical  things,  they  amount  to 
nothing.  They  did  not  go  into  practice  at  all.  They  were 
tried  and  abandoned.  At  this  time,  we  are  able  to  under- 
stand them  and  their  value  fully,  and,  we  know  they  were 
quite  worthless,  except  as  links  in  the  chain  of  experiments 
which*  led  to  the  exploding  of  nitro-glycerine  by  detonation. 
If,  at  this  day,  any  one  should  do,  in  all  respects,  what  was 
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described  in  the  documents  referred  to,  or  what  was  actually 
done,  as  shown  by  Turly's  report,  he  would  be  guilty  of  a  great 
folly,  but  he  would  not  infringe  the  dynamite  patent.  No- 
body has  ever  been  guilty  of  this  folly,  or  ever  will,  except 
from  sheer  ignorance  or  some  ulterior  design.  He  will  never 
adopt  the  old  process,  as  an  economic  mode  of  blasting.  We 
presume  this  old  process  aided  Nobel  in  reaching  the  detonat- 
ing mode  of  exploding  nitro-glycerine  ;  but,  however  this  may 
be,  it  has  never  been  used  except  experimentally,  so  far  as  I 
know.  Let  any  one  be  ever  so  deeply  skilled  as  an  expert,  or 
ever  so  experienced  in  the  practice  of  all  that  is  shown  by 
these  old  documents,  yet  he  could  not  make  the  defendants' 
powder,  that  is,  gunpowder  dynamite.  Furthermore,  even  if, 
by  accident,  in  making  the  old  mixtures,  the  ingredients  may 
have  been  used  in  dynamite  proportions,  yet  there  is  no  evi- 
dence that  the  mixture  was  ever  applied  to  the  purposes  and 
uses  peculiar  to  dynamite.  The  leading  purposes  of  dynamite 
are  safety  in  transport  and  freedom  from  leakage  at  the  bore 
hole.  There  is  no  account,  as  far  as  I  know,  either  of  the 
transport  of  the  old  mixtures,  or  of  their  use  naked  in  the 
borehole,  or  in  mere  paper  cartridges.  In  the  documents  re- 
ferred to,  it  appears  that  the  old  mixtures  were  designed  for 
two  purposes — fire-arms  and  blasting.  If  it  was  dynamite,  or 
such  powder  as  the  defendants  make,  and  was  used  as  theirs 
is,  to  wit,  detonated  in  a  gun  or  canaon,  the  gun  and  cannon 
were  blown  to  pieces  in  every  instance.  The  defendants' 
powder  never  has  been  used,  and  never  can  be  used,  in  ord- 
nance or  fire-arms.  We  must,  therefore,  conclude,  that  the 
old  mixture  designed  for  fire-arms  was  not  dynamite,  or  that 
it  was  never  used  in  fire-arms,  was,  therefore,  never  trans- 
ported, and  was,  therefore,  never  put  to  dynamite  use.  As  to 
the  old  blasting  mixture,  Turly,  the  only  reporter  on  the  sub- 
ject, gives  his  account  in  such  manner  as  to  lead  one  to  con- 
clude that  the  mixture  was  made  at  the  mine.  The  narrative 
of  the  process  shows,  that  the  shell  of  zinc  was  filled  with 
gunpowder — then  the  nitro-glycerine  poured  in — then  corked 
— then  turned  cork  downwards  and  put  into  the  bore  hole, 
etc. — as  if  each  step  immediately  followed  the  preceding  one. 
The  old  mixtures  were  never  used  as  dynamites,  that  is  to  say, 
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the  leading  functions  of  dynamite  were  never  involved,  ap- 
plied or  enjoyed.  Not  a  single  life  or  limb,  or  a  single  dol- 
lar's worth  of  property,  was  ever  saved  by  their  use,  whereas, 
undoubtedly,  many  lives  and  much  property  have  been  saved 
by  the  use  of  the  defendants'  powder,  instead  of  using  the 
nitro-glycerine  contained  in  it  in  its  pure  state,  or  in  the  form 
of  the  old  mining  mixture.  Mr.  Howe  says  his  powder  is 
largely  used  by  some  parties  and  exploded  (without  caps)  by 
fuse  alone.  If  it  be  inferred  from  this  statement,  or  from  his 
calling  his  powder  an  improved  gunpowder,  that  it  is  more 
readily  explodable  by  fire  than  infusorial  dynamite,  or  any 
other  dynamite,  such  inference  would  be  erroneous;  in  this 
respect,  it  is  precisely  like  all  others.  The  original  dynamite 
patent,"  (meaning,  No.  78,317,)  "  fully  explains  this  subject." 
In  reply  to  the  foregoing  affidavit  of  Mr.  Varney,  the 
defendants  produced  the  affidavit  of  Charles  Leibshner,  to 
show  that  the  Swedish  gunpowder  mentioned  by  Turly  must 
have  been  an  uncompressed,  unglazed,  saltpetre  powder,  and 
that  the  gunpowder  used  by  Mr.  Varney,  in  his  experiments, 
was  a  compressed  and  glazed  powder,  so  that  the  former 
w^ould  be  a  better  absorbent  than  the  latter.  The  defendant 
Howe  also  makes  an  affidavit  to  the  effect  that  unpressed 
powder  is  comparatively  loose^  porous  and  absorbent,  and 
would  readily  absorb  and  retain  30  per  cent  of  nitro-glycerine, 
while  pressed  powder  is  hard,  compact  and  non-absorbent ; 
and  that  he  believes  the  Swedish  gunpowder  of  the  Turly 
article  was  uncompressed,  unglazed  gunpowder.  Professor 
Morton  also  makes  an  affidavit,  in  reply  to  that  of  Mr.  Varney. 
He  says :  **  I  have  examined  what  I  understand  to  be  the 
powders  named  by  Mr.  Varney,  namely,  the  *  common  blast- 
ing powder '  used  in  this  vicinity  at  present,  and  the  *  Laflin 
&  Rand  Orange  Ducking  Powder,*  and  find  them  to  differ  in 
a  very  essential  respect  from  the  powder  used  by  me  in  the 
experiment  mentioned  by  me  in  my  said  previous  affidavit, 
and  from  the  powder  which  I  believed  to  have  been  used  in 
the  experiments  recited  in  the  Turly  extract.  That  is  to  say, 
these  powders,  used  by  Mr.  Varney,  are  extremely  hard  and 
compact,  and  not  porous,  or  capable  of  absorbing  a  fluid,  and 
are,  moreover,  highly  glazed  with  black  lead ;  while,  on  the 
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contrary,  the  powder  which  I  employed  in  my  experiment, 
and  which  I  believe  to  be  that  described  in  the  Turly  extract, 
was  a  powder  made  without  compression,  in  the  manner  in 
general  use  long  ago,  and,  consequently,  light,  porous  and 
eminently  absorbent.  I  repeated  the  experiments  with  these 
powders  as  described  by  Mr.  Varney,  and  found  that,  when 
they  were  mixed  with  nitro-glycerine  in  the  proportions 
named,  they  produced  by  no  means  dry  powders,  but,  on  the 
contrary,  refusing  to  absorb  the  nitro-glycerine,  the  grains  of 
powder  were  simply  drenched  on  the  outside  with  nitro- 
glycerine, which  ran  from  them  into  the  vessel  in  which  they 
were  mixed,  or  drained  from  them  into  the  paper  on  which 
I  spread  a  portion.  This  was  true  of  both  the  common 
blasting  powder  and  of  the  orange  ducking  powder."  He 
further  makes  statements  to  show  that  a  powder  made  and 
sold  by  the  plaintiff,  and  called  "giant  powder,  No.  2," 
permitted  nitroglycerine  to  leak  from  it  " in  a  very  marked 
manner,  equal  in  degree  to  the  leakage  of  the  nitro-glycerine 
from  the  Turly  mixture"  made  by  him,  though** not  nearly 
so  much  as  the  leakage  of  nitro-glycerine  from  the  mixtures 
described  in  the  Varney  affidavit,"  and  made  up  by  him  '*  in 
accordance  with  the  directions  of  the  same;"  that  a  mixture 
of  nitro-glycerine  and  the  best  English  rotten  stone,  pulver- 
ized to  a  very  fine  powder,  like  flour,  in  the  proportions  of  40 
per  cent  of  rotten  stone  to  60  per  cent  of  nitro-glycerine, 
produced  a  semi-fluid  paste;  and  that  a  mixture  of  78  j>er 
cent  of  nitro-glycerine  with  22  per  cent  of  infusorial  earth, 
of  low  specific  gravity  and  great  absorbent  capacity,  furnished 
to  him  by  the  plaintiff,  as  a  specimen  of  the  best  absorbent 
substance  of  that  character,  produced  a  pasty  mixture,  which 
drained  to  a  greater  extent  than  did  the  Turly  mixture ;  and 
that  samples  of  the  two  powders  used  by  Mr.  Varney  in  his 
experiments,  showed  both  of  them  to  be  compressed,  hard 
and  non-absorbent,  and  glazed  with  black  lead,  and  corre- 
sponded, in  all  those  respects,  with  the  powders  with  which  he 
made  his  said  repetitions  of  Mr.  Varney's  experiments. 

To  those  affidavits  the  plaintiff  replies  by  several  affidavits. 
There  is  an  affidavit  of  T.  P.  Shaffner,  setting  forth,  that 
during  the  year  1864,  he  was  engaged  by  the  Swedish  gov- 
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eminent,  at  Stockholm^  in  experimenting  with  explosives, 
and  was  well  acquainted  with  the  powder  mentioned  in  the 
Turly  article  as  being  used  in  the  experiments  of  Nobel,  and 
knows  that  that  powder  was  compressed  and  was  very  hard ; 
that,  although  he  has  been  acquainted  with  different  kinds  of 
powder,  both  in  this  country  and  in  foreign  countries,  from 
long  before  1864  down  to  the  present  time,  the  powder  re- 
ferred to  in  said  article  as  having  been  used  in  the  experi- 
ments of  Nobel  was  the  hardest  powder  he  ever  handled, 
and  was,  also,  a  highly  glazed  powder;  that  it  was  much 
harder  than  any  blasting  powder  he  has  ever  known;  that 
Turly,  in  said  article,  says:  "After  the  cartridge  is  filled 
with  powder  and  oil,  it  is  tightly  closed  with  a  stopper  of 
cork,  twenty  millimetres  long.  It  will  be  better  to  solder  the 
cartridge;"  and  that  it  is  perfectly  clear  to  his  mind,  that 
the  use  of  the  cork  stopper  ("tightly  closed")  and  of  the 
solder,  was  to  keep  the  nitro-glycerine  from  leaking  out,  for, 
the  article  says,  that  **as  much  nitro-glycerine  is  poured  upon 
it  as  can  find  room  in  the  interstices  of  the  powder."  There 
is  also  an  affidavit  of  John  Schrader,  to  the  efifect,  that  he 
poured  upon  some  medium  sized  grains  of  powder  in  a  vial, 
as  much  nitro-glycerine,  at  about  70°  Fahrenheit,  as  could 
find  room  in  the  interstices  of  the  powder ;  that  the  powder 
became  saturated  in  about  three  minutes;  that  the  powder 
was  represented  as  the  kind  used  many  years  ago,  being  made 
in  stamp  mills,  and  not  either  pressed  or  glazed ;  and  that  it 
is  very  soft  and  absorbent,  but,  like  all  absorbents,  when 
saturated  with  nitro-glycerine  in  the  manner  above  described, 
the  mixture  is  leaky,  and  is  substantially  as  dangerous  for 
handling  and  transport  as  pure  nitro-glycerine.  There  is  also 
an  affidavit  of  Alfred  Mordecai,  the  author  of  "  Report  of 
Experiments  made  at  Washington  Arsenal,  in  1843  ^"^  1844," 
published  in  1845.  He  states,  that  the  experiments  described 
in  that  Report  were  made,  and  the  Report  was  printed,  under 
his  immediate  superintendence;  that  the  powder  therein 
mentioned  as  Swedish  musket  powder  was  part  of  a  sample 
of  gunpowder  brought  from  Sweden  in  1840,  by  a  commission 
of  officers  of  the  ordnance  department  of  the  United  States, 
of  whom   he   was  one ;  that  the  powder  is  mentioned  in  the 
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report  of  the  commission  as  **a  sample  of  gunpowder  from 
the  royal  manufactory ;  *'  that  it  was  contained  in  a  sealed 
glass  bottle  ;  and  that  it  is  correctly  described  in  said  "  Re- 
port of  Experiments"  as  ** musket  powder,  glazed,  grain  very 
hard,  fracture  slaty."  It  is  also  shown,  by  various  European 
books,  that  powder  is  described,  in  1842,  as  being  pressed  in 
a  hydraulic  or  screw  press,  and  smoothed  or  polished,  to  make 
it  dense,  and  to  take  off  its  rough  surface,  splintering  edges 
and  corners,  and  to  make  angular  powder  round  ;  that  pow- 
der is  described,  in  1850,  as  being  submitted  to  a  pressure  of 
about  75  tons  to  a  superficial  foot,  and  made  hard,  and  then 
glazed,  with  the  result  of  giving  an  equal  degree  of  density 
to  the  grains,  and  a  polish  to  their  surface,  and  rendering  the 
powder  less  susceptible  of  absorbing  moisture ;  and  that  it  is 
described,  from  1S07  to  1 861,  as  being  pressed  and  glazed. 

To  such  affidavits  the  defendants  reply.  Carll  Dittmar 
says,  that  the  powder  generally  used  for  all  purposes,  on  the 
Continent  of  Europe,  in  1864  and  1865,  was  loose,  porous  and 
absorbent  in  character,  capable  of  absorbing  30  per  cent  of 
nitro-glycerine,  more  or  less;  that,  as  a  general  thing,  no 
hydraulic  or  screw  presses  were  used  in  the  manufacture  of 
gunpowder,  on  the  Continent  of  Europe,  prior  to  1865,  nor 
up  to  1869;  that  the  structure  of  the  powders  made  in  this 
country,  at  the  present  day,  which  have  been  subjected  to  the 
pressure  of  powerful  hydraulic  or  screw  presses,  is  essentially 
different  from  that  made  with  the  stamp  mills  and  without 
pressure,  the  former  being  hard,  compact,  and  slow  of  absorp- 
tion, and  the  latter  light,  porous,  and  readily  absorbent ;  and 
that  he  has  no  doubt  that  the  powder  alluded  to  in  the  Turly 
article  as  **  common  Swedish  gunpowder  **  was  a  loose,  po- 
rous, absorbent  powder,  uncompressed,  and  that  the  nitro- 
glycerine, used  in  the  proportions  cited  by  Turly,  was  all 
taken  up  by  the  powder  and  was  held  by  the  same,  and  that 
the  resulting  compound  was  a  dry  powder,  safe  to  be  handled, 
transported  and  used.  Carl  W.  Volney  sjiys,  that  all  Swedish 
and  German  powders  that  were  commonly  used  in  those  coun- 
tries prior  to  and  during  1864,  and  for  some  years  afterwards, 
were  what  is  known  as  stamp  mill  powder,  unglazed  and  un- 
pressed.     The  defendant  Parker  states,  that  hard  grained   un- 
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pressed  powder  absorbs  and  retains,  as  a  comparatively  dry 
powder,  safe  to  transport,  handle  and  use,  30  per  cent  of  nitro- 
glycerine. 

The  Turly  article  starts  out  with  stating,  that  what  Nobel 
had  invented  and  patented  before  January  ist,  1S64,  was  an 
improvement  which   made  ordinary  powder,  for  blasting  and 
shooting,  considerably  stronger  by  adding  to  it  nitro-glycerine. 
This  evidently  refers  to  Nobel's  specifications  of  September, 
1863,  in  the  English  and  French  Patents  to  N6bel,  referred  to 
in  the  Rand  case  ;  and  the  article  of  Turly  alludes  to  no  other 
feature  of  the  compound  made  of  nitro-glycerine  and  gun- 
powder, except  that  it  is  stronger  in  its  effects,  when  exploded, 
than  ordinary  powder.      The  only  place  in  the  Turly  article 
where  any  suggestion  is  made  as  to  the  percentage,  in  weight, 
of  the  added  nitro-glycerine,  is  in  the  account  of  the  blasting 
experiments.     The  description  manifestly  is  narrating  an  ex- 
periment where  the  cartridge  is  filled  with  the  two  substances 
at  the  bore  hole  and  then  immediately  used.     There  is  no  sug- 
gestion of  a  resulting  dry  powder,  capable  of  transportation, 
or  of  anything  but  a  wet  mixture,  in  a  vessel  which  is  to  be 
tightly  corked,   because  it  would  otherwise  allow  the  nitro- 
glycerine to  leak  out,  when  it  is  turned  with  the  cork  down- 
w^ard,  in  which  position  it  is  inserted  in  the  bore  hole.     The 
cartridge  is  then  imbedded  in  gunpowder  in  the  bore  hole,  and 
the  gunpowder  is  fired  hy  a  fuse.     The  description  is  entirely 
insufficient  as  an  anticipation  of  Nobel's  invention.     All  the 
speculation  indulged  in  as  to  what  the  Swedish  cannon  pow- 
der was,  and  all  the  experiments  to  show  that  a  powder  which 
is  assumed  to  be  what  that  was,  will,  with  the  addition  of  the 
indicated  proportion  of  nitro-glycerine,  make  a  dry  compound 
amount  to  nothing,  in  the   face   of  the  fact,  that  the  article 
does  not  suggest  that  the  blasting  compound  was  a  dry  pow- 
der, or  a  safety  powder,  or  such  a  compound  as  the  patent  sued 
on  describes.     The  prior  description,  to  invalidate  the  patent, 
niust  be  such  as  to  show  that  the  article  described  in  the  pat- 
ent can  be  certainly  arrived  at  by  following  the  prior  descrip- 
tion ;  and  it  is  not  enough  to  show,  that,  by  the  lucky  acci- 
dent of  taking  gunpowder  of  the  proper  quality,  a  compound 
may  be  obtained  which  is  unlike  that  indicated  by  such  de- 
voL.  IV — 20 
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scription.  By  the  light  of  what  Nobel  has  taught  in  the  patent 
sued  OD,  much  can  now  be  asserted  to  be  seen  in  what  was 
published  before,  which  no  one  ever,  in  fact,  saw  in  it  before 
the  original  of  the  patent  sued  on  was  taken  out. 
There  is  no  evidence  that  any  one,  from  the  Turly  arti- 
cle, or  by  any  method  supposed  to  be  described  in  it,  made, 
before  the  invention  in  question,  as  patented  by  Nobel,  in  the 
original  of  the  patent  sued  on,  was  made  by  him,  the  safety 
powder  which  constitutes  that  invention.  So  far  from  this, 
the  Turly  article  starts  out  with  the  assertion,  that  a  mass  of 
liquid  nitro-glycerine  is  quite  harmless  in  and  of  itself,  and  that 
its  employment  has  no  greater  danger  than  that  of  common 
powder. 

The  memoranda  referred  to  by  Mr.  Varney,  in  his  affidavit, 
show,  in  common  with  the  English  and  French  patents  to 
which  he  refers,  nothing  more  than  attempts  by  Nobel  to  mix 
gunpowder  with  nitro -glycerine,  and  then  to  burn  the  nitro- 
glycerine by  igniting  the  gunpowder.  After  that,  he  discover- 
ed that  nitro-glycerine  could  be  exploded  in  a  mass,  under 
given  conditions,  by  detonation,  and  then  its  liability  to  acci- 
dental explosion  in  mass  by  concussion  in  handling  and  trans- 
portation was  observed,  and  then  followed  the  invention  we 
are  considering. 

In  every  view  the  case  for  the  plaintiff  is  such  as  to  warrant 
the  granting  of  a  preliminary  injunction,  in  this  case,  and  the 
denial  of  the  motion  to  vacate  the  injunction  against  the  Nep- 
tune Powder  Company. 

George  Gifford  and  Causten  Browne^  for  the  complainant.        \ 

Charles  F.  Blake,  for  the  defendants. 
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Samuel  C.  Monce 

vs. 
Frank  R.  Woodworth.    In  Equity. 

Letters  patent  No.  91,150,  granted  to  Samuel  G.  Monce,  June  8th,  1869,  for 
a  "Tool  for  Cutting  Glass,"  held  void  for  want  of  novelty,  the  inven- 
tion having  been  in  public  use  and  on  sale  more  than  two  years  prior  to 
his  application  for  the  patent. 

(Before  Clark,  J.,  District  of  New  Hampshire,  May,  1879.) 

Clark,  J. 

Two  questions  are  presented  in  this  case  by  the  pleadings 
and  the  proofs,  for  the  consideration  of  the  court :  first,  the 
question  of  novelty  in  the  complainant's  invention,  and,  sec- 
ond, the  question  of  infringement  by  the  defendant.  I  have 
considered  only  the  first  of  these,  because  I  am  satisfied,  upon 
the  evidence  offered,  that  it  is  decisive  of  the  case. 

The  complainant  alleges  in  his  bill  that  he  is  "  a  true  and 
original  inventor  or  discoverer  of  a  new  and  useful  improved 
tool  for  cutting  glass,"  which  said  invention  was  not  known 
or  used  by  others  before  his  invention  or  discovery  thereof, 
and  that  letters  patent  therefor  were  granted  to  him  on  the 
8th  day  of  June,  1869,  and  that  the  defendant  has  infringed  this 
patent. 

The  defendant  in  his  answer  denies  that  the  complainant 
**  is  the  original  or  first  inventor  or  discoverer  of  the  alleged 
invention  described  in  said  letters  patent,or  that  the  said  letters 
are  valid,"  and  alleges  that  said  invention,  and  substantia]  and 
material  parts  thereof,  either  separately  or  combined  together 
as  in  complainant's  patent,  were,  long  prior  to  the  grant  and 
date  of  said  patent,  known  to  and  used  by  various  persons 
named  in  the  answer,  and  amendments  thereto. 

The  invention  of  the  complainant  '*  consists  in]the  use  or  em- 
ployment of  a  revolving  steel  roller,  the  periphery  of  which 
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roller  is  bevelled  on  both  sides,  so  as  to  form  a  cutting  edge, 
and  is  fitted  to  revolve  in  a  suitable  frame,  and  attached  to  a 
handle  for  operating  the  same. 

"  The  cutter  is  made  from  steel,  and  is  turned  smooth  and 
round,  and  afterwards  hardened.  The  sides  are  parallel, 
or  nearly  so,  for  a  short  distance,  and  then  bevelled  towards 
each  other  so  as  to  meet  about  midway  between  the  same, 
thus  forming  the  point  or  cutting  edge.  The  bevelled  por- 
tion of  the  sides  should  be  at  an  angle  of  about  forty- 
five  degrees  to  the  axis  of  the  cutter,  and,  consequently,  will 
be  at  near  right  angles  to  each  other.  It  is  not  necessary 
that  the  angles  of  the  bevelled  sides  should  be  at  exactly 
right  angles  to  each  other,  but,  near  that  angle,  or  a  very  lit- 
tle more  obtuse,  the  cutter  is  found  to  operate  to  the  best  ad- 
vantage. The  cutter  can  be  fitted  to  revolve  upon  a  pin,  or  on 
solid  journals  at  each  end.  *    *    * 

"  The  frame,  near  one  end,  is  provided  with  bearings  for 
the  journals,  which  journals  should  be  a  little  shorter  than 
the  thickness  of  the  sides  of  the  frame,  in  order  that,  when 
the  sides  are  placed  against  a  straight  edge  or  other  gaugei 
the  end  of  the  journal  shall  not  come  in  contact  with  such 
gauge. 

**  The  handle,  C,  can  be  of  any  desired  form,  and  secured  to 
the  frame  in  any  proper  manner.  I  construct  said  handle 
like  the  handle  ordinarily  used  for  a  diamond  tool.  ♦     *    *    - 

"  By  my  invention  I  produce  a  tool  for  cutting  glass,  which 
is  equally  convenient  in  use  as  an  ordinary  diamond,  and 
can  be  sold  at  a  large  profit,  for  one-tenth  of  the  usual  cost 
of  a  diamond."  The  claim  made  by  the  complainant  is  as 
follows:  "I  do  not  claim  simply  a  revolving  cutter,  but 
what  I  claim  as  new,  and  desire  to  secure  by  letters  patent, 
is,  I.  The  cutter,  A,  constructed  substantially  as  shown  and 
described,  and  for  the  purposes  set  forth ;  2.  The  combina- 
tion of  the  cutter  A,  frame  B,  and  handle  C,  substantially  as 
and  for  the  purposes  described."  The  drawings  attached  to 
the  complainant's  specification  show  very  clearly  the  in- 
vention described. 

This  invention,  thus  described  and  claimed  by  the  complain- 
ant, and  patented  to  him  by  letters  patent,  June  8th,  1869,  the 
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defendant  says  was  not  the  invention  of  the  complainant,  nor 
was  it  then  new,  but  was  known  and  used  by  various  persons 
long  before — that  is,  the  complainant  was  not  the  first  in- 
ventor, as  he  must  have  been  to  sustain  his  patent.  CM  v. 
Mass.  Arms  Co,^  i  Fish.,  108. 

To  sustain  his  allegation,  the  defendant  introduces  a  deposi- 
tion of  one  Charles  L.  Morison,  who  says  that  in  the  winter  of 
i860  and  1 86 1  he  was  in  the  business  of  a  photographer  at 
Warren,  New  Hampshire ;  that  he  went  there  soon  after 
Thanksgiving  in  i860,  and  remained  there  until  after  the 
breaking  out  of  the  rebellion  in  April,  1861,  when  he  enlisted 
in  the  Fourteenth  Massachusetts,  and  afterward  in  the  Tenth 
New  Hampshire  Volunteers,  and  was  mustered  out  June  26th, 
1865  ;  that,  while  he  was  at  Warren,  in  the  winter  of  i860  and 
1 86 1,  he  purchased  a  tool  for  cutting  glass ;  that  he  used  it  at 
Warren,  and,  occasionally,  after  he  came  back  from  the  army, 
in  1865,  until  he  purchased  a  diamond. 

This  tool  is  produced,  and  is  found  to  embody,  substantially 
and  fully,  the  complainant's  invention,  and  to  be  adapted  to  and 
used  for  the  same  purpose.  It  has  the  rotary  disk  with  bevelled 
sides  and  cutting-edge,  the  pin  on  which  the  disk  revolves, 
the  frame  within  which  it  is  held,  and  the  handle  with  which  it 
is  operated,  all  combined.  This  purchase  and  use  was  in  i860 
or  1 86 1,  eight  years  before  the  date  of  the  patent  to  the  com- 
plainant. The  time  of  the  purchase  is  fixed  by  the  place 
where  the  purchaser  then  was,  and  his  enlistment  in  the  Union 
army,  which  he  would  not  be  likely  to  misremember,  and  the 
character  of  the  tool,  by  its  production  and  admission,  and  he 
says  that  the  person  of  whom  he  bought  it  had  more  of  them. 
This  evidence,  if  believed,  is  sufficient  to  make  it  quite  proba- 
ble that  the  complainant  was  not  the  original  inventor  of  the 
tool  claimed  by  him,  and  that  it  was  not  new  at  the  time  of  his 
application  for  a  patent,  but  that  it  had  been  in  public  use 
years  before. 

But  this  witness  further  testifies,  that,  while  he  was  at  War- 
ren, in  the  winter  of  1 860  and  1 86 1,  he  went  twice  to  Haverhill, 
to  a  photographer  by  the  name  of  Herbert,  to  get  glass  for 
his  business,  cutting  glass  there  with  the  same  cutter,  and  that 
he  distinctly  remembers  seeing  a  similar  tool  at  Mr.  Herbert's 
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gallery.  This  Mr.  Herbert  was  then  out  of  health,  and  his 
wife  assisted  him  in  his  work  in  the  galler}'.  Mr.  Herbert  is 
now  dead,  but  Mrs.  Herbert  is  still  living,  and  her  deposition 
has  been  taken  in  this  case  by  the  defendant  She  testifies 
that  she  was  married  to  her  husband  in  September,  1857  ; 
that  he  was  then  a  photographer  at  Haverhill,  New  Hamp- 
shire, and  that  he  continued  his  business  there  until  Septem- 
ber, 1865;  that  her  husband  was  out  of  health,  and  that  she 
went  into  his  gallery  in  the  spring  of  1859,  and  was  there  un- 
til the  business  was  closed  in  1865,  and  that  she  learned  the 
business  as  thoroughly  as  she  could,  to  help  her  husband.  She 
testifies  further  that  she  was  acquainted  with  Mr.  C.  L.  Mori- 
son,  who  was  at  Warren  in  the  spring  of  1861  ;  that  he  came 
to  the  gallery  of  her  husband  to  get  some  glass ;  that  they  had 
none  of  the  size  he  wanted,  and  he  cut  it  for  himself,  with  a 
tool  which  he  had  with  him.  This  tool  she  identifies,  and  says 
her  husband  then  had  a  similar  one,  which  they  used  in  their 
gallery  for  cutting  glass.  The  two  tools  were  so  similar  that 
she  marked  that  of  her  husband  with  the  letters  H.  F.  H.,and 
the  other  with  the  letter  M.,  she  thinks.  This  last  is  annexed 
to  her  deposition,  (defendant's  Exhibit  M,)  and  has  upon 
it  some  marks  which  may  have  been  put  there  by  her, 
but  they  are  not  very  legible.  Tlie  tool  which  was  used 
in  their  gallery,  marked  "H.  F.  H.,"  went  with  the  sale 
of  their  gallery,  and  she  has  not  seen  it  since.  Here,  then, 
are  two  of  these  tools  for  cutting  glass,  both  seen  by  Mr. 
Morison  and  by  Mrs.  Herbert,  one  produced  and  identified 
by  both,  and  the  other  similar,  and  the  time  of  their  use 
fixed  as  early  as  1861.  About  this  there  would  seem  to  be  no 
room  for  mistake,  unless  the  witnesses  are  wilfully  false. 

Again,  Morison  says,  that  after  his  discliarge  from  the  army, 
in  1865,  he  again  commenced  the  business  of  a  photographer,  at 
Haverhill,  New  Hampshire,  and  occasionally  used  the  tool, 
which  he  purchased  in  the  winter  of  i860  and  1861. 

Morris  S.  Lamprey,  another  witness,  says  that  he  knew 
Morison  in  the  army,  and  that,  after  their  discharge,  he  visited 
him  at  Haverhill,  and  that  while  there  he  was  in  his  photo- 
graph-gallery and  was  shown  a  tool  for  cutting  glass,  and 
saw  glass  cut  with  it.     He  says  it  went  with  a  wheel,  and  was 
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similar  to  defendant's  Exhibit  M,  (tlie  tool  which  Morison  pur- 
chased in  ]86o-'6i),  wheel  set  in  wood  similar  to  this.  Should 
think  this  might  be  it,  but  could  not  swear  to  it ;  could  not 
swear  to  the  length  of  handle.  Says  he  stood  near,  watching 
the  process,  and  afterward  the  tool  was  held  up  near  his  eyes, 
and  the  cutter  rolled  with  the  finger.  Now,  this  witness  does 
not  swear  positively  to  the  identity  of  the  tool;  but  he  does 
swear  that  it  was  similar  to  the  one  annexed  to  the  deposition 
of  Mrs.  Herbert  (Exhibit  M),  and  as  Morison  swears  that  this 
is  the  only  tool  of  the  kind  he  ever  had,  it  makes  it  quite  cer- 
tain this  was  the  tool  which  he  saw. 

Warren  S.  Hill,  an  expert,  called  as  a  witness  by  defendant, 
says  that  the  rotary  cutter  in  Exhibit  M  is  the  same,  in  kind 
and  form,  as  that  described  in  letters  patent  to  the  plaintiff,  No. 
91,150.  So  says  another  expert,  Edward  H.  Johnson.  In- 
deed, there  can  be  no  doubt  the  tool  described  in  the  com- 
plainant's letters  patent  No.  91,150  and  the  one  purchased  by 
Morison  in  the  winter  of  i860  and  1861,  are  substantially 
similar  in  form,  material,  construction  and  use.  This,  I  think, 
was  conceded  in  the  argument. 

So  far,  there  would  seem  to  be  very  little,  if  any,  doubt, 
that  in  the  winter  of  i860  and  1861,  Charles  L.  Morison 
purchased  a  tool  embodying  the  complainant's  invention,  con- 
structed subtantially  in  the  same  way,  and  used  for  the  same 
purpose.  It  would  also  seem  very  probable  that  Henry  F. 
Herbert  had  a  similar  tool,  used  for  the  same  purpose,  at  the 
same  time,  and  up  to  1865.  If  so,  the  complainant's  case  must 
fail,  because  he  was  not  the  original  inventor.  J^uA  v. 
Lippincotty  2  Fish.,  i. 

But  the  case  does  not  rest  solely  upon  this  evidence.  Milo 
Bailey,  another  witnesss  called  by  the  defendant,  testifies  that 
he  is  a  trader  at  Haverhill,  New  Hampshire,  at  Haverhill  Cor- 
ner; that  he  traded  at  theOliverian  Village  in  that  town  from 
i860  to  1867,  and  in  1867  removed  to  the  Corner.  He  says 
that  while  trading  at  the  Oliverian  Village  in  1865,  latter  part, 
or  1866,  he  purchased  some  rotary  glass-cutters,  either  three 
or  six,  of  a  peddler;  that  he  has  one  of  them  now,  which  he 
annexes  to  his  deposition,  marked  O ;  that  he  sold  the  others, 
one  to  Michael  Carlton,  Jr.  ;  that  these  cutters  were  for  cut- 


312  DISTRICT  OF  NEW   HAMPSHIRE. 

Monce  v,  Woodworth. 

ting  glass,  and  that  he  used  the  one  retained  by  him  for  cutting 
glass,  and  that  he  so  used  it  at  the  Oliverian  Village  before  he 
moved  thence,  in  1867.  This  was  two  years  or  thereabouts  be- 
fore the  granting  of  the  patent  to  the  plaintiff,  in  1869.  He  says, 
he  recollects  the  fact  of  having  the  tool  before  he  moved  from 
the  Oliverian  Village;  that  he  kept  it  in  the  money-drawer, 
and  used  it  to  cut  glass  when  he  had  not  the  size  to  suit  a 
customer ;  that  was  what  he  bought  and  used  it  for. 

Charles  K.  Carlton,  being  called  as  a  witness,  says  that  his 
father,  Michael  Carlton,  Jr.,  purchased  a  rotary  glass-cutter  of 
Milo  Bailey  in  the  spring  or  summer  of  1867  ;  that  he  stood  be- 
side him  when  he  purchased  it ;  and  it  has  since  been  in  his 
father's  or  his  own  possession, and  was  bought  to  cut  glass  with, 
and  has  been  so  used,  and  for  nothing  else.  He  says  it  was  pur- 
chased when  Mr.  Bailey  first  moved  to  Haverhill  Corner,  and 
when  the  store  was  entirely  new,  newly  repaired.  He  says 
this  tool  had  upon  it  a  label  or  paper,  on  which  was 
printed  "  carbonized  disk,"  which  he  removed  at  or  about  the 
time  of  the  taking  of  his  deposition.  This  tool  is  produced, 
marked  P,  and  is  identical  in  appearance  with  the  one  marked 
O,  and  the  two  are  identical  in  construction  with  the  one  pur- 
chased and  produced  by  Mr.  Morison.  Here,  then,  are  three 
tools  shown,  which  are  claimed  and  proved  to  have  been  pur- 
chased and  used  prior  to  the  granting  of  the  complainant's 
patent,  and  one  of  them  several  years. 

To  overcome  this  testimony  of  the  defendant,  the  complain- 
ant offers  the  testimony  of  George  Henry,  who  says  he  has 
been  engaged  in  the  manufacture  of  the  carbonized-disk  glass- 
cutter;  that  he  commenced  in  the  latter  part  of  1869,  and  con- 
tinued somewhat  over  two  or  three  years.  At  first  he  disposed 
of  them  to  persons  "  coming  along,"  "  happening  in,"  but  the 
greater  part  to  one  man,  a  Mr.  Brooks ;  and  that,  in  all,  he 
manufactured  some  sixty  or  seventy  thousand  of  them.  Upon 
being  shown  the  tools  exhibited  by  the  defendant,  marked  M, 
O,  P,  he  says  he  thinks  or  believes  he  made  them  at  his  shop, 
and  gives  his  reason  for  such  belief,  that  the  brasses  are  driven 
in  in  the  same  way,  and  pinned  in  the  same  way,  and  that  the 
general  style  is  altogether  the  same.  There  was  no  mark  upon 
them  but  the  paper  label. 
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Charles  Brooks,  another  witness,  called  by  the  complainant, 
states  that  he  had  bought  and  sold  the  carbonized-disk  cutter 
made  by  Mr.  Henry  for  three  or  four  years ;  that  the  amount 
of  his  trade  was,  in  all,  seven  or  eight  thousand  dollars.  Upon 
being  shown  the  tools  marked  M,  O,  P,  he  says  he  should  say 
they  were  similar  to  the  tools  made  by  Mr.  Henry,  and  that 
they  were  a  part  of  the  tools  made  by  him,  in  his  belief. 

Neither  of  these  two  witnesses,  however,  swear  positively 
that  Henry  made  these  tools.  There  is  no  certain,  sure  mark 
upon  them,  beyond  a  general  similarity,  and  the  paper  label, 
which  seems  to  have  been  on  one  of  them.  Now,  if  they  could 
identify  them  as  made  by  Mr.  Henry,  would  the  testimony  of 
those  two  witnesses  overbear  the  testimony  of  the  defendant's 
witnesses,  fixing  the  time  and  reciting  the  circumstances  with 
the  particularity  that  they  do  ? 

There  are  other  witnesses  called,  to  whom  I  have  not  alluded, 
because  I  have  found  nothing  in  their  testimony  which  could 
have  changed  the  probabilities  of  the  case,  or  the  balance  of 
testimony. 

The  letters  patent  to  the  plaintiff  ^x^ prima  fcuie  evidence  of 
the  novelty  of  the  invention,  and  the  burden  of  proof  is  upon 
the  defendant  to  overcome  this  evidence,  and  in  this  case  I  think 
he  has  done  it. 


Barnard  &*  MiUhelly  iot  the  complainant. 
Pike  &*  BlodgetU  for  the  defendant. 
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Nathan  G.  Miller 

vs. 

Friend  W.  Smith  et  al.    In  Equity. 

upon  the  construction  given  by  the  court  to  the  second  claim  of  the  patent 
granted  to  James  W.  Lyon,  for  improvement  in  padlocks,  dated  April 
22d,  1862,  and  numbered  35,030,  the  defendants  At/d  not  to  have  in- 
fringed. 

(Before  Shipman,  J.,  District  of  Connecticut,  May,  1879.) 

Shipman,  J. 

This  is  a  bill  in  equity,  based  upon  the  alleged  infringement 
of  letters  patent  which  were  granted  to  James  W.  Lyon,  on 
April  2 2d,  1862,  for  an  improvement  in  padlocks.  The  patent 
was  assigned  to  the  plaintiff  on  March  i8th,  1S74. 

The  device,  which  is  alleged  to  be  an  infringement,  is  used 
upon  the  post-office  street  letter-boxes  in  various  cities  of  the 
country,  and  is  manufactured  by  the  defendants  under  a  con- 
tract with  the  United  States  Government,  and  was  patented 
December  23d,  1873.  It  was  adopted  by  the  Post-Office  De- 
partment after  a  competitive  trial,  and  is  a  secure  and  success- 
ful lock.  There  is  no  evidence  that  the  plaintiff's  lock  has  ever 
been  manufactured,  and  there  is  satisfactory  evidence  that  it  is 
an  unsafe  lock.  The  patent  was  purchased  after  the  plaintiff 
knew  that  the  defendants  had  obtained  their  contract. 

The  specification  of  the  plaintiff's  patent  states  as  follows : 
"  The  first  part  of  my  invention  consists  in  combining  with  the 
shackle  two  separate  and  independent  sets  of  tumbler-catches 
— one  set  to  lock  the  heel,  and  the  other  set  to  lock  the  front  or 
staple  of  the  shackle — the  two  sets  being  so  arranged  and  so 
adapted  to  each  other,  substantially  as  hereinafter  described, 
that  both  sets  are  released  from  the  shackle  by  the  direct  action 
of  the  key  lifting  the  several  tumblers  of  each  set,  in  the  usual 
manner  of  actuating  tumblers,  by  a  key,  and  without  the  em- 
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ployment  of  other  intervening  mechanism,  between  the  key  and 
either  end  of  the  shackle,  than  the  tumbler-catches,  which  are 
each  so  constructed  and  so  arranged  and  adapted  to  each  other 
in  the  combination  as  to  perform  the  function  of  a  catch  or 
bolt,  a  tumbler,  and  a  detector,  the  whole  performing  the  office, 
and  afifording  the  security  of  a  double  series  of  tumbler-catches. 

'*  The  second  part  of  my  invention"  (which  is  the  part  claimed 
to  have  been  infringed)  *^  consists  in  providing  against  the  re- 
lease of  the  tumbler-catches  from  the  heel  of  the  shackle  by  the 
action  of  a  key,  other  than  the  proper  key  or  a  duplicate  thereof, 
by  the  relative  arrangement  of  the  grooves  gy  in  the  dogs  or 
tumbler-catches  a,  with  the  pins  or  flanges  b  on  the  part//,  pro- 
jecting from  the  heel  of  the  shackle,  whereby  they  act  in  com- 
bination with  each  other  as  guards  or  detectors  against  at- 
tempts to  open  the  lock  with  a  key  or  other  ingtrument  which 
will  move  the  tumblers  a  to  a  greater  or  less  distance  than  the 
proper  key."  The  second  claim  is  as  follows  :  **  I  claim  in 
combination,  the  grooves  g^  in  the  dogs  a,  and  the  flanges  or 
pins  on  the  projecting  part  of  the  heel  of  the  shackle,  substan- 
tially as  and  for  the  purpose  described." 

If  the  second  claim  is  for  a  combination  of  gated  tumblers, 
called  grooves  in  the  patent,  which  must  be  moved  to  a  definite 
distance  before  the  lock  can  be  unlocked,  with  a  stump  or  pro- 
jection mounted  upon  the  heel  of  a  shackle,  extending  below 
the  point  of  suspension  of  the  shackle,  on  the  opposite  side  of 
the  pivot  from  the  nose,  these  parts  being  so  arranged  that  the 
ends  of  the  tumblers  nearest  the  stump  are  in  such  location, 
with  respect  to  the  stump  on  the  heel,  that  the  parts  of  the 
tumblers  in  which  there  are  no  gates  will  directly  resist  any  at- 
tempt to  open  the  shackle  until  the  tumblers  are  so  moved  that 
the  gates  come  directly  opposite  the  stump,  then  the  defendants 
infringe.  In  other  words,  if  the  plaintiff's  patent  is  broad 
enough  to  include  any  projection  upon  the  heel  of  a  shackle, 
extending  downward  below  the  pin  on  which  the  shackle  vi- 
brates, and  acting  in  combination  with  grooved  or  slotted  tum- 
blers, so  as  to  enter  the  slots  of  the  tumblers  when  the  tumblers 
are  acted  upon  by  the  proper  key,  then  it  includes  the  defend- 
ants' lock. 

But  I  think  that  the  second  claim  of  the  plaintiff's  patent  is 
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for  the  particular  mechanism  therein  specified.  Padlocks,  lock- 
ing either  with  single  or  double  acting  tumblers  or  levers  or 
slides,  and  locking  either  at  the  heel  or  nose  of  the  shackle,  or  by 
means  of  a  stump  or  projection  extending  from  the  heel  en- 
gaging with  gated  tumblers  (the  term  "  heel"  including  that 
portion  of  the  shackle  which  is  at  all  times  within  the  case), 
are  old,  and,  so  far  as  the  principle  of  operation  is  concerned, 
it  is  not  material  to  which  part  of  the  bolt  or  shackle,  within  the 
case,  the  tumbler  is  applied.  In  the  present  state  of  lock-mak- 
ing an  inventor  can  hardly  obtain  an  exclusive  right  to  the 
location  of  his  mechanism  upon  any  particular  part  of  the  bolt 
or  shackle. 

The  invention  of  the  plaintiff's  assignor,  which  is  mentioned 
in  the  second  claim,  did  not  consist  in  placing  a  stump  or  pin 
upon  an  exten^on  of  the  heel  of  the  shackle  below  the  point  of 
suspension  of  the  shackle  upon  its  pivot,  but  it  consisted  in  the 
manner  of  the  construction  of  the  flanges  or  pins  upon  the 
projection  which  together  answered  the  purposes  of  a  stump, 
and  in  the  manner  in  which  it  engaged  with  the  tumblers.  This 
invention  was  one  of  narrow  limits.  His  padlock  had  two 
parallel  plates  having  grooves  upon  their  inner  and  opposed 
faces  or  slots,  and  a  projection  extending  below  the  pivot  on 
the  heel  of  the  shackle,  on  which  were  flanges  or  pins,  which, 
bearing  against  the  ends  of  the  plates  or  tumblers,  prevented 
the  shackle  from  being  turned  until  the  tumblers  were  so  turned 
by  the  key  that  the  flanges  or  pins  were  in  opposition  to  the 
grooves  or  slots,  when  the  shackle  could  be  turned,  the  end  of 
the  projection  passing  between  the  plates,  as  the  grooves  or 
slots  received  the  flanges  or  pins. 

The  lock  of  the  defendants,  as  shown  in  their  patent,  has  a  long 
curved  L-shaped  arm  extending  from  the  heel  of  the  shackle 
below  the  point  of  suspension  of  the  shackle  upon  its  pivot. 
A  key,  inserted  in  the  key-hole  which  opens  in  the  bottom  of 
the  case,  is  brought  to  bear  upon  a  set  of  slotted  loosely-pivoted 
tumblers  resting  upon  each  other,  raising  them  until  their  slots 
come  into  line  with  each  other  and  directly  opposite  the  end  of 
the  arm  of  the  shackle  which  had  rested  against  the  shoulders 
of  the  tumblers,  and  is  then  caused  to  enter  the  slots. 

There  is  no  infringement.     Let  the  bill  be  dismissed. 
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Charles  E,   Mitchell  and  Benjamin  F.  Thurston,  for  the  com- 
plainant. 


Jtodney  Mason,  for  the  defendants. 


Mary  A.  Robinson  et  al.   ' 

vs, 
Reune  R.  Randolph.    In  Equity. 

The  court  has  power,  at  all.  times  and  in  all  cases,  and  upon  such  terms  as 
may  be  directed,  to  allow  a  replication  to  be  filed  nunc  pro  tunc^  when 
the  defendant  has  lost  nothing  by  the  delay,  or  when  a  reasonable  excuse 
is  given  for  the  neglect  to  file  it  within  the  prescribed  time. 

Where  negotiations  for  a  settlement  were  pending  after  the  filing  of  the  an- 
swer, and  complainant,  for  that  reason,  neglected  to  file  a  replication, 
and  the  defendant  had  not  suffered  by  the  delay  :  Held^  that  a  replication 
might  be  filed  nunc  pro  tunc — the  defendant  being  given  leave  to  apply 
to  the  court  on  the  first  day  of  the  next  term,  for  a  dissolution  of  an 
existing  preliminary  injunction,  if  the  case  was  not  then  on  the  calendar 
for  final  hearing,  from  any  neglect  of  the  complainant. 

(Before  Nixon,  J.,  District  of  New  Jersey,  May,  1879.) 

Nixon,  J. 

This  is  an  application  under  the  66th  Rule  in  Equity,  for  an 
order  dismissing  the  complainants'  bill,  for  want  of  a  repli- 
cation. 

That  rule  requires  the  plaintiff  to  file  a  general  replication 
to  the  answer,  on  or  before  th«  next  succeeding  rule  day 
after  the  filing  of  the  answer,  and  entitles  the  defendant  to  an 
order,  as  of  course^  for  the  dismissal  of  the  suit,  if  the  plain- 
tiff omits  or  refuses  to  reply  within  the  prescribed  time.  The 
court,  however,  has  power,  at  all  times  and  in  all  cases,  and 
upon  such  terms  as  may  be  directed,  to  allow  a  replication  to 
be  filed  nunc  pro  tunc,  when  the  defendant  has  lost  nothing  by 


3l8  DISTRICT  OF  NEW  JERSEY. 

Robinson  v.  Randolph. 

the  delay,  or  when  a  reasonable  excuse  is  given  for  the  neg- 
lect. 

The  plaintiffs,  on  the  hearing,  accounted  for  the  delay,  by 
alleging  that  propositions  for  compromise  had  been  pending 
since  the  filing  of  the  answer,  and  that  the  plaintiffs  have  not 
been  without  hope  that  the  further  expenses  of  litigation  might 
be  avoided  by  an  amicable  arrangement,  between  the  parties, 
of  the  matter  in  controversy.  The  defendant  has  put  in  an 
affidavit  in  reply,  in  which  he  substantially  confesses,  that 
negotiations  for  settlement  have  been  pending.  He  states, 
that  propositions  were  made  by  him  to  the  complainant, 
Childs,  and  by  the  said  complainant  to  him,  and  that  no  satis- 
factory result  was  reached  by  the  parties.  Nor  could  the 
case  have  been  ready  for  hearing  at  the  March  term  of  the 
court,  with  all  possible  diligence,  under  the  rules.  Hence,  the 
defendant,  if  desiring  a  speedy  trial,  has  not  been  balked  by 
the  delay.  If  time  had  been  lost,  I  should  have  vacated  the 
order  for  a  preliminary  injunction,  and  left  the  parties  in  statu 
quo  until  the  final  hearing. 

No  injustice  is  done  by  allowing  the  plaintiffs  to  file  a 
general  replication  nunc  pro  tuncy  and  at  the  same  time,  giving 
leave  to  the  defendant  to  apply  to  the  court,  on  the  first  day 
of  the  next  term  for  a  dissolution  of  the  injunction,  if  the 
case  is  not  then  on  the  calendar  for  final  hearing,  from  any 
neglect  to  speed  the  cause  on  the  part  of  the  complainants, 
and  it  is  ordered  accordingly. 

5.  B,  Ransom  for  the  complainants. 

Jos.  F.  Randolph  for  the  defendant. 
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George  H.  Wooster 

vs. 

The  Howe  Machine  Company.    In  Equity. 

Where  a  complainant  moves  for  an  injunction,  and  it  is  denied  on  defects 
pointed  out,  it  is  too  late  to  renew  his  motion,  on  papers  designed  to 
cure  such  defects,  if  he  wait  until  after  the  defendant  has  closed  his 
proofs  for  final  hearing. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  May,  1879.) 

Blatchford,  J. 

This  suit,  like  the  suits  against  Thornton,  Blake,  and  Handy, 
is,  so  far  as  the  Johnston  nifSer  is  concerned,  substantially  a 
suit  against  the  Johnston  RufSer  Company,  as  the  four  suits 
are  all  defended  by  that  company.  The  fact  that  since  the 
motions  for  injunctions  in  the  suits  against  Thornton  and 
Blake  were  denied,  and  before  the  present  motion  in  this  suit 
was  brought,  the  proofs  for  final  hearing  on  the  part  of  the 
defendants  in  the  Thornton  and  Blake  suits  were  taken  and 
the  cases  made  ready  for  final  hearing,  so  far  as  the  defend- 
ants are  concerned,  is  a  sufficient  reason  for  not  now  granting 
the  motion  for  a  preliminary  injunction.  Where  a  plaintiff 
moves  for  an  injunction,  and  it  is  denied  on  defects  pointed 
out,  it  is  too  late  for  him  to  wait  until  after  the  defendant  has 
closed  his  proofs  for  final  hearing,  before  renewing  his  motion, 
on  papers  designed  to  cure  such  defects.  This  view  requires 
that  the  present  motion  be  denied,  without  considering  the 
question  whether  such  defects  are  now  cured. 

Frederic  H,  Beits  for  the  complainant. 

Benjamin  F,  Lee  for  the  defendant. 
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William  Gardner  et  al.     \ 

vs. 
Martin  Herz  et  al.    In  Equity.* 

The  reissued  letters  patent  granted  to  George  Gardner,  William  Gardner 
and  Jane  E.  Gardner,  July  4th,  1876,  for  an  *'  improvement  in  chair  seats/' 
(the  original  patent  having  been  granted  to  George  Gardner  and  Gard- 
ner &  Gardner,  May  21st,  1872,  on  the  invention  of  George  Gardner,) 
are  void. 

The  invention  consisted  in  constructing  chair  seats  of  two  or  more  veneers 
of  wood,  with  the  grains  crossing  each  other,  the  veneers  being  glued  to- 
gether by  an  adhesive  substance,  and  in  perforating  the  seat  with  holes, 
for  ventilation  and  ornament 

All  except  the  perforations  is  described  in  letters  patent  grAnted  to  John  K. 
Mayo,  December  26th,  1865,  for  "  improved  material  for  roofing,  tubing, 
tank,  wainscotting,  boats,  and  other  structures/'  and  in  Division  £  of 
the  reissue  of  that  patent,  granted  August  i8th,  1868. 

As  to  the  perforations,  the  invention  was  nut  patentable,  because  sheet 
metal  seats  of  chairs  had  before  been  perforated,  also  india  rubber  and 
gutta  percha  seats  for  chairs. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  May,  1879.) 

Blatchford,  J.] 

^;  This  is  a  motion  for  a  preliminary  injunction,  founded  on 
reissued  letters  patent  granted  to  George  Gardner,  William 
Gardner  and  Jane  E.  Gardner,  July  4th,  1876,  for  an  "im- 
provement in  chair  seats,*'  the  original  patent  having  been 
granted  to  George  Gardner  and  Gardner  &  Gardner,  May 
21  St,  1872,  on  the  invention  of  George  Gardner.  The  specifi- 
cation of  the  reissue  states,  that  the  '^  invention  relates  to 
bottoms  for  seats,  and  consists  in  constructing  the  said  seats 
of  two  or  more  veneers  of  wood,  with  the  grains  crossing 
each  other,  the  said  veneers  of  wood  being  glued  together  by 
an  adhesive  substance  ;  "  that  **  veneers,  when  thus  arranged, 

*  16  Blatchf.  C,  C.  R.,  303. 
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that  is  to  say,  with  the  grains  crossing  each  other,  or  diversi- 
fied, will  make  a  seat  which,  for  durability  and  economy,  will 
be  found  to  be  a  very  useful  improvement ; "  that  the  seat 
maybe  made**  either  solid  or  perforated;"  that  **  the  per- 
forated seats  are  made  by  boring  a  round  hole,  of  any  de- 
sign desired;"  that  **  the  perforated  seats  are  desirable,  as 
they  are  ventilated  and  ornamental ; "  that  **  the  veneers,  with 
the  grains  crossed  or  diversified  and  glued  together,  become 
homogeneous,  thus  making  a  solid  piece  of  wood,"  from 
which  the  bottom  of  the  seat  is  made,  **  which,  when  perfo- 
rated and  varnished,  is  ready  for  the  market;  "  that  **  veneers, 
when  thus  arranged,  that  is  to  say,  with  the  grain  running 
crosswise  or  in  diverse  directions,  will  make  a  bottom  for  a 
seat,  which,  for  economy  and  durability,  will  be  found  to  be 
a  very  useful  improvement;"  and  that  **  the  bottoms  thus 
made  may  be  left  solid,  or  perforated  after  some  design  agree- 
able to  the  fancy  of  the  one  having  them  made. ' '  The  speci- 
fication also  states,  that  a  slight  concave  configuration  may  be 
given  to  the  seat,  to  add  to  the  comfort  of  the  party  using  it ; 
and  that  the  bottom  thus  made  is  secured  to  a  frame,  which 
surrounds  it,  and,  through  the  latter,  is  secured  to  the  frame 
of  the  seat.  The  claims  are  six  in  number:  i.  As  a  new 
article  of  manufacture,  a  bottom  for  a  seat,  constructed  of 
two  or  more  veneers  or  thin  layers  of  wood,  with  the  grain  of 
the  one  layer  crossing  that  of  the  other,  and  the  whole  secured 
together  with  an  adhesive  substance,  substantially  as  set  forth. 
2.  As  a  new  article  of  manufacture,  a  bottom  for  a  seat  frame, 
constructed  of  two  or  more  veneers  or  thin  layers  of  wood, 
with  the  grain  of  the  one  layer  crossing  that  of  the  other,  said 
layers  being  secured  together  by  an  adhesive  substance,  and 
having  perforations  formed  therein  for  the  purpose  of  ven- 
tilation or  ornamentation,  substantially  as  set  forth.  3.  The 
combination  of  a  seat  bottom,  constructed  of  two  or  more 
veneers  or  thin  layers  of  wood,  with  the  grain  of  the  one 
layer  crossing  that  of  the  other,  and  the  whole  secured  to- 
gether by  an  adhesive  substance,  with  the  frame  of  the  seat, 
substantially  as  set  forth.  4.  The  combination  of  a  seat  bot- 
tom, constructed  of  two  or  more  veneers  or  thin  layers  of 
wood,  the  grain  of  the  one  layer  crossing  that  of  the  other, 
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and  the  whole  secured  together  by  an  adhesive  substance,  and 
provided  with  perforations  for  the  purpose  of  ventilation  or 
ornamentation,  with  the  frame  of  a  seat,  substantially  as  set 
forth.  5.  As  a  new  article  of  manufacture,  a  wooden  bottom 
for  seats,  provided  with  perforations  for  the  purpose  of  ven- 
tilation or  ornamentation.  6.  As  a  new  article  of  manu- 
facture, a  seat  bottom  constructed  of  two  or  more  veneers  or 
thin  layers  of  wood,  the  grain  of  the  one  layer  crossing  that  of 
the  other,  and  secured  together  by  an  adhesive  substance, 
said  bottom  thus  formed  having  a  curved  or  concave  configu- 
ration on  its  upper  side,  substantially  as  set  forth."  The  de- 
fendants make  seat  bottoms  constructed  of  two  or  more 
veneers  or  thin  layers  of  wood,  with  the  grain  of  the  one 
layer  crossing  that  of  the  other,  and  the  whole  secured  to- 
gether with  an  adhesive  substance  ;  and  there  are  slots  or  slits 
cut  through  the  seat,  as  long  as  the  length  of  the  seat  bottom 
from  front  to  rear,  leaving  longitudinal  holes  of  that  length, 
and  thus  forming  ribs  or  slats,  the  effect  of  which  is  to  make 
the  seat  bottom  yielding  and  elastic. 

A  patent  was  granted  to  the  defendant  Mayo,  December 
26th,  1865,  for  "  improved  material  for  roofing,  tubing,  tank, 
wainscotting,  boats  and  other  structures.*'  The  specification 
of  that  patent  states,  that  the  invention  is  an  **  improvement 
in  the  manufacture  of  material  for  structures  generally." 
The  specification  says :  **  The  scale  used  in  the  ensuing  de- 
scription consists  of  a  thin  layer  of  wood  cut  from  a  board  or 
log  and  forming  a  veneer.  My  invention  consists  in  cement- 
ing together  a  number  of  these  scales  or  veneers,  with  the 
grain  of  the  successive  pieces  running  crosswise  or  diversely. 
A  number  of  these  scale  boards,  their  surfaces  having  been 
previously  treated  with  cement  or  analogous  materials,  are  so 
laid  together  as  to  cross  the  grain  of  the  respective  pieces,  so 
as  to  form  a  firm  material  for  the  construction  of  houses, 
boats,  ships,  tanks,  floors,  pipes,  drains,  sewers,  packing  cases, 
boxes,  barrels,  sidewalks,  cans,  pails,  tubs,  firkins,  measures, 
cheese  boxes,  trunks,  valises,  dry  docks,  canal  locks,  mill  and 
factory  flumes,  masts,  spars,  outside  covering  and  inside  finish 
of  houses,  stores,  shops,  depots  and  warehouses,  fences,  cover- 
ing of  piles,  railroad  cars,  railroad  and  suspension  bridges, 
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railroad  tracks  and  sleepers,  wagons,  carriages  and  carts,  bed- 
steads, sacking,  mattresses  and  covering  of  beds,  sofas  and 
sofa  bedsteads,  divans,  lounges,  chairs  and  settees.  In  house 
architecture,  the  weather  boarding  and  inside  finish  of  the 
house  may  consist  of  this  material,  and  in  vessels  of  every 
kind  it  may  be  made  the  covering  or  lining  of  the  ribs  or 
skeleton,  or,  in  some  instances,  may  form  the  body  of  the 
articles,  as,  for  instance,  in  pipes,  in  which  the  layers  are 
united  by  an  impervious  cement,  and  so  applied  to  each  other 
that  the  grain  of  one  will  be  lengthwise  of  the  pipe,  of  an- 
other will  be  at  right  angles  to  the  former,  and,  if  others 
are  added,  may  be  spirally  around  it.  By  the  well-known 
processes  of  wet  and  dry  heating,  such  a  pliability  may  be  given 
to  the  layers  as  to  permit  them  to  readily  assume  various 
figures,  or  be  laid  upon  irregular  objects,  with  the  giain  of 
the  respective  pieces  running  diversely,  so  as  to  prevent 
splitting.  I  cannot  pretend  to  anticipate  all  the  various  uses 
to  which  this  scale  board  may  be  applied,  but,  suffice  it  to  say, 
that,  by  the  means  employed,  I  am  enabled  to  make  a  very 
strong  and  light  structure,  of  whatever  shape  it  may  be,  or 
for  whatever  purpose  it  may  be  designed.  It  is  capable  of 
being  made  an  effective  and  elegant  substitute  for  the  usual 
covering  of  the  walls  of  rooms.  For  flooring  it  is  also  availa- 
ble, especially  in  cases  where  it  is  an  object  to  make  apart- 
ments air-tight,  as  in  ice-houses,  fruit  chambers  and  other 
rooms  which  it  is  desired  to  isolate  for  any  purpose."  The 
claim  of  the  patent  is:  **  The  application  of  scale  boards  or 
veneers  in  layers,  the  direction  of  whose  grain  is  crossed  or 
diversified,  and  which  are  connected  together,  forming  a  ma- 
terial for  the  construction,  lining  or  covering  of  land  and  ma- 
rine structures."  This  patent  was  reissued  August  jSth, 
1868,  in  eight  divisions,  on  eight  separate  amended  specifica- 
tions, to  John  K.  Mayo,  Andre  Gushing  and  G.  B.  Gushing. 
Division  E  is  a  reissue  for  an  **  improvement  in  house  decora- 
tions, furniture,  fittings  and  the  like."  The  specification 
says:  **  The  invention  consists  in  constructing  various  house 
decorations,  furnishings  and  fittings  of  a  plurality  of  scale 
boards  or  thin  sheets  or  veneers  of  wood,  cemented  or  other- 
wise firmly  connected  together,  with  the  several  scales  or 
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thicknesses  so  placed  that  the  joints  (ends  or  edges)  shall  be 
broken  by  each  alternate  layer,  and  the  grain  of  the  wood 
crossed  or  diversified,  so  that  they  will  afford  to  each  other 
mutual  strength,  support  and  protection  against  checking, 
splitting,  swelling  or  shrinking.  *  *  *  In  the  chair,  fig. 
2,  the  bottom,  6,  may  be  formed  of  a  flexible  material,  made 
up  by  the  union  of  two  or  more  thin  layers  of  wood,  having 
the  grain  crossed  or  diversified  in  direction,  and  united  by 
suitable  cement."  Various  other  articles  of  house  decoration, 
fitting  and  furnishing  are  specified,  to  the  construction  of 
which  the  invention  is  stated  to  be  applicable.  The  claim  is  : 
**  The  employment  or  use  of  the  compound  scale  board  here- 
inbefore described,  in  the  formation  of  the  specified  or  analo- 
gous  structures  or  articles  of  house  decoration,  fitting  and 
furnishing." 

What  is  claimed  in  the  first  claim  of  the  Gardner  reissued 
patent  is  clearly  described  in  the  two  Mayo  patents,  both  of 
which  were  issued  prior  to  the  original  Gardner  patent.  The 
original  Gardner  patent  claimed,  ''  as  a  new  article  of  manu- 
facture, a  chair  seat  constructed  of  veneers  of  wood  with  the 
.grain  running  crosswise  of  each  other,  and  glued  together,  all 
substantially  as  set  forth,  and  for  the  purposes  specified.''  The 
specification  stated,  that  "the  seats  may  be  left  solid^  or  per- 
forated after  some  design  agreeable  to  the  fancy  of  the  one 
.having  them  made,"  but  there  was  no  claim  in  respect  of  any 
perforations.  On  what  ground  the  Patent  Office  granted  the 
claim  of  the  original  Gardner  patent,  or  the  first  claim  of  the 
reissued  Gardner  patent,  in  view  of  the  original  and  re- 
.issued  Mayo  patents,  it  is  impossible  to  conjecture.  The  only 
conclusion  can  be  that  the  Mayo  patents  were  twice  over- 
looked. 

The  next  subject  is  the  perforations.     A  reissued  patent  was 

tgranted  to  Isaac  P.  Tice,  as  assignee  of  Austin  S.  Smith,  the 

^inventor,  June  27th,  1865,  for  an  "improved  chair  bottom  or 

.back,**  the  original  patent  having  been  granted  to  said  Smith, 

May  25th,  I858.     The  specification  of  the  reissue  describes  the 

making  of  the  bottoms  or  seats  of  chairs  of  perforated  sheet 

metal,  and  attaching  the  edges  of  the  sheet  of  perforated  metal 

to  a  supporting  frame  of  wood  or  other  stiff  material  of  suit- 
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able  form,  by  nails,  tacks  or  other  suitable  fastenings.  It  states 
that  the  perforatioits  may  be  of  any  suitable  form,  as  circular 
or  of  a  form  resembling  the  reticulations  produced  by  inter- 
hicing  the  strips  of  cane  in  a  cane  bottom  ;  that  the  sheet  metal 
is  not  only  as  good  as  cane  in  coolness  and  in  the  ventilation 
it  affords  to  the  clothing  of  persons,  but  is  cheaper  and  more 
durable,  and  so  much  smoother  as  to  be  less  destructive  to 
wearing  apparel.  A  patent  was  granted  to  J.  W.  Cochran, 
May  22d,  1866,  for  a  **chair,  sofa  and  car  seat. "  The  specification 
states  that  the  '^  invention  consists  in  the  employment  of  India 
rubber  or  gutta  percha  enamelled  in  whole  or  perforated 
(open  worked)  sheets  for  the  seats  and  backs  of  chairs,  sofas, 
car  seats,  carriages  and  lining  thereof  and  for  mattresses ;  "and 
that  "  the  material  may  be  attached  either  by  lacing,  gluing, 
cementing,  screwing  or  nailing."  The  drawing  shows  a  chair 
scat  with  circular  perforations  in  it.  A  chair  seat  of  perfora- 
ted sheet  metal,  or  perforated  enamelled  India  rubber  or  gutta 
percha,  has  every  feature  of  ventilation  and  ornamentation,  as 
resulting  from  the  perforations,  that  the  perforated  chair  seat 
of  the  Gardner  patent  has.  The  perforations  in  the  Gardner 
seat  are  not  described  as  serving  any  other  end  than  ventilation 
and  ornamentation.  In  view  of  the  prior  perforated  seats  there 
was  no  patentable  novelty  in  perforating  a  wooden  bottom. 
No  claim  is  made  that  the  defendants  have  infringed  the  sixth 
claim  of  the  Gardner  reissue.  As  to  the  first  five  claims  there 
is  nothing  new  or  patentable  in  them,  in  view  of  the  above 
references. 
The  motion  is,  therefore,  denied. 


Andrew  J.  Todd^  for  the  complainants. 
Frost  <y  Coe^  for  the  defendants. 
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George  P.  Cox 

vs. 
Charles  Ramsdell  et  al.  In  Equity. 

Letters  patent  No.  170,462,  dated  November  30th,  1875,  for  boot-trees,  and 
letters  patent  No.  170,980,  dated  December  14th,  1875,  for  boring-ma- 
chines, both  granted  to  Geo.  W.  Badger,  held  valid/and  infringed  by  the 
defendants. 

(Before  Lowell,  J.,  District  of  Massachusetts,  June,  1879  ) 

Lowell,  J. 

The  plaintiff  brings  his  suit  for  the  infringement  by  the  de- 
fendant  of  two  patents;  No.  1 70,462,  dated  November  30th,  1875, 
is  for  an  improved  boot-tree  for  making  india-rubber  boots,  and 
the  improvement  consists  in  thevery  simple  contrivance  of  mak- 
ing a  rectangular  hole  for  a  rectangular  nut,  instead  of  undertak- 
ing to  put  a  square  nut  in  a  round  hole,  which  is  proverbially 
unsatisfactory.  Both  inventions  were  made  by  one  Badger, 
who  was  in  the  employ  of  the  plaintiff,  and  were  assigned  to 
him  before  the  patents  were  issued.  The  evidence  satisfies  me 
that  the  change  is  a  useful  one  in  the  manufacture  of  this  kind 
of  boot-trees.  There  is  some  doubt  whether  it  is  new  with  the 
plaintiff's  assignor ;  but  upon  the  whole  evidence,  the  defend- 
ants have  failed  to  satisfy  me  that  it  is  not.  Of  the  infrioge- 
ment  I  entertain  no  doubt. 

The  other  patent  is  No.  170,980,  dated  December  14th,  1875, 
for  an  improvement  in  machines  for  boring  certain  holes  needed 
in  the  foot  part  of  these  boot-trees,  one  of  which  is  the  rectangu- 
lar hole  above  mentioned.  The  machine  consists  of  two  parts, 
and  the  claims  are  and  must  be  for  combinations,  because  all  the 
elements  of  boring  machinery  used  in  them  arb  old,  and  were 
familiar  to  mechanics  in  1875. 

The  first  and  third  claims  are  charged  to  be  infringed.  The 
first  is  for  an  arrangement  or  combination  for  boring  the  ver- 
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tical  hole  in  the  foot  part  of  the  boot-tree,  being  a  continuation 
of  the  hole  which  is  bored  in  the  leg  part,  the  two  being  used 
for  inserting  the  bolt  by  which  the  foot  and  leg  are  joined  or 
clamped  together  during  the  use  of  the  entire  boot-tree  in 
making  the  india-rubber  boot 

Considering  the  first  claim  as  one  for  a  combination,  I  think 
the  defendants  have  succeeded  in  evading  it  by  omitting  the 
stop  "m"  from  the  combination.  It  is  said  that  the  table 
operates  as  a  stop,  which  is  true  in  a  certain  sense ;  but  it  is 
more  accurate  to  say  that  the  arrangement  is  such  that  no  dis- 
tinct stop  is  needed,  but  the  table  suffices  for  the  work  without 
a  stop. 

The  third  claim  is  for  the  combination  or  arrangement  for 
boring  the  horizontal  hole  in  which  the  nut  is  to  be  inserted. 
I  have  had  much  doubt  whether  there  was  any  patentable 
novelty  in  this  part  of  the  machine,  considering  the  state  of 
the  art.  But  construing  it  very  narrowly  as  a  combination 
claim,  I  think  it  may  be  sustained,  as  a  slight  variation  in  ar- 
rangement from  any  machine  which  is  proved  to  have  existed 
before.  No  doubt  the  idea  of  boring  this  hole  by  machiner}' 
was  new ;  and  I  think  there  was  a  new  arrangement  of  ma- 
chinery. I  consider  that  the  evidence  makes  out  a  pretty  clear 
case  of  infringement;  even  when  the  clamp  is  used,  because  the 
clamp  appears  to  be  a  mere  substitute  and  a  known  one  for  the 
holding  device  of  the  third  claim.  The  decree  then  will  be,  that 
patent  No.  170^462  is  infringed;  that  the  third  claim  only  of 
patent  No.  170,980  is  infringed,  and  for  an  injunction  and  an 
account  so  far  as  infringement  has  been  found. 


7\  Z.    Wakefieldy  for  the  complainant. 
T,   W,  Clarkcy  for  the  defendants. 
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The  Elastic  Truss  Company 

vs. 
J.  A.  Page  et  al. 

Letters  patent  No.  70,324,  granted  to  Solon  Dike,  October  29tb,  1867,  for  a 
trass  and  supporter,  fuld  invalid  for  want  of  novelty. 

(Before  Lowell,  J.,  District  of  Massachusetts,  June,  1879.) 

Lowell,  J. 

This  case  furnishes  a  good  illustration  of  the  way  in  which 
a  meritorious  invention  may  be  justly  defeated,  and  yet  the  in- 
ventor may  have  honestly  claimed  an  article  of  manufacture 
which  he  invented,  and  supposed  that  he  was  the  first  to  make. 

The  patent  is  for  a  truss  made  up  of  a  flexible  body-brace, 
to  which  are  attached  adjustable  pads,  and  the  brace  and  pads 
are  kept  in  position  by  an  elastic  band  passing  round  the  body 
and  another  or  two  others  passing  under  the  thigh  or  thighs. 

There  are  three  particulars  in  which  the  complainant  finds 
novelty  in  its  truss :  First,  in  making  the  short  body-brace  or 
support,  which  covers  a  part  of  the  abdomen,  of  a  certain  degree 
of  flexibility,  so  that  it  will  bend  with  the  movements  of  the 
body,  but  will  not  wrinkle  or  bend  back  upon  itself.  Second, 
in  fastening  the  elastic  bands  with  a  slot  and  pin,  instead  of 
buckles.    Third,  in  making  the  pads  adjustable. 

The  defendants  deny  that  the  pads  of  the  plaintiff  are  adjust- 
able, in  any  proper  sense  to  make  them  new  in  the  combination. 
In  several  of  the  earlier  patents  the  statement  is  that  the 
pads  are  to  be  adjusted  or  adapted  to  the  patient,  and  they  are 
then  to  be  sewed  into  their  proper  position.  In  the  patent  of 
Dike  the  pads  are  set  upon  a  plate,  in  which  is  a  hole  for  a 
screw,  and,  in  order  to  adjust  a  pad,  it  is  screwed  upon  the  part 
of  the  body-brace  where  it  should  go.  It  is  not  adjustable  by 
any  contrivance  for  moving  it  when  once  it  has  been  screwed 
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into  position,  any  more  than  the  old  pads  when  sewed  into 
position. 

I  am  inclined  to  think  that  a  pad  and  plate  adapted  to  be 
screwed,  though  miscalled  adjustable,  might  be  a  new  element 
in  a  combination ;  but  this  I  do  not  decide.  Braces  or  sup- 
porters for  the  abdomen  more  or  less  flexible,  elastic  bands  for 
the  body  and  the  thighs,  and  fastenings  by  pin  and  slot  are 
found  in  some  of  the  several  earlier  patents  introduced  in  evi- 
dence. If  the  plaintiff's  adjustable  pads  are  not  a  new  ele- 
ment, then  the  combination  is  found  in  Wood's  English  patent 
g^nted  in  1859,  provided  his  support  or  brace,  to  which  the 
pads  are  attached,  is  flexible.  He  describes  his  support  or 
brace  as  '*  a  plate  of  metal,  or  of  any  other  suitable  material, 
of  such  shape  and  size  as  will  allow  of  its  being  comfortably 
worn,'*  &c.,  and  there  is  no  doubt  that  a  metal  plate  may 
be  made  flexible ;  but  whether  Wood  knew  that  flexibility 
was  important  and  intended  his  plate  to  be  made  flexible,  is  a 
fair  question. 

It  is  proved  by  evidence  admitted  to  be  true,  that  a  form  of 
truss  was  made  and  sold  in  Boston  some  years  before  the  date 
of  this  patent,  which  was  a  modification  of  what  is  called  the 
"  London  Supporter."  This  article,  in  its  usual  form,  had  a 
broad  flexible  band  or  brace  for  supporting  the  abdomen, 
which  was  fastened  round  the  body  and  the  thighs  by  a  band 
partly  of  leather  and  partly  of  elastic  webbing.  By  the  wit- 
ness Richard  Palmer,  in  the  employ  of  Codman  &  Shurtleff, 
well-known  dealers  in  this  city,  there  were  added  to  this  sup- 
porter pads  made  adjustable,  precisely  as  Dike's  are  made  ad- 
justable, by  a  plate  and  screw.  The  thigh-band  was  fastened 
to  the  plate  by  a  pin  and  slot,  and  the  body-band  was  attached 
to  the  brace  or  supporter  by  buckles.  These  articles  were 
sold  in  several  instances,  and  one,  which  is  an  exhibit  in  the 
cause,  was  worn  for  about  two  years  during  the  late  war  by  Cap- 
tain Nims,  commander  of  the  Second  Massachusetts  Battery. 

The  London  supporter,  as  thus  modified,  differs  from  the 
plaintiff's  truss  as  manufactured  by  them  only  in  this,  that  the 
brace  or  supporter  is  made  partly  of  leather  and  partly  of  elas- 
tic cloth,  and  that  the  body-band  is  fastened  to  the  supporter 
by  buckles,  while  the  plaintiff  makes  a  band  of  several  thick- 
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nesses  of  webbing,  which  will  bend  backward  and  forward,  so 
to  say,  but  will  not  wrinkle  or  bend  back  upon  itself,  and  his 
body-band,  like  the  thigh-bands  in  both  of  the  trusses,  is  fast- 
ened to  the  plate  of  the  pad  by  a  pin  and  slot. 

As  to  the  brace  or  support  for  the  abdomen,  the  patent  says 
it  should  be  made  of  "  leather,  cloth,  or  other  flexible  material." 
It  does  not  point  out  the  necessity  of  any  exact  degree  of  flex- 
ibility. The  truss  of  the  London  supporter  is  made  of  leather 
and  cloth,  and  is  flexible,  and  there  can  be  no  possible  question 
that,  if  it  had  not  been  made  before  1867,  it  would  infringe  the 
patent. 

With  respect  to  the  fastening  of  the  band,  the  early  patents 
and  the  London  supporter  itself  prove  that  a  pin  or  slot  was 
one  well-known  mode  of  fastening,  as  a  substitute  for  the  strap 
and  buckle  in  trusses ;  and  to  fasten  both  bands  in  this  mode 
when  one  band  of  the  anticipating  truss  was  so  fastened,  or  to 
fasten  it  to  the  plate  of  the  pad  rather  than  to  the  brace  which 
holds  the  pad,  which  is  not  proved  to  make  any  change  in  its 
operation  as  a  band,  is  not  enough  to  establish  a  novelty  in  the 
Dike  combination  as  compared  with  this  modified  London  sup- 
porter, which,  I  dare  say,  was  wholly  unknown  to  Dike,  but 
which,  so  far  as  the  validity  and  construction  of  his  patent  are 
concerned,  he  is  conclusively  presumed  to  have  been  conven- 
tionally acquainted  with,  and  which,  therefore,  anticipates  and 
defeats  his  patent,  so  far  as  it  is  in  issue  here.  There  is  one 
detail  of  his  invention  which  the  defendants  do  not  use,  and 
which,  for  anything  that  appears  in  this  case,  was  new. 

Bill  dismissed,  with  costs. 

F.  W,  Jacobs  and  George  E,  Betton^  for  the  complainant. 

George  Z.  Roberts  and  John  Z.  S.  Roberts^  for  the  defend- 
ants. 
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Rafael  De  Florez  et  al. 

vs. 
Charles  T.  Raynolds  et  al.    In  Equity.* 

In  a  suit  on  a  patent,  after  an  interlocutory  decree  in  favor  of  the  plaintiff, 
the  defendant  applied  to  the  coart  for  leave  to  file  a  bill  to  review  the 
proceedings  and  the  decree,  and  to  amend  the  answer  by  setting  up  two 
French  patents  against  the  novelty  of  the  plaintiffs'  patent,  on  the 
ground  that,  if  the  French  patents  had  been  in  evidence,  the  decision 
would  have  been  different  The  application  set  forth,  (i.)  that  the  de- 
fendant was  ignorant  of  the  existence  of  the  French  patents  until  after 
the  proofs  were  closed ;  (2.)  that  he  did  not  know  of  their  relevancy  and 
materiality  until  after  the  decree  was  made  and  after  he  had  employed 
new  counsel ;  (3.)  that  the  defendant's  ignorance,  and  the  insufficiency 
of  a  prior  application,  made  after  the  proofs  were  taken  and  before  the 
hearing,  to  admit  said  patents  in  evidence,  was  solely  due  to  the  in- 
experience and  lack  of  legal  knowledge  of  his  former  counsel ;  (4.)  that, 
in  selecting  such  counsel,  the  defendant  was  mistaken :  Held^  that  the 
excuses  offered  were  not  sufficient  to  warrant  the  granting  of  the  appli- 
cation, and  that  it  was  not  clear  that  the  result  would  have  been  differ- 
ent if  the  French  patents  had  been  in  evidence. 

(Before  Blatchfokd,  J.,  Southern  District  of  New  York,  June,  1879.) 

Blatchford,  J. 

The  bill  in  this  case  was  filed  in  May,  1875.  It  named  as 
defendants  Charles  T.  Raynolds,  Thomas  6.  Hidden,  Leonard 
Richardson  and  Edward  L.  Molineux,  as  members  of  and 
composing  the  firm  of  C.  T.  Raynolds  &  Co.  In  August, 
1875,  Aquila  Rich  was  added  as  a  defendant,  as  a  member  of  said 
firm.  In  June,  1875,  the  four  defendants  originally  made  such 
put  in  an  answer  to  the  bill,  which  set  forth  that  Rich  was  a 
member  of  the  firm.  The  answer  was  sworn  to  by  the  defend- 
ant Richardson,  and  the  name  of  George  F.  Martens  was  ap- 
I)ended  to  it  as  attorney  for  the  defendants,  above  the  signa- 

♦  16  Blatchf.  C.  C.  R.,  397. 
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ture  and  oath  of  Richardson.  The  answer  set  up  that  Bouvct 
was  not  the  original  and  first  inventor  of  the  patented  inven- 
tion, and  other  defences.  A  replication  was  filed  to  the 
answer.  The  taking  of  proofs  for  the  plaintiffs  began  January 
loth,  1876.  The  defendants  took  proofs  on  several  days  in 
March  and  April,  1S76,  Mr.  Martens  conducting  the  ex- 
amination a  part  of  the  time,  and  Mr.  Whitney  a  part 
of  the  time.  The  plaintiffs  put  in  rebutting  evidence  on 
three  days  in  April,  1876.  The  case  was  then  ready  for 
hearing.  In  October,  1876,  a  motion  was  made  on  the 
part  of  the  defendants  for  leave  to  put  in  evidence  on  their 
part  a  French  patent  granted  to  Martin  de  Lignac,  dated  May 
19th,  1847,  No.  5,630,  and  the  certificates  of  addition  forming 
part  thereof,  and  a  French  patent  granted  to  one  Dupas,  dated 
December  2d,  1847.  This  motion  was  founded  on  two  affi- 
davits, one  made  by  Mr.  Whitney,  the  defendants'  counsel, 
and  the  other  by  the  defendant  Richardson,  both  of  them 
sworn  to  the  2d  of  October,  1876.  The  afiH davit  of  Mr. 
Whitney  set  forth,  "  that  he  is  an  attorney  and  counsellor  at 
law  residing  and  doing  business  in  the  city  of  New  York ; 
that  he  has  been  attorney  in  fact  for  the  defendants  in  the 
above  entitled  action,  from  the  inception  of  said  action,  and 
that,  since  about  the  month  of  May  last,  he  has  been  counsel 
for  said  defendants ;  that  he  has  been  fully  familiar  with  the 
progress  of  the  said  action,  and  with  the  nature  of  the  testi- 
mony produced  therein  by,  or  available  to,  the  said  defendants 
in  said  action ;  that  neither  he,  nor,  to  the  best  of  his  knowl- 
edge and  belief,  any  other  person  connected  with  said  action 
in  behalf  of  defendants,  was  aware  that  the  French  patent 
granted  to  Martin  de  Lignac,  May  19th,  1847,  No.  5,630,  and 
the  certificates  of  addition  forming  part  thereof,  contained 
matter  relative  or  bearing  upon  the  issues  or  subject  matter  of 
the  above  entitled  action,  but  that,  on  the  contrary,  said  de- 
fendant  had  no  reason  to  suppose  that  said  patent  contained 
matter  proper  in  evidence  in  said  action  until  after  the  testi- 
mony had  all  been  taken,  both  for  the  complainants  and  the 
defendants  in  said  action,  but  that,  after  the  closing  of  such 
testimony,  he  became  aware,  that  said  French  patent  and  the 
certificates  of  addition  forming  part  thereof,  did  probably  con- 
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tain  matter  which  should  be  produced  in  behalf  of  defendants 
in  the  above  entitled  action,  from  his  connection  with  another 
and  different  matter,  and  with  due  diligence  did  proceed  to 
obtain  copies  duly  certified,  of  said  French  patent  and  the  cer- 
tificate of  addition  forming  part  thereof,  in  accordance  with 
the  usage  of  the  French  Government  in  such  cases ;  and  that 
he  hath  also  with  due  diligence  obtained  a  translation  of  said 
copy,  which  now,  in  connection  with  the  certified  copy  here- 
inbefore named,  he  lays  before  this  court,  praying  that  the 
above  entitled  action  may  be  reopened  for  the  admission  of 
the  aforesaid  French  patent  and  certificates  of  addition  form- 
ing part  thereof,  as  hereinbefore  set  forth,  as  evidence  in  be- 
half of  the  defendants  in  the  above  entitled  action ;  and  de- 
fendant also  pra3's  that  said  action  may  also  be  reopened  for 
the  admission  in  evidence  of  a  certain  French  patent,  granted 
to  one  Dupas,  dated  December  2d,  1847,  which  deponent  is 
informed  and  believes  describes  *  boxes  with  a  band  or  a.  wire 
bound  around  top ;  ring  at  the  overlapping  end  for  opening 
the  box ;  tearing  off  band  by  pulling,'  said  patent  last  men- 
tioned, as  also  the  French  patent  to  De  Lignac,  as  deponent 
believes,  being  a  direct  anticipation  of  the  United   States 
patent  granted  to  Jean  Bouvet  on  or  about  the  28th  day  of 
June,  1864,  upon  which  the  complaint  in  the  above  entitled 
action  is  based,  but  which  said  patent  to  Dupas  deponent  has 
not  been  able  as  yet  to  examine,  or  to  obtain  copies  or  trans- 
lations of  the  same."    The  affidavit  of  Richardson  set  forth, 
"  that  he  resides  in  the  city  of  Brooklyn,  and  is  a  member  of 
the  firm  of  Charles. T.  Raynolds  &  Co.,  the  defendants  in  the 
above  entitled  action,  and  that  the  said  firm  has  confided  to 
his  charge  all  business  affairs  relating  to  the  said  action ;  that 
he  had  no  knowledge  of  the  French  patent  granted  to  Martin 
de  Lignac,  dated  May  19th,  1847,  No.  5,630,  or  the  certificates 
of  addition  forming  part  thereof,  contained  matter  relevant  to 
the  subject  matter  or  issues  of  the  above  entitled  action ;   and 
that  he,  the  said  depoitent,  was  first  made  aware  of  the  exist- 
ence of  such  French  patent,  its  certificates  of  addition,  etc., and 
the  contents  thereof,  by  James  A.  Whitney,  counsel  for  defend- 
ants in  the  above  entitled  action,  on  the  second  day  of  Octo- 
ber, 1876,  and  that,  to  the  best  of  his  knowledge  and  belief, 
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no  other  member  of  said  firm  of  C.  T.  Raynolds  &  Co.  is 
aware  of  such  patent  or  of  the  nature  of  the  matter  contained 
therein."  This  motion  was  argued  by  Mr.  Jacques  for  the  de- 
fendants, and  was  denied  by  this  court.  This  cause  was 
heard  on  the  pleadings  and  the  proofs,  by  Judge  Wheeler,  who 
decided  it  in  favor  of  the  plaintiffs,  (14  Blatchf.  C.  C.  R.,  505,) 
and  on  the  29th  of  June,  1878,  an  interlocutory  decree  was 
entered  in  favor  of  the  plaintiffs,  awarding  a  perpetual  injunc- 
tion and  an  account  of  profits. 

On  the  i6th  of  October,  1878,  the  defendants  gave  notice  of 
an  application  to  this  court  for  leave  to  file  a  bill  for  the  pur- 
pose of  having  the  proceedings  in  this  suit,  and  especially  the 
decree  therein,  reviewed,  reversed  and  set  aside,  and  that  all 
proceedings  had  therein  and  thereunder  be  vacated  and  set 
aside,  and  that  no  further  proceedings  be  had  therein  or  there- 
under, and  that  the  answer  in  this  suit  be  amended  by  setting 
up  the  new  matter  set  forth  in  a  petition  on  which  such  appli- 
cation was  founded,  and  that  this  suit  be  reheard.  The  said 
petition  is  sworn  to  by  all  the  defendants  except  Rich.  The 
petition  sets  forth  that  the  said  decree  has  been  enrolled ;  that 
the  injunction  under  it  was  served  July  2d,  1878;  that  the 
accounting  is  being  proceeded  with;  **that,  since  the  time  of 
pronouncing  said  decree,  your  petitioners  have  discovered 
new  matter  of  consequence  in  the  said  cause,"  particularly  the 
French  patent  of  Dupas,  dated  December  2d,  1847,  and  the 
addition  thereto,  dated  March  14th,  1848,  and  the  French  pat- 
ent to  De  Lignac,  dated  May  19th,  1847,  and  the  addition 
thereto,  dated  December  6th,  1S47,  and. the  second  addition 
thereto  dated  February  19th,  1848 ;  and  that,  if  the  said  two 
French  patents  had  been  read  m  evidence  and  considered  by 
the  court,  said  decree  would  almost  certainly  not  have  been 
made,  but  it  would  have  been  decided  either  that  the  plaintiffis' 
patent  was  void  for  want  of  novelty,  or  that  the  defendants 
did  not  infringe  it.  The  petition  sets  forth  the  reason  for  so 
stating,  founded  on  a  comparison  of  the  contents  of  the  Dupas 
and  De  Lignac  patents  with  the  plaintiffs'  patent.  It  also 
states,  that,  when  this  suit  was  brought,  the  defendants  re- 
ferred the  matter  of  defending  the  suit  and  doing  all  things 
requisite  therefor,  to  the  defendant  Richardson,  as  the  one 


JUNE,  1879.  335 


De  Florez  v.  Raynolds. 


among  them  the  best  qualified  to  take  charge  of  such  matter, 
he  having  the  supervision  of  the  cans  made,  used  and  sold  by 
the  defendants.     Ic  then  proceeds:  *'And  Leonard  Richard- 
son, one  of  your  petitioners,  says,  and  the  other  of  your  peti- 
tioners say,  upon  information  and  belief,  that  the  said  Rich- 
ardson  immediately  consulted  James  A.   Whitney,   Esq.,  of 
New  York  city,  formerly  their  attorney  and  counsel  in  the 
said  suit,  whom  your  petitioners  were  recommended  to  em- 
ploy, to  advise  them  and  defend  the  suit,  by  one  G.  H.  Chur- 
nock,  the  inventor  and  patentee  of  the  can  used  by  your  peti- 
tioners,   Mr.  Whitney  having  solicited  his  said   patent  and 
others  relating  to  cans,  and  thereby  acquired  an  extensive 
knowledge  of  the  state  of  the  art,  and  as  a  competent  person 
to  advise  your  petitioners  and  to  defend  the  suit.     And  your 
petitioners  being  informed  by  Mr.  Richardson  that  he  had 
been  acquainted  for  a  little  time  previous  with  Mr.  Whitney, 
and  that  he  was  a  counsellor  in  patent  causes,  and  made  a 
specialty  of  such  matters,  and  supposing  that  he  was  a  coun- 
sellor of  this  court,  of  extensive  experience,  your  petitioners 
employed  and  directed  Mr.  Whitney  to  investigate  the  plain- 
tiffs' claims,  to  advise  them  as  to  the  validity  thereof  and  the 
course  to  be  pursued  by.  your  petitioners  in  the  action,  and  to 
do  whatever  was  requisite  and  proper  for  maintaining  such 
defences  as  might  be  available  to   them.     Your  petitioners 
were  not  acquainted  with  the  patent  laws  of  the  United  States, 
and  were  not  aware  that  a  patent  is  not  authorized  to  be  issued 
for  an  invention  which  has  been  previously  described   in  a 
foreign  publication,  or  patented  abroad,  and  relied,  therefore, 
upon  the  professional  knowledge  of  Mr.  Whitney,  the  advice 
which  he  should  give  them,  and  his  acts  in  their  behalf.     After 
Mr.  Whitney  had,  as  they  were  informed  and  believed,  inves- 
tigated and  considered  the  matters  intrusted  to  him  as  afore- 
said, they  were  advised  by  him  that  the  plaintiffs'  patent  was 
void  for  an  irregularity  in  the  application  for  it,  and  also  that 
the  cans  made  by  your  petitioners  were  not  an  infringement 
of  the  plaintiffs'  patent,  both  of  which  points  the  court,  by 
its  said  decree,  decided  against  your  petitioners.     Your  peti- 
tioners have  been,  since  the  decree,  informed  that  no  search 
was  made  among  the  records  of  foreign  patents,  for  anticipa- 
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tions  of  the  plaintiffs'  said  reissued  patent.  They  did  not 
themselves  make  such  a  search,  because  they  were  not,  any  of 
them,  aware  that  such  search  would  have  been  usual  or  proper, 
or  that  if,  in  the  course  of  such  search,  an  anticipating  foreign 
patent  had  been  found,  it  would  have  availed  them  as  a 
defence,  nor  were  they  aware  how  or  where  such  a  search 
could  have  been  prosecuted,  nor  were  they  advised  on 
the  subject,  and  they  had  given  Mr.  Whitney  authority 
to  do  whatever  might  be  requisite  and  proper  in  their 
behalf.  And  your  petitioners  are  informed  by  W.  A.  Jenner, 
Esq.,  one  of  their  present  counsel,  whose  affidavit  is  hereto 
annexed,  that  Mr.  Whitney  did  not  make,  or  cause  to  be 
made,  a  search  fpr  such  foreign  anticipating  patents,  because 
it  did  not  occur  to  him  to  make  such  a  search,  and  that  he  was 
not  aware  that  such  search  was  usual  or  proper.  Your  peti- 
tioners further  show,  that,  on  or  about  the  ist  day  of  October, 
1876,  or  shortly  prior  thereto,  as  they  have  been  informed 
by  Mr.  Whitney,  he,  while  engaged  in  other  business,  be- 
came aware  of  the  existence  of  the  said  Dupas  and  De  Lig- 
nac  patents,  and  communicated  such  knowledge  to  Leonard 
Richardson,  one  of  your  petitioners,  without,  however,  ex- 
plaining to  him  their  importance  and  relevancy  to  the  issues. 
Thereupon  Mr.  Whitney  made  a  motion  in  the  said  suit* 
upon  the  affidavits  of  himself  and  the  said  Richardson,  to  the 
end  that  the  said  Dupas  and  De  Lignac  patents  might  be  ad- 
mitted in  evidence  in  the  said  suit,  but  did  not  explain  in  the 
said  motion  papers  the  reasons  why  the  said  French  patents 
had  not  been  set  up  in  the  answer,  or  excuse  the  negligence 
in  not  before  ascertaining  the  facts  as  to  said  patents.  There- 
upon, and  on  or  about  the  seventh  day  of  October,  1876,  the 
said  motion  was  argued  before  the  Honorable  Samuel  Blatch- 
ford,  by  David  R.  Jacques,  Esq.,  who  was  employed  by  Mr. 
Whitney,  and  the  said  motion  was  denied  without  any  opinion 
having  been  rendered  by  the  court.  Your  petitioners  further 
show,  upon  information  and  belief,  that,  upon  the  argument 
of  the  said  cause  before  the  Honorable  Hoyt  H.  Wheeler, 
Mr.  Whitney  attempted,  in  the  course  of  his  argument,  to 
refer  to  the  said  Dupas  andDe  Lignac  patents,  as  illustrations 
of  the  prior  state  of  the  art,  but  such  reference  was  objected  to 
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by  the  counsel  for  the  complainants,  as   irregular,   on   the 
ground  that  the  same  were  not  a  part  of  the  case,  whereupon 
Mr.  Whitney  desisted  from  further  reference  thereto,  and  your 
petitioners,  therefore,  say,  that  the  same  were  not  considered 
by  the  court,  and  no  reference  to  them  is  made  in  the  opinion. 
And  your  petitioners  further  show,   upon   information  and 
belief,  that,  at  the  time  they  employed  Mr.  Whitney  as  coun- 
sel, and  that  he  accepted  their  employment,  Mr.  Whitney  was 
not  a  counsellor  of  this  court  or  admitted  to  practice  in  any 
court   of    this   State,   or  qualified  to  appear  therein,  or   to 
advise  them  as  to  their  defence,  or  to  take  any  steps  on  their 
behalf,  and  that  he  did  not  become  a  counsellor  of  this  court, 
or  of  the  New  York  Supreme  Court,  until  on  or  about  the 
26th  day  of  May,   1876  ;  and  that  George  F.  Martens,  Esq., 
who  appeared  as  their  solicitor,  and,  as   such,  signed  their 
answer,  was  not  employed  by  your  petitioners,  nor  were  they 
acquainted  with  him,  nor  did  they  counsel  with  him ;    and, 
therefore,  your  petitioners  say,  that,  at  the  time  they  were 
advised  as  to  their  defence  in  the  said  suit,  and  the  steps 
proper  or  necessary  to  be  taken  for  the  protection  and  main- 
tenance of  their  interests  and  rights,  and  at  the  time  their 
answer  in  the  said  suit  was  prepared  and  filed,  they  did  not 
have  the  benefit  of  the  advice  of  a  counsellor  of  this  court. 
Your  petitioners  further  say,  that  the  plaintiff's  attorney  and 
counsel  have  asserted  and  still  assert,  that,  in  the  accounting 
herein  they  expect  to  recover  from  your  petitioners  at  least 
$50,000  as  profits,  and,  if  your  petitioners  should  be  compelled 
to  pay  such  sum,  they  believe  that  they  would  be  unable  to 
recover  back  the  same."     The  petition  is  accompanied  by  an 
affidavit  made  by  the  defendant  Richardson,  which  says:  "At 
the  time  the  suit  in  the  annexed  petition  mentioned  was  com- 
menced,   I   was  directed    by   my   co-defendants    to    employ 
counsel  and  take  especial  charge  of  our  defence  therein,  as  I 
was  more  familiar  than  the  other  defendants  with  our  can 
manufacture,  and  the  subject  matter  of  the  litigation.     I  had 
been  acquainted  for   about       years  with  Mr.  Whitney,  our 
former  counsel  in  said  suit,  and,  upon  the  suit  being  com- 
menced,  was   recommended  by   Mr.   G.    H.   Churnock,   the 
patentee  of  the  can   used  by  us,   to   employ  Mr,  Whitney, 
VOL.  IV — 22 
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because  he  was  acquainted  with  the  subject  of  tin  cans  as 
affected  by  patents,  and  would  be  a  very  competent  person  to 
take  charge  of  our  interests.  Mr.  Whitney  had  also  obtained 
the  patent  for  the  can  used  by  us,  and,  as  I  was  informed, 
others  relating  to  the  same  subject,  and  had  thereby  acquired 
an  extensive  knowledge  of  the  art.  I  supposed,  at  that  time. 
Mr.  Whitney  to  be  a  counsellor  at  law,  my  impression  being 
derived  from  the  signs  upon  his  office  door,  on  which  he  ad- 
vertised as  a  solicitor  of  patents,  his  possession  of  a  library, 
and  I  supposed  that  he  was  a  lawyer  who  made  a  specialty  of 
matters  relating  to  patents,  and  had  acquired  an  extensive  ex- 
perience therein.  I  directed  Mr.  Whitney  to  investigate  the 
claims  of  the  plaintiffs  and  advise  us  upon  the  subject,  and 
authorized  him  to  do  whatever  was  requisite  and  proper  for 
maintaining  any  defences  which  we  might  have.  After  Mr. 
Whitney  had  examined  the  subject  of  the  litigation,  he  advised 
me  that  the  plaintiffs'  patent  was  void  for  an  irregularity  in  the 
application,  and  also  that  the  cans  made  by  the  defendants 
did  not  infringe.  When,  about  the  ist  of  October,  1876,  Mr. 
Whitney  informed  me  of  his  being  referred  by  the  Patent 
Office  to  the  Dupas  patent,  and  that  he  had  a  copy  of  the 
latter,  he  did  not  explain  to  me  the  importance  of  these 
patents  or  their  scope,  nor  did  I  understand  that  they  were 
anticipations  of  the  plaintiffs'  invention,  or  that  it  was  impor- 
tant that  the  answer  should  be  amended  so  as  to  set  them  up; 
ind  I  did  not  become  acquainted  with  the  contents  of  said 
Dupas  patent,  nor  understandingly  of  the  De  Lignac  patent, 
until  the  same  were  brought  out  by  search  made  by  Messrs. 
Wetmore  and  Jenner,  our  present  counsel,  subsequent  to  the 
decree.  I  intrusted  these  matters  entirely  to  Mr.  Whitney. 
I  supposed  that  whatever  was  proper  to  be  done  would  be 
regularly  done  by  him.  My  attention  was  not  called  to  the 
fact  that  George  F.  Martens,  Esq.,  was  attorney  of  record  for 
us,  as  I  have  not  had  any  acquaintance  with  him,  and  did  not 
employ  him  nor  counsel  with  him."  The  affidavit  of  Mr. 
Jenner,  referred  to  above,  says  :  **  That,  on  the  7th  day  of 
September,  1878,  he  saw  James  A.  Whitney,  Esq.,  formerly 
attorney  and  counsel  for  the  above  named  petitioners  in  the 
suit  of  Rafael  de  Florez  et  al.  against  them,  for  the  purpose 
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of  ascertaining  from  Mr.  Whitney  why  the  Dupas  and  De 
Lignac  patents,  referred  to  in  the  annexed  petition,  were  not 
mentioned  in  the  answer  in  the  said  suit.  Mr.  Whitney  in- 
formed me  that  he  discovered  the  said  patents  on  or  about 
the  ist  day  of  October,  1876,  by  accident,  being  referred  to 
them  by  the  Commissioner  of  Patents,  in  an  application  for  a 
patent  which  he  was  then  making  to  the  Patent  Office ;  that 
he,  Mr.  Whitney,  did  not  make  any  search  for  French  patents 
or  other  anticipations  of  the  Pinner  patent  set  forth  in  the 
complainants'  bill  in  said  suits  or  of  the  device  used  by  the 
defendants,  for  the  reason  that  he  had  no  acquaintance  with 
the  French  language,  or  so  slight  an  acquaintance  that  he 
could  read  the  said  language  only  by  the  aid  of  a  dictionary; 
that  the  said  suit  of  De  Florez  against  Raynolds  was  his  first 
case,  and  he  was  not  acquainted  with  the  practice  of  ex- 
amining at  the  Astor  Library  for  foreign  anticipations,  and  it 
did  not  occur  to  him  to  make  any  search  or  procure  one  to  be 
made.  Deponent  further  says,  that  he  requested  Mr.  Whitney 
to  make  an  affidavit  of  the  facts  so  stated  by  him,  having  told 
him  that  he  was  preparing  a  petition  for  a  review  of  the  de- 
cree in  said  suit,  and  desired  to  use  it  in  that  connection,  but 
Mr.  Whitney  refused  to  make  any  affidavit."  There  is  also 
an  affidavit  of  Mr.  Richardson,  stating  that  the  petitioners  did 
not  employ  Mr.  Jacques  as  their  counsel,  and  had  no  com- 
munication with  him  respecting  their  defence  in  the  action  ; 
and  that  Mr.  Jacques  was  employed  by  Mr.  Whitney  to  argue 
said  motion,  because  of  Mr.  Whitney's  intention  to  leave  the 
city,  and  did  not  at  any  time  advise  the  petitioners  regarding 
the  suit. 

This  application  is  made  on  the  ground  that  the  French 
patents  to  Dupas  and  De  Lignac  are  an  answer  to  the  charge 
of  infringement,  and  that  the  decision  of  the  court,  on  final 
hearing,  would  have  been  different,  if  the  proofs  had  embraced 
those  patents.  In  regard  to  the  omission  to  introduce  those 
patents  into  the  proofs,  it  is  contended,  (i.)  that  the  defend- 
ants were  ignorant  of  the  existence  of  those  patents  until  after 
the  proofs  were  closed;  (2.)  that  they  did  not  know  of  their 
relevancy  and  materiality  until  after  the  decree  was  made, 
and  after  they  had  employed  their  present  counsel ;  (3.)  that 
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the  ignorance  of  the  defendants  and  the  insufficiency  of  the 
application  made  in  October,  1876,  to  admit  such  patents  in 
evidence,  were  solely  due  to  the  inexperience  and  lack  of  legal 
knowledge  of  Mr.  Whitney,  so  that  the  defendants  were  not 
advised  as  to  the  necessity  of  searching  for  those  patents,  nor 
as  to  their  legal  effect  when  found,  and  the  rules  of  practice 
of  the  court  were  not  followed  in  the  application  made  for 
their  admission  in  evidence ;  (4.)  that,  in  the  selection  of  Mr. 
Whitney,  the  defendants  were  misled  and  mistaken,  and  were 
ignorant  of  the  fact  that  he  was  not  authorized  and  qualified 
to  perform  the  duty  which  he  undertook. 

This  is  not  a  case  of  newly  discovered  evidence.  The 
gravamen  of  the  application  is  the  alleged  laches  and  inex- 
perience and  incompetency  of  Mr.  Whitney.  If  such  grounds 
were  to  be  admitted  as  reasons  for  opening  cases,  there  would 
never  be  an  end  of  a  suit,  so  long  as  new  counsel  could  be 
employed  who  could  allege  and  show  that  prior  counsel  had 
not  been  sufficiently  diligent,  or  experienced  or  learned. 
Questions  of  the  kind  have  often  been  presented.  In  Ruggles 
w.  Eddy^  J I  Blatchf.  C.  C.  R.,  524,  application  was  made  to 
amend  an  answer  and  contest  the  question  of  the  infringe- 
ment of  a  patent,  which  had  been  admitted,  on  the  ground 
that,  if  the  defendants*  counsel  had  sufficiently  studied  the 
patent  and  examined  the  defendants'  stoves,  the  admission  of 
infringement  would  not  have  been  made.  The  ground  urged 
was,  that  the  defendants*  counsel  had  not  been  diligent  enough. 
The  Court  (Judge  Woodruff)  said :  **  I  am  constrained  to  hold 
the  defendants  concluded.  Their  case,  as  made  by  themselves, 
rests  either  upon  their  ow^n  want  of  due  diligence,  or  the  want  of 
due  intelligence  on  the  part  of  their  counsel.  By  this  the  com- 
plainant ought  not  to  be  so  far  prejudiced  as,  after  decree, 
reference,  and  report  of  the  master,  to  be  compelled  to  go  again 
through  the  litigation,  on  a  point  distinctly  presented,  and 
proper  to  be  met  at  the  outset  Their  case,  as  presented  by  the 
counsel  whom  they  have  employed  for  the  purposes  of  this 
motion,  and  who  regards  it  as  clear  that,  as  to  most  of  the 
stoves  which  they  have  made,  they  had  avoided  the  operation  of 
the  patent,  seems,  at  first  view,  one  of  hardship ;  but,  if  that  is 
so,  the  defendants  have  brought  it  upon  themselves,  by  their 
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own  negligence,  or  by  relying  on  a  degree  of  vigilance,  study, 
and  accuracy  on  the  part  of  their  several  counsel,  which  they 
now  think  was  inadequate  to  their  protection.  No  case  has 
been  referred  to  which,  in  any  degree,  tends  to  sanction  the 
latitude  of  indulgence  which  the  defendants  here  seek.  Cases 
are  numerous  tending  in  the  other  direction,  of  which //r/Z/^^. 
Co.  V.  Phelps^  8  Blatchf.  C.  C.  R.,  85  ;  Hitchcock  v.  Tremairu^  9 
Id.,  550;  Prevost  v.  Gratz^  Pet.  C.  C.  R.,  364,  and  Livingston 
V.  Hubbs^  3  Johns.  Ch.  R.,  124,  are  examples."  The  same 
principle  is  found  in  Webster  Loom  Co,  v.  Hifigins^  13  Blatchf. 
C.  C.  R.,  349,  in  this  Court.  The  case  of  Cutler  v.  Jiice^  14 
Pick.,  494,  was  one  of  a  different  kind,  and  the  decision  was 
put  on  the  ground  of  surprise. 

The  foregoing  remarks  are  based  on  the  assumption  that  the 
matter  now  sought  to  be  introduced  would,  if  it  had  been  in 
the  case,  have  led  to  a  decision  in  favor  of  the  defendants.  It 
is  well  settled,  that,  in  the  case  of  an  application,  on  the 
ground  of  newly  discovered  evidence,  to  vacate  the  decree  in 
an  equity  suit  on  a  patent,  and  allow  the  answer  to  be  amended 
and  the  case  to  be  retried,  the  application  can  be  granted  only 
"  for  the  gravest  reasons  and  the  plainest  proof  of  the  suffi- 
ciency of  the  newly  offered  evidence  to  lead  the  Court  to  a 
different  result."  Buerk  v.  Imhaeuser,  10  Off.  Gaz.  of  Pat. 
Off.,  907.  An  examination  of  the  text  of  the  Dupas  and  De 
Lignac  patents,  in  connection  with  the  affidavit  of  Mr.  Cope- 
land,  leaves  it  in  great  doubt  whether  the  plaintiffs'  invention 
is  anticipated  or  whether  the  defendants*  structure  is  described 
by  Dupas  or  De  Lignac.  This  is  my  conclusion,  after  con- 
sidering Mr.  Renwick's  affidavit.  The  original  patent  to  Dupas 
refers  to  a  way  of  opening  a  box  by  means  of  an  iron  wire, 
with  a  looped  end,  soldered  on  the  cover  of  the  box,  but  no 
sufficient  or  detailed  description  is  given.  The  addition  to  the 
Dupas  patent  refers  to  a  mode  of  closing  the  entire  end  of  a 
box  by  applying  a  thin  plate  soldered  on  such  end,  with  a  wire 
ring  attached  to  one  end  of  such  plate;  and,  as  Mr.  Copeland 
says,  there  is  also  indefinitely  described,  what  appears  to  be  a 
narrow  band  of  thin  metal,  with  a  wire  terminating  in  a  ring, 
the  band  of  metal  and  the  wire  being  both  of  them  soldered 
their  entire  length  to  the  exterior  of  the  box.     Mr.  Copeland 
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says  :  *'  In  my  opinion,  neither  the  patent  nor  the  addition 
describes  any  device  with  language  suflSciently  explicit  to  en- 
able that  particular  thing  to  be  constructed  by  a  mechanic, 
with  the  exception,  perhaps,  of  the  plate  furnished  with  a  ring 
and  closing  the  entire  end  of  the  box.  It  does  not,  in  my 
opinion,  describe  the  invention  of  the  complainants  herein." 
There  is  no  evidence  in  the  case  which  outweighs  this  opinion 
of  Mr.  Copeland*s,  and  my  judgment  concurs  with  his. 

As  to  the  original  patent  to  De  Lignac,  it  describes  the  in- 
sertion of  a  band  of  lead  or  pewter,  easily  cut,  between  the  box 
and  its  cover.  The  first  addition  is  of  no  importance  to  this 
case.  The  second  addition  is  stated,  in  the  title,  to  consist 
**  of  a  tin  band  added  to  the  lead  hoop."  The  text  says :  "  As  it 
has  occurred  that  boxes  having  lead  or  pewter  hoops  have  been 
damaged  by  shocks  with  the  tin  portions  of  the  boxes,  I  have 
been  obliged  to  protect  the  pewter  or  lead  by  a  more  resistant 
metal.  I  have  accomplished  this  in  slightly  modifying  my 
style  of  hooped  boxes,  sufficiently,  however,  to  render  this  addi- 
tion to  the  patent  already  taken  deemed  necessary.  I  have  re- 
placed the  lead  and  pewter  hoops  by  a  tin  band  of  nearly  the 
same  width  as  the  latter.  Then  I  have  plentifully  soldered 
this  band  with  lead  on  the  under  side  to  the  outside  of  the 
cover  and  of  the  body  of  the  box.  Here  the  lead  solder  re- 
places the  original  hoop  of  the  first  patent,  in  borrowing  from 
the  tin  which  covers  it  its  resistance  to  shock.  I  have  been 
careful  to  keep  the  tin  band  about  two  centimetres  larger  than 
the  outer  circumference  of  the  box,  so  that  the  end  of  the  band, 
which  I  terminate  by  a  ring  or  loop,  covers  about  two  centi- 
metres of  the  part  first  soldered.  When  the  box  is  closed,  on 
grasping  the  ring  and  pulling,  the  lead  will  be  easily  torn,  as, 
in  the  former  instances,  it  was  easily  cut."  Mr.  Copeland's 
view  of  this  language  is,  that  it  says  that  the  band  of  lead  to  be 
protected  may  be  replaced  by  a  thick  coating  of  lead  solder 
applied  to  the  under  side  of  the  tin  band,  which  is  then  soldered 
to  the  cover  and  the  box,  so  that,  on  removing  the  tin  band, 
the  cover  is  still  united  to  the  box,  as  before,  by  the  lead  or 
other  soft  metal,  which  may  be  easily  cut.  Mr.  Copeland  says : 
"  In  my  opinion,  it  neither  describes  nor  suggests  the  invention 
of  the  complainants ;  and,  in  fact,  in  placing  the  lead  or  solder 
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under  the  band,  it  does  purposely  what  the  complainants  in- 
tended to  avoid."  To  say  the  least,  the  description  is  ambig- 
uous. It  clearly  describes  a  band  of  tin  lined  with  lead  to 
close  a  can.  This  is  not  the  plaintiffs'  structure,  nor  the  de- 
fendants, as  was  held  by  Judge  Wheeler. 
The  application  is  refused. 

IV,  K.  Hall  and  J,  J,  Marrin^  for  the  complainants. 

Edmund  IVetmore^  for  the  defendants. 


Helen  M.  Macdonald 

vs, 

John  Shepard  et  al.      In  Equity. 

Held,  that  the  "fluted  or  plaited  border"  of  the  complainant's  dress  pro- 
tector, for  which  letters  patent  No.  155,534  were  granted  to  her  Sep- 
tember 29th,  1874,  is  not  an  essential  part  of  the  invention. 

The  case  of  Macdonald  v.  Blackmer,  ante  p.  78  referred  to. 
(Before  Lowell,  J.,  District  of  Massachusetts,  June,  1879.) 

Lowell,  J. 

On  this  motion  for  an  injunction,  the  plaintiffs  evidence  of 
infringement  is  somewhat  vague ;  but,  on  looking  at  the  de- 
fendants' affidavits,  the  exact  article  sold  by  them  is  shown. 
This  article  is  a  skirt  protector,  within  the  description  of  the 
plaintiff's  patent,  which  was  sustained  by  Shepley,  J.,  Mac- 
donald ^^^  Blackmer  et  aL,  9  Off.  Gaz.,  746,  and  afterward  held 
by  me  not  to  be  anticipated  by  the  De  Forest  patent,*  unless 
the  **  fluted  or  plaited"  border  is  an  essential  part  of  the  in- 
vention, so  that  a  plain  or  straight  border  not  gathered  into 
plaits  will  be  without  the  scope  of  the  patent.  This  question  has 
caused  me  much  doubt,  but,  upon  looking  at  the  evidence  and 

*  Macdonald  V.  Blackmer,  reported  anU,  p.  78. 
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the  arguments  in  the  principal  case,  on  both  sides,  I  do  not 
think  that  anything  turned  upon  that  part  of  the  description. 
I  understand  that  the  fluting  or  plaiting  is  merely  a  part  of 
the  finish,  proper  and,  perhaps,  necessary,  when' the  skirt  to  be 
protected  is  made  of  a  certain  shape,  unnecessary  when  it  is  of 
another  shape.  It  seems  to  me  that  both  parties  took  for 
granted,  in  that  case,  that  a  skirt  protector,  not  plaited,  would 
defeat  the  plaintiff's  patent,  if  proved  to  have  been  made  be- 
fore the  date  of  her  invention.  I  certainly  so  understood  it  in 
deciding  upon  the  questions  raised  by  the  discovery  of  the  De 
Forest  patent. 

The  other  points  presented  in  the  motion  have  been  decided 
in  the  case  above  referred  to. 

Temporary  injunction  ordered. 

B.  F.  Butier,  for  the  complainant. 

£.  N,  Dickerson^  for  the  defendants.  • 


Hermon  W.  Ladd 


The  Tucker  Manufacturing  Company.      In  Equity. 

A  patent  for  a  spring  bed  bottom,  the  bars  of  which  are  composed  of  two  or 
more  thin  bars  of  wood  laid  one  upon  another,  and  having  their  boll 
holes  sufficiently  larger  in  diameter  than  the  bolts  or  rivets  which  pass 
through  them,  to  allow  each  bar  or  strip  to  bend  or  spring  independently 
of  that  or  those  next  to  it,  construed  to  include  strips  or  bars  of  wood 
riveted  together  more  or  less  tightly. 

Letters  patent  No.  191,244,  granted  to  Hermon  W.  Ladd,  May  29th,  1877^ 
for  an  "  improvement  in  spring  bed  bottoms/'  held  valid. 

(Before  Lowell,  J.,  District  of  Massachusetts,  June,  1879.) 

Lowell,  J. 

The  first  suit  between  these  parties  is  for  an  alleged  in- 
fringement by  the  defendant  of  the  complainant's  patent  No. 
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191,244,  for  an  improvement  in  spring  bed  bottoms,  issued 
May  29,  1877.  The  improvement  consists  in  making  the  cross- 
bars or  straps,  of  which  there  are  usually  two  in  each  bed,  and 
upon  which  the  longitudinal  slats  are  supported  wholly,  or  in 
part,  in  making  these  of  two  or  more  thin  strips  of  wood  riveted 
together  (called  by  the  patentee  his  compound  bar),  instead 
of  a  single  bar  of  wood,  which  is  said  in  the  patent  to  be  too 
rigid,  or  a  single  bar  of  steel ;  which  is  said  to  be  liable  to  rust ; 
or  a  leather  strap,  which  is  not  rigid  enough. 

The  specification  describes  the  compound  bar  as  being  com- 
posed of  two  or  more  thin  bars  of  wood,  laid  one  upon  another, 
and  having  their  bolt  holes  sufficiently  larger  in  diameter  than 
the  bolts  or  rivets  which  pass  through  them  to  allow  each  bar 
or  strip  to  bend  or  spring  independently  of  that  or  those  next 
to  it. 

The  defendants  use  the  compound  or  double  bar  of  wood 
in  their  beds,  but  they  are  riveted  together  tightly,  or,  at  any 
rate,  no  such  play  is  allowed  for  as  to  enable  the  bars  to  move 
longitudinally  upon  each  other,  for  their  whole  lengthy  when  a 
weight  is  applied  at  any  one  or  two  points.  The  holes  for  the 
rivets  are  intended  to  be  made,  and  probably  are  made,  of 
such  a  size  that  the  rivets  may  be  pushed  into  them  readily,  but 
no  larger  than  that. 

There  seems  to  be  no  doubt  that  a  compound  bar  of  wood, 
composed  of  two  bars  riveted  together,  has  advantages  over  a 
single  bar  of  wood,  or  a  single  bar  of  steel ;  and  I  think  there  is 
little  question  that  this  is  due  to  the  fact  that  the  bars  do  move 
independently  of  each  other,  at  and  near  the  place  of  pressure, 
and  not  upon  their  ability  so  to  move  along  their  whole 
length. 

This  brings  up  two  questions :  Whether  the  patent  can 
fairly  be  construed  to  include  two  bars  of  wood  riveted  to- 
gether, though  not  so  loosely  as  the  patent  and  drawings 
point  out;  and  whether,  if  so  construed,  the  patent  is  for 
anything  more  than  the  substitution  of  one  material  or  known 
spring  for  another. 

I  think  the  patent  may  in  this  case  be  construed  to  in- 
clude strips  or  bars  riveted  together  more  or  less  tightly. 
The  patentee  made  the  first  application  of  this  sort  of  bar, 
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and  he  has  described  truly  its  construction  and  mode  of  oper- 
ation. He  has  not  specified  any  special  amount  of  looseness 
which  is  necessary  to  the  operation.  He  may  have  been  mistaken 
in  this  point,  but  he  does  not  appear  to  have  been  fraudulent; 
and  the  operation  which  he  says  is  obtained,  is  found  to  be 
obtained  and  sufficiently  so  by  the  mode  used  by  the  defend- 
ants. 

The  second  question  is  one  that  often  comes  up  in  these  days, 
wl)en  patents  are  taken  out  for  slight  modifications  of  machinery 
and  manufactures.  It  is  an  important  one.  It  was  undoubt- 
edly a  part  of  the  general  knowledge  of  mechanics  that  a 
spring  may,  for  many  purposes,  be  improved  by  substituting  a 
double  strip  or  leaf  for  a  single  bar  ;  as  in  the  instance  men- 
tioned, in  argument,  of  certain  springs  for  carriages.  I  do  not, 
however,  think  that  the  change  is  so  obvious  a  one  in  its  appli- 
cation to  a  spring  bed,  or,  indeed,  in  the  use  of  wood,  as  to  re- 
quire or  permit  me  to  say,  that  it  was  a  mere  mechanical  sub- 
stitution of  one  well-known  device  for  another,  in  the  article 
under  consideration. 

Decree  for  complainant  for  injunction  and  account 

George  D.Noyes^  for  the  complainant. 
T,  L,  Livermore^  for  the  defendant. 
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Robert  C.   Phillips  et  al. 

vs. 
The  City  of  Detroit.    In  Equity. 

A  pavement  consisting  of  blocks  of  wood  cut  from  the  trunks  or  branches  of 
trees  in  their  natural  form,  the  bark  only  being  removed,  laid  vertically 
upon  a  bed  of  gravel  or  sand,  which  is  also  used  as  a  filling  to  keep  the 
blocks  in  position,  is  not  patentable. 

While  the  fact,  that  a  device  is  useful  and  has  superseded  others  previously 
employed  for  analogous  purposes,  is  proper  to  be  considered  and,  in 
some  cases,  is  decisive,  it  does  not,  of  itself,  establish  the  fact  of  patenta- 
bility. 

Letters  patent  No.  121,544,  granted  to  Robert  C.  Phillips,  December  5th, 
1871,  for  improvement  in  wooden  pavements,  held  void  for  want  of  nov- 
elty and  invention. 

(Before  Brown,  J.,  Eastern  District  of  Michigan,  June,  1879.) 

Brown,  J. 

I  have  felt  much  embarrassed  in  the  consideration  of  this 
case  by  the  decision  of  Judge  Emmons  sustaining  the  validity 
of  this  patent  in  a  suit  brought  by  the  complainants  against 
the  city  of  Cincinnati.  Upon  a  motion  for  a  preliminary  in- 
junction, this  decision  was  accepted  as  practically  conclusive, 
and  a  writ  was  granted  without  much  examination  into  the 
merits.  I  have  hesitated  whether  I  ought  not  now  to  treat  his 
determination  as  decisive  of  the  case,  upon  the  grounds  stated 
by  Judge  Emmons  himself  in  The  Goodyear  Dental  Vulcanite 
Company  v.  IVilliSy  7  Off.  Gaz.  41.  But,  as  three  most  important 
exhibits,  claimed  to  be  in  anticipation  of  complainants'  patent, 
have  been  introduced  in  this  case  which  were  not  before  the 
circuit  judge  at  Cincinnati,  it  is  proper  at  least  that  their  bear- 
ing upon  the  validity  of  the  patent  should  be  considered.  It 
is,  perhaps,  true  that  if  the  case  had  been  an  original  one  I 
should  have  reached  the  conclusion  that  the  patent  was  invalid 
from  the  disclaimer  in   the  specification   itself;  but   it   is  at 
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least  possible  that  the  circuit  judge  might  have  reached  a  dif- 
ferent conclusion,  in  that  case,  if  these  exhibits  had  been  laid 
before  him.  It  is  difficult  for  me  to  determine  the  exact 
point,  whether  the  new  testimony  itself  would  authorize  a  dif- 
ferent conclusion,  and,  if  the  case  is  to  be  reconsidered  at  all, 
I  think  the  only  satisfactory  way  is  to  consider  it  de  novo  upon 
the  whole  testimony.  The  magnitude  of  the  interests  involved 
renders  it  more  than  probable  that  the  case  will  be  appealed. 
The  defendant  is  abundantly  able  to  respond  to  any  decree 
that  can  be  obtained  against  it,  and,  upon  the  whole,  it  has 
seemed  to  me  better  that  the  record  should  go  to  the  Supreme 
Court  with  a  candid  statement  of  my  own  views,  rather  than 
an  apology  for  deciding  against  them. 

The  real  question  in  this  case  is  not  whether  this  patent 
might  have  been  valid  if  wooden  blocks,  in  their  natural  state, 
laid  vertically,  had  never  before  been  used,  nor  yet  whether 
any  of  the  prior  patents  are  in  terms  anticipatory  of  this,  but 
whether,  considering  the  state  of  the  art  in  1869,  as  evidenced 
by  the  various  exhibits  here  offered,  there  is  any  invention  in 
the  result  embodied  in  this  patent.  Invention  has  been  justly 
described  as  a  mental  process,  but  it  is  often  exceedingly  dif- 
ficult to  draw  the  line  between  those  devices  which  are  the  re- 
sult of  thought,  ingenuity  and  labor,  and  the  products  of  such 
judgment  or  skill  as  a  mechanic  ordinarily  makes  use  of  in 
the  performance  of  his  daily  work,  and  which  are  confessedly 
not  patentable. 

Great  stress  is  laid  in  this  case  upon  the  superiority  of  this 
pavement  over  any  other  heretofore  used,  and  it  is  claimed  as 
almost,  if  not  quite,  decisive  of  the  right  of  complainants  to 
their  patent.  While  the  value  and  utility  of  a  device  and  the 
fact  that  it  has  superseded  others  previously  employed  for 
analogous  uses  is  undoubtedly  entitled  to  weight  in  consider- 
ing the  question  of  patentability,  {Smith  v.  Goodyear  Dental  Vul- 
canite Company^  93  U.  S.,  486,)  it  is,  after  all,  a  somewhat  un- 
certain criterion.  If  the  device  be,  in  fact,  novel,  it  furnishes 
an  additional  reason  why  the  inventor  should  receive  the  re- 
ward of  his  ingenuity;  but,  if  it  involved  no  exercise  of  the 
inventive  faculty,  its  very  utility  is  an  aggravation  of  the 
wrong  done  by  the  patentees  in  seizing  and  aporopriating  that 
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which  properly  belongs  to  the  public.  If,  for  example,  a  per- 
son should  succeed  in  obtaining  a  patent  for  painting  the  names 
of  streets  upon  the  gas-lamps,  it  would  be  a  very  insufficient 
answer  to  the  defence  of  non-patentability  to  say  that  it  was  a 
very  useful  device  and  one  which  had  superseded  the  ancient 
method  of  painting  the  names  upon  the  walls  of  the  corner 
houses. 

The  patent  under  consideration  is  of  the  simplest  description. 
It  consists  of  blocks  of  wood  cut  from  the  trunks  or  branches 
of  trees  in  their  natural  form,  the  bark  only  being  removed, 
laid  vertically  upon  a  bed  of  gravel  or  sand,  which  is  also  used 
as  a  filling-in  to  keep  the  blocks  in  position.  The  result  is  a 
smooth  pavement  of  greater  durability  than  any  other  wooden 
pavement  known. 

All  the  pavements  to  which  my  attention  has  been  called 
consist  of  three  distinct  parts : 

First.  A  superstructure  of  stone  or  wood,  in  blocks  of  dif- 
ferent shapes  and  sizes ;  sometimes,  if  of  wood,  connected  by 
pegs  or  dowel-pins,  but  oftener  laid  separately.  In  some  cases 
the  wood  is  treated  by  dipping  it  in  tar,  asphalt  or  other 
material  to  keep  out  the  water.  These  preparations,  however, 
have  been  found  to  increase  the  tendency  to  dry-rot  caused  by 
the  inability  of  the  sap  to  escape. 

Second.  A  foundation  of  sand,  gravel,  broken  stone  or 
brick.  In  some  instances,  as  in  the  Nicholson  pavement,  a 
board  is  laid  between  the  superstructure  and  the  foundation. 

Third.  A  filling  of  sand  or  gravel,  fibres  of  wood  or  con- 
crete, sometimes  mixed  with  tar,  asphalt,  or  pitch,  and  some- 
times not. 

For  a  long  time,  it  was  supposed  that  the  durability  of 
wooden  pavements  was  increased  by  saturating  the  blocks  in 
tar  or  asphalt  ;  but  that  theory  seems  to  be  now  exploded,  and 
the  special  excellence  of  the  Phillips  pavement  is  attributed  to 
the  entire  omission  of  these  preparations. 

Comparing  this  pavement  with  the  various  antedating  de- 
vices, we  find  that  it  differs  from  the  cobble-stone  or  bowlder 
pavement  only  in  the  substitution  of  wood  in  its  natural  form 
for  stone.  If  wooden  blocks  in  their  natural  form  had 
never  been  used,  undoubtedly  this  change  would  be  patenta- 
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ble,  for  an  entirely  different  result  is  produced ;  but,  it  being 
conceded  that  wooden  blocks  have  been  used  before,  and  used 
for  paving  purposes,  it  is,  at  least,  questionable  whether  this 
is  not  a  mere  change  of  material,  and,  therefore,  falling  with- 
in the  rule  laid  down  in  Hotchkiss  v.  Greemvoodj  1 1  How,,  248. 
There  is  undoubtedly  another  result  produced  by  the  change 
of  wood  for  stone,  but  it  can  hardly  be  called  a  n€w  result, 
since  the  same  result  had  previously  been  produced  by  the  use 
of  like  wooden  blocks.  The  fact  that  cobble-stones  are  ordi- 
narily somewhat  rounded  and  touch  each  other  only  in  the 
centre,  and  that  the  wooden  blocks  are  of  uniform  thickness, 
is  only  saying  that  the  natural  shape  of  wooden  blocks  differs 
somewhat  from  the  natural  shape  of  cobble-stone;  but  it  does 
not  change  the  fact  that,  in  both  cases,  the  blocks  are  laid  in 
their  natural  form.  I  do  not,  however,  put  my  decision  upon 
this  ground. 

While  it  is  true  that  none  of  the  patents  offered  in  evidence 
exhibit  the  exact  combination  of  complainants',  there  are  sev- 
eral which  approximate  very  closely  to  it,  so  closely  that  I 
think  the  variation  in  complainants'  is  a  matter  of  judgment 
rather  than  of  invention. 

The  English  patent  to  Parkin  of  1839  provides  for  blocks  of 
wood  of  any  convenient  figure,  with  the  grain  either  vertical 
or  inclined,  and,  among  the  drawings  annexed  to  his  patent,  is 
one  showing  the  blocks  in  their  natural  form.  The  founda- 
tion is  of  sand,  ashes,  or  saw-dust,  saturated  with  tar  or  bitu- 
minous substances,  the  filling  of  sand,  pulverized  chalk,  brick- 
dust  or  other  earthy  matter  united  with  pitch  or  other  bitu- 
minous substances  or  suitable  cement.  Practically,  the  only 
difference  between  this  patent  and  complainants'  consists  in 
the  saturation  of  the  sand  used  for  the  filling  and  the  founda- 
tion with  pitch,  tar  or  other  bituminous  substances. 

The  patent  to  Stead  of  1839  includes  wooden  blocks  so 
shaped  and  placed  as  to  support  each  other  in  a  close  and  com- 
pact manner,  always  having  the  fibres  in  a  vertical  position. 
**The  blocks  which  I  use  for  the  improved  paving  are  cut 
transversely  out  of  fir  or  other  suitable  timber,  or  they  may  be 
composed  of  deal-plank  ends  or  small  portions  of  timber  firm- 
ly cemented  together  to  any  of  the  required  figures  hereinafter 
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described.**  The  foundation  is  to  be  "  suitably  prepared  by 
the  use  of  the  well-known  means."  It  seems  quite 
clear  that  this  would  include  a  foundation  of  sand  or  broken 
stone,  which  has  been  used  for  such  purpose  from  time  imme- 
morial. The  spaces  between  the  blocks  may  be  filled  with 
wooden  pieces  suited  to  their  shape  or  with  cement  or  asphalt 
or  they  may  be  left  open  if  not  too  large.  Figure  16  of  his 
drawing  shows  a  pavement  of  blocks  in  their  natural  form, 
differing  from  complainants*  only  in  the  filling. 

The  patent  to  Reynolds  of  1841  describes  a  pavement  con- 
structed of  pieces  of  the  trunks  of  trees,  cut  into  suitable 
lengths,  as  from  three  to  ten  inches,  and  placed  with  their 
fibres  vertical  side  by  side,  in  their  natural  state,  without  being 
cut  or  hewn  into  any  particular  shapes.  The  interstices  be- 
tween these  blocks  are  to  be  filled  up  with  a  compound  mass 
of  fibres  of  wood  and  concrete  or  asphalt.  The  foundation  is 
not  specifically  described.  This  patent  also  differs  from  com- 
plainants* only  in  the  filling. 

The  patent  of  Fontaine  Moreau  of  1844  contemplates  the 
use  of  blocks  cut  from  any  log  of  wood  conforming  to  the  shape 
of  the  trees,  laid  vertically  upon  a  layer  of  sand,  and  filled  in 
with  bricks,  rubber,  asphalt,  cement,  marine  glue,  bituminous 
and  other  similar  substances,  covered  by  a  bed  or  layer  of 
sand. 

All  of  these  patents  proceed  upon  the  theory  that  there  is 
some  virtue  in  the  bituminous  substance  used  in  the  filling, 
either  for  the  purpose  of  adhesion  or  rendering  the  pavement 
impervious  to  water.  Complainants  claim  that  the  unadulter- 
ated sand  used  by  them  is  equally  efficacious  as  a  locking  for 
the  blocks,  and  that  the  percolation  of  water  through  the  sand 
is  not  injurious  to  the  pavement.  Whether  there  is  really  any 
such  porosity  in  the  sand  as  to  carry  off  any  perceptible  amount 
of  water  from  the  surface  is  somewhat  problematical.  One  of 
complainants*  witnesses  makes  the  pavement  substantially 
water-tight,  and  says  there  is  no  difficulty  in  making  it  practi- 
cally impervious  to  water,  and  thereby  preserving  it,  while  the 
expert,  Henry,  makes  the  preservation  of  the  pavement  de- 
pendent upon  the  free  circulation  of  the  water  to  and  from 
the  blocks  by  means  of  the  sand  filling.     I  think  it  will  be 
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found,  in  practice,  to  make  very  little  difference  whether  tar  be 
added  to  the  filling  or  not,  so  long  as  the  blocks  themselves 
are  not  dipped  in  it  or  otherwise  saturated  with  it. 

Granting,  then,  that  both  elements  of  this  patent  are  old, 
that  sand  unmixed  with  other  substances  is  almost  uniformly 
used  as  the  filling  and  foundation  of  every  stone  pavement, 
and  that  round  blocks  of  wood  laid  vertically  have  been  used 
with  a  filling  of  sand  mixed  with  asphalt,  tar  or  pitch,  it  re- 
mains to  consider  whether  the  mere  omission  of  these  bitumi- 
nous substances  in  the  filling  is  patentable.  In  the  Parkin 
patent,  pitch  is  mentioned  as  the  other  element  of  the  com- 
pound ;  in  the  Reynolds  patent,  concrete  or  asphalt ;  in  the 
Stead  patent,  asphalt;  in  the  Fontaine  Moreau  patent,  asphalt, 
cement,  glue,  or  bitumen ;  but  in  none  of  them  is  the  propor- 
tion in  which  these  substances  shall  be  used  in  any  manner 
stated  or  indicated.  This  is  left  entirely  to  the  judgment  of 
the  paver,  who  may  use  it  in  such  quantity  as  to  render  the 
filling  absolutely  impervious  to  water,  or  may  diminish  it  so 
much  (as  he  would  be  likely  to  do  if  he  were  an  economical  or 
dishonest  contractor)  as  to  make  it  of  no  perceptible  effect. 
If,  in  his  judgment,  he  may  use  a  very  small  quantity,  it  seems 
to  be  equally  a  matter  of  judgment  to  omit  it  altogether. 

It  is  conceded  that  the  round  block  may  be  used  in  any  other 
combination  without  infringing  complainants'  patent.  The 
street  may  be  graded,  the  blocks  laid  upon  the  solid  earth,  and 
the  interstices  left  open  to  be  filled  by  the  gradual  accumula- 
tion of  the  streets,  as  suggested  in  the  Stead  patent  of  1839,  or 
they  may  be  filled  with  the  earth  scraped  from  the  surface  to 
make  the  solid  road-bed,  and  still  there  is  no  infringement. 
But,  suppose  the  street  itself  is  pure  sand,  as  in  Grand  Haven, 
or  gravel,  as  in  Ann  Arbor,  would  it  be  an  infringement  to  do 
precisely  the  same  thing }  If  complainants'  theory  be  sound, 
then  the  use  of  round  blocks,  which  would  infringe  their  patent 
in  one  place,  would  not  infringe  it  in  another;  and,  in  towns, 
where  the  natural  substratum  was  sand  or  gravel,  earth  of 
some  description  would  have  to  be  imported  from  abroad  for 
the  filling  and  foundation,  to  avoid  an  infringement.  The 
question  of  infringement  ought  not  to  depend  upon  the  acci- 
dents of  the  soil  upon  which  the  round  blocks  are  laid. 
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There  is  proof  that  a  pavement  precisely  like  that  of  com- 
plainants' was  laid  and,  apparently,  is  still  used  in  London, 
Ontario ;  but  it  is  admitted  that  the  mere  use  of  complainants' 
device  in  a  foreign  country,  without  its  being  patented  or  de- 
scribed in  any  printed  publication,  is  not  sufficient  to  an- 
ticipate his  patent.  There  is  no  sufficient  proof  in 
this  case  of  the  use  of  the  round  blocks  with  a  sand  filling  and 
foundation,  in  this  country,  although  blocks  of  octagonal  or 
sexagonal  form  set  closely  together,  and  therefore  more  liable 
to  decay,  have  long  been  used  upon  a  similar  foundation. 
This,  however,  would  not  be  sufficient  to  anticipate  com- 
plainants' patent. 

But,  as  I  have  before  observed,  this  patent  seems  to  me  fatal- 
ly defective  in  that  the  variations  made  from  previous  patents 
do  not  involve  the  exercise  of  the  inventive  faculty — in  other 
words,  that,  considering  the  state  of  the  art  in  1869,  a  simple 
combination  of  round  blocks  with  a  sand  filling  and  founda- 
tion was  not  patentable  within  the  meaning  of  the  law. 

A  decree  will  therefore  be  entered,  dismissing  the  bill. 

Geo.  H,  Lothrop  and  E,  W.  Kittridge,  for  the  complainants. 

F.  A.  Baker^  D,  C.  Holbrook  and  Z.  Z.  Bond^  for  the  defend- 
ant. 


Giles  F.  Filley 

vs, 

Perley  a.  Child.    In  Equity.* 

G.,  having  a  patent  for  an  improvement  in  stoves,  acquiesced,  during  the  en- 
tire duration  of  the  patent,  in  the  manufacture  and  sale  by  M.,  of  stoves 
containing  said  improvement,  with  the  name  "  Charter  Oak  "  upon  them. 
After  the  patent  expired,  M.  continued  to  make  and  sell  stoves  contain- 
ing said  improvement,  and  to  put  the  name  "  Charter  Oak  "  upon  them, 

*  16  Blatchf.  C.  C.  R.,  376. 
VOL.  IV — 23 
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but  did  not  represent  them  as  made  by  G.  G.,  claiming  the  name 
"Charter  Oak  "  as  a  trade  mark,  applied  to  stoves  containing  said 
improvement,  brought  a  suit  lo  restrain  the  use  of  it  by  M.,  on  such 
stoves  :  Held^  that  M.  ought  not  to  be  so  restrained. 

(Before  Blatchford,  J.,  Southern  District  .of  New  York,  June,  1879.) 

Blatchford,  J. 

The  bill  alleges,  that  the  plaintiff,  in  185 1,  *' conceived  of 
applying"  the  name  of  **  charter  oak,"  as  a  trade-mark,  to 
cooking  stoves  embodying  certain  improvements  in  their  in- 
ternal construction,  which  he  had  invented,  for  the  purpose 
(i)  of  securing  to  himself  more  completely  and  exclusively 
tlie  benefits  to  be  derived  from  the  manufacture  and  sale  of 
such  cooking  stoves,  and  (2)  of  giving  to  the  same  a  particu- 
lar name,  to  enable  the  general  public  and  purchasers  to  dis- 
tinguish the  same  from  all  other  cooking  stoves.  It  is  not 
alleged  in  the  bill  that  the  plaintiff  has  ever  applied  the 
name  '*  charter  oak  "  to  any  other  cooking  stove  than  the  one 
embodying  said  improvements,  nor  that  the  cooking  stoves 
sold  by  the  defendant,  bearing  upon  them  the  name  **  charter 
oak,"  embodied  said  improvements,  nor  that  the  said  im- 
provements were  patented  to  the  plaintiff.  It  is  shown  that 
said  improvements  were  patented  to  the  plaintiff  June  14th, 
jS53  ;  that  the  patent  was  reissued  to  him  December  27tb^ 
1859;  and  that  it  was  extended  for  seven  years  from  the  14th 
of  June,  1867,  There  is  no  evidence  that  any  one,  prior  to 
the  plaintiff,  applied  the  name  **  charter  oak  "  to  a  stove  con- 
taining said  improvements;  and  it  is  shown  that  all  the  stoves 
sold  by  the  defendant  have  been  stoves  containing  ^id  im- 
provements, and  having  upon  them  the  name  "charter  oak." 
The  suit  is  not  brought  upon  the  patent,  for  a  violation  thereof. 
The  bill  alleges,  that  the  use  of  said  trade-mark  by  the  defend- 
ant, "  is  intended  and  designed,  and  well  calculated,  to  deceive 
the  public  into  the  belief  that  the  stove  bearing  it,  is  the  genu- 
ine stove"  of  the  plaintiff,  **  since  by  said  name  *  charter  oak  * 
alone,  is  the  said  stove  bought,  sold,  and  known."  There  is 
no  evidence  that  any  person  buying  one  of  such  stoves  as  the 
defendant  has  so  sold,  would  believe  that  he  was  buying  a 
stove  made  by  the  plaintiff,  although  he  would  believe  that  he 
was  buying  a  stove  containing  the  improvements  so  patented 
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to  the  plaintiff.  As  the  patent  has  expired,  and  the  defendant 
has  a  right  to  sell  cooking  stoves  embodying  the  patented  im- 
provements, the  sole  question  is  whether  the  defendant  has  a 
right  to  sell  them  with  the  name  **  charter  oak  "  upon  them. 
The  evidence  satisfactorily  shows,  that  the  plaintiff,  during 
the  entire  twenty-one  years'  duration  of  the  patent,  knew  of 
and  acquiesced  in,  the  manufacture  and  sale,  by  M.  L.  Filley, 
and  those  under  whom  he  claims,  of  cooking  stoves  containing 
the  patented  improvements,  with  the  name  "charter  oak" 
upon  them.  M.  L.  Filley  made  the  stoves  now  complained  of. 
He  has  built  up  a  business  through  such  acquiescence,  in  the 
manufacture  and  sale  of  such  cooking  stoves,  with  such  name. 
Under  such  circumstances,  the  plaintiff  cannot,  after  his  pat- 
ent has  expired,  and  when  M.  L.  Filley  has  the  right  to  make 
stoves  containing  said  improvements,  prevent  him  from 
calling  them  by  the  name  of  **  charter  oak,"  so  long  as  he 
does  not  represent  them  as  being  made  by  the  plaintiff,  or 
induce  others  to  believe  that  they  are  made  by  the  plaintiff^i 
The  bill  is  dismissed,  with  costs. 


Samuel  S.  Boydy  for  the  complainant. 
Esek  Cowen^  for  the  defendant. 


The  Wilson  Packing  Company  et  al. 

vs. 
William  B.  Clapp.     In  Equity.* 

Tbe  patents  granted  to  W.  C.  Marshall.  July  12th,  1864,  reissued  May  25th, 
1875,  and  to  William  J.  Wilson,  March  3i8t,  1874,  reissued  April  6th, 
1875,  for  processes  of  packing  and  preserving  meat,  heldy  not  to  be  for 
patentable  inventions. 

(Before  DRUitMOND  &  Blodgett,  JJ.,  Northern  District  of  Illinois,  June, 
1879.) 

*  Affirmed  by  Supreme  Court. 
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Drummond,  J. 

The  only  question  in  this  case  necessary  to  be  considered  is, 
whether  the  two  things  which  are  the  subject-matter  of  the 
patents  are,  in  themselves,  patentable,  namely,  the  mode  de- 
scribed in  which  meat  is  compressed  and  put  into  cans, 
and  the  mode  described  of  making  the  cans  or  vessels  in 
which  the  meat  is  placed. 

The  first  patent  is  that  of  W.  C.  Marshall,  originally  issued 
July  i3th,  1864,  and  reissued  May  25th,  1875.  It  relates  to  the 
putting  up  and  preserving  of  meats.  Mr.  Marshall's  mode, 
as  I  understand,  is  this:  he  prepares  the  meat,  it  being  cut  in 
proper  form  and  in  its  raw  state,  by  what  are  called  antisep- 
tics ;  that  is,  by  various  methods  of  preserving  meat  with  salt, 
saltpetre,  etc.,  and  when  the  meat  is  in  this  condition  he  sub- 
jects it  to  a  strong  pressure.  It  is  then  put,  in  the  proper 
quantity,  into  a  package,  box  or  can,  of  the  required  size, 
and  is  there  also  subjected  to  pressure.  Then,  in  the  usual 
way,  the  air  is  expelled  from  the  package  by  heat,  and  it  is 
hermetically  sealed. 

This  seems  to  be  the  whole  process,  as  described  by  .Mr. 
Marshall,  and  in  his  claim  he  declares  that  it  is  for  packing 
and  preserving  meat,  in  subjecting  it,  after  it  has  been  sub- 
mitted to  preserving  processes,  to  a  heavy  pressure,  and  pack- 
ing and  hermetically  sealing  in  packages  or  boxes,  com- 
pressed meat,  as  described. 

The  question  is,  whether,  of  itself,  this  was  a  patentable 
subject,  viz.:  cutting  up  meat  in  its  raw  state,  putting  it  into 
antiseptics,  subjecting  it  to  pressure,  as  in  a  mould,  before  and 
after  it  is  put  in  the  box  or  package,  and  then  hermetically 
sealing  it.  It  is  admitted  that  the  manner  in  which  the  pack- 
age is  hermetically  sealed  was  well  known.  That  is  not 
claimed,  but  only  the  particular  way  in  which  the  meat  is 
prepared,  put  up  and  placed  in  the  box  or  package. 

The  main  difference,  as  I  understand,  between  the  patent  of 
Marshall  and  that  of  William  J.  Wilson,  is  that,  in  the  latter, 
which  was  originally  issued  on  the  31st  of  March,  1874,  and 
reissued  on  the  6th  of  April,  1875,  Wilson  describes  his  meat 
as  being  first  cooked  thoroughly,  at  a  temperature  of  212* 
Fahrenheit,  so  that  all  the  bone  and  gristle  can  be  removed 
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and  the  meat  retain  its  natural  grain  and  integrity.  In  both 
patents,  it  is  claimed  that  the  meat  retains  all  its  nutritious 
qualities,  and  that  it  is  not  desiccated  or  dried,  and,  in  Wilson's 
patent,  after  it  is  thus  cooked,  it  is  compressed,  as  in  Marshall's, 
in  the  box  or  package,  and  then  it  is  hermetically  sealed.  These 
two  modes  of  preserving  meat  appear  to  be  somewhat  differ- 
ent from  any  of  those  which  have  been  presented  to  the  court, 
in  this,  that  the  meat  is  not  put  up  in  brine  or  any  other 
liquid,  neither  is  it  dry  or  desiccated,  but  it  remains  in  such  a 
form  that  it  can  be  reduced  to  a  compact  mass,  so  as  to  re- 
tain most  of  the  nutritious  qualities  of  the  meat.  I  take  it 
for  granted  that  it  is  impracticable  to  cook  meat  as  Wilson 
proposes  it  should  be  cooked  (although  nothing  is  said  as  to 
the  manner  in  which  it  is  to  be  cooked),  either  by  steam  or  water, 
or  otherwise,  without  losing  some  of  its  nutritious  qualities, 
but  there  may  be  a  difference  in  the  mode  in  which  it  is 
cooked ;  in  some  cases  it  may  retain  most  of  its  nutriment, 
and  in  others  only  a  comparatively  small  part.  It  is  claimed, 
both  by  WilsoQ  and  by  Marshall,  that  it  retains  all  the  juices 
and  nutritious  qualities  of  the  meat,  the  compression  only 
removing  the  superfluous  moisture.  I  doubt  whether  that  is 
exactly  true,  but  I  presume  it  does  retain  most  of  the  nu- 
tritious qualities  of  the  meat 

Wilson  claims  "  the  process  described  for  packing  cooked 
meats  for  transportation,  by  compressing  the  s.ime  into  an  air- 
tight package,  so  as  to  preserve  the  meat  in  its  integrity  and 
retain  all  the  natural  juices  and  nutritious  qualities  of  the 
meat,  substantially  as  set  forth  ;"  and  then  he  claims  "  as  a 
new  article  of  merchandise,  cooked  meat  put  up  in  a  solid  form 
in  its  natural  state,  without  disintegration  or  desiccation,  in 
hermetically  sealed  packages,  as  set  forth."  It  seems  that  there 
is  an  advantage  in  putting  up  meat  in  this  way,  which  docs  not 
exist  in  other  cases  which  have  been  brought  to  the  attention 
of  the  Court.  The  difficulty  I  have  had,  and  still  have,  in  the 
case,  is,  whether  this  can  be  said  to  be  of  such  a  character  as  to 
entitle  the  parties  to  a  patent. 

The  next  point  is  as  to  the  form  of  the  can  described  in  the 
patent  of  John  A.  Wilson,  issued  April  6,  1S75  ;  reissued  Oct. 
23f  1877.     He  claims  an  hermetically  sealed  can,  used  in  pack- 
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ing  meat  or  other  articles,  made  in  the  shape  of  a  pyramid, 
having  rounded  corners,  and  both  ends  slightly  flaring  to  form 
shoulders,  against  which  the  head  or  end  pieces  rest.  In  other 
words,  it  is  the  shape  of  a  can  of  cooked  corned  beef,  put  up  by 
Libby,  McNeill  and  Libby,  and  it  is  not  material  of  what  size 
it  is  made.  "  A,"  he  says,  represents  the  body  of  the  can  made 
in  the  form  of  a  truncated  pyramid  with  rounded  corners,  and 
of  any  desired  number  of  sides,  although  he  prefers  to  make  it 
of  four  sides  ;  both  ends  of  the  body  are  made  slightly  flaring 
so  as  to  form  interior  shoulders  or  offsets  against  wliich  the 
heads  "  C"  and  **  B"  (top  and  bottom)  rest.  The  edges  of 
these  heads  are  turned  outward,  as  shown,  and  the  flaring  edge 
of  the  end  of  the  can  is  turned  over  the  flange,  and  the  three 
thicknesses  of  metal  pressed  together  by  machinery,  with  or 
without  solder,  so  as  to  make  th*e  joints  air  tight.  The  meat  is  pre- 
pared, cut  up,  pressed  and  put  in  cans,  pressed  afterwards,  and 
then  the  cans  hermetically  sealed.  As  I  understand,  the  meat  is 
put  in  at  the  large  end.  And  then  he  claims  the  can  for  packing 
food  hermetically  sealed,  and  constructed  of  pyramidal  form  and 
rounded  corners,  with  offset  ends  to  support  the  head,  said  head 
being  secured  as  shown  and  described.  He  also  claims,  as  an 
improved  article  of  manufacture,  solid  meat,  compressed  as 
described,  and  within  a  pyramidal  can,  so  that  said  can  forms 
a  mould  for  the  meat,  and  permits  its  discharge  in  a  solid  cake, 
substantially  as  specified. 

It  is  conceded  that  there  cannot  be  a  patent  for  a  mere  form 
unless  the  form  is  of  the  essence  of  the  invention.  It  is  not 
easy  to  describe  what  constitutes  the  essence  of  the  form  so  as 
to  make  it  the  subject  of  a  patent,  and  distinguish  it  from  that 
which  is  mere  form.  Sometimes,  as  the  courts  say,  the  form 
may  be  the  substance  of  the  invention,  and  there  may  be  such 
a  change  produced  in  a  certain  article  as  to  make  it  (the  ar- 
ticle manufactured  or  otherwise,  whatever  it  may  be)  the  sub- 
ject of  a  patent.  It  seems  that  there  are  some  advantages  about 
the  construction  of  the  can  which  have  made  it  come  into  com- 
mon use.  I  have  described  the  manner  in  which  the  meat  is 
put  up — that  it  becomes  a  compressed,  compact  mass,  neither 
dry  nor  liquid  ;  that  it  retains  most  of  its  nutritious  qualities, 
and,  if  freed  from  the  pressure  which  surrounds  it,  it  will  retain 


JUNE,  1879.  359 


Wilson  Packing  Co.  v,  Clapp. 


its  compact  condition.  The  advantage  of  this  can  is,  that  when 
it  is  opened,  as  it  usually  is,  at  the  bottom,  and  the  bottom 
taken  out  (the  can  having  been  previously  cooled,  so  that  the 
ice  or  the  cool  water  may  leave  it  in  its  least  expansive 
condition),  and  it  is  struck  on  the  top,  the  meat  falls  out  in  a 
compact  mass,  and  then  can  be  eaten  or  is  fit  for  the  table. 
Both  of  these  are  advantages,  and  the  advantages  have  been 
such  as  have  caused  it,  as  the  testimony  shows,  to  come  into 
great  use^  such  that  it  has  made  what  is  claimed  to  be  a  revolu- 
tion in  the  trade  of  preserved  meat.  And  the  Patent  Office 
seems  inclined  to  issue  patents  for  such  things  which  it  calls 
a  new  article  of  manufacture,  both  as  to  the  manner  in  which 
the  meat  is  put  up,  and  as  to  the  structure  of  the  can,  and  it 
has  issued  patents  for  both  of  these  as  a  new  article  of  manu- 
facture. But  I  must  confess,  on  principle,  I  am  not  inclined 
to  hold  that  these  are  the  proper  subject  matter  of  a  patent. 

If  we  sustain  a  patent  of  this  kind,  I  do  not  exactly  see  how 
we  can  do  so  without  preventing  everybody  else  from  pre- 
paring and  cooking  meat,  cutting  it  up  and  subjecting  it  to  a 
pressure,  as  these  patentees  describe.  There  seems  nothing  of 
invention  in  preparing  and  cutting  up  meat,  or  in  puttin;^  it 
into  a  can,  or  in  pressing  it  before  or  after  it  is  put  there,  and 
there  is  certainly  nothing  new  in  hermetically  sealing  a  can  in 
the  manner  in  which  this  is  said  to  be  sealed.  There  is  notliing 
new  in  constructing  a  can  of  this  particular  form.  It  is  a  mat- 
ter of  fancy  more  or  less.  This  can  might  be  round  or  octag- 
onal or  in  any  other  form,  provided  it  was  larger  at  the  bot- 
tom than  at  the  top — lessening  gradually  as  it  approached  the 
top — and,  if  the  meat  was  in  the  same  condition  in  which  this 
was,  and  the  can  open  at  the  bottom,  the  meat  would  fall  out 
in  the  same  way  as  from  the  plaintiffs'  can.  If  we  sustain  this 
patent,  we  prevent  every  one  else  from  putting  up  meat  in  this 
form  ;  that  is,  from  cooking  it,  compressing  it  in  the  manner 
in  which  this  is  conipressed,  and  putting  it  in  cans,  and  hermet- 
ically sealing  it.  I  do  not  feel  like  sustaining  a  patent,  when 
such  consequences  are  to  follow. 

And,  as  to  the  plaintiffs'  can  :  There  is  nothing  about  this 
can,  except  the  exercise,  as  I  understand  it,  of  mechanical  skill. 
There  is,   certainly,   nothing  inventive  in  making  it  in  this 
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shape.  I  was  at  first  inclined  to  think  that  there  might  be  some- 
thing in  the  peculiar  form  in  which  the  can  was  put  together, 
as,  in  the  rounded  corners  with  both  ends  slightly  flaring  to 
form  the  shoulders,  and  the  manner  in  which  the  end  pieces 
are  put  on  and  secured,  but  I  do  not  know  that  this  is  more 
than  a  mere  mechanical  device. 

In  stating  my  views  about  these  patents,  I  may  admit  there 
are  some  authorities  which  seem  to  sustain  patents  of  this 
kind,  and  that  seems  to  some  extent  to  be  the  usage  of  the 
Patent  Office ;  but  my  own  view  is,  that  this  is  wrong,  and  that 
patents  of  this  kind  ought  not  to  be  sustained. 

The  case  of  the  can  of  lard,  unreported,  Tucker  v.  Fairbanks^ 
is  somewhat  similar.  I  have  always  doubted  whether  I  ought 
to  have  sustained  that  claim.  My  desire  about  this  case  is,  that 
it  should  be  arranged  in  such  a  way  that  the  opinion  of  the 
Supreme  Court  can  be  taken  on  this  question,  whether  or  not 
these  two  things  are  patentable — namely,  the  manner  in  which 
the  meat  is  prepared,  compressed,  and  placed  in  the  can  ;  and 
secondly,  the  manner  in  which  the  can  is  constructed. 

It  may  be  true  that  here  is  an  article  of  merchandise  which, 
in  one  sense,  may  be  said  to  be  new,  in  the  form  in  which  it  ex- 
ists, and  which,  in  consequence  of  its  advantages,  has  come 
into  common  use. 

It  may  be  true  that  this  is  something  like  the  caustic  alkali 
case,  which  has  been  so  often  referred  to,  but  I  must  confess, 
personally,  my  strong  opposition  to  the  maintenance  of  patents 
of  this  kind,  as  being  against  the  rights  of  the  public.  For  the 
Court  now  to  sustain  these  patents,  in  this  form,  is  really  giving 
them  a  complete  monopoly  of  putting  up  compressed  meats  in 
this  way,  and  in  cans  like  these,  and,  as  the  questions  involved 
in  this  case  are  important,  and,  as  it  may  simplify  matters,  my 
brother  judge  and  myself  have  concluded  to  certify  the  ques- 
tions to  the  Supreme  Court. 

Munday  &*  Evarts^  J,  N,  Jeweit^  and  W,  H,  Clifford^  for  the 
complainants. 

Eldridge  and  TourUllotte^  for  the  defendant. 
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LORIN   INGERSOLL,   TRUSTEE,   &C. 

VS, 

John  C.  Jewett  et  al.    In  Equity.* 

L  sued  J.,  in  equity,  for  infrinf^ing  a  patent.  J.  set  up.  by  plea,  that,  in 
June.  1871;.  L.  sued  T.  for  infringing  the  same  patent ;  that  T.  was  a 
licensee  under  a  patent  granted  to  W.  before  the  patent  to  L.  was 
granted,  which  embodied  the  improvement  described  in  the  patent  to 
L.  ;  that  W.  assumed  the  defence  of  that  suit ;  that  it  was  therein 
adjudged  that  W.  was  the  first  inventor,  and  that  the  patent  to  L.  was 
void  for  want  of  novelty  ;  and  that  J.  was  a  licensee  of  W.  under  a  li- 
cense granted  in  October,  1874,  and  was  making  the  article  described  in 
the  patent  to  W. :  Held,  that  the  fact  that  the  license  was  granted  before 
the  judgment  was  rendered  was  alone  sufficient  to  prevent  the  judgment 
from  operating  as  an  estoppel  against  the  plaintiff. 

(Before  Wallace,  J.,  Northern  District  of  New  York,  June,  1879.) 

Wallace,  J. 

The  proofs  taken  under  the  bill,  plea  and  replication  present 
the  question  of  the  effect  of  a  former  adjudication  against  the 
validity  of  the  complainant's  patent.  The  plea  sets  up  this 
former  adjudication  as  an  estoppel  in  favor  of  the  present 
defendants.  The  bill  charges  infringement,  by  the  defend- 
ants, of  letters  patent  granted  to  Eugene  A.  Heath,  bearing 
date  October  10,  1871,  for  an  improvement  in  metallic  cus- 
padores.  The  plea  alleges,  that,  in  June,  1875,  the  complain- 
ant filed  a  bill,  in  the  United  States  Circuit  Court  for  the  Dis- 
trict of  New  Jersey,  against  Mary  Turner  and  William 
Turner,  for  an  infringement  of  the  same  patent ;  that  the 
Turners  were  licensees,  under  letters  patent  granted  to 
William  H.  Topham,  bearing  date  August  2,  1870,  and  reis- 
sued July  29,  1873,  which  embodied  the  invention  de- 
scribed in  the  complainant's  patent ;  that  Topham  assumed 
the  defence  of  the  suit ;  and  that  it  was  therein  adjudged  by 

♦  16  Blatchf.  C.  C.  R.,  378. 
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the  Court,  that  Topham  was  the  original  and  first  inventor, 
and  that  the  complainant's  patent  was  void  for  want  of 
novelty.  The  plea  further  alleges,  that  the  present  defend- 
ants are  licensees  of  Topham,  and  are  manufacturing  the 
article  described  in  Topham 's  patent. 

The  proofs  show,  that  the  present  defendants  became  licen- 
sees of  Topham  in  October,  1874  ;  and  this  fact  is  decisive 
against  the  defendants'  position,  that  the  decree  in  the  former 
suit  precludes  the  complainant  from  maintaining  the  present 
action,  and  renders  it  unnecessary  to  look  into  the  proofs,  to 
ascertain  whether,  as  matter  of  fact,  Topham  was  a  party  or 
privy  to  the  former  suit. 

Assuming  that  Topham  was  a  party  to  the  former  suit  in 
the  sense  that  every  person  is  a  party  who  has  a  direct  inter- 
est in  the  subject-matter  of  the  suit,  and  who  is  permitted, 
although  not  named  in  the  record,  to  control  its  prosecution 
or  defence,  the  present  defendants  cannot  avail  themselves  of 
a  decree  in  his  favor.  The  defendants,  as  licensees  of  Top- 
ham, have  an  interest  carved  out  of  Topham 's  grant,  analo- 
gous to  that  of  a  lessee  of  real  estate,  and  are  privies  in  estate 
with  Topham  ;  and  if,  prior  to  the  time  they  acquired  their 
license,  it  had  been  adjudged,  in  a  suit  between  Topham  and 
the  complainant,  that  Topham's  grant,  under  his  letters  pat- 
ent, was  valid,  and  that  of  the  complainant  was  invalid,  that 
adjudication  would  have  been  conclusive,  as  an  estoppel. 

It  is  essential  to  the  operation  of  an  estoppel,  that  it  be 
mutual,  and,  in  considering  the  effect  of  a  former  judgment, 
which  is  invoked  as  an  estoppel,  if  it  be  found  that  it  would 
not  be  conclusive  upon  the  rights  of  the  parties,  had  it  been 
adverse  to  the  party  invoking  it,  instead  of  in  his  favor,  this 
consideration  will  be  decisive  against  its  efficacy.  Therefore, 
in  this  case,  if  it  is  clear,  that,  had  the  former  judgment  sus- 
tained the  complainant's  patent  and  defeated  Topham 's,  yet, 
nevertheless,  the  present  defendants  would  not  be  concluded 
by  that  adjudication,  it  must  follow,  that  the  complainant  is 
not  concluded,  as  against  these  defendants,  by  that  judgment. 

Estoppels  are  sometimes  said  to  be  odious,  and  no  one 
would  dispute  the  truth  of  the  aphorism,  if  a  defendant,  who 
had  acquired  a  vested  right  in  real  or  personal  property, 
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could  be  deprived  of  his  right  by  the  result  of  a  suit  brought 
subsequently,  to  which  he  was  not  a  party,  and  in  which  he 
could  not  be  heard.  Judgments  are  binding  upon  privies  as 
well  as  upon  parties  ;  but  this  rule  is  to  be  understood  with 
the  qualification,  that  only  those  are  privies,  within  the  mean- 
ing of  the  rule,  who  acquire  their  interest  in  the  subject- 
matter  of  the  suit  subsequent  to  the  suit.  It  is  stated,  in 
Freeman  on  Judgments,  §  162,  to  be  well  understood,  '*  that 
no  one  is  privy  to  a  judgment  whose  succession  to  the  rights 
of  property  thereby  affected,  occurred  previously  to  the  insti- 
tution of  the  suit.  A  tenant  in  possession  prior  to  the  com- 
mencement of  an  action  of  ejectment  cannot  therefore  be 
lawfully  dispossessed  by  the  judgment  unless  made  a  party 
to  the  suit.  The  assignee  of  a  note  is  not  affected  by  any  liti- 
gation in  reference  to  it,  beginning  after  the  assignment.  No 
grantee  can  be  bound  by  any  judgment  in  an  action  com- 
menced against  his  grantor  subsequent  to  the  grant,  other- 
wise a  man  having  no  interest  in  property  could  defeat  the 
estate  of  the  true  owner."  As  tersely  put  by  Judge  Selden, 
in  Campbell  v.  Hall^  16  N.  Y.,  575,  579,  the  rule  relative  to 
estoppel  •*  can  have  no  application,  except  where  the  convey- 
ance is  made  after  the  event  out  of  which  the  estoppel  arises." 
See,  also,  Doe  v.  The  Earl  of  Derby ^  i  Adolp,  &  Ellis,  783,  and 
IVinslow  \.  Grindaly  2  Greenl.,  64. 

If  the  former  suit  had  been  decided  against  Topham,  the 
defence  of  the  invalidity  of  the  complainant's  patent  would 
still  be  open  to  the  defendants,  and  the  complainant  would 
not  be  permitted  to  say  to  the  defendants — I  have  deprived 
you  of  your  rights  as  licensees,  by  a  litigation  with  your 
grantor,  to  which  you  were  not  a  party,  commenced  after 
your  license  was  granted  ;  and,  because  of  this,  the  defend- 
ants cannot  now  insist  that  their  rights  as  against  the  com- 
plainant are  conclusively  established  by  a  judgment  which 
could  not  enure  to  the  advantage  of  the  complainant,  if  it 
had  been  in  his  favor  instead  of  being  adverse. 

Judgment  is  ordered  for  the  complainant. 

A,  T.  Compton  and  Frederic  H,  Bctts^  for  the  complainant. 
Charles  F,  Blake^  for  the  defendants. 
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The  Steam  Stone  Cutter  Company 

vs. 
David  Shortsleeves.    In. Equity.* 

W.,  the  patentee  of  inventions  in  steam  stone  cutting  machines,  granted  to  a 
corporation  "  the  right  to  use  said  patented  machine,  or  any  number  of 
said  machines/'  in  its  quarry  at  S.  C.  succeeded  to  the  rights  o(  W., 
and  another  corporation  to  the  rights  of  the  corporation  grantee  in  the 
quarry.  D.  was  making  a  machine  embodying  the  patented  inventions, 
for  the  new  corporation,  for  use  in  said  quarry,  and  C.  sought  to  enjoin 
D.  from  making  such  machine  :  Held,  that  the  grant  conveyed  the  right 
to  make  machines  lor  said  use.  including  the  right  to  procure  them  to  be 
made,  and  covered  the  making  of  them  by  the  person  procured  to  make 
them. 

(Before  Wheeler,  J.,  District  of  Vermont,  June,  1879.) 

Wheeler,  J. 

This  cause  has  been  heard  on  the  motion  of  the  plaintiff  for 
a  preliminary  injunction.  The  material  facts  appearing  from 
the  bill,  answer  and  affidavits,  on  which  the  case  is  now  pre- 
sented, are,  that  George  J.  Ward  well,  the  patentee  of  inven- 
tions in  steam  stone  cutting  machines,  granted  to  the  Suther- 
land Falls  Marble  Co.,  a  corporation,  **  the  right  to  use  said 
patented  machine,  or  any  number  of  said  machines,"  "  in 
their  quarry  at  Sutherland  Falls.'*  The  plaintiff  has  since 
succeeded  to  the  rights  of  Wardwell,  and  another  corpora- 
tion, by  the  same  name,  to  the  rights  of  the  Sutherland  Falls 
Marble  Co.,  in  the  quarry,  and,  for  the  purposes  of  this 
motion  now,  in  the  patents,  although  a  doubt  is  suggested 
about  how  that  may  ultimately  appear.  The  defendant  is  a 
machinist,  and  is  making  a  machine  embodying  the  patented 
inventions,  for  the  new  corporation,  at  his  shop,  for  their  use 
in  that  quarry.  This  making  is  what  is  sought  to  be  re- 
strained. 


*  16  Blatchf.  C.  C.  R.,  381. 
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It  is  a  maxim  of  the  common  l^w,  that  any  one  granting  a 
thing  impliedly  grants  that  also  without  which  the  thing  ex- 
pressly granted  cannot  be  had  ;  or,  as  expressed  more  perti- 
nently to  the  precise  question  here,  by  Twysden,  J.,  in  Pom- 
fret  V.  Ricroft^  I  Saund.,  321,  **  when  the  use  of  a  thing  is 
granted,  everything  is  granted  by  which  the  grantee  may 
have  and  enjoy  such  use."  Liford*s  case,  11  Rep.,  52,  a.  ; 
Lord  Darcy  v.  Askwith,  Hob.,  234  ;  Hawton  v.  Frearson^  8 
T.  R.,  50  ;  I^ichols  v.  Luce^  24  Pick.,  102  ;  Coolidge  v.  Hagar^  43 
Vt.,  9  ;  2  Wash.  R.  P.,  622  ;  Broom's  Max.,  479  ;  Branch's 
Max.,  32.  The  foundation  of  it  is  the  presumed  intention  of 
the  grantor  to  make  the  grant  effectual.  Howion  v.  Frearson^ 
8  T.  R.,  50  ;  Nichols  v.  Luce^  24  Pick.,  102  ;  Tracy  v.  Atherton^ 
35  ^^-9  5^-  ^"^  ^^  ^s  ^^  applicable  to  grants  of  rights  under 
patents,  whether  assignments  or  mere  licenses,  as  to  any  other 
subject,  where  the  true  intent  is  sought  for.  Curtis  on  Pat., 
§  214.  This  grant  by  Wardwell  would  not  pass  anything  at 
all,  unless  the  grantee  could,  in  some  way,  procure  the 
machines.  It  is  suggested,  in  argument,  that  the  intention 
was  that  they  should  be  procured  of  the  patentee,  or  from  a 
manufacturer  under  him.  But  no  grant  of  any  right  to  use 
such  machine  would  be  necessary.  The  sale  of  it  would 
carry  the  right.  And,  as  said  by  Lord  Ken  yon,  in  Hoivton  v. 
Frearsofiy  when  he  made  the  grant,  it  must  be  taken  that  he 
intended  to  confer  some  beneficial  interest ;  and,  if  it  carried 
no  right  but  to  use  machines  procured  from  or  under  the  pat- 
entee, none  would  be  conferred. 

As  this  grant  is  now  viewed,  the  right  to  make  machines 
for  the  use  expressly  granted  passed,  and  this  would  include 
the  right  to  procure  them  to  be  made,  and  cover  the  making 
them  by  the  one  procured  to  make  them.  This  is  in  accord- 
ance with  the  decision  in  Steam  Cutter  Co.  v.  Sheldon^  10 
Blatchf.,  C.  C.  R.,  i.  The  grant  there  was  of  the  right  to 
use  the  invention  to  the  extent  of  one  machine,  and,  under 
certain  circumstances,  to  the  extent  of  others,  at  the  quarries 
specified.  It  is  argued,  that  there  is  a  material  difference 
between  the  two  expressions  ;  but  no  such  difference  is 
apparent.  The  patented  inventions  are  the  subjects  of  the 
grants,  and  they  would  pass  to  the  same  extent,  whether  in- 
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eluded  in  machines  embodying  them,  without  being  otherwise 
mentioned,  or  mentioned  to  the  extent  of  the  machines,  with- 
out otherwise  mentioning  the  machines/ 
The  motion  is  denied. 

Aldace  F.  Walker^  for  the  complainant. 

Whcelock  G.  Veazeyy  for  the  defendant. 


Christopher  Reissner  et  al. 

vs. 
James  L.  Sharp.     In  Equity.* 

Under  §  4,887  of  the'  Revise4  Statutes,  which  provides,  that  "every  patent 
granted  for  an  invention  which  has  been  previously  patented  in  a  foreign 
country  shall  be  so  limited  as  to  expire  at  the  same  time  with  the  foreign 
patent,  or,  if  there  be  more  than  one,  at  the  same  time  with  the  one  hav- 
ing the  shortest  term,"  a  patent  granted  by  the  United  States,  October 
20th,  1874,  for  seventeen  years  from  that  day,  was  held  to  have  expired 
on  the  15th  of  May,  187S,  because  a  patent  was  granted  in  Canada,  under 
the  authority  of  the  patentee,  for  the  same  invention,  on  the  15th  of  May, 
1873,  ^or  five  years  from  that  day,  although,  in  March,  1878,  the  Canada 
patent  was  extended  for  five  years  from  the  15th  of  May,  1878,  and,  also, 
for  five  years  from  the  15th  of  May,  1883. 

• 

(Before  Blatchford,  J..  Southern  District  of  New  York,  June,  1879.) 

Blatchford,  J. 

Letters  patent  of  the  United  States  were  granted  to  John  A. 
Frey,  October  20th,  1874,  for  an  *'  improvement  in  coal  oil 
stoves,"  for  17  years  from  that  day.  They  were  reissued  to 
C.  Reissner  &  Co.,  assignees,  June  19th,  1877.  The  plaintiffs, 
composing  the  firm  of  C.  Reissner  &  Co.,  and  owners  of 
the  reissue,  bring  this  suit  against  the  defendant,  for  an 
alleged  infringement  of  the  reissue,  and  have  moved  for  a 
preliminary  injunction.     Several  defences  are  set. up,  but,  as 

*  16  Blatchf.  C.  C.  R.,  383. 
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one  of  them  is  regarded  as  fatal  to  the  motion,  the  others  are 
not  considered. 

The  original  patent  was  granted  while  §  4,887  of  the  Revised 
Statutes  was  in  force.  That  section  is  still  in  force.  It  pro- 
vides as  follows  :  *'  No  person  shall  be  debarred  from  receiv- 
ing a  patent  for  his  invention  or  discovery,  nor  shall  any 
patent  be  declared  invalid,  by  reason  of  its  having  been  first 
patented  or  caused  to  be  patented  in  a  foreign  country,  un- 
less the  same  has  been  introduced  into  public  use  in  the 
United  States  for  more  than  two  years  prior  to  the  applica- 
tion. But  every  patent  granted  for  an  invention  which  has 
been  previously  patented  in  a  foreign  country  shall  be  so 
limited  as  to  expire  at  the  same  time  with  the  foreign  patent, 
or,  if  there  be  more  than  one,  at  the  same  time  with  the  one 
having  the  shortest  term,  and  in  no  case  shall  it  be  in  force 
more  than  seventeen  years."  On  the  isth  of  May,  1873,  a 
patent.  No.  2,366,  was  granted  by  the  Dominion  of  Canada 
to  one  James  Henry  Thorp.  This  patent  says  :  **  No.  2,366. 
Canada.  Patent  of  Invention.  Whereas  James  Henry 
Thorp,  of  the  city  of  Ottawa,  in  the  county  of  Carleton,  in 
the  Province  of  Ontario,  gentleman,  has,  in  pursuance  of 
*  The  Patent  Act  of  1872,'  by  his  petition  to  the  Commissioner 
of  Patents,  stated  that  one  John  Augustus  Frey,  of  Jersey 
City,  in  the  county  of  Hudson,  in  the  State  of  New  Jersey, 
one  of  the  United  States  of  America,  mechanic,  has  invented 
new  and  useful  improvements  in  coal  oil  stoves,  the  title  or 
name  whereof  is  *  The  Summer  Queen  Coal-oil  Stove,*  and, 
in  effect,  that,  by  instrument  dated  on  or  about  the  tenth  day 
of  April,  in  the  year  of  our  Lord  one  thousand  eight  hundred 
and  seventy-three,  the  said  John  Augustus  Frey  has  assigned 
to  the  petitioner,  James  Henry  Thorp,  the  right  of  obtaining 
the  patent  and  the  exclusive  property  in  the  said  invention, 
and  that  such  the  invention  of  the  said  John  Augustus  Frey 
was  not  known  or  used  by  others  before  the  said  John  Augus- 
tus Frey's  invention  thereof,  and  not  being,  at  the  time  of  the 
present  application,  in  public  use  or  on  sale  for  more  than 
one  year  previous  to  his  said  application,  in  Canada,  with  his 
consent  or  allowance,  and  that  the  said  James  Henry  Thorp 
has  elected  his  domicile  at  the  city  of  Ottawa,  in  the  Province 
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of  Ontario,  in  Canada,  and  whereas  the  said   James   Henry 
Thorp  has  also  complied  with  the  other  requirements  of  the 
said  A^ct :  The  present  patent  grants  to  the  said  James  Henry 
Thorp,  his  executors,  administrators  and  assigns,  for  the  pe- 
riod of  five  years  from  the  date  of.  these  presents,  the  exclusive 
right,  privilege  and  liberty  of  making,  constructing  and  using, 
and  vending  to  others  to  be  used,  the  said  invention  of  John 
Augustus  Frey,  and  which  is  called  or  known  by  the  title  or 
name  of  *  The  Summer  Queen  Improved  Coal-oil  Stove,'  and 
whereof  a  short  description  is  as  follows  :  It  consists,  ist,  in 
the  water-tight  casings,  G,  G,  and  tubular  connections,  H,  H, 
secured  to  the  wick-tubes  and  bottom  of  water-chamber,  and 
enclosing  the  ratchet-wheels,  C,  C,  and  shafts,  D,  D;  2d,  in  the 
struts,  I,  applied,  as  set  forth,  for  supporting  the  chimney  ring, 
J,  from  the  wall  of  the  water-chamber  ;  and,  3d,  in  hinging  the 
chimney,  N,  to  a  strut,  L,  or  its  equivalent,  for  the  purpose  set 
forth.     But,  for  fuller  detail  of  the  invention,  reference  must 
be  had  to  the  specification  and  drawing,  one  duplicate  where- 
of is  hereunto  annexed  and  forms  an  essential  part  of  this 
patent.     Provided,  that  the  grant  hereby  made  is  subject  to 
adjudication  before  any  Court  of    competent    jurisdiction. 
And   further,  that  this   patent  is  subject  to  the  condition, 
that  the  same  and  all  the  rights  and  privileges  hereby  granted 
shall  cease  and  determine,  and  the  patent  shall  be  null  and 
void,  at  the  end  of  two  years  from  the  date  hereof,  unless  the 
patentee,  his  executors  or  administrators,  or  his  assignee  or 
assignees,   shall,  within  that  period,  have  commenced,  and 
shall,  after  such  commencement,  continuously  carry  on,  in 
Canada,  the  construction  or  manufacture  of  the  invention 
hereby  patented,  in  such  manner  that  any  person  desiring  to 
use  it  may  obtain  it,  or  cause  it  to  be  made  for  him  at  a  rea- 
sonable price,  at  some  manufactory  or  establishment  for  mak- 
ing or  constructing  it  in  Canada.     And,   further,  that  this 
patent  shall  be  void,  if,  after  the  expiration  of  twelve  months 
from  the  granting  hereof,  the  patentee,  his  executors  or  ad- 
ministrators, or  his  assignee  or  assignees,  for  the  whole  or  a 
part  of  his  interest  in  the  patent,  imports  or  causes  to  be  im- 
ported into  Canada,   the  invention  for  which  this  patent  is 
granted.     In  testimony  whereof,  the  Honorable  John  Henry 
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Pope,  Commissioner  of  Patents,  has  hereunto  signed  his 
name,  and  the  seal  of  the  Patent  Office  has  been  hereto  affixed, 
at  the  city  of  Ottawa,  in  the  Dominion  of  Canada,  this  fif- 
teenth day  of  May,  in  the  year  of  our  Lord  one  thousand 
eight  hundred  and  seventy-three.  J.  H.  Pope.  Counter- 
signed, J.  C.  Tach6,  Deputy  Commissioner."  The  specifica- 
tion annexed  to  the  said  Canadian  patent  says  :  "  Be  it  known 
that  I,  John  Augustus  Frey,  of  Jersey  City,  in  the  county  of 
Hudson,  and  State  of  New  Jersey,  one  of  the  United  States 
of  America,  mechanic,  have  invented  certain  new  and  useful 
improvements  on  coal-oil  stoves,  and  I  do  hereby  declare  that 
the  following  is  a  full,  clear  and  exact  description  of  the 
same  :  The  first  part  of  my  invention  relates  to  a  means 
whereby  the  wick-tubes,  above  the  oil-chamber  of  a  coal-oil 
stove,  can  be  surrounded  with  water,  thus  dispensing  with  the 
use  of  water-wicks  for  keeping  the  wick-tubes  cool,  and  it 
consists  in  the  application  to  the  wick-tubes  and  base  of 
water-chamber,  of  an  angularly  arranged  casing  to  enclose 
the  ratchet-wheels  of  the  wick-tubes,  and  employment  of  a 
tubular  connection  of  the  said  casing  with  the  outer  wall  of 
the  water-chamber,  for  enclosing  the  shafts  of  the  ratchet- 
wheels,  to  prevent  water  passing  through  the  apertures  for 
such  wheels  in  the  wick-tubes  to  the  oil-chamber.  The  second 
part  of  my  invention  relates  to  the  manner  of  supporting  the 
base  rim  or  ring  on  which  the  chimney  rests,  by  struts  from 
the  wall  of  the  water-chamber,  whereby  the  weight  of  the 
chimney  and  cooking  utensil  placed  thereon  is  removed  from 
the  bottom  of  the  water-chamber  and  thrown  against  the 
wall,  thus  rendering  the  construction  of  that  part  of  the  stove 
more  durable.  The  third  part  of  my  invention  relates  to 
hinging  the  chimney  to  its  base  ring,  or  to  a  strut  secured  to 
the  wall  or  bottom  of  the  water-chamber,  whereby  the  chim- 
ney flues  are  kept  in  a  proper  position  over  the  wick-tubes, 
without  requiring  special  adjustment,  after  lighting  the  wick. 
Fig.  I  is  a  transverse,  vertical  section  of  a  coal-oil  stove  em- 
bodying my  invention,  on  the  line  a,  a,  of  Fig.  2.  Fig.  2  is 
a  transverse,  vertical  section  on  the  line  ^,  /»,  of  Fig',  i.  A  is 
the  oil-chamber  ;  B  the  wick-tubes  ;  C,  C,  the  ratchet-wheels  ; 
and  D,  D,  the  shafts  for  operating  the  wheels  C  ;  all  con- 
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structed  and  arranged   in   the   ordinary   manner.     F   is  the 
water-chamber,  the  wall  of  which  rises  to  a  suitable  height 
above  the  oil-chamber,  and  not  exceeding  the  base  rim,  J,  of 
the  chimney.     G,  G,  are  water-tight  casings,  secured  in  the 
angle  formed  by  the  wick-tubes  and  bottom  of  water-chamber, 
enclosing  the  ratchet-wheels  C,  C,  to  exclude  water  placed 
in  the  chamber  F  for  cooling  the  wick-tubes,   from  entering 
the  oil-chamber  by  the  apertures  in  the  wick-tubes  in  which 
the  ratchets  operate.     The  casings  G,  G,  extend  the  whole 
breadth  of  the  wick-tubes,  and  their  ends  are  closed  water- 
tight, thus  forming  a  water-tight  compartment  or  chamber 
enclosing  the  ratchet-wheels.     To  one  end  of  the  casing  G  is 
secured  a  water-tight  connection  H,  passing  through  the  wall 
of  the  water-chamber,  and  enclosing  the  shafts  D,  D,  of  the 
ratchet,  so  that  the  shafts  can  be  operated  in  the  usual  man- 
ner for  raising  and  lowering  the  wicks,  without  the  possibility 
of  admitting  water  within  the  casings.     I  are  struts  of  any  re- 
quired number  or  form,  secured  to  the  wall   of   the  water- 
chamber,  placed  inclinedly  inward  and  fastened  to  the  rim  or 
ring  J,  on  which  the  chimney  N  rests,  to  support  said  rim  or 
ring  fixedly  over  the  wick- tubes.     The  weight  of  the  chimney 
and  of  any  utensil  placed  thereon  is  thus  thrown  outwardly 
against  the  wall  of  the  water-chamber,  and  the  presence  of 
such  weight  removed  from  the  bottom  of  the  water-chamber, 
thereby  rendering  that  part  of  the  stove  more  durable.     K  is 
a  hinge  connecting  the  chimney  to  a  strut  L,  secured  to  the 
wall  of  the  water-chamber,  and  which  strut  may  be  further 
secured  by  a  brace  M,  bearing  on  the  bottom  of  the  water- 
chamber,  or  other  convenient  arrangement,  or  the  chimney 
may  be  hinged  to  the  rim  or  ring  J,  as  before  described.    By 
hinging  the  chimney  to  a  stationary  or  fixed  support,  the  flues 
are  kept  in  position  to  close  over  the  wicks  without  special 
adjustment,  when  shutting  down  the  chimney  after  lighting 
the  wicks.     Fig.  2  shows  the  chimney  as  partly  raised  for 
lighting  wicks.     I  claim,  as  my  invention,  i.  The  water-tight 
casings,  G,  G,  and  tubular  connections  H,  H,  secured  to  the 
wick-tubes  and  bottom  of  water-chamber,  and  enclosing  the 
ratchet-wheels  C,  C,  and  shafts  D,  D,  as  and  for  the  purpose 
set  forth.     2.  The  struts  I,  applied  as  set  forth,  for  support- 
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ing  the  chimney  ring  J  from  the  wall  of  the  water-chamber, 
as  described.  3.  In  bringing  the  chimney  N  to  a  strut  L,  or 
its  equivalent,  for  the  purpose  set  forth.  John  A.  Frey. 
Jersey  City,  April  17th,  1873.  Signed  in  the  presence  of 
Elisha  Cole,  David  Wood.  This  is  the  specification  referred 
to  in  the  affidavit  of  John  Augustus  Frey,  hereunto  annexed. 
Sworn  before  me  this  twenty-fourth  dav  of  April,  1873,  at  Her 
Britannic  Majesty's  Consulate  General,  New  York.  E.  M. 
Archibald,  Consul  General,  New  York."  No  affidavit  of 
Frey  is  annexed  to  the  copy  furnished  to  me,  other  than  the 
above.  A  drawing  with  two  figures  is  annexed  to  the  speci- 
fication. On  the  margin  of  the  Canada  patent  are  the  follow- 
ing two  entries  :  '*  Extended  for  a  second  period  of  five  years 
under  No.  8,496,  from  the  fifteenth  day  of  May,  one  thousand 
eight  hundred  and  seventy-eight.  J.  C.  Tach6,  Deputy  Com- 
missioner." **  Extended  for  a  third  period  of  fiwe  years  under 
No.  8,497,  from  the  fifteenth  day  of  May,  one  thousand  eight 
hundred  and  eighty  three.  J.  C.  Tach6,  Deputy  Commis- 
sioner." It  appears,  otherwise  that  these  two  extensions  were 
severally  made  on  the  6th  and  7th  of  March,  1878. 

The  specification  of  the  original  patent  to  Frey,  No.  156,- 
149,  granted  October  20th,  1874,  on  an  application  filed  July 
8th,  1874,  set  forth  as  follows,  the  specification  being  signed 
by  Frey  :  **  Figure  i  is  a  perspective  view  of  my  stove  as 
arranged  for  use  ;  Fig.  2  is  a  like  view  of  the  same,  with  the 
upper  hinged  portion  turned  to  one  side,  so  as  to  uncover  the 
wick-tubes  ;  and  Fig.  3  is  a  vertical  central  section  upon  a 
line  having  a  right  angle  to  said  tubes.  Letters  of  like  name 
and  kind  refer  to  like  parts  in  each  of  the  figures.  My  in- 
vention is  an  improvement  upon  a  similar  device  which  has  be- 
fore been  manufactured  and  sold  by  me,  and  which  is  pro- 
tected by  several  patents  ;  and  it  consists  in  the  peculiar  con- 
struction of  the  funnel  or  chimney,  and  its  combination  with 
the  wick-tubes,  substantially  as  and  for  the  purpose  herein- 
after shown.  In  the  annexed  drawing,  A  represents  the 
reservoir  for  containing  oil,  which  reservoir  has,  preferably, 
downward  and  outward  flaring  sides,  and  at  its  upper  side 
and  outer  edge  is  enclosed  by  means  of  an  annular  flange,  B, 
that  has  the  height  of  about  one  and  one  half  inch,  and  is 
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used  to  contain  water  for  receiving  the  heat  radiated  down- 
ward from  the  burners,  so  as  to  prevent  the  same  from  being 
communicated  to  the  oil.  From  the  reservoir  A  two  tubes,  C 
and  C,  extend  upward  to  the  required  distance,  and  serve  to 
contain  wicks,  D  and  D,  of  usual  shape.  Said  wicks  are 
moved  vertically  by  means  of  star-wheels,  E  and  E,  which 
latter  are  secured  upon,  and  rotate  with,  suitable  shafts,  e 
and  e.  In  order  that  the  wick-wheel  shafts  e  and  e  may  be  pre- 
vented from  becoming  warped  by  the  action  of  the  heat,  so 
as  thereby  to  change  the  relative  positions  of  the  wicks  and 
engaging  wheel,  said  parts  are  located  within  a  suitable  hous- 
ing, Cy  below  the  water-line,  by  which  means  a  perfect  protec- 
tion is  afforded,  and  all  liability  to  derangement  avoided. 
Above  and  around  the  upper  ends  of  the  wick-tubes  C  and  C 
is  placed  a  cap,  F,  that  is  provided  with  cone-shaped  kerbs,  / 
and/,  one  of  which  coincides  with  each  of  said  tubes,  and 
permits  the  flame  of  the  burning  oil  to  pass  upward  from  the 
wick.  From  the  cap  F,  which  is,  preferably,  constructed 
from  cast  metal,  a  sheet-metal  cylinder,  G,  extends  upward 
about  seven  inches,  and  at  its  upper  end  is  enclosed  by  a 
metal  head,  H,  which  latter  is  provided  with  two  openings,  h 
and  //,  that  coincide  in  position  with  the  wick-tube  kerbs/ 
and  /,  but  have  considerably  larger  horizontal  dimensions. 
From  each  side  of  each  opening  //,  a  flange,  h\  extends 
downward,  and  causes  the  heated  escaping  gases  to  be  de- 
flected toward  the  ends  of  said  openings,  instead,  as  would 
otherwise  be  the  case,  of  passing  outward,  principally  at  the 
longitudinal  centre  of  the  same.  The  cylinder  G,  cap  F,  and 
head  H,  which  form  the  chimney  of  the  lamp,  are  hinged  so 
as  to  permit  of  being  turned  to  one  side,  as  shown  in  Fig.  2. 
An  elevated  support,  I,  for  cooking  utensils,  is  secured  to  the 
upper  end  of  said  cylinder,  and  a  number  of  glazed  openings, 
K  and  K,  are  provided  in  the  sides  of  the  latter,  completing 
the  apparatus,  the  operation  of  which  will  be  readily  under- 
stood from  the  foregoing  description.  Having  thus  fully  set 
forth  the  nature  and  merits  of  my  invention,  what  I  claim  as 
new  is ;  The  combined  cap  and  chimney,  consisting  of  the 
cap  F,  provided  with  the  kerbs /and/,  the  sheet-metal  cylin- 
der G,  and  the  head  H,  provided  with  the  openings  h  and  h. 
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and  flanges  or  flue-plates,  //'  and  ^/  depending  from  the  sides 
only  of  said  openings,  said  parts  being  constructed  and  com- 
bined to  operate  in  the  manner  and  for  the  purpose  substan- 
tially as  shown." 

The  specification  of  the  reissue  of  June  19th,  1877,  on  which 
this  suit  is  brought,  and  the  application  for  which  was  filed 
May  24th,  1877,  is  signed  by  Frey  and  sets  forth  as  follows  : 
**  Be  it  known  that  I,  John  A.  Frey,  of  New  York,  New  York 
county  and  State  of  New  York,  did  invent  certain  new  and 
useful  improvements  in  coal-oil  stoves,  for  which  letters  pat- 
ent No.  156,  149  were  issued  to  me  upon  the  20th  day  of 
October,  1874,  which  letters  patent  having  been  found  defec- 
tive, in  that  the  specification  and  claims  do  not  cover  and  em- 
brace all  of  the  original  invention,  as  set  forth  in  the  applica- 
tion filed  in  the  Patent  Office  on  the  8th  day  of  July,  1874  : 
Now,  therefore,  being  desirous  of  reissuing  said  letters  pat- 
ent, herewith  surrendered,  I  have  prepared  and  do  hereby 
declare  that  the  following  is  a  full,  clear  and  exact  descrip- 
tion of  the  said  invention,  reference  being  had  to  the  accom- 
panying drawings,  making  a  part  of  this  invention,  in  which 
Figure  i  is  a  perspective  view  of  my  stove  as  arranged  for  use  ; 
Fig.  2  is  a  like  view  of  the  same,  with  the  upper  hinged  por- 
tion turned  to  one  side,  so  as  to  uncover  the  wick-tubes  ; 
and  Fig.  3  is  a  vertical  central  section  upon  a  line  having  a 
right  angle  to  said  tubes.  Letters  of  like  name  and  kind  re- 
fer to  each  part  in  each  of  the  figures.  My  invention  is  an 
improvement  upon  a  similar  device  which  has  before  been 
manufactured  and  sold  by  me,  and  which  is  protected  by 
several  patents  ;  and  it  consists,  principally,  in  a  coal  oil 
stove  having  its  wick-wheels,  wick-wheel  shafts,  and  the  en- 
tire upper  surface  of  its  oil-reservoir  covered  by  a  water-reser- 
voir, substantially  as  and  for  the  purpose  hereinafter  speci- 
fied. It  consists,  further,  in  a  coal-oil  stove  in  which  the  en- 
tire upper  surface  of  its  oil-reservoir  is  protected  by  a  water- 
reservoir,  and  its  wick-wheels  and  their  shafts  are  enclosed  by 
means  of  housings  that  are  within  said  water-reservoir,  and 
below  its  upper  edge,  substantially  as  and  for  the  purpose 
hereinafter  shown.  It  consists,  finally,  in  the  peculiar  con- 
struction of  the  funnel  or  chimney  and  its  combination  with 
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the  wick- tubes,  substantially  as  and  for  the  purpose  herein- 
after set  forth.  In  the  annexed  drawings,  A  represents  a 
reservoir  for  containing  oil,  which  reservoir  has,  preferably, 
downward  and  outward  flaring  sides,  and  at  its  upper  side 
and  outer  edge  is  enclosed  by  means  of  an  annular  flange,  B, 
that  has  a  height  of  about  one  and  one  half  inch,  and  is  used 
to  contain  water  for  receiving  the  heat  radiated  downward 
from  the  burners,  so  as  to  prevent  the  same  from  being  com- 
municated to  the  oil.  From  the  reservoir  A,  two  tubes,  C 
and  C,  extend  upward  to  the  required  distance,  and  serve  to 
contain  wicks,  D  and  D,  of  usual  shape.  Said  wicks  are 
moved  vertically  by  means  of  star-wheels,  E  and  E,  which 
latter  are  secured  upon  and  rotate  with  suitable  shafts,  e  and 
6.  In  order  that  the  wick-wheel  shafts  £  and  e  may  be  pre- 
vented from  becoming  warped  by  the  action  of  the  heat,  so 
as  thereby  to  change  the  relative  positions  of  the  wick  and 
engaging  wheel,  said  wheels  are  located  within  a  suitable 
housing,  c,  below  the  water-line,  while  said  shafts 'are  each 
contained  within  a  tube,  c\  that  at  its  inner  end  communi- 
cates with  said  housing  Cy  and  at  its  outer  end  passes  though 
the  flange  B  that  forms  the  outer  wall  of  the  water- reservoir, 
by  which  means  a  perfect  protection  is  afforded  and  all  lia- 
bility to  derangement  is  avoided.  Above  and  around  the 
upper  ends  of  the  wick- tubes  C  and  C  is  placed  a  cap,  F,  that 
is  provided  with  cone-shaped  kerbs,  /  and  /,  one  of  which 
coincides  with  each  of  said  tubes,  and  permits  the  flame  of 
the  burning  oil  to  pass  upward  from  the  wick.  From  the 
cap,  F,  which  is  preferably  constructed  from  cast  metal,  a 
sheet-metal  cylinder,  G,  extends  upward  about  seven  inches, 
and  at  its  upper  end  is  enclosed  by  a  metal  head,  H,  which 
latter  is  provided  with  two  openings,  A  and  //,  that  coincide 
in  position  with  the  wick-tube  kerbs  /  and  /,  but  have  con- 
siderably larger  horizontal  dimensions.  From  each  side  of 
each  opening  A  a  flange,  A\  extends  downward  and  causes 
the  heated  escaping  gases  to  be  deflected  toward  the  ends  of 
said  opening,  instead,  as  would  otherwise  be  the  case,  of 
passing  outward,  principally  at  the  longitudinal  centre  of  the 
same.  The  cylinder  G,  cap  F,  and  head  H,  which  form  the 
chimney  of  the  lamp,  are  hinged  so  as  to  permit  of  being 
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turned  to  one  side,  as  shown  in  Fig.  2.  An  elevated  support, 
I,  for  cooking  utensils,  is  secured  to  the  upper  end  of  said 
cylinder,  and  a  number  of  glazed  openings,  K  and  K,  are  pro- 
vided in  the  sides  of  the  latter,  completing  the  apparatus,  the 
operation  of  which  will  be  readily  understood  from  the  fore- 
going description.  It  will  be  seen,  that,  in  consequence  of  the 
construction  and  arrangement  of  the  water-reservoir  and  of 
the  housings  for  the  wick-wheels  and  their  shafts,  a  perfect 
protection  from  heat  is  secured  for  said  parts  and  for  the  oil- 
reservoir  beneath.  Having  thus  fully  set  forth  the  nature 
and  merits  of  my  invention,  what  I  claim  as  new  is  :  i.  A  coal- 
oil  stove  having  its  wick-wheels,  wick-wheel  shafts,  and  the 
entire  upper  surface  of  its  oil-reservoir,  covered  by  a  water- 
reservoir,  substantially  as  and  for  the  purpose  specified.  2. 
A  coal-oil  stove  in  which  the  entire  upper  surface  of  its  oil- 
reservoir  is  protected  by  a  water  reservoir,  and  its  wick- 
wheels  and  their  shafts  are  enclosed  by  means  of  housings 
that  are  within  said  water-reservoir  and  below  its  upper 
edge,  substantially  as  and  for  the  purpose  shown.  3.  The 
combined  cap  and  chimney,  consisting  of  the  cap  F,  provided 
with  kerbs /and/,  the  sheet-metal  cylinder  G,  and  the  head 
H,  provided  with  the  openings  h  and  hy  and  flanges  or  flue- 
plates,  h'  and  h\  depending  from  the  sides  only  of  said  open- 
ings, said  parts  being  constructed  and  combined  to  operate 
in  the  manner  and  for  the  purpose  substantially  as  set  forth.*' 

It  is  very  plain  that  Frey  caused  what  was  patented  by  the 
Canada  patent  to  be  patented  by  that  patent.  He  assigned 
to  Thorp  the  right  of  obtaining  the  Canada  patent,  and 
signed  and  swore  to  the  specification  for  the  purpose  of  the 
obtaining  of  that  patent.  The  Canada  patent  was  issued  be- 
fore the  application  for  the  original  United  States  patent  was 
filed. 

The  United  States  patent  was  granted  for  an  invention 
which  had  been  previously  patented  in  Canada.  So  far  as 
the  plaintiffs  are  concerned,  the  invention  claimed  in  the 
reissue  must  be  regarded  as  having  been  set  forth  in  the 
original  patent.  The  only  question  is,  whether  what  is  set 
forth  and  claimed  in  the  reissue,  as  the  invention,  is  set  forth 
as  the  invention  in   the  Canada  patent.     Under  §  19  of  the 
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Canada  Patent  Act  of  June  14th,  1872,  a  patent  may  be  reis- 
sued **  for  the  same  invention."  In  the  drawings  and  de- 
scription of  the  Canada  patent,  there  is  described  and  shown, 
as  the  first  part  of  the  invention,  what  is  described  and 
shown  and  claimed,  as  part  of  the  invention,  in  the  de- 
scription and  claims  and  drawings  of  the  United  States 
reissue. 

Under  such  circumstances,  the  statute  requires  that  the 
United  States  patent  '*  shall  be  so  limited  as  to  expire  at  the 
same  time  with  the  foreign  patent,  or,  if  there  be  more  ihan 
one,  at  the  same  time  with  the  one  having  the  shortest 
term,"  and  that  in  no  case  shall  the  United  States  patent  be 
in  force  more  than  17  years.  By  §  17  of  the  Canada  Patent 
Act  of  June  14th,  1872,  it  is  provided  :  **  Patents  of  invention 
issued  by  the  Patent  Office  shall  be  valid  for  a  period  of  five, 
ten  or  fifteen  years,  at  the  option  of  the  applicant ;  but,  at  or 
before  the  expiration  of  the  said  five  or  ten  years,  the  holder 
thereof  may  obtain  an  extension  of  the  patent  for  another 
period  of  five  years,  and,  after  those  second  five  years,  may 
again  obtain  a  further  extension  for  another  period  of  five 
years,  not,  in  any  case,  to  exceed  a  total  period  of  fifteen 
years  in  all  ;  and  the  instrument  delivered  by  the  Patent  Office 
for  such  extension  of  time  shall  be  in  the  form  which  may  be 
from  time  to  time  adopted,  to  be  attached,  with  reference,  to 
the  patent,  and  under  the  signature  of  the  Commissioner,  or 
of  any  other  member  of  the  privy  council,  in  case  of  absence 
of  the  Commissioner.**  It  is  provided  by  §  34  of  the  same 
Act,  that  **  the  following  fees  shall  be  payable  to  the  Com- 
missioner before  an  application  for  any  of  the  purposes  here- 
inafter mentioned  shall  be  entertained,  that  is  to  say  :  On 
petition  for  a  patent  for  5  years,  I20  ;  on  petition  for  a  pat- 
ent for  10  years,  $40  ;  on  petition  for  patent  for  15  years, 
$60  ;  on  petition  for  extension  from  5  to  10  years,  $20  ;  on 
petition  for  extension  from  10  to  15  years,  $20  ;  on  petition 
for  extension  from  5  to,  15  years,  $40.*'  It  is  contended  for 
the  defendant,  that,  although  it  be  not  necessary  that  the 
limitation  should  appear  on  the  face  of  the  United  States 
patent,  yet  the  United  States  patent  must  be  limited  so  as 
to  expire  at  the  same  time  that  the  Canada  patent  would 
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expire,  according  to  the  grant  of  it  in  force  when  the  United 
States  patent  was  granted,  namely,  at  the  end  of  five  years 
from  the  15th  of  May,  1873,  and  that  the  two  extensions 
severally  granted  in  March,  1878,  cannot  affect  the  question. 
The  bill  in  this  case  was  filed  July  7th,  1877,  and  the  de- 
fendant appeared  August  3d,  1877.  For  the  plaintiffs  it  is 
contended,  that  the  United  States  patent  must  run  until 
the  Canada  patent  expires,  under  its  extensions,  namely, 
until  May  15th,  1888. 

In  the  case  of  Henry  v.  The  Providence  Tool  Company^  in  the 
Circuit  Court  for  the  District  of  Rhode  Island,  before  Mr. 
Justice  Clifford,  in  October,  1878,  14  Off.  Gaz.  of  Pat.  Office, 
855,  a  similar  question  arose  in  regard  to  a  United  States  pat- 
ent granted  in  October,  187 1,  under  §  25  of  the  Act  of  July 
8th,  1870,  16  U.  S.  Stat,  at  Large,  201,  which  is  embodied  in 
§  4,887  of  the  Revised  Statutes.  The  United  States  patent  ran, 
on  its  face,  for  17  years.  A  patent  for  the  same  invention 
had  been  granted  to  the  patentee,  in  Great  Britain,  in  No- 
vember, t86o,  for  14  years,  and  it  was  contended  that  the 
United  States  patent  expired,  by  operation  of  law,  when  the 
English  patent  expired.  In  reply,  it  was  urged,  that  the  lan- 
guage of  the  statute  extended  not  only  to  the  term  of  the 
foreign  patent  in  force  when  the  United  States  patent  was 
granted,  but  also  to  the  term  of  any  prolongation  which  the 
patentee  might  obtain  from  the  foreign  government.  The 
patentee,  before  the  English  patent  expired,  applied  for  its 
prolongation,  to  Her  Majesty,  in  council.  Thirteen  days  after 
it  expired,  an  order  in  council  was  made  for  the  granting  of 
a  new  patent  for  4  years.  Such  prolongation  operated  as  an 
extension  of  the  original  term,  and  the  4  years  began  to  run 
at  the  moment  when  the  original  term  expired.  But  Mr.  Jus- 
tice Clifford  held,  that  Congress  never  intended  to  extend  the 
term  of  the  United  States  patent  beyond  the  legal  term 
secured  to  the  foreign  patentee  when  the  United  States  pat- 
ent was  granted  ;  and  that  no  act  of  a  foreign  sovereign,  nor 
any  Act  of  a  foreign  legislature,  could  have  the  effect  to  pro- 
long the  term  of  a  patent  granted  here,  beyond  the  term  pre- 
scribed by  the  Act  of  Congress.  Mr.  Justice  Clifford  refers, 
with  force,  to  the  considerations,  that,  as  the  statute  refers 
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not  only  to  the  foreign  patent,  but,  if  there  be  more  than 
one,  to  the  one  having  the  shortest  term,  it  cannot  be  held  to 
include  any  subsequent  prolongation  or  extension  of  the 
monopoly  beyond  that  vested  in  the  foreign  patentee  at  the 
time  of  the  granting  of  the  United  States  patent ;  that,  if 
Congress  had  intended  otherwise,  the  language  would  have 
been  different,  and  words  would  have  been  employed  to  sig- 
nify that  the  domestic  patent  should  continue  as  long  as  the 
same  invention  was  protected  by  the  foreign  government ; 
and  that,  under  the  opposite  rule,  neither  the  authorities  of 
the  United  States,  nor  inventors,  nor  the  public,  would  ever 
be  able  to  know  what  the  patentee  acquired  under  a  patent 
granted  by  the  United  States,  in  a  case  where  the  invention 
had  been  previously  patented  in  a  foreign  country.  Another 
view  applicable  to  the  present  case  is,  that,  before  the  Canada 
extensions  were  granted,,  the  defendant  had  put  in  a  plea  to 
the  bill,  and  the  plaintiff  had  set  down  such  plea  for  argu- 
ment. There  would,  therefore,  under  the  plaintiffs*  view,  be 
one  rule  governing  this  suit,  if  it  were  to  be  determined  ac- 
cording to  the  state  of  things  existing  when  it  was  brought, 
and  there  would  be  another  rule  governing  suits  brought  on 
the  United  States  patent  after  the  Canada  extensions  were 
granted.  The  plaintiff  suggests  a  distinction  between  the 
case  of  Henry  v.  The  Providence  Tool  Co.  and  this  case,  because 
in  this  case  the  Canada  patent  did  not  expire  before  it  was 
extended,  and  because  an  extension  in  Canada  is  not  a  matter 
of  favor.  But  it  is  not  perceived  that  these  considerations  are 
of  sufficient  force  to  cause  any  other  conclusion  as  to  the 
plain  meaning  of  the  statute  to  be  adopted  than  that  arrived 
at  by  Mr.  Justice  Clifford  ;  and  I  think  such  conclusion  is  the 
proper  one  applicable  to  the  present  case. 

It  is  contended  for  the  plaintiff,  that  the  second  claim  of 
the  reissue  of  June,  1877,  which  is  the  only  claim  in  question 
on  this  motion,  is  not  patented  in  the  Canada  patent ;  and 
that  no  one  of  the  three  claims  of  the  Canada  patent  contains 
the  combination  of  elements  which  is  embraced  in  the  second 
claim  of  such  reissue.  But  I  think  it  quite  clear  that  the 
statement  in  the  Canada  patent  of  the  first  part  of  the  inven- 
tion, and  the  substance  of  the  first  claim  of  that  patent,  em- 
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body  the  combination  and  arrangement  found  in  the  second 
claim  of  the  United  States  reissue. 
The  motion  is  denied. 


Benjamin  F,  Lee^  for  the  complainants. 
Arthur  V.  Briesen^  for  the  defendant. 


David  W.  Prime  et  al. 


vs. 


The  Brandon  Manufacturing  Company.    In  Equity. 

Original  Bill. 


The  Brandon  Manufacturing  Company 


vs. 


David  W.  Prime  et  al.     In  Equity.    Cross-Bill.* 


Where  an  assignment  of  a  right  under  a  patent  refers  to  the  patented  im- 
provement as  being  in  use  by  a  certain  party,  such  reference  is  express 
information  to  the  assignee  of  the  fact  of  such  use ;  and,  the  party  re- 
ferred to  being  in  possession  to  the  extent  of  such  use,  such  possession 
is  constructive  notice  of  the  claim  of  right  under  which  the  possession 
and  use  are  had. 

An  assignment  of  a  patent  by  a  bankruptcy  Court  to  the  assignee  in  bank- 
ruptcy of  the  bankrupt  owner  of  the  patent  need  not  be  recorded  in  the 
Patent  Office,  in  order  to  prevail  over  a  recorded  assignment  of  the  pat- 
ent from  the  administrator  of  the  bankrupt,  made  after  the  bankruptcy, 
as,  by  §  5.046  of  the  Revised  Statutes  of  the  United  States,  all  patent 
rights  of  the  bankrupt  vest  at  once,  by  operation  of  law,  in  the  assignee 
in  bankruptcy. 

♦  16  Blatchf.  C.  C.  R.,  453. 
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A  patentee,  during  the  original  term  of  his  patent,  parted  with  his  right  to  an 
extension,  and  agreed  to  sign  all  necessary  papers  to  secure  the  eiten* 
sion  for  the  benefit  of  his  grantee.  Afterward,  for  the  purpose  of  show- 
ing to  the  Patent  Office  that  he  would  own  the  extension,  if  granted,  the 
full  title  to  the  extended  term  was  conveyed  to  him,  before  the  extension 
was  granted.  The  extension  would  not  otherwise  have  been  granted. 
The  grantee  paid  all  the  expenses  of  obtaining  the  extension,  and  all 
parties  understood  that  he  really  was  to  own  the  extended  term  :  Held, 
that'  the  original  instrument  was  binding,  in  equity,  on  the  patentee ; 
that  the  equitable  right  to  the  extended  term  was  in  the  grantee  ;  that, 
as  the  conveyance  back  to  the  patentee  was  made  to  deceive  the  Patent 
Office,  it  was  inoperative  ;  but  that,  as  the  original  grantee  of  the  right 
to  the  extension  could  not  claim  the  extension  except  by  availing  himself 
of  such  inoperative  instrument,  the  Court  would  leave  the  parties  where 
it  found  them. 

The  special  Act  of  Congress,  of  July  15th,  1870,  (16  U.  S.  Stat,  at  Large,  657,) 
authorizing  an  application  for  an  extension  to  be  made  to  the  Commis- 
sioner  of  Patents,  did  not  vary  the  positions  or  rights  of  the  parties. 

No  costs  allowed,  on  dismissing  a  bill  and  a  cross-bill. 
(Before  Wheeler,  J.,  District  of  Vermont,  July,  1879.) 

Wheeler,  J. 

This  original  bill  is  brought  for  relief  against  an  alleged 
infringement  of  the  extended  terms  of  letters  patent  No. 
14,119,  dated  January  15th,  1856,  and  No.  24,162,  dated  May 
24th,  1859,  and  No.  25,148,  dated  August  i6th,  1859,  issued 
to  Francis  M.  Strong  and  Thomas  Ross,  and  of  letters  patent 
No.  35,348,  dated  May  20th,  1862,  issued  to  John  Howe,  Jr., 
assignee  of  Strong,  Ross  and  himself,  all  for  improvements 
in  weighing  scales,  and  which  the  plaintiffs  claim  to  own. 
The  defendant  admits  use  of  the  patented  inventions,  but 
claims  ownership  of  them  and  the  right  to  use  them,  and  has 
filed  the  cross-bill,  for  a  conveyance  of  such  title  as  the  de- 
fendants therein  may  have,  and  for  relief  against  the  setting 
up  of  title  by  the  plaintiffs  to  the  customers  of  the  defendant, 
to  the  damage  of  its  business,  and  the  cause  has  been  heard 
upon  pleadings,  proofs  and  argument  of  counsel. 

The  plaintiffs  derive  title  from  Strong  and  Ross,  by  a  gen- 
eral release  and  assignment  from  Ross,  of  ajl  his  right,  title 
and  interest  to  such  patents  and  extended  terms,  to  Strong, 
dated  March  31st,  1874,  and  a  further  like  release  and  assign- 
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ment,  *'  excepting  only  such  part  of  their  interest  as  John 
Howe,  Jr.,  assigned  to  the  Howe  Scale  Company,"  dated 
September  15th,  1875  ;  by  an  assignment  from  Strong  to 
Prime,  of  all  his  right,  title  and  interest  to  the  patents  and 
extended  terms,  but  reserving  a  contingent  interest  in  the 
profits,  dated  November  12th,  1875  ;  and  by  assignment  by 
Prime  to  Meacham  of  two  tenths,  and  to  Luce  of  one  tenth, 
of  what  was  assigned  by  Strong  to  Prime,  each  dated  Novem- 
ber 13th,  1875.  And  they  claim,  that,  if  Strong  and  Ross 
were  affected  by  any  outstanding  equitable  rights  or  titles, 
they  are  not,  because  they  are  bona  fide  purchasers,  without 
notice.  This  latter  claim  may.  as  well  be  determined  here, 
because,  if  valid,  it  may  save  investigation  of  other  questions. 
In  their  answer  to  the  cross-bill  they  deny  *'  that  they  knew, 
or  had  heard  of,  or  suspected  any  of  the  claims  or  rights  of 
the  orator,  as  stated  by  the  orator  in  said  cross-bill,  in  and 
to  said  letters  patent  or  extensions  thereof.*'  In  each  of  the 
deeds  from  Prime  to  Meacham  and  to  Luce,  the  deed  from 
Strong  to  Prime  is  referred  to  as  the  source  of  Prime's  title, 
and  is  described  as  **  a  certain  conveyance  to  David  \V.  Prime, 
of  Brandon,  Vt.,  in  and  to  certain  patents  and  royalties  for 
'  improvements  in  weighing  scales,*  which  are  now  in  use  by 
*  The  Brandon  Manufacturing  Company,  of  Brandon,  Vt.,* 
and  are  known  as  the  Strong  and  Ross  patent.  *  *  The  inventions 
were  then,  and  for  a  long  time  had  been,  in  full  and  open 
use  by  that  company,  and  this  reference  to  that  use,  in  the 
very  deeds  to  Meacham  and  Luce,  was  not  only  constructive 
notice  to  them  of  the  fact  of  such  use,  but  was  express  infor- 
mation of  it,  if  they  did  not  have  that  information  otherwise. 
CuyUr  V.  Bradt^  2  Caines'  Cas.  in  Er.,  326.  And  this  refer- 
ence in  the  deed  of  Prime  to  the  one  to  him,  as  being  of  pat- 
ents so  in  use,  shows,  clearly,  that  he  took  his  deed  with  full 
knowledge  of  that  use  ;  and  the  conveyances  were  so  near 
together  in  point  of  time,  that  he  must  have  had  the  fact  of 
such  use  in  his  mind  at  the  time  of  both  buying  and  selling. 
This  use  by  the  defendant  was  possession  of  the  monopoly,  as 
far  as  that  use  extended,  at  least,  which  is  as  far  as  this  con- 
troversy, embraced  in  the  original  bill,  extends  ;  and  this 
possession,  when  actually  known,  was  constructive  notice  of 
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the  claim  of  right  under  which  the  possession  and  use  were 
had,  the  same  as  the  possession  of  land  is  notice  to  a  pur- 
chaser of  the  legal  title  of  any  equitable  right  which  the  pos- 
sessor may  have,  i  Story's  Eq.  Juris.,  §  400  ;  Finney  v. 
Fellows,  15  Vt.,  525.  Had  they  inquired  by  what  right  the 
use  of  these  patented  inventions  was  had,  they  would  prob- 
ably have  learned  the  truth  about  it,  and  must  now  stand  as 
if  they  had  enquired  and  learned  it,  which  leaves  them  with 
precisely  the  same  rights  as  Strong,  their  grantor,  had,  which 
were  the  same  that  he  and  Ross  had. 

The  right  to  the  unexpired  term  of  the  patent  of  1862 
stands  upon  different  footing  from  those  to*  the  extensions. 
Strong,  Ross  and  Howe  were  joint  inventors  of  that  inven- 
tion, and  assigned  to  Howe,  while  an  agreement  between 
them  relating  to  the  use  of  all  these  and  other  patented  in- 
ventions, dated  September  ist,  1859,  was  in  force,  by  the 
terms  of  which,  if  Howe  or  his  representatives  should  elect 
not  to  continue  the  business  of  making  scales,  the  rights  of 
Howe,  acquired  by  that  agreement,  would  revert  to  Strong 
and  Ross.  Howe  transferred  the  business  of  making  scales 
to  the  Howe  Scale  Co,  He  and  that  company  both  got  into 
bankruptcy  ;  he  has  since  died,  and  his  representatives  have 
not  continued  the  business  at  all.  It  is  argued,  that  this 
patent  reverted,  under  the  provisions  of  that  contract.  But, 
on  the  ist  of  March,  1864,  Strong  and  Ross  made  another 
conveyance  of  the  patents  which  have  been  extended,  and 
several  others,  to  Howe,  without  mentioning  the  one  of  May 
20th,  1862,  and  expressly  rescinding  the  agreement  of  Septem- 
ber ist,  1859.  This  left  the  title  to  this  patent  in  Howe,  with 
no  provision  in  force  anywhere  for  depriving  him  of  it.  And 
that  it  was  intended  to  remain  there  is  apparent  from  the 
transactions.  All  the  other  inventions  of  Strong  and  Ross 
relating  to  scales  were  conveyed  ;  they  would  not  be  likely  to 
retain  this  fragment  out  of  so  many,  all  together  constituting 
a  whole  ;  but,  there  was  no  necessity  for  inserting  it  in  the 
new  conveyance,  for  he  already  had  full  title  to  it.  They 
have,  however,  an  assignment  of  this  patent  from  the  admin- 
istrators of  Howe,  and  insist  that  they  are  entitled  to  hold  it 
under  that,   because  the  assignment    from  the  bankruptcy 
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Court  to  the  assignee  of  Howe  had  not  then  been  recorded, 
and  the  record  title,  at  the  Patent  Office,  appears  to  be  in 
them.  The  bankrupt  law.  Rev.  Stat.  U.  S.,  sec.  5,046,  vested 
all  patent  rights  at  once  in  the  assignee.  His  title  was  like 
that  which  the  administrators  would  have  acquired  if  the 
bankrupt  had  died  without  bankruptcy  proceedings  being  in 
force.  It  accrued  by  operation  of  the  law,  and  such  titles 
need  not  be  recorded.  The  workings  of  the  law  are  not  mat- 
ters for  record  in  registries  of  titles. 

The  deed  from  Strong  and  Ross  to  Howe,  of  March  ist, 
1864,  besides  conveying  the  "  inventions,  improvements  and 
patents,"  contained  .this  further  covenant  :  **  And  we,  the 
said  Strong  and  Ross,  do  hereby  covenant  and  agree  to  sign 
all  necessary  papers  for  securing  extensions  on  any  patents 
heretofore  granted,  or  hereby  assigned,  or  that  may  hereafter 
be  assigned,  to  said  Howe,  and  for  said  Howe's  benefit.  And 
we  also  agree  to  sign,  whenever  called  upon,  any  papers 
which  may  be  necessary  to  perfect  the  rights  of  said  Howe 
under  this  assignment,**  with  habendum  to  his  heirs,  execu- 
tors, administrators  and  assigns.  Although  the  statutes  in 
force  then,  and  under  which  the  extensions  were  granted, 
seemed  to  contemplate  that  extensions  should  be  granted  only 
to  inventors,  for  their  own  benefit,  or  to  their  personal  repre- 
sentatives, there  is  no  doubt,  under  the  construction  which 
has  been  given  to  them,  but  that,  by  appropriate  instruments 
and  words  of  conveyance,  they  could  be  conveyed  wholly  in 
advance.  Railroad  Co\  v.  Trimble^  10  Wall.,  367.  Nor  but 
that  an  agreement  for  their  conveyance,  made  beforehand, 
would  be  binding  in  equity.  Hartshorn  v.  Day^  19  How., 
211  ;  Newell  \,  IVes/,  13  Blatchf.  C.  C.  R.,  114.  In  Curtis  on 
Patents,  §  207,  it  is  said  :  **  It  is  clear  that  the  inchoate  right 
to  obtain  an  extension  under  a  standing  law  may  be  conveyed 
or  controlled  in  advance  by  the  party  who  has  the  power  to 
obtain  and  make  it  perfect ;  and  it  seems  to  be  equally  clear 
that  an  inventor,  either  before  or  after  he  has  obtained  one 
patent,  may  so  deal  with  the  possibility  of  obtaining  future 
patents  on  his  invention,  as  to  vest  an  interest  in  such  future 
patents  in  his  assignee  or  grantee.  The  question  in  either 
case  will  be,    whether   he   has   conveyed  or  covenanted  to 
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convey  a  future  contingent  interest."  Hendrie  v.  Sayles^  8 
Otto,  546,  is  to  the  same  effect.  It  may  be,  that,  under  the 
strict  construction  put  upon  such  an  instrument  in  respect 
to  extensions,  by  the  Supreme  Court,  in  Wilson  v.  Rousseau^ 
4  How.,  646,  this  deed  did  not,  by  its  own  force,  convey  these 
extensions,  although  an  intention,  on  the  part  of  the  grantors, 
to  part  with  their  whole  interest  in  the  inventions,  including 
extensions  and  everything  pertaining  to  them,  is  quite 
apparent.  It  is  urged,  however,  that  it  is  not  even  a  cove- 
nant to  convey,  but  is  merely  a  covenant  to  procure  exten- 
sions for  themselves,  if  Howe  should  desire  to  have  them, 
and  have  the  use  of  the  patents  by  paying  for  it  as  they 
should  agree,  rather  than  to  have  the  inventions  left  to  the 
public  at  the  expiration  of  the  original  terms.  They  cove- 
nanted distinctly  to  sign  all  papers  necessary  for  procuring 
extensions.  Had  they  stopped  there,  it  might  be  argued,  in 
view  of  the  strict  construction  before  mentioned,  that  they 
were  to  do  this  for  the  benefit  of  themselves,  to  whom  alone 
extensions  could  be  granted,  although  then  the  argument 
would  be  somewhat  strained.  But,  they  went  further,  and 
added,  **  for  said  Howe's  benefit."  This  could  mean  only  one 
thing,  and  that  was,  that  Howe  should  have  the  extensions. 
After  making  this  covenant  they  could  not,  with  any  show  of 
justice,  claim  the  benefit  of  any  papers  executed  to  procure 
extensions  of  these  patents,  to  the  exclusion  of  Howe  or  of  his 
assignees.  It  was  like  a  covenant  to  stand  seized,  and,  in 
equity  certainly,  equivalent  to  a  grant  of  the  extensions,  as 
such  a  covenant  relating  to  land  would  be,  and  at  law  even, 
under  the  statute  of  uses.  Milburn  v.  Salkddy  Wjlles  R.,  673, 
The  Patent  Office  understood  it  as  a  grant,  and,  when  the 
application  for  the  extension  first  applied  for  was  made,  re- 
garded the  effect  of  it  as  standing  in  the  way  of  the  rule  re- 
quiring inventors  to  be  the  owners  of  extensions,  if  granted. 

As,  in  equity,  they  parted  with  their  rights  to  the  exten- 
sions, they  are  not,  in  this  suit  in  equity,  entitled  to  any  re- 
lief for  an  infringement  of  those  rights,  without  showing,  in 
some  way,  that  those  rights  have  been  restored,  so  as  to  be 
infringed  in  their  hands,  or  that  they  stand  upon  the  rights 
of  those  owning  them.     They  are  claimed  to  have  been  re- 
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Stored  in  several  ways.  One  is  by  the  assignment  to  Strong 
of  a  note  given  by  Howe  to  Ross  and  indorsed  by  him,  for  his 
share  of  the  price  of  the  patents,  and  secured  by  a  lien  upon 
thetn,  with  its  securities.  There  are  plain  reasons  why  this 
claim  is  groundless.  One  of  these  is,  that  the  lien  never  cov- 
ered the  extensions  at  all.  Another  is,  that  the  note  was 
proved  as  an  unsecured  claim,  against  the  estate  of  Howe  in 
bankruptcy,  by  the  endorsee,  of  whom  Strong  obtained  the 
assignment,  and  was  discharged  as  such,  which  would  have 
left  the  security,  if  there  had  been  any,  the  property  of  the 
estate. 

They  also  claim,  that  Strong  was  restored  to,  or  acquired 
some  rights  by,  an  assignment  of  the  extensions  from  two  of 
three  administrators  of  Howe.  On  the  17th  of  April,  1868, 
Howe  conveyed  the  patents  assigned  to  him  by  Strong  and 
Ross  to  the  Howe  Scale  Co.,  by  deed,  and  in  that  deed  was 
this  recital  :  **  And  whereas  I,  on  the  29th  day  of  June,  a.  d. 
1864,  did  sell,  and  agree  to  assign  and  convey,  to  the  Howe 
Scale  Company  (a  corporation  duly  organized  under  the  laws 
of  the  State  of  Vermont),  all  of  the  aforesaid  inventions  and 
letters  patent.  And,  whereas,  I  also  agreed  to  assign  and 
convey  any  further  patents  pertaining  to  scales  or  weighing 
apparatus,  which  might  be  granted  to  the  said  Strong  and 
Ross  and  conveyed  to  me."  The  extensions  had  not  then 
been  granted,  and  no  other  mention  was  made  of  anything 
that  would  cover  them,  in  that  instrument.  But,  the  words, 
'*  further  patents,"  would  cover  them  ;  and  this  recital  was 
of  an  agreement  on  his  part  to  convey  them  to  the  Howe 
Scale  Co.,  the  grantee  in,  and  other  party  to,  the  deed.  And 
this  recital  by  Howe  of  an  agreement  by  him  to  convey  them, 
while  he  would  otherwise  hold  the  equitable  title  to  them,  is 
direct  evidence  against  those  claiming  under  htm  or  his  ad- 
ministrators since  then,  as  an  admission  against  his  title  and 
interest,  that  his  ti^le  and  right  were  subject  to  that  agree- 
ment, which  the  recital  is  also  evidence  that  he  made,  and 
from  which  it  is  found  as  a  fact  that  he  did  make  it.  Downs 
V.  Belderiy  46  Vt.,  674  ;  Wing  v.  Hall^  47  Vt.,  182  ;  Wheeler  v, 
Wheeler y  47  Vt.,  637.  This  instrument  was  well  known  to 
Strong  as  well  as  to  the  administrators,  because  it  is  express- 
vou  IV— «5  ., 


386  DISTRICT  OF  VERMONT. 

Prime  v,  Brandon  Manufacturing  Co. 

ly  referred  to  by  date  and  place  of  record,  in  their  deed  to 
him,  and  they  must  have  known  of  this  agreement  of  Howe 
with  the  Howe  Scale  Co.  They  are  certainly  affected  with 
presumptive  notice  of  it.  Newland  on  Contracts  in  Eq.,  511. 
The  conveyance  to  Strong  was  made  subject  to  the  interest 
conveyed  by  Howe  to  the  Howe  Scale  Co.  **  in  letters  patent 
as  enumerated  and  conveyed  "  by  that  instrument,  which 
would  come  very  near  to  this  equitable  right,  although 
strictly  not  including  it.  So,  the  Howe  Scale  Co.  had  ac- 
quired the  equitable  right  to  the  extensions,  and  Strong,  if 
he  purchased  anything,  took  it  subject  to  that  right.  But, 
there  was  nothing  left  in  the  administrators,  or  to  them,  of 
any  right  to  the  patents.  The  provisions  of  the  bankrupt  law 
not  only  vested  the  title  to  patent  rights  which  the  bankrupt 
had,  in  the  assignee,  but  all  rights  in  equity,  and  choses  in 
action,  which  would  cover  the  whole.  Rev.  Stat.  U.  S.,  sec. 
5,046.  It  is  insisted,  that,  as  the  assignee  of  Howe  in  bank- 
ruptcy did  not  claim  the  extensions,  the  statute  of  limitations 
to  two  years,  of  actions  against  and  by  him,  would  cut  off  all 
his  rights.  This  may  be  true.  But  that  limitation  com- 
mences to  run  only  from  the  time  when  the  cause  of  action 
accrues.  Rev.  Stat.  U.  S.,  sec.  5,057.  Soon  after  his  rights 
as  assignee  accrued,  the  defendant  began  to  use  these  inven- 
tions, under  a  conveyance  from  him  as  assignee  of  the  Howe 
Scale  Co.  Neither  the  administrators  of  Howe,  or  Strong  and 
Ross,  or  either  of  them,  were  using  them  or  claiming  them, 
or  doing  anything  by  which  any  cause  of  action  accrued  to 
him,  and  there  was  no  cause  of  action  to  be  barred  in  their 
favor.  The  defendant  was  using  the  inventions  when  the 
extensions  were  severally  granted,  and  has  continued  the  use 
ever  since,  and  more  than  two  years  elapsed  after  the  grant- 
ing the  last  one,  before  the  commencement  of  this  suit.  It  is 
said  further,  that,  as  Howe  had  only  an  equitable  right,  and 
the  legal  title  was  somewhere  else,  and  the  equitable  right 
only  passed  to  the  assignee,  he  should  have  brought  a  pro- 
ceeding in  equity,  to  enforce  the  equitable  right,  and  that, 
not  having  done  so  for  the  space  of  two  years,  the  equitable 
right  is  barred  and  the  whole  interest  left  where  the  legal  title 
is.     But,  the  right  of  Howe  was  to  have  the  necessary  papers 
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executed  by  Strong  and  Ross  for  procuring  the  extensions, 
for  his  benefit.  Before  the  time  arrived  within  which  by  law 
applications  for  extensions  could  be  made,  or  for  any  of 
them,  and  on  the  6Lh  of  May,  1869,  the  assignee  of  the  Howe 
Scale  Co.  conveyed  to  Nathan  T.  Sprague,  Jr.,  all  its  property, 
including  many  patents,  among  them  these  which  have  been 
extended,  and  also  "  all  of  the  interest  or  right  the  said  Howe 
Scale  Co.  has  in  and  to  any  and  all  other  patents,  by  virtue 
of  any  or  all  assignments  heretofore  made  to  the  said  Scale 
Co.,  whenever  or  by  whomsoever  made."  This  was  broad 
enough  to  carry  the  equitable  rights  which  that  company  had 
to  these  extensions.  And,  in  the  same  language,  Sprague 
made  a  like  conveyance  of  the  whole  to  the  defendant,  on  the 
9th  of  June,  1869.  So,  when  the  extensions  were  granted,  the 
assignee,  either  as  of  Howe  or  of  that  company,  had  not  any 
equitable  right  to  enforce.  The  whole  right  in  that  behalf 
was  in  the  defendant,  who  had  no  occasion  then  to  enforce  it, 
nor  even  until  about  the  time  of  bringing  this  suit,  for,  until 
that  time,  all  yielded  to  such  right  without  question. 

The  statutes  under  which  the  extensions  were  granted 
authorized  the  granting  them,  if  it  should  appear,  "  having 
due  regard  to  the  public  interest  therein,  that  it  is  just  and 
proper  that  the  term  of  the  patent  should  be  extended,  by 
reason  of  the  patentee,  without  neglect  or  fault  on  his  part, 
having  failed  to  obtain,  from  the  use  and  sale  of  his  inven- 
tion,  a  reasonable  remuneration  for  the  time,  ingenuity,  and 
expense  bestowed  upon  the  same,  and  the  introduction  there- 
of into  use."  Act  of  July  4th,  1836,  §  18,  5  U.  S.  Stat,  at 
Large,  124.  This  language  would  seem  to  contemplate  that 
the  extension  should  be  to  the  inventor  directly,  or  so  that 
he  would  receive  the  benefit  of  it,  if  granted,  to  make  up  to 
him  the  reasonable  remuneration  which  he  had  failed  to  obtain. 
The  course  of  the  Patent  Ofl5ce  was  in  accordance  with  this 
idea,  and  it  required  that  it  should  be  made  to  appear  that 
the  inventors  would  own  some  substantial  interest  in  the  ex- 
tensions, so  that  they  would  be  benefited  thereby,  before  they 
would  be  granted.  This  became  known  to  all  concerned  in 
procuring  these  extensions.  While  the  application  for  the 
extension  of  the  patent  of  January  15th,  1856,  was  pending. 
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all  the  conveyances  and  assignments  mentioned  had  been  re- 
corded, except   that  from  Sprague  to  the   defendant.     The 
office  construed  them  as  showing  that  Strong  and  Ross,  the 
inventors,  would  not  own,  nor  take  any  benefit  from,  the 
extension,  and,  under  the  practice,  this  stood  in  the  way  of 
granting  the  extension.     To  obviate  this  difficulty,  Sprague, 
acting  for  and  in  the  interest  of  the  defendant,   made  an 
assignment  of  all  his  right  to  that  patent  and  invention  in  the 
States  of  New  Hampshire  and  Connecticut,  to  Strong  and 
Ross,  which  did  not  answer  the  purpose.     Then  Howe,  who 
was  employed  by  the  defendant  to,  among  other  things,  assist 
in  procuring  the  extension,  acting  in  the  interest  of  the  de- 
fendant, and  not  knowing  of  the  record  of  the  other  convey- 
ances, made  an  assignment  to  Strong  and   Ross  of  all  his 
interest  in  and  right  to  the  extended  term  of  that  patent  by 
virtue  of  the  conveyance  of  March  ist,  1864.     This  also  failed 
of  satisfying  the  Patent  Office,  and,  on  the  15th  of  November, 
1870,  Sprague,  acting  as  before,  made  a  full  assignment  of  the 
extended  term  to  Strong  and  Ross,  whereupon  it  was  grant- 
ed.    The  conveyance  from  Sprague  to  the  defendant  was  re- 
corded before  the  applications  for  the  other  extensions  were 
made,  and,  in  advance  of  each,  the  defendant  assigned  the 
extended  term  to  Strong  and  Ross,   for  the  purpose,  as  be- 
fore, of  making  it  appear  that  they  would  own  the  extcn- 
sions,  if  granted,  and  thereupon  they  were  granted.     All  the 
proceedings  in  respect  to  procuring  the  extensions  were  had 
for  and  at  the  expense  of  the  defendant,  and  Strong  and  Ross 
executed  all  the  papers  which  they  executed  at  the  request 
of  the  defendant,  in  pursuance  of  the  covenants  and  agree- 
ments in  their  conveyance  to  Howe,  of  March  ist,  1864.  This 
was  done  upon  the  full  understanding,  on  the  part  of  both 
Strong  and  Ross  and  the  defendant,  that  the  rights  of  Howe 
under  that  agreement  had  passed  to  the  defendant;    that 
Strong  and  Ross  were  in  duty  bound  to  execute  the  papers  for 
the  benefit  of  the  defendant ;  that  the  assignments  to  them 
were  merely  for  the  purpose  of  making  it  appear  that  they 
would  own  the  extensions  ;  and  that  the  extensions  would 
really  and  in  fact  belong  to  the  defendant  by  virtue  of  the 
rights  which   had   before   been,  or  supposed   to  have  been, 
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acquired.  Ross  suggested  an  assignment  from  himself  and 
Strong,  according  to  the  understanding,  but  none  was  made. 
The  business  relating  to  procuring  the  extensions  was  trans- 
acted mainly  through  written  correspondence,  and  the  pur- 
poses, intentions  and  understandings  of  the  parties,  as  found 
and  stated,  fully  appear  from  it. 

It  is  claimed,  that  these  conveyances,  notwithstanding  the 
circumstances  under  which  they  were  made;  restored  the 
title  and  right  to  the  extensions  to  Strong  and  Ross,  or  estop- 
ped the  defendant  from  denying  the  right  of  Strong  and  Ross 
to  them.  The  apparent  legal  title  to  the  extensions  came  to 
Strong  and  Ross  ;  but  the  legal  title  to  a  patent  may  be  in 
one  person,  and  the  equitable  right  to  it  in  another  ;  and  this 
applies  to  extensions  as  well  as  to  original  patents,  as  fully 
appears  from  the  principles  and  authorities  before  referred  to. 
Hartshorn  v.  Day^  19  How.,  21  t  ;  Ntivell  v.  Westy  13  Blatchf. 
C.  C.  R.,  114.  No  consideration  whatever  was  paid  by 
Strong  and  Ross  for  the  reassignments  of  the  extensions  ;  on 
the  understanding  stated,  they  were  not  to  have  them,  but 
were  to  have  merely  the  color  of  legal  title  to  them,  for  the 
purpose  which  has  passed.  There  are  no  just  grounds  for 
any  estoppel  in  their  favor,  or  in  favor  of  the  plaintiffs.  They 
were  not  deceived  into  doing  anything  which  they  otherwise 
would  not  have  done,  by  the  conveyances,  or  the  representa- 
tions that  the  extensions  would  be  for  their  benefit.  The  mis- 
representation was  to  the  Patent  Office,  not  to  them.  They 
fully  understood  the  whole,  and  participated  in  it.  As  be- 
tween them  and  the  defendant,  the  estoppel,  if  any  should  be 
allowed  to  operate,  would  work  the  other  way.  These  inven- 
tions were  the  foundation  of  the  defendant's  business,  and 
large  outlays  were  made  in  establishing  it,  on  the  expectation 
of  having  them  ;  and  it  is  not  probable  that  the  defendant 
would  have  permitted  them  to  be  granted  without  opposition, 
for  Strong  and  Ross  to  have  them,  and  much  less,  that  the 
expenses  of  obtaining  them  would  have  been  paid,  to  secure 
them  to  Strong  and  Ross.  The}'  cannot,  in  good  faith,  now 
claim  the  extensions,  and,  in  equity,  their  claim  cannot  prop- 
erly be  enforced.  Ross,  in  fact,  never  has  claimed  them, 
but  has  merely  quit  claimed  his  rights,  if  any,  to  Strong. 


390  DISTRICT  OF  VERMONT. 

Prime  v.  Brandon  Manufacturing  Co. 

These  assignments   were,    however,  made  to   deceive  the 
Patent  Office,  and  the  parties,  and  their  rights  to  relief  in  re- 
spect to  the  assignments,  are  to  be  considered  as  they  are 
affected  by  that  circumstance.     The  grant  of  these  monopo- 
lies, like  that  of  all  other  patents,  was   from   the  sovereign 
power  of  the  General  Government,  under  the  Constitution. 
The  Patent  Office  is  the  instrument  of  the  Government,  in  mak- 
ing the  grants,  under  the  law.     The  extensions  would  be  detri- 
mental to  the  public,  to  precisely  the  same  extent  that  they 
would  be  beneficial  to  the  grantees.     The  assignments,  "  by  a 
feigned  countenance  and  show  of  words  and  sentences,  as 
though  the  same  were  made  dona  fidcy^  in  the  language  of  the 
statute,  27  Eliz.  ch.  4,  induced  the  Patent  Office  to  grant  the 
extensions,  when  it  would  not  have  done  so,  if  the  real  pur- 
pose of  making  the  assignments  had  been  known  ;  and  now 
it  is  claimed  by  the  orators,  that  the  assignments  so  made 
shall  be  held  operative,  and  the  defendant  not  allowed  to  set 
up  the  arrangement  under  which  they  were  made,  in  defence, 
and  by  the  defendant,  that  the  title  created  by  them,  if  any, 
shall  be  held  in  trust  for  the  defendant,  and  that  the  trust  be 
executed  by  decree  in  the  cross  cause.     The  statutes,  13  Eliz. 
ch.  5,  and  27  Eliz.,  ch.  4,  made  all  conveyances  within  their 
purview  void  as  to  all  those  sought  to  be  defrauded,  and  left 
them,  or  made  them,  binding  between  the  parties  to  them. 
Those  statutes  are  not  a  part  of  the  laws  of  the  United  States 
relating  to  patents  ;  and,  if  the  laws  of  the  State  would  con- 
trol, in  any  dfgiee,  these  conveyances  would  not  come  within 
the  provisions  of  those  statutes,  as  adopted  in  Vermont.     Gen. 
Stat.  Vt.,  672,  sec.  32.     So,  these  conveyances  must  stand  as 
at  the  common  law.     They  were  wholly  without  any  consid- 
eration, and  have  never  been  executed  by  any  delivery  of 
possession.     The  defendant  has  all  the  while  had  the  inven- 
tions  in   use,  and   the   letters   patent   themselves,  with  the 
endorsement  of  extension  thereon.     The  conveyances  within 
the  statutes  cited,  and  those  within  7  &  8  Will.  3,  ch.  25,  and 
10  Anne,  ch.  23,  making  conveyances  for  the  purpose  of  con- 
ferring a  right   to   vote   void,  only  as   between   the  parties 
thereto,  have  generally  been  held  to  be  valid  between  the 
parties  to  them  only  by  force  of  the  express  provisions  of  the 


JULY,    1879.  391 

Prime  v,  Brandon  Manufacturing  Co. 

Statutes  to  that  effect.  Twyne's  Case,  3  Rep.,  80,  b.  ; 
Phillpotis  V.  FhillpoUSy  i  Eng.  L.  &  E.,  339  ;  Dyer  v.  Horner^  22 
Pick.,  253.  And  they  would  seem  to  have  been  void  at  the 
common  law,  at  least  so  far  as  that  they  would  not,  as  con- 
veyances, afford  sufficient  foundation  for  a  cause  of  action 
resting  upon  themselves  alone.  Alexander  v.  Newman^  2 
Com.  B.,  122,  and  15  Law  J.  Rep.,  N.  S.,  part  2,  C.  P.,  134. 
The  orators  here  have  not  any  claim  under  these  conveyances, 
except  what  lies  wholly  in  action.  They  are  not  defending 
any  possession  taken  under  the  conveyances,  but  are  asking 
relief  wholly,  as  to  this  part  of  the  case,  upon  the  strength  of 
them.  Unless  they  are  held  valid  and  operative,  as  convey- 
ances, as  those  under  the  statutes  mentioned  were  held,  the 
orators  have  no  case.  The  orator  in  the  cross-bill  cannot 
have  the  relief  sought  there,  without  having  the  conveyances 
held  operative,  and  the  title  under  them  decreed  to  be  a  trust 
merely,  and  the  trust  decreed  to  be  executed.  It  has  been 
suggested,  on  the  part  of  the  defendant  in  the  original  bill 
and  orator  in  the  cross-bill,  that  all  were  equally  in  the  wrong 
as  to  the  purpose  of  these  conveyances,  and  that,  if  they 
should  be  held  inoperative,  on  account  of  this  purpose,  the 
title  to  the  extensions  would  be  left  in  the  defendant.  This 
might  be  true,  if  the  extensions  would  have  been  in  existence, 
with  a  title  to  them  resting  somewhere,  without  these  convey- 
ances having  been  made  at  all.  But,  the  extensions  were  not 
in  existence  when  the  conveyances  were  made,  and  no  one 
had  any  vested  right  to  have  them  granted.  They  were  not 
like  original  patents,  or  reissues,  in  that  respect,  but  were 
gran  table  only  in  the  discretion  of  the  Commissioner.  Without 
these  conveyances  the  extensions  would  not  have  been  grant- 
ed at  all.  Neither  party  can  be  aided  here,  without  aiding 
the  purpose  for  which  the  conveyances  were  made.  The 
doctrine  is  universal,  as  it  is  salutary,  that  the  courts  of  a 
country  will  not  aid  parties  in  what  is  prejudicial  to  the  State. 
Collins  V.  Blanterny  2  Wils.,  341  ;  Law  v.  Law^  3  P.  Wms.,  391  ; 
Hanington  v.  Du  Chaiely  1  Bro.  Ch.,  124  ;  Parsons  v.  Thompson, 
I  H.  Black.,  322  ;  Pingry  v.  Washburn^  i  Aik.,  264  ;  Fuller  v. 
Dame^  18  Pick.,  472  ;  Powers  v.  Skinner^  34  Vt.,  274  ;  Marshall 
V.  Bait,  &*  O.  F.  R,  Co.^  16  How.,  314.  This  case  seems  to  fall 
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within  that  principle,  as  to  these  conveyances,  and,  as  neither 
party  has  title  except  through  or  in  consequence  of  them,  this 
court  will  leave  the  parties,  in  those  respects,  where  it  finds 
them. 

The  original  term  of  one  of  the  patents,  and  the  right  to 
apply  for  an  extension  under  the  general  law,  expired  before 
any  application  for  an  extension  was  made,  and  a  special  Act 
of  Congress  was  passed,  approved  July  15th,  1870,  16  U.  S. 
Stat,  at  Large,  657,  granting  leave  to  Strong  and  Ross  to 
make  application  to  the  Commissioner  of  Patents  for  an  ex- 
tension, and  authorizing  him  to  consider  and  determine  it  in 
the  same  manner  as  if  it  had  been  made  in  due  season.  It  is 
claimed  by  the  orators,  that  the  right  to  that  extension 
accrued  under  this  special  grant,  and  that  Strong  and  Ross 
thereby  acquired  an  express  title  to  it,  which  they  have  never 
parted  with  but  to  the  orators.  There  is  no  question  but  that 
a  grant  of  a  patent,  or  of  an  extension  of  a  patent,  by  Con- 
gress, as  a  bounty,  would  enure  to  the  benefit  of  the  grantees 
only,  and  that  no  right  to  it  could  be  acquired,  except  by  ex- 
press conveyance  from  them.  Wilson  v.  Rousseau^  4  How., 
^  646.  But  this  was  not  such  a  case.  Congress  merely  re- 
moved a  limitation,  and  left  the  Commissioner  to  grant  or 
refuse  the  application,  precisely  as  he  would  under  the  gener- 
al law.  It  was  not  a  special  grant,  but  the  general  law  was 
made  to  cover  the  case.  And  the  passage  of  this  Act  was 
procured  by  the  defendant  as  a  part  of  the  proceedings  to 
obtain  the  extensions,  in  the  same  interest,  and  for  the  same 
purpose,  and  upon  the  same  understanding.  The  position  of 
the  parties  in  respect  to  it  is  the  same  as  in  respect  to  the 
others. 

These  considerations  fully  dispose  of  the  claim  of  the  orator 
in  the  cross-bill  for  relief  against  setting  up  a  false  title,  or 
falsely  asserting  that  this  orator  has  no  title,  to  customers, 
causing  damage,  for,  they  show  a  want  of  foundation  for 
maintaining  such  a  claim,  even  if  this  court  would  have  juris- 
diction for  such  a  cause  of  action,  between  these  parties,  who 
are  citizens  of  the  same  State.  But,  such  a  claim  would  in- 
volve no  Federal  question,  of  which  this  court  could  take 
jurisdiction  between  such  parties.  Hartell  v.  Tilghman^  9 
Otto,  547. 
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The  bill  alleges,  that  the  extension  passed  from  Strong  and 
Ross  to  Howe,  by  the  conveyances  stated.  The  orators,  at 
the  hearing,  asked  leave,  by  motion,  to  withdraw  those  alle- 
gations, so  as  not  to  be  bound  by  them.  The  decision  upon 
this  motion  was  reserved.  In  the  view  taken  of  the  effect  of 
the  conveyances,  the  amendment  would  be  of  no  importance. 
If  there  should  be  an  appeal,  it  might  become  of  importance, 
and  its  allowance  here  be  of  importance.  The  allegation  is 
one  of  construction  rather  than  of  a  fact,  and,  perhaps,  the 
orators  ought  not  to  be  bound  by  it,  if  it  should  become 
material,  further  than  the  fact  that  it  was  made  might  show 
the  understanding  of  those  making  it.  That  fact  would  re- 
main, if  the  technical  effect  of  it,  as  a  pleading,  should  be 
obviated  by  the  amendment,  if  the  record  should  be  left  so 
as  to  show  the  whole.  Therefore,  the  motion  is  granted,  to 
the  extent  of  allowing  an  amendment  striking  out  those 
allegations  to  be  filed  separately,  without  obliterating  them 
as  they  stand  in  the  original  bill. 

The  costs  upon  the  original  and  cross-bills  are  probably  so 
nearly  equal,  that  none  are  allowed  either  way. 

Let  a  decree  be  entered  dismissing  the  bill  and  cross-bill. 

W,  G.  Veazey  and  J,  N,  Edminster^  for  the  complainants  in 
the  original  suit  and  the  defendants  in  the  cross  suit. 

Praut  &*  Walker^  for  the  complainants  in  the  cross  suit  and 
the  defendants  in  the  original  suit. 
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Addison  C.  Fletcher 

vs. 

Joseph  Selden.    In  Equity.* 

The  letters  patent  granted  to  Addison  C.  Fletcher,  June  8th,  1869,  for  an 
improved  Government  revenue  stamp,  are  valid. 

The  claim  of  said  patent,  namely,  "  A  postage  or  revenue  stamp,  having  a 
portion  of  its  surface  composed  of  thin  or  fragile  paper,  or  other  suitable 
material,  loosely  attached,  and.on  which  a  portion  of  the  design  or  other 
matter  is  printed,  substantially  as  and  for  the  purpose  or  purposes  set 
forth,'*  is  limited  to  a  stamp  on  which  the  flap  is  loosely  attached  to  the 

[|1  face  of  the  main  body  of  the  stamp,  and  has  a  portion  of  the  design  im- 
printed upon  it.  and  is  not  infringed  by  a  stamp  wherein  the  design  is 
printed  on  the  main  body  of  the  stamp,  and  a  portion  of  the  printed 
stamp  is  loosely  attached  to  an  unprinted  slip  of  paper  attached  to  the 
back  of  the  main  body. 

(Before  Shipman,  J.,  District  of  Connecticut,  July,  1879.) 

Shipman,  J. 

This  is  a  bill  in  equity  which  is  based  upon  the  alleged  in- 
fringement of  letters  patent  which  were  issued  to  the  plaintiff 
on  June  8th,  1869,  for  an  improved  Government  revenue 
stamp.  The  defendant  is  a  collector  of  internal  revenue  in 
the  State  of  Connecticut,  and,  as  such  collector,  under  the 
authority  and  by  direction  of  the  Commissioner  of  Internal 
Revenue,  sold  and  used,  prior  to  the  date  of  the  bill,  the  tax- 
paid  spirits  stamps,  the  rectified  spirits  stamps  and  the  whole- 
sale liquor  dealers'  stamps  which  the  Commissioner  has 
directed  shall  be  used.  The  three  classes  of  stamps  are  made 
in  the  same  way.  The  plaintiff's  invention  is  described  in 
the  specification  of  his  patent,  as  follows  :  **  My  invention 
consists  in  providing  the  stamp  with  a  flap  or  flaps  covering 
a  portion  of  its  face,  and  arranging  the  vignette,  design,  or 
printed  matter  on  said  stamp  to  extend  over  the  flap  or  flaps 
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and  remaining  or  uncovered  portion  ot  said  face  or  body  of 
the  stamp.  By  this  application  of  my  invention,  as  applied 
to  an  adhesive  stamp,  whether  for  internal  revenue  or  other 
purposes,  said  stamp  may  be  cancelled  by  tearing  off  the  flap 
or  flaps,  which,  if  necessary,  may  be  preserved  as  evidence  of 
the  cancellation  ;  or,  where  not  required  to  be  preserved,  the 
Hap  or  flaps  may  either  be  torn  off  and  thrown  away,  or  be 
so  mutilated  by  the  act  of  cancelling,  as  heretofore  practised 
on  postage  stamps  (which,  and  other  adhesive  stamps,  my 
invention  is  equally  applicable  to),  as  that  it  will  be  impossi- 
ble to  use  the  same  stamp  over  again  without  detection  of  the 
fraud.  Referring  to  the  drawing,  a  is  the  main  body  of  an 
internal  revenue  stamp,  of  the  paper  ordinarily  used,  having 
mucilage  or  other  adhesive  matter  on  its  back,  and  having 
secured  to  its  face,  for  a  portion  of  its  length  or  area,  an 
outer  piece  of  tissue  or  other  thin  paper  or  flap,  ^,  which  is 
loose  from  the  main  body,  excepting  where  joined  to  it,  as  at 
r,  and  which  has  impressed  on  it  a  continuation  of  the  vignette 
or  design,  that  is  seen,  in  part,  on  the  remainder,  or  uncov- 
ered portion  of  the  main  body.  A  stamp  thus  constructed 
may  be  cancelled  by  simply  tearing  off  the  flap,  ^,  which  may 
be  separately  preserved  as  evidence  of  the  cancellation,  or,  in 
case  of  a  postage  stamp,  for  instance,  it  may  be  so  mutilated 
by  the  ordinary  method  of  cancellation,  as  to  make  the  use  of 
the  stamp  again,  without  detection  of  the  fraud,  impossible. 
The  flap,  ^,  being  made  of  thin  or  bibulous  paper,  the  portion 
of  the  design  upon  it  is  protected  from  being  effaced  by 
chemical  agents,  in  consequence  of  the  fragile  or  peculiar 
nature  of  such  paper,  while  the  body,  a,  may  be  made  of 
comparatively  stout  paper,  or,  especially,  where  it  is  desired 
to  preserve  separate  evidence  of  the  cancellation,  the  flap,  ^, 
which  is  the  portion  torn  off  in  cancelling,  may  be  made  of 
stout  paper,  and  the  main  body,  a,  of  thin  or  bibulous  paper. 
In  fig.  2  of  the  drawing,  the  same  principle  of  construction  is 
shown,  but  the  body,  a,  represented  as  having  duplicate  flaps, 
6,  b,  on  the  face  of  the  stamp,  which,  in  some  cases,  may  be 
preferred  to  one."  The  claim  is  as  follows  :  **  A  postage  or 
revenue  stamp,  havings  a  portion  of  its  surface  composed  of 
thin   or  fragile  paper,   or  other  suitable   material,    loosely 
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attached,  and  on  which  a  portion  of  the  design  or  other  mat- 
ter is  printed,  substantially  as  and  for  the  purpose  or  purposes 
set  forth/' 

The  stamps  which  are  used  by  the  defendant  are  made  in 
the  following  manner  :  The  body  of  the  stamp  is  composed 
of  a  piece  of  paper  of  one  thickness,  upon  which  is  impressed 
the  printed  matter  of  the  stamp.  A  slip  of  red  blank  paper  is 
attached  to  the  outside  edges  of  the  back  of  the  body  of  the 
stamp.  This  slip  is  about  one-third  of  the  length  of  the  body 
of  the  stamp,  and  is  of  the  same  width.  When  the  stamp  is 
to  be  used,  it  is  placed  upon  that  part  of  the  head  of  a  barrel 
which  has  been  previously  covered  with  paste,  is  secured  to 
the  barrel  by  tacks,  is  varnished,  is  cancelled  by  a  stencil 
plate,  and,  in  certain  cases,  which  it  is  not  necessary  to 
specify,  the  portion  over  the  red  slip  and  which  is  not  attached 
to  the  barrel  in  consequence  of  the  intervention  of  the  slip,  is 
cut  out  and  is  preserved.  The  blank  slip  adheres  to  the  past- 
ed surface  of  the  barrel. 

The  questions  in  regard  to  the  patentability  and  novelty  of 
the  plaintiff's  invention  are  found  in  his  favor.  The  question 
of  infringement  is  the  important  one  in  the  case,  and  depends 
mainly  upon  the  extent  of  the  plaintiff's  invention,  as  de- 
scribed and  claimed  in  his  patent.  The  learned  expert  for 
the  plaintiff  understands  the  gist  of  the  invention  to  consist  in 
a  revenue  stamp  having  the  characteristics,  that  one  of  its 
sides  is  adapted  to  be  pasted  to  an  article,  and  the  other  side 
is  printed  over  its  entire  substance  substantially,  and  that  a 
certain  portion  of  the  printed  face  is  so  loosely  attached  to 
the  portion  which  is  to  be  pasted,  that  the  loose  portion  may 
be  torn  or  cut  away,  and  leave  over  the  area  torn  or  cutaway 
a  layer  of  paper  pasted  to  the  stamped  article.  As  thus 
understood,  it  is  immaterial  whether  the  flap  is  attached  to 
the  back  or  to  the  face  of  the  main  portion  of  the  stamp,  or 
whether  the  flap  is  a  printed  or  a  blank  piece  of  paper. 

Without  controverting  the  position  that  this  was  the  gist 
of  the  invention,  I  am  of  opinion  that  such  was  not  the  ex- 
tent of  the  invention  as  described  and  claimed  in  the  patent. 
An  examination  of  the  specification  will  show,  I  think,  that 
the  grant  which  the  plaintiff  received  was  much  less  broad 
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than  the  invention  is  now  claimed  to  have  been,  and  that  the 
patent  cannot,  even  with  the  aid  of  the  principle  of  liberal 
interpretation,  properly  include  a  stamp  of  two  thicknesses 
of  paper,  one  piece  printed  and  the  other  unprinted,  it  being 
only  necessary  that  the  unprinted  piece  should  be  attached 
to  the  stamped  article,  and  that  the  printed  part  should  be 
loosely  attached  to  the  unprinted  piece.  In  the  specification 
the  patentee  says  that  his  invention  consists  in  providing  the 
stamp  with  a  flap  or  flaps,  which  are  clearly  described.  The 
flap,  upon  which  is  impressed  or  printed  a  part  of  the  vig- 
nette, design  or  printed  matter,  is  loosely  attached  to  the  face 
of  the  main  body  of  the  stamp,  upon  the  back  of  which  is  the 
mucilage  or  adhesive  matter,  and  the  flap,  thus  loosely 
attached,  covers  a  portion  of  the  face  of  the  body  of  the 
stamp.  Two  particulars  are  indispensable,  if  the  descriptive 
part  of  the  specification  clearly  describes  the  invention.  The 
flap  must  have  a  portion  of  the  design  imprinted  upon  it,  and 
it  must,  also,  be  loosely  attached  to  the  face  of  the  main  body 
of  the  stamp.  The  claim,  also,  in  substance,  specifies  the 
same  particulars.  It  is  for  a  stamp  having  a  portion  of  its 
surface  composed  of  some  suitable  material,  on  which  portion 
a  part  of  the  design  or  other  matter  is  printed,  and  which 
portion  is  **  loosely  attached.**  Loosely  attached  to  what? 
The  plaintiff  construes  these  words  to  mean  that  the  printed 
portion  is  loosely  attached  to  any  other  portion  of  the  stamp, 
and  if,  therefore,  it  is  loosely  attached  to  a  flap,  or  to  any 
unprinted  portion  of  the  stamp  which  adheres  to  the  stamped 
article,  such  loose  attachment  satisfies  the  claim.  But,  in  the 
descriptive  part  of  the  specification,  the  loosely  attached  por- 
tion, which  is  the  flap,  has  the  two  characteristics  which  have 
been  mentioned,  one  of  which  is  that  the  portion  is  loosely 
attached  to  the  face  of  the  main  body  of  the  stamp.  The 
words  **  loosely  attached  '*  must,  then,  mean,  loosely  attached 
to  the  face  of  the  body  of  the  stamp. 

In  the  defendant's  stamp,  the  design  is  printed  upon  the 
main  body  of  the  stamp,  and  a  portion  of  the  printed  stamp 
is  loosely  attached  to  an  unprinted  slip  of  paper  upon  the  back 
of  the  main  body.  The  flap  of  the  defendant's  stamp  is  un- 
printed and  is  attached  to  the  back  of  the  main  body  of  the 
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Stamp.  The  whiskey  stamps  are  an  entirely  different  article 
from  the  plaintiff's  stamp,  as  described,  and  can  be  included 
within  the  patent  only  by  giving  to  the  words  **  loosely  at- 
tached "  a  meaning  which  they  obviously  did  not  have  in  the 
mind  of  the  inventor  when  the  claim  was  drawn.  The  whis- 
key stamp  is  a  modification  of  the  inventor's  idea,  which  had 
not  occurred  to  him  when  he  drew  his  specification,  which 
was  so  limited  in  its  terms  as  not  to  include  the  stamps  of  the 
defendant. 

The  bill  is  dismissed. 

Treadwell  Cleveland^  for  the  complainant. 

Calvin  G,  Child,  for  the  defendant. 


Charles  L.  Cooke  et  al. 

vs. 

The  New  York  Central  &  Hudson  River  Railroad 

Company.    In  Equity. 

a  patent  for  a  railway  switch,  in  the  claims  of  which  an  important  eleflDCDt 
is  the  rail  sections  used  to  guide  the  wheels  from  the  back  to  the  flange- 
supporting  block,  in  an  easy  manner  without  any  jarring  or  abrupt 
change  of  motion,  and  in  a  proper  direction  for  the  wheels  to  drop  ioto 
the  main  track  at  the  proper  point,  is  not  anticipated  by  a  prior  switch 
which  had  no  rail-section  or  equivalent  therefor. 

(Before  Blatchford,  J.,  Northern  District  of  New  York,  July,  1879.) 

Blatchford,  J. 

This  suit  is  brought  on  reissued  letters  patent  granted  to  the 
plaintiffs  May  22d,  1S77,  for  an  improvement  in  railway- 
switches,  the  original  patent  having  been  granted  to  said 
Cooke,  November  21,  1871. 
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The  specification  of  the  reissue  says:  **  My  invention  re- 
lates to  that  class  of  switches  which  are  provided  with  a  device 
for  preventing  the  wheels  from  running  off  the  rails  to  the 
ground,  when  the  switch  has  been  improperly  placed.  The 
object  of  my  invention  is  to  construct  a  safety-switch  of  this 
class,  which  shall  guide  the  wheels  upon  the  track  in  a 
natural  and  easy  manner,  without  any  sudden  or  abrupt 
changes  of  motion,  and  which  shall  be  constructed  of  substan- 
tially the  same  material  of  which  the  main  track  is  composed, 
so  as  to  avoid  injury  to  or  breakage  of  the  wheels  as  they  pass 
over  the  switch. 

"The  nature  of  my  invention  will  be  fully  understood 
from  the  following  description :  In  the  accompanying  draw- 
ing. Figure  i  is  a  top  plan  view  of  a  switch  provided  with 
my  improvements.  Fig.  2  is  a  detached  perspective  view  of 
the  flange-supporter.  Fig.  3  is  a  fragmentary  cross-section 
in  line  x  x^  Fig.  i.  Like  letters  of  reference  refer  to  like  parts 
in  each  of  the  figures. 

**  A,  A,  represent  the  rails  of  the  main  track,  and  A',  A', 
the  main  switch-rails,  forming  continuations  thereof.  B,  B, 
represent  the  rails  of  the  siding,  connected  with  rails  A',  A', 
by  rod  C,  operated  by  a  lever  C  in  the  usual  manner,  so 
that  the  free  ends  of  either  the  rails  A',  A',  or  B,  B,  may  be 
placed  opposite  the  main  rails  A,  A.  D  represents  two  pointed 
rails  arranged  on  the  inner  side  of  the  main  rails  A,  A,  so  as 
to  form  a  continuation  of  the  inner  switch-rails.  E  represents 
the  flange-supporting  blocks  arranged  on  the  outer  side  of  the 
main  rails  A,  and  F,  a  rail  section  forming  a  continuation  of 
the  outer  switch-rails  and  abutting  against  the  flange-supporter 
E.  The  latter  is  preferably  composed  of  a  wooden  body 
secured  to  the  main  rails  by  bolts  r,  and  a  plate-iron  covering 
secured  to  the  wooden  body  by  countersunk  screws  or  rivets, 
or  in  any  other  suitable  manner.  The  upper  side  of  the  flange 
supporter,  E,  is  made  flush  with  the  tread  of  the  rails  A  and  F, 
and  of  a  width  to  extend  to  the  outside  of  the  tread  of  the 
rail  F.  e*  is  an  inclined  or  wedge-shaped  lip,  formed  at 
the  forward  end  of  the  flange-supporter  E,  between  the  rails 
A  and  F,  as  clearly  shown  in  Figs,  i  and  2.  G  are  two 
g^ide-rails  arranged  at  an  angle   on  the  inner  side  of  the 
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pointed  rails  D  and  main  rails  A,  and  having  their  for- 
ward ends  opposite  the  inclined  lips  e^  of  the  flange-sup- 
porter E,  so  that  one  wheel  will  be  fully  under  the  control  of 
the  guide-rails  G  before  the  other  wheel  leaves  the  rail-section 
F.  The  rear  ends  of  the  guide-rails  G  approach  the  main  rails 
to  such  a  distance  as  to  cause  the  wheels  running  on  the 
flange-supporter  to  cross  the  adjacent  main  rail  and  drop  into 
the  main  track  before  the  opposite  wheel  leaves  the  guide- 
rail  G. 

"  When  a  locomotive  or  car  comes  in  on  the  wrong  track, 
in  the  drawing  on  the  rails  B  B,  the  right-hand  wheels  will 
pass  from  the  rail  B  upon  the  rail-section  F,  while  the  left- 
hand  wheels  will  pass  upon  the  pointed  rail  D.  The  rails 
D  and  F,  being  fixed  in  their  relative  position  to  the  main 
track,  guide  the  wheels  along  in  a  perfectly  steady  and  safe 
manner  until  the  flange  of  the  right-hand  wheel  strikes 
the  inclined  lip  e'  of  the  flange-supporter  E,  when  the  right- 
hand  wheel  begins  to  rise  thereon,  but  is  still  held  by  the 
rail  F.  At  the  same  time  the  left-hand  wheel  comes  in  con- 
tact with  the  guide-rail  G,  which  gives  both  wheels  a  ten- 
dency to  travel  toward  the  main  track,  which  tendency  is 
increased  as  the  right-hand  wheel  mounts  the  support  or 
block  E,  and  runs  on  the  larger  circle  of  its  flange.  Both 
wheels  now  travel  under  these  combined  influences  toward 
the  main  track,  and  finally  drop  into  the  same  without  being 
subjected  to  any  sudden  change  in  their  movement  The 
flange-supporter  E,  being  composed  of  wood  and  an  iron 
covering,  has  a  certain  degree  of  elasticity,  and  does  not 
stiffen  the  main  track  as  heavy  cast  parts  do,  thereby  prevent- 
ing the  chipping  off  or  breaking  of  the  wheels  as  they  run 
over  the  switch  in  ordinary  use.  The  flange-supporting 
blocks  E  and  rail-sections  F,  when  worn  out,  are  readily 
replaced  by  new  ones  without  interfering  with  the  use  of  the 
track." 

The  claims,  three  in  number,  are  as  follows  :  "  i.  The  com- 
bination, with  the  main-track  rails  A  A  and  switch-rails 
B  B,  of  the  flange-supporting  blocks  E  E,  secured  to  the 
outer  side  of  the  main  rails,  and  rail-sections  F"  F,  con- 
necting the  flange-supporting  blocks  with  one  or  the  other 
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of  the  outer  switch-rails,  substantially  as  and  for  the  pur- 
pose hereinbefore  set  forth.  2.  The  combination,  with  the 
main  track  rails  A  A  and  switch-rails  B  B,  of  the  flange-sup- 
porting blocks  E,  secured  to  the  outer  side  of  the  main  rails 
and  provided  with  inclined  lips  e\  and  rail-sections  F,  points 
D,  and  guide-rails  G,  arranged  as  shown  and  described,  sub- 
tantially  as  and  for  the  purpose  hereinbefore  set  forth.  3. 
The  combination,  with  the  main-track  rails  A,  pointed  rails  D, 
guide-rails  G,  and  rail-sections  F,  all  constructed  of  rails,  of 
the  flange-supporters  E,  constructed  of  wood,  and  provided 
with  a  covering  of  plate-iron,  substantially  as  and  for  the  pur- 
pose hereinbefore  set  forth." 

The  rail-sections  F  F  are  an  element  of  each  of  the  three 
claims  of  the  patent.  It  is  conceded  on  the  record  that  the 
switches  used  by  the  defendant,  represented  by  the  model  W*, 
are  substantially  alike,  in  principle,  construction  and  method 
of  operation,  to  the  switch  patented  to  the  plaintiffs.  The 
only  defence  is  want  of  novelty. 

The  defendant  introduces  a  prior  switch,  V,  called  the 
White  or  Tyler  switch.  It  had  no  rail-section  and  no  equiva- 
lent therefor.  This  rail-section  is  an  "  important  "  and  useful 
device  in  the  plaintiffs*  arrangement.  It  is  arranged,  as  the 
plaintiffs'  expert  testifies,  so  as  to  guide  the  wheels  from  the 
track-rail  to  the  flange-supporting  block  in  an  easy  manner, 
without  any  abrupt  change  of  motion  or  jars,  and  in  a  proper 
direction  for  the  w^heels  to  drop  into  the  main  track  at  the 
proper  point.  He  adds :  "  This  rail- section  locates  the  switch- 
point  at  a  certain  distance,  greater  or  less,  in  front  of  the 
block,  and  enables  the  wheel  to  pass  upon  the  inclined  plane 
without  any  jar  or  jolt.  This  inclined  plane  at  the  front 
end  of  the  block  forms  an  obstruction  to  the  passage  of 
the  wheel  on  that  side,  and  retards  the  progress  of  that 
wheel  to  a  greater  or  less  extent,  while  the  wheel  on  the 
other  end  of  the  axle,  which  does  not  encounter  any  ob- 
struction, is  free  to  move  on.  This  inclined  plane  then 
causes  the  truck  to  turn  on  the  centre-pin  toward  the  side 
on  which  the  inclined  plane  has  come  in  contact  with  the 
wheel,  and  will  cause  the  wheel  to  travel  away  from  the 
proper  or  main  track,  and  not  toward  the  main  track.  This 
VOL.  IV — 26 
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tendency  of  the  wheel  is  counteracted  by  the  section-rail  on 
the  outer  side  of  the  inclined  plane,  and  the  flange  of  the 
wheel  is  held  in  its  proper  place  and  confined  by  the  section- 
rail  until  the  wheel  has  reached  the  surface  of  the  block.  The 
tendency  of  the  wheel  to  travel  toward  the  main  track  on  that 
side,  by  reason  of  that  wheel  running  on  its  flange  while  the 
other  wheel  runs  on  its  tread,  does  not  come  into  play  until 
after  the  wheel  has  mounted  the  block,  because  the  concussion 
on  striking  the  incline  would  be  more  apt  to  change  the  course 
of  the  wheel  toward  the  wrong  direction  or  away  from  the 
main  track  than  the  increased  diameter  of  the  wheel  could 
turn  it  toward  the  main  track,  because  the  concussion  will 
operate  instantaneously,  while  the  increased  diameter  of  the 
wheel  can  affect  the  direction  of  the  wheel  only  slowly  or 
gradually,  as  the  wheel  runs  along  over  the  surface  of  the  block. 
Furthermore,  the  increased  diameter  of  the  wheel  is  counter- 
acted as  the  wheel  passes  over  the  incline,  to  a  greater  or  less 
extent,  for  the  reason  that  the  wheel  running  up  the  incline 
has  to  travel  a  greater  distance  than  the  wheel  running  on  its 
tread,  in  order  to  make  it  travel  the  same  distance  horizontally. 
The  section-rail  also  reduces  the  distance  that  the  wheel  has 
to  travel  on  its  flange,  and  it  relieves  the  guard-rail  to  a  large 
extent,  and  prevents  the  wheel  which  runs  on  its  tread  from 
striking  the  guard-rail  with  great  force  when  the  other  wheel 
strikes  the  incline,  so  that  the  wheels  will  pass  over  the  switch, 
when  misplaced,  more  smoothly  and  more  safely  than  if  the 
section-rail  were  not  there." 

He  further  says  that  he  does  not  find,  in  the  White  or  Tyler 
switch,  any  of  the  combinations  described  in  the  plaintiffs' 
patent,  or  any  equivalent  mechanical  device  for  the  plaintiffs' 
rail-section. 

The  defendant's  switch  W*  embodies  the  first  and  second 
claims  of  the  plaintiffs'  patent  and  contains  the  section-rails, 
and  they  are  not  found  in  the  White  or  Tyler  switch.  It  is 
clear  that  the  plaintiffs*  improvements  are  patentable.  Some 
evidence  was  put  in  as  to  an  old  switch,  Z',  but  it  fails  to  show 
that  the  switch  embodies  the  combinations  claimed  in  the 
plaintiffs'  patent. 

There  must  be  a  decree  for  the  plaintiffs  for  a  perpetual 
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injunction,  and,  under  the  stipulation  of  the  parties,  a  decree 
for  the  plaintiffs  for  $3,750,  damages  for  past  infringements, 
and  for  costs. 

Bawcn^  Rogers  &*  Locke^  for  the  complainants. 


J,  Thomas  Spriggs^  for  the  defendant. 


Thomas  W.  Clarke,  Trustee,  &c. 


vs. 


John  Johnson.    In  Equity.* 


The  first  claim  of  the  reissued  letters  patent.  No.  3,579,  granted,  August  3d, 
1S69,  to  Nathaniel  Jenkins,  for  an  *'  improvement  in  the  manufacture  of 
elastic  packing/'  namely,  "An  elastic  packing  composed  of  at  least 
four-tenths  of  finely  pulverized  refractory  earthy  or  stony  material,  inti- 
mately mingled  with,  and  held  together  by,  rubber  prepared  for  vulcan- 
izing, and  then  vulcanized,  as  and  for  the  purpose  described/'  includes 
only  soft  vulcanized  rubber,  and  does  not  include  hard  rubber,  or 
vulcanite,  so  called,  made  of  rubber  mingled  with  25  per  cent,  or  over,  of 
sulphur,  and  then  vulcanized. 

(Before  Benedict,  J.,  Eastern  District  of  New  York,  July,  1879.) 

Benedict,  J. 

This  action  is  brought  to  obtain  an  account,  and  also  an  in- 
junction to  restrain  the  defendant  from  manufacturing  and 
selling  a  certain  kind  of  rubber  disk  used  as  packing  for  steam 
joints.  The  bill  sets  forth  letters  patent  owned  by  the  plain- 
tiff, issued  to  Nathaniel  Jenkins,  and  known  as  reissue  No. 
3,579,  dated  August  3d,  1869,  for  an  "improvement  in  the 
manufacture  of  elastic  packing.*'  It  also  sets  forth  a  decree 
rendered  by  the  Circuit  Court  of  the  United  States  for  the 
Southern  District  of  New  York,  in  the  year  1871,  rendered  in 
an  action  brought  by  the  plaintifif  against  this  defendant,  upon 

*  16  Blatchf.  C.  C.  R.,  495. 
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this  same  patent  (9  Blatchf.  C.  C.  R.,  516).  It  also  sets  forth  a 
decree  upon  pleadings  and  proofs,  rendered  by  the  Circuit  Court 
of  the  United  States  for  the  District  of  Massachusetts,  on  the 
22d  of  March,  1872,  in  an  action  brought  by  this  plaintiff  upon 
this  same  patent  against  George  W.  Walker  and  another  (i 
Off.  Gaz.  of  Pat.  Off.,  359).  General  acquiescence  is  also 
averred,  and  infringement  by  the  defendant. 

The  first  claim  of  the  patent  sued  on,  which  is  the  only  claim 
here  involved,  is  in  the  following  language  :  "  An  elastic  pack- 
ing composed  of  at  least  fourth-tenths  of  finely  pulverized  re- 
fractory, earthy  or  stony  material,  intimately  mingled  with, 
and  held  together  by,  rubber  prepared  for  vulcanizing,  and 
then  vulcanized,  as  and  for  the  purpose  described." 

Upon  this  bill  and  certain  affidavits,  the  plaintiff  now  moves 
for  a  preliminary  injunction.  The  defendant  reads,  in  opposi- 
tion to  the  motion,  his  answer,  in  which  the  equity  of  the  bill 
is  denied,  and  he  puts  in  evidence,  in  support  of  his  denial  of 
novelty,  a  number  of  patents  prior  in  date  to  the  invention  of 
Jenkins,  and,  in  support  of  his  denial  of  infringement,  a  num- 
ber of  affidavits,  and  he  insists  that  this  evidence  either  defeats 
the  Jenkins  patent  entirely,  upon  the  ground  of  want  of  novel- 
ty, or  compels  a  construction  of  it  so  limited  as  to  exclude 
from  its  scope  the  article  which  the  defendant  now  manufact- 
ures. 

In  a  case  like  this,  where  it  appears  that  the  patent  sued  on 
has  been  twice  sustained  upon  final  hearing,  in  contested  ac- 
tions, before  different  courts,  in  one  of  which  the  defendant 
was  the  same  persoa  who  is  defendant  here,  it  can  hardly  have 
been  expected,  that,  upon  a  preliminary  motion  like  the  pres- 
ent, a  construction  would  be  given  in  conflict  with  any  con- 
struction given  to  the  patent  by  the  distinguished  Judges  who 
were  called  on  to  consider  the  patent  in  the  former  cases  set  up 
in  the  bill.  Neither  would  it,  in  my  opinion,  be  proper  to  deny 
the  present  application  because  of  any  doubt  in  regard  to  the 
validity  of  the  patent,  that  the  defendant  may  consider  to  have 
been  raised  by  the  patents  prior  in  date  to  the  Jenkins  inven- 
tion or  the  rubber  balls  which  have  been  now,  for  the  first  time, 
proved.  For,  these  patents,  now  newly  exhibited,  and  the  prior 
manufacture  of    the  rubber  balls,  could  have  been  proved  by 
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the  defendant  in  the  former  action  against  him,  but  were  not 
then  relied  upon.  No  evidence  has  been  here  produced  to 
show  that  any  articles  were  ever  made  in  accordance  with  any 
of  these  patents,  except  by  way  of  experiment.  Nor  do  the 
affidavits  show  the  employment  of  the  rubber  balls  for  the  pur- 
pose of  resisting  the  action  of  heat  in  steam  valves.  Moreover, 
some  eight  years  have  elapsed  since  a  decree  was  rendered 
against  the  defendant  for  an  infringement  of  this  patent. 
During  all  this  period  he  has,  as  he  says,  acquiesced  in  the 
validity  of  the  patent.  During  all  this  period  it  has  occurred 
to  no  person  that  the  patent  could  be  defeated  by  the  produc- 
tion of  the  patents  that  are  now  exhibited  for  that  purpose,  al- 
though packing  was  constantly  made  under  the  patent,  and 
sold  publicly  as  a  patented  article,  during  all  this  period. 

Under  such  circumstances,  I  should  have  little  hesitation  in 
compelling  the  defendant  to  await  a  final  decree  before  putting 
upon  the  market  an  article  adapted  for  precisely  the  same  pur- 
pose as  the  Jenkins  packing,  and  very  similar  thereto  in  ap- 
pearance, if  his  right  to  manufacture  this  article  depended 
solely  upon  the  question  of  the  invalidity  of  the  Jenkins  pat- 
ent for  want  of  novelty.  But  another,  and,  as  I  view  it,  more 
serious  ground  of  defence  is  the  denial  of  infringement.  This 
denial  raises  the  question  whether  the  Jenkins  patent  covers  the 
packing  which  the  defendant  now  seeks  to  make  and  sell.  The 
nature  of  the  defendant's  present  manufacture  is  not  left  in 
doubt,  upon  the  affidavits,  although  the  evidence  in  regard  to  it 
is  not,  in  all  respects,  harmonious. 

The  moving  papers  show  valve  seat  disks  made  by  the  de- 
fendant, similar  in  form  and  general  appearance  to  those  made 
under  the  Jenkins  patent,  and  adapted  to  accomplish  the  same 
purpose,  viz.,  to  constitute  an  elastic  packing  for  steam  joints 
and  valves,  that  will  render  the  valve  tight  and  succesfully  re- 
sist the  corrosive  action  of  the  steam.  The  moving  papers  also 
present  an  analysis  of  the  defendant's  disks,  according  to  which 
they  are  compounded  of  the  following  elements,  viz.,  rubber, 
38.97  per  cent;  sulphur,  7.23;  bone  black,  52.89;  sand,  dirt, 
.91.  This  analysis  shows,  according  to  the  somewhat  ambig- 
uous statement  of  the  plaintiifs  witness,  **a  rubber  packing 
compound  consisting  of  more  than  40  per  cent,  (including  the 
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sand,)  of  refractory  mineral  matter,  with  52  per  cent  of  carbon 
and  about  6  per  cent  of  sulphur  in  a  pulverized  state,  inti- 
mately incorporated  with,  and  held  together  by,  vulcanized 
India  rubber  or  caoutchouc. "  The  defendant  denies  that  his 
disks  are  compounded  as  stated  by  the  plaintiff's  witness,  and 
says  that  he  never  made,  sold  or  used  such  a  compound  as  the 
plaintiff  describes,  but  that  all  the  disks  he  has  made  for  sale 
or  use  have  been  made  upon  the  following  formulas :  Para 
rubber,  10  lbs.  ;  gutta-percha,  5  lbs.  ;  sulphur,  4^  lbs. ;  bone 
black,  22^  lbs. — or.  Para  rubber,  14  lbs. ;  gutta-percha,  7  lbs.; 
sulphur,  6  lbs.;  bone  black,  28  lbs.  These  formulas  the  de- 
fendant says  he  has  always  used,  except  that  he  has  sometimes 
slightly  increased  the  quantity  of  sulphur,  so  as  to  bring  it  up 
to  the  proportion  of  5  ounces  of  sulphur  to  i  pound  of  rubber 
and  gutta-percha  together. 

I  suppose  there  is  no  good  reason  to  doubt  the  truth  of  the 
defendant's  statements  as  to  the  compound  of  which  his  disks 
are  composed,  and  that  the  subject  of  the  present  controversy 
may  justly  be  considered  to  be  valve  seats  for  steam  joints, 
made  as  the  defendant  says  he  makes  them.  The  question  then 
first  arising  is,  whether  the  decree  rendered  in  the  action  be- 
tween the  same  parties  upon  the  same  patent  precludes  all  en- 
quiry in  regard  to  the  right  of  the  defendant  to  make  and  sell 
valve  seats  such  as  he  says  he  is  now  making.  Here  the  bur- 
den is  upon  the  plaintiff  ;  and,  accordingly,  he  has  exhibited 
the  pleadings  and  decree  in  the  former  action  between  these 
same  parties,  together  with  an  affidavit  tending  to  show  that 
the  valve  seat  disks  which  formed  the  subject  of  such  former 
suit  were  similar  in  character  to  the  disks  which  the  defendant 
now  claims  to  be  making.  In  opposition,  the  defendant  pro- 
duces two  affidavits,  tending  to  show  that  the  subject-matter  of 
the  former  suit  was  a  disk  differing  in  character  from  the  disks 
now  bein^  made  by  the  defendant,  in  this,  that  it  contained  a 
portion  of  oxides  of  lead,  copper  and  tin,  which,  in  the  process 
of  manufacture,  absorbed  a  portion  of  the  sulphur  used,  and  that 
the  compound,  when  vulcanized,  consisted  of  a  skeleton  of  re- 
fractory matter  equal  or  exceeding  40  per  cent  of  the  mass, 
mingled  with,  and  held  together  by,  the  other  portion  of  the 
mass,    which    other    portion    consisted  of  soft  rubber.    The 
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formulas  of  the  defendant,  as  above  given,  contain  no  metallic 
oxides,  or  other  element  capable  of  absorbing  the  sulphur  in 
the  process  of  manufacture,  and  produce  a  packing  that  con- 
sists of  a  skeleton  of  refractory  material,  exceeding  40  per  cent 
of  the  mass,  mingled  with,  and  held  together  by,  the  other 
portion,  which  other  portion  is  vulcanite,  as  distinguished  from 
soft  rubber. 

Vulcanite  and  soft  rubber  are  different  things,  having  dif- 
ferent properties,  and  are  in  no  sense  equivalents.  Vulcanite 
is  produced  when  rubber  is  mingled  with  25  per  cent  or  over 
of  sulphur,  and  subjected  to  the  vulcanizing  process.  Soft 
rubber  is  produced  when  the  sulphur  mingled  with  the  rub- 
ber is  less  than  25  per  cent.  This  difference  in  the  proportion 
of  sulphur  absorbed  by  the  rubber,  and  this  only,  as  I  under- 
stand it,  causes  the  difference  in  the  product.  The  introduc- 
tion of  a  portion  of  vulcanite,  and  the  withdrawal  of  soft  rub- 
ber from  the  compound,  would,  therefore,  effect  a  substantial 
change  in  the  article.  Not  only  would  the  elements  of  the 
compound  be  changed  in  respect  to  the  proportion  of  sulphur 
employed,  but  the  result  would  be  different.  The  proofs  show 
that  the  capacity  of  the  compound  to  resist  steam  is  greatly 
increased  by  such  a  change,  and  the  packing  is  thereby  ren- 
dered more  efficacious. 

It  must  follow,  therefore,  that  if,  in  the  compound  that 
formed  the  subject  of  the  former  suit,  the  proportion  of  sul- 
phur absorbed  by  the  rubber  in  the  process  of  manufacture 
was  less  than  25  per  cent,  the  subject  matter  of  the  former 
suit  was  substantially  different  from  that  here  involved.  It  is 
impossible  to  discover,  from  the  face  of  the  record  in  the 
former  suit,  so  far  as  here  produced,  what  was  the  character 
of  the  disk  involved  in  the  proceedings.  Upon  the  affidavits 
read,  the  weight  of  evidence  is  in  favor  of  the  defendant's  con- 
tention, that  the  disks  complained  of  in  the  former  suit  were 
so  compounded  that  25  per  cent  of  sulphur  was  not  absorbed 
by  the  rubber,  and  that  those  disks  did  not  exhibit  any  vul- 
canite, but  were  refractory  material  held  together  by  soft  rub- 
ber instead  of  vulcanite.  Indeed,  the  bill  filed  in  this  action 
nowhere  avers  that  the  former  suit  relates  to  matter  similar 
in  character  to  that  now  complained  of,  and  the  bringing  of 
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this  suit  seems  to  indicate  that  the  packing  in  question  nnust 
be  substantially  different  from  that  adjudicated  upon  in  the 
former  action  ;  for,  if  the  defendant  had  simply  resumed  the 
manufacture  that  was  forbidden  by  the  former  decree,  a  new 
action  would  be  unnecessary. 

The  burden  being  upon  the  plaintiff,  and  it  not  being  made 
to  appear  that  the  matter  now  in  controversy  formed  the  sub- 
ject of  the  former  suit,  the  decree  rendered  therein  can  avail 
nothing  upon  the  question  of  infringement  that  is  raised  here. 
In  so  far  as  concerns  the  infringement  charged,  the  present  is, 
therefore,  to  be  treated  as  a  new  case,  dependent  for  its  deter- 
mination upon  a  question  that  did  not  arise  in  the  former  suit 
against  this  defendant,  viz  ,  whether  a  rubber  packing  com- 
pound, consisting  of  a  skeleton  of  refractory  material,  form- 
ing at  least  40  per  cent  of  the  mass,  the  remainder  being  vul- 
canite, mingled  through  the  mass,  holding  the  same  together, 
and  forming  an  elastic  packing  capable  of  resisting  the  action 
of  steam,  is  within  the  scope  of  the  Jenkins  patent. 

This  question  does  not  appear  to  have  received  the  consid- 
eration of  any  court,  nor  does  any  allusion  seem  to  have  been 
made  to  it  in  either  of  the  cases  referred  to,  where  the  patent 
was  sustained  at  final  hearing.  There  is,  in  the  opinion  deliv- 
ered by  Judge  Shepley,  the  expression,  "  hard  rubber,"  but  I 
do  not  understand  the  reference  to  be  to  vulcanite.  The 
phrase  is  used  by  Judge  Shepley,  as  it  has  been  here,  by  the 
plaintiff's  counsel,  to  mean  not  vulcanite,  but  rubber  that  is 
hard  to  compression.  And  I  find  no  expression,  in  his  opin- 
ion, indicating  that  his  attention  had  been  called  to  the  ques- 
tion upon  which  this  case,  as  I  view  it,  must  turn. 

That  question — to  repeat  it  in  a  slightly  different  form — is, 
whether  the  invention  of  Jenkins,  as  described  in  his  patent, 
embraces  a  packing  composed  of  40  per  cent  and  over  of  re- 
fractory material,  mingled  with,  and  held  together  by,  vulcan- 
ite, so  as  to  form  an  elastic  packing  capable  of  resisting  the 
corrosive  effect  of  steam.  This  is  a  question  to  be  determined 
by  the  language  of  the  patent,  read  in  the  light  of  the  evidence 
in  respect  to  the  state  of  the  art.  The  language  of  the  claim 
in  the  patent  has  been  already  given,  and  seems  clearly  to  be 
broad  enough.     Rubber,  mingled  with  25  per  cent  and  over 
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of  sulphur,  and  then  vulcanized,  is  as  plainly  covered  by  the 
words,  "rubber  prepared  for  vulcanizing  and  then  vulcan- 
ized," as  is  rubber  mingled  with  less  than  25  per  cent  of  sul- 
phur. These  words,  taken  by  themselves,  are  broad  enough 
to  cover  both  compounds,  but  the  difficulty  is  that  they  must 
be  read  in  connection  with  the  words,  "as  described,"  by 
which  words  reference  is  made  to  the  specification  for  the 
meaning  of  the  phrase,  "  rubber  prepared  for  vulcanizing,'* 
used  in  the  claim.  Turning,  then,  to  the  specification,  it  is 
found  carefully  to  state  the  limits  of  the  proportion  of  sul- 
phur to  be  used,  and  fixes  that  limit  at  "  from  one  to  three 
percent."  In  all  places  where  the  proportion  of  sulphur  to 
be  used  is  spoken  of,  the  proportion  is  less  than  the  propor- 
tion absolutely  necessary  if  the  product  is  intended  to  be  vul- 
canite. The  language  of  the  specification,  therefore,  plainly 
excludes  from  the  scope  of  the  patent  a  compound  where 
the  proportion  of  sulphur  used  is  such  that  the  product  is 
vulcanite. 

The  difference  between  vulcanite  and  soft  rubber  was  well 
known  to  the  patentee.  Equally  well  known  was  the  fact 
that,  by  using  less  than  25  per  cent  of  sulphur,  in  combina- 
tion with  rubber,  soft  rubber  is  produced,  and  by  using  25 
per  cent  and  over  of  sulphur,  in  combination  with  rubber, 
vulcanite  is  produced.  If,  therefore,  Jenkins  had  considered 
his  invention  to  include  a  packing  where  the  refractory  mate- 
rial was  to  be  mingled  with,  and  held  together  by,  vulcanite, 
it  is  not  conceivable  that  his  specification  would  have  fixed 
the  limit  of  the  sulphur  to  be  used  at  from  one  to  three  per 
cent. 

In  behalf  of  the  plaintiff,  it  is  said,  that  Jenkins'  patent  does 
not  provide  that  the  formula  should  be  simply  of  soft  rubber, 
but  the  patent  says:  **  With  the  following  ingredients  the  pro- 
portion would  be  within  the  following  limits,"  and  then  gives 
the  limits  of  sulphur  at  "  from  one  to  three  per  cent."  There 
is  added  the  statement:  **I  do  not  confine  myself  to  these 
exact  proportions,  but  consider  the  composition  most  accu- 
rately stated  by  the  limitations  given  before."  These  limita- 
tions exclude  a  composition  which  would  produce  vulcanite. 
This  statement  shows,  that  the  idea  of  so  compounding  his 
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packing  «s  that  it  should  be  refractory  matter  mingled  with, 
and  held  together  by,  vulcanite,  had  not  occurred  to  Jenkins. 
Read  in  the  light  of  the  specification,  the  claim  of  the  patent 
covers  simply  an  elastic  packing  composed  of  at  least  four- 
tenths  of  finely  pulverized  refractory,  earthy  or  stony  matter, 
intimately  mingled  with,  and  held  together  by,  rubber  pre- 
pared for  vulcanizing,  by  using  less  than  25  per  cent  of 
isulphur. 

This  understanding  of  the  patent  derives  support  from  the 
circumstance,  that  no  evidence  is  produced  to  show,  that, 
under  the  Jenkins  patent,  a  packing  has  ever  been  produced 
where  the  refractory  material  was  held  together  by  vulcanite; 
and  from  the  further  fact,  so  strongly  stated  by  various  wit- 
nesses, that  such  a  packing  as  the  defendant  now  makes  was 
never  known  until  within  a  year,  and  that  it  will  outlast  all 
elastic  packing  previously  known,  and  is  considered,  by  those 
having  occasion  to  use  packing,  to  involve  an  important  dis- 
covery in  regard  to  the  efficiency  of  vulcanite,  when  used  in 
connection  with  refractory  material,  for  the  purpose  of  pack- 
ing steam  valves.  Such  an  understanding  of  the  Jenkins 
patent,  as  I  have  above  stated,  is  fatal  to  the  present  motion, 
for  the  reason,  that,  according  to  the  weight  of  the  evidence 
the  defendant's  packing  is  always  so  compounded  as  to  fur- 
nish, for  absorption  by  the  rubber,  more  than  25  per  cent  of 
sulphur,  and  when  vulcanized  never  contains  soft  rubber, 
and  invariably  contains  vulcanite,  whence  results,  according 
to  the  affidavits,  an  article  essentially  different  from  the  arti- 
cle described  in  the  Jenkins  patent,  not  only  being  com- 
pounded in  a  different  manner,  but  possessing  different  prop- 
erties, and  being  more  efficacious  to  effect  the  object  sought 
to  be  attained  by  both  articles  than  it  is  possible  for  the  Jen- 
kins packing  to  be. 

The  motion  for  a  preliminary  injunction  must,  therefore,  be 
denied. 

Thomas  William  ClarkCy  for  the  complainant. 

Alexander  Cameron  and  James  H,  Gilbert ^  for  the  defendant. 
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Another  suit  being  pending  in  another  circuit,  between  the  complainants  and 
the  manufacturers  of  the  articles  alleged  to  infringe  the  complainants* 
patent,  wherein  the  questions  involved  in  this  suit  were  being  litigated, 
and  the  defendants  in  this  suit  being  merely  consignees  of  such  manu- 
facturers, or  vendors  for  them,  upon  commission,  of  the  articles  alleged 
to  infringe,  or  purchasers  in  the  market,  the  court  denied  an  application 
for  a  preliminaiy  injunction,  upon  the  defendants  giving  a  bond  in  a 
penal  sum  fixed  by  the  court,  conditioned  for  the  payment  of  any 
damages  the  complainants  may  recover. 

(Before  Blodgett,  J.,  Northern  District  of  Illinois,  July,  1879.) 

Blodgett,  J. 

I  am  very  much  impressed  with  a  conviction  that  the  de- 
fendants' lantern  infringes  the  claim  of  the  complainants* 
patents  as  they  are  reissued.  I  do  not  see,  necessarily,  any 
infringement  of  the  complainants*  original  patent,  because 
the  patentee  did  not  so  broadly  claim  this  bell  or  deflector, 
which  is  one  of  the  important  features  of  the  complainants' 
lantern,  in  his  original  patent,  as  in  the  reissue.  It  seems  to 
me  that  the  defendants'  device  around  the  top  of  the  lantern 
and  below  the  chimney,  by  which  the  air  is  protected  and 
directed  into  position,  so  that  it  may  be  drawn  without  inter- 
ference from  outside  currents  into  the  pipes  or  tubes,  is  sub- 
stantially a  use  of  the  original  bell  that  was  adopted  by  Mr. 
Irwin,  and  especially  that  it  would  be  an  infringement  on 
Irwin's  patent  of  1870,  if  that  patent  is  a  valid  patent.  Now, 
it  may  be  that  the  Irwin  patent  of  1870,  which  to  my  mind 
is  substantially  the  defendants'  present  lantern,  would  stand 
on  a  little  different  ground.  It  would  at  least  require  a  more 
technical  construction  to  sustain  it  than  did  the  Irwin  tu- 
bular lantern  proper,  because,  as  was  said  in  the  case  of  the 


412  NORTHERN  DISTRICT  OF  ILLINOIS. 

Irwin  V,  McRoberts. 

Irwin  patent  when  it  was  before  this  court  some  three  years 
ago,  tubes  are  older  than  at  the  time  when  Mr.  Irwin  entered 
the  field,  and  it  is  possible,  when  you  take  the  Cochrane  de- 
vice, and  the  Crich field  device,  and  the  several  others  which 
have  been  referred  to  in  the  proofs,  in  which  tubes  were  used, 
that  you  might  find  in  these  some  suggestion  of  the  Irwin  de- 
vice of  1870.  But,  certainly,  if  the  Irwin  patent  of  1870  is 
valid,  T  should  have  no  doubt  that  the  defendants'  lantern  is 
an  infringement  on  the  Irwin  patent.  There  is  also  a  great 
deal  of  force  in  the  argument  made  by  the  defendants'  coun- 
sel, that  a  lantern  under  the  patent  of  1870  has  never  been 
put  on  the  market  as  an  operative  lantern  for  sale,  nor  has  it 
passed  through  the  ordeal  of  litigation  or  its  validity  been 
accepted  by  the  public. 

With  regard  to  the  broader  claims  in  the  other  patents  of 
Mr.  Irwin,  under  his  reissues,  they  are  to  be  treated  as  new 
patents.  They  have  never,  as  yet,  been  accepted  by  the  pub- 
lic in  the  broad  sense  in  which  he  now  asserts  them,  nor  con- 
firmed or  sustained  by  the  courts. 

There  being  litigation  now  pending,  involving,  necessarily, 
the  questions  involved  in  this  case  in  another  district,  and  in 
the  district  where  the  manufacturer  of  this  lantern  resides,  it 
seems  to  me  that  is  the  better  place  for  the  litigation  to  pro- 
ceed, I  will,  however,  give  the  complainant  an  injunction 
here,  unless  the  defendant  shall  enter  into  a  bond  in  the  penal 
sum  of  $10,000,  conditional  for  the  payment  of  all  damages 
which  the  plaintiff  may  ultimately  recover  in  the  case,  because 
that  being  a  case  against  the  original  manufacturers,  and  the 
original  manufacturer  having  really  come  here  and  made 
himself  dominus  litis^  I  think  it  would  be  right  to  condition 
the  bond  in  that  way  ;  or  it  may  be  made  the  other  way— a 
bond  may  be  made  to  cover  such  damages  as  shall  be  award- 
ed him  ip  this  suit. 

I  have  on  several  occasions  expressed  myself  as  indisposed 
to  favor  this  kind  of  litigation — that  is,  suits  brought  against 
the  mere  vendors  of  patented  goods,  instead  of  the  manufact- 
urers. I  know  patentees  are  much  troubled  with  piracies 
upon  their  inventions,  and  that  the  law  makes  the  seller  liable, 
as  well  as  the  maker  of  infringing  goods.     But  I  think  the 
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initial  litigation,  for  the  purpose  of  asserting  and  sustaining 
the  validity  of  a  patent,  should  be  between  the  patentee  and 
infringing  manufacturers.  After  a  patent  has  been  judicially 
sustained  in  such  a  suit,  then  the  patentee  should  have  the 
full  aid  of  the  courts  to  suppress  sales  of  infringing  goods. 

The  defendant  here,  is  only  an  agent,  receiving  goods  on 
consignment,  or  on  commission,  or  purchasing  in  the  market, 
it  is  not  disclosed  exactly  which,  and  the  complainant  in  this 
case  claims  that  his  patent  covers  those  goods.  The  manu- 
facturer of  those  goods,  at  the  time  they  were  made,  may  not 
have  had  that  kind  of  legal  notice  which  a  man  ought  to  have 
to  make  him  liable  as  an  infringer,  because  ron  constat  they 
may  not  have  been  made  before  this  reissue.  At  the  time  the 
Rochester  company  commenced  the  manufacture  of  this  lan- 
tern the  plaintiffs'  patent  was  not  as  broad  as  it  now  is  under 
the  reissue.  The  courts  may  sustain  these  new  claims  as 
broadly  as  they  are  now  made  ;  but  It  is  not  for  the  court  to 
intimate  whether  it  will  or  not.  That  should  be  left  an  en- 
tirely open  question  until  the  court  comes  to  the  hearing, 
either  in  this  or  the  other  district.  But  the  Patent  Office  has 
allowed  the  patentee  to  surrender  his  patent  and  take  the  re- 
issue and  take  these  broad  claims.  That,  prima  fade,  gives 
the  complainant  a  standing  in  this  court  to  charge  that  de- 
fendants' lanterns  infringe,  yet  it  may  appear  In  the  proof 
that  they  did  not  infringe  at  the  time  they  were  actually 
made  and  put  upon  the  market,  because  the  patent  at  that 
time  may  not  have  been  so  broad  as  to  cover  defendants' 
special  device.  I  think,  therefore,  while  the  court  has  it  in 
.  its  power  to  allow  the  defendants  to  give  a  bond  to  protect 
the  rights  of  the  complainants,  it  is  safer  to  err  in  that  direc- 
tion than  to  tie  up  the  defendants  by  an  injunction. 

I  congratulate  myself  to  some  extent  upon  the  fact  that 
these  patents  are  now  pending  before  the  Circuit  Court  of  the 
Northern  District  of  New  York,  where,  I  presume,  they  will 
be  tried  before  Judge  Blatchford,  who  stands  pre-eminent  as 
an  expounder  of  patent  law  in  this  country,  and  I  hope  they 
will  be  so  presented  to  him  that  the  full  merits  will  be  under- 
stood and  passed  upon. 

I  may  be  in  error  about  this.     I  do  not  feel  as  clear  as  I  did 
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in  reference  to  the  Dane  and  Westlake  case.  I  think  there 
are  more  and  new  questions  to  be  considered.  It  is  a  more 
difficult  question  to  determine  whether  Irwin's  patent  will 
prevent  the  defendants  from  using  those  open  pipes  or  tubes, 
even  protected  as  they  are,  than  it  was  to  pass  upon  the 
questions  raised  in  the  Dane  and  Westlake  case.  The  court 
had  better  err  on  the  safe  side  of  a  case  like  this,  and  either 
refuse  the  injunction  wholly,  or  else  refuse  it  conditionally. 
I,  therefore,  conclude  that  I  will  refuse  it  conditionally,  that 
is,  that  the  defendant  shall  enter  into  a  bond  in  the  penal  sum 
of  $10,000,  for  the  payment  of  any  damages  that  the  com- 
plainants may  recover.  The  defendant  is  only  a  vendor,  and 
if  an  injunction  was  granted,  the  manufacturer,  who  is  the 
real  defendant,  might  find  another  agent  here,  who  would 
continue  to  offer  their  lanterns  upon  the  market,  unless  re- 
strained by  a  new  suit.  If  any  bond  is  given  it  will  be  given 
by  the  manufacturers  for  the  purpose  of  securing  this  market 
for  their  goods,  and  they  would  have  no  interest  in  starting 
another  agency,  when  they  had  given  bond  for  the  protection 
of  this  agent ;  therefore,  I  think  it  is  more  equitable  to  the 
rights  of  all  parties,  to  raise  a  bond  from  defendant,  than  to 
issue  the  injunction.  If  these  reissues  are  sustained,  then 
complainants  are  safe  under  a  bond.  I  will  give  the  com- 
plainants leave  to  move  at  any  time  for  an  enlargement  of  the 
bond,  so  as  to  keep  them  at  all  times  protected,  as  has  often 
been  done  in  other  cases  in  this  court. 

Coburn  6^  Thacher^  for  the  complainants. 

E,  S,  Jenney^  for  the  defendants. 
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vs. 


The  Gold  and  Stock  Telegraph  Company.     In 

Equity.* 


The  decision  of  this  coart  in  Colgate  v.  The  iVestem  Union  Telegraph  Com- 
pany,  15  Blatchf.  C.  C.  R.,  365,  confirmed. 

The  considerations  stated  which  apply  to  a  case  where,  after  a  patent  has 
heen  sustained  on  final  hearing,  a  new  defendant,  in  a  new  suit,  seeks  to 
attack  the  patent  for  want  of  novelty. 

What  degree  of  clearness  and  certainty  of  description  is  required  in  a  prior 
publication,  in  order  to  defeat  a  patent. 

Where,  on  a  patent  issued  in  1867,  a  suit  was  brought,  in  1872,  against  its 
most  conspicuous  and  extensive  infringer,  and  was  prosecuted  with  rea- 
sonable diligence,  that  was  sufiicient  notice  to  all  other  infringers  that 
the  right  conferred  by  the  patent  was  to  be  maintained,  to  require  a  par- 
ticular defendant  who  alleges  laches  in  the  plaintiff,  to  show  affirmative 
acquiescence  by  the  plaintiff  in  the  use  of  the  invention  by  the  de- 
fendant. 

Form  of  an  order  for  a  preliminary  injunction  on  a  patent,  in  a  case  where 
the  plaintiff  exercises  his  rights  by  granting  licenses. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  July,  1879.) 

Blatchford,  J. 

This  is  a  motion  for  a  preliminary  injunction  to  restrain 
the  infringement  of  letters  patent  granted  to  George  B.  Simp- 
son, May  2ist,  1867,  for  an  **  improvement  in  insulating  sub- 
marine cables."  This  patent  has  been  sustained  as  valid  by 
this  court,  on  final  hearing,  in  a  suit  brought  on  it  by  the 
same  plain tifif,  against  the  Western  Union  Telegraph  Com- 
pany (15  Blatchf.  C.  C.  R.,  365).  The  claim  of  the  patent 
is  as  follows  :  "  The  combination  of  gutta-percha  and  metal- 
lic wire  in  such  form  as  to  encase  a  wire  or  wires,  or  other 

♦  16  Blatchf.  C.  C.  R.,  503. 
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conductors  of  electricity,  within  the  non-conducting  substance 
gutta-percha,  making  a  *  submarine  telegraph  cable,'  at  once 
flexible  and  convenient,  which  may  be  suspended  on  poles  in 
the  air,  submerged  in  water,  or  buried  in  the  earth,  to  any 
extent,  for  atmospheric  or  submarine  telegraphic  communica- 
tion, and  for  other  electric,  galvanic  and  magnetic  uses,  as 
hereinbefore  described."     Infringement  by  the  defendant,  by 
the  use  of  the  invention  thus  claimed,  is  not  denied.    The  sole 
defence  to  the  motion  is  an  attack  on  the  novelty  of  the  in- 
vention.     Under  such  circumstances,  when   the  patent  has 
been  sustained  on  final  hearing,  against  the  largest  and  m(>st 
wealthy  telegraph  corporation  in  the  country,  after  exhaustive 
research  and  full  testimony  and  argument,  and  when,  as  here, 
the  Western  Union  Telegraph  Company  is  shown  to  own 
nearly  one  half  of  the  capital  stock  of  the  defendant,  and  the 
relations  of  the  two  companies  are  shown  to  be  such  that  the 
defendant  is  substantially  a  part  of  the  Western  Union  Tele- 
graph Company,  it  is  incumbent  on  the  defendant,  in  adduc- 
ing any  new  matter  in  this  case,  on  this  motion,  to  make  it 
extremely  probable,  at  least,  that,  if  such  new  matter  had 
been  put  in  evidence  in  the  former   case,  a  different  result 
would  have  been  reached  by  the  court. 

In  construing  the  specification  of  the  patent,  in  the  former 
case,  the  court  said,  in  its  decision  :  **  It  is  plain,  from  the 
language  of  this  specification,  that  the  point  of  the  invention 
is  to  make  use  of  the  fact  that  gutta-percha  is  a  non-conduct- 
or of  electricity,  to  insulate,  by  means  of  gutta-percha,  a 
metallic  wire,  which  is  a  conductor  of  electricity,  and  thus 
prevent  the  escape  of  electricity  from  the  metallic  wire,  when 
it  is  suspended  in  the  air,  or  submerged  in  water,  or  buried 
in   the  earth,  when,  but  for  such  insulation,  the  electricity 
would  escape  from  the  metallic  wire.     The  mode  of  insula- 
tion described  is  to  combine  the  gutta-percha  and  the  metallic 
wire  in  such  manner  that  the  wire  will  be  covered  on  all  sides 
with  a  uniform  coating  of  gutta-percha.     Adequate  means  of 
softening  the  gum  and  putting  it  into  such  condition  as  to 
permit  it  to  be  so  combined  with  the  wire  are  set  forth  ;  and 
it  is  declared,  that  such  mode  of  combination  and  insulation 
confines  the  electric  current  to  the  wire,  and  shields  the  wire 
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from  contact  with  all  external  electric  influences.  It  is  mani- 
fest that  the  gist  of  the  invention  is  the  discovery  of  the  fact 
that  gutta-percha  is  a  non-conductor  of  electricity,  and  the 
application  of  that  fact  to  practical  use,  by  combining  it,  by 
the  means  specified,  with  a  metallic  wire,  in  the  manner  de- 
scribed, and  then  using  the  cable  formed  by  such  combina- 
tion for  the  purpose  of  conducting  electricity  along  the  en- 
closed wire."  In  regard  to  the  novelty  of  the  invention  the 
court  said  :  **  Nothing  that  has  been  put  in  evidence  by  the 
defendant  carries  back  the  publication  of  the  discovery  of  the 
insulating  properties  of  gutta-percha  to  a  date  earlier  than 
the  ist  of  March,  1848.  That  is  the  date  of  the  publication 
in  England  of  the  discovery  of  such  properties  by  Faraday. 
It  is  entirely  clear  that  Simpson  had,  prior  to  that  time,  made 
a  like  discovery."  The  court  then  took  as  the  date  of  the 
discovery  by  Simpson,  the  24th  of  January,  1848,  being  the 
day  on  which  he  swore  to  his  first  specification,  which  he  filed 
in  the  Patent  Office  on  the  31st  of  January,  1848,  which  was 
a  date  sufficiently  early  to  antedate  the  publication  of  Fara- 
day's discovery,  although  the  plaintiff  contended  for  a  date 
as  early  as  November  22d,  1847. 

An  extract  from  a  work  in  German,  called  Dingler's  Poly- 
technic Journal,  was  put  in  evidence  in  the  former  case.  A 
translation  of  the  material  parts  of  it  was  as  follows  :  ^*  Insu- 
lation of  the  wires  of  electric  telegraphs.  The  public  papers 
announce,  that  the  experiments  which  the  Prussian  Govern- 
ment is  having  tried  at  present,  in  respect  to  the  most  service- 
able mode  of  constructing  electric  telegraphs,  are  turning 
out  very  favorably  for  the  laying  of  the  wires  underground 
in  coatings  of  gutta-percha,  so  that,  probably,  all  public  tele- 
graphs will  be  laid  in  this  manner.  *  *  *  If  the  insulation 
of  the  wires  underground,  discovered  by  Lieutenant  Siemens, 
keeps  good,  all  important  towns  can  be  easily  connected  with. 
the  capital."  In  regard  to  this  extract,  the  court  said,  in  its 
decision  :  '*  The  publication  in  Dingler's  Polytechnic  Journal 
of  1848  gives  an  account  merely  of  experiments  then  in  prog- 
ress, and  not  of  a  completed  invention,  even  if  the  part  of 
it  in  question  was  published  prior  to  Simpson's  invention,  and 
it  does  not  set  forth  the'  insulating  or  non-conducting  prop- 
VOL.  IV — 27 


4l8  SOUTHERN   DISTRICT  OF  NEW  YORK. 

Colgate  V.  Gold  and  Stock  Telegraph  Co. 

erty  of  gutta-percha  for  use  with  a  telegraphic  wire  under 
water."     The  defendant  now  introduces  in  evidence  a  publi- 
cation in  German,  which  was  not  in  the  former  case,  namely, 
the  Bremen  Gazette,  of  Sunday,  December  19th,  1847,  which 
contains  an  article,  of  the  material  parts  of  Vhich  the  follow- 
ing   is    a    translation  :  '*  Berlin,   December  16.     The  trials 
which  the  Government  here  is,  at  this  time,  causing  to  be 
made  concerning  the  introduction  of  electro-magnetic  tele- 
graphs best  answering  the  purpose,  do  result,  in  the  highest 
degree,  in  favor  of  laying  the  wires  underground  in  coatings 
of   guttapercha,   so  that,   probably,   all    Government    tele- 
graphs will  be  constructed  in  this  manner,  and  it  will  be  no 
longer  necessary  then  to  use  for  that  purpose  the  railroad 
embankments,   but  the  turnpikes  may  be  used,   under  the 
pavement  of  which  the  lines  will  find  safe  location,  and  no 
special  guarding  of  the  same  will  be  necessary.     The  trials, 
under  the  direction    of    Major-General    O'Etzel,   of    Privy 
Councillor  of  Finance  Mellin,  and  of  Professor  Dove,  who 
constitute  the  Royal  Commission,  are  carried  out  by  Lieu- 
tenant Siemens.     ♦     *     *     if  the  insulation  of  wires  under- 
ground,  invented    by   Lieutenant    Siemens,   proves  lasting, 
then,  by  means  of  it,  all  the  principal  cities  may  be  easily  put 
in  communication  with  the  capital."     It  is  very  manifest  that 
the  article  in  the  Bremen  Gazette  conveys  no  more  informa- 
tion than  the  article  in  Dingler*s  Journal,  so  that  this  defence 
was  passed  upon  in  the  former  case.     Neither  of  them  de- 
scribes, or  would  enable  any  person  to  construct,  a  telegraph 
cable,  consisting  of  a  telegraph  wire,  covered,  as  Simpson's 
specification  states,  **  on  all  sides,  with  a  uniform  coating  of 
gutta-percha,'*  such  cable  being  **  flexible  and  convenient," 
and  capable  of  being  "  suspended  on  poles  in  the  air,  sub- 
merged in  water,  or  buried  in  the  earth."     All  this  is  em- 
braced within  the  definition  of  the  invention  and  the  construc- 
tion of  the  claim,  given  in  the  former  case.     There  must  not 
only  be  insulation  by  means  of  gutta-percha,  but  insulation 
•*  by  the  means  specified"  and  "  in  the  manner  described." 
The  extent  of  the  article  in  the  Bremen  Gazette  is,  that  the 
wires  are  laid  **  underground  in  coatings  of  gutta-percha,** 
and  thus  insulated.     How  the  coatings  of  gutta-percha  are 
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applied,  or  what  their  extent  is,  is  not  stated,  nor  is  it  said 
that  the  wire  is  covered  on  all  sides  with  the  coating,  or  that 
the  covered  wire  is  flexible  or  is  capable  of  being  suspended  on 
poles  in  the  air  or  submerged  in  water.  The  affidavit  of  the 
defendant's  expert,  Mr.  Renwick,  does  not  advert  to  these 
considerations,  nor  does  that  of  Mr.  Griffin,  nor  that  of  Mr. 
Pope,  nor  that  of  Professor  Doremus.  On  this  subject  the 
affidavit  of  Mr.  Burrill,  on  the  part  of  the  plaintiff,  says,  that 
the  article  in  the  Bremen  Gazette  is  substantially  identical 
with  that  in  Dingler's  Journal.  It  says,  further  :  '*  Said  pub- 
lication in  the  Bremen  Gazette  and  in  Dingler's  Polytechnic 
Journal  did  not,  in  my  opinion,  at  the  time  they  were  pub- 
lished, convey  any  sufficiently  intelligible  information  of  the 
insulation  of  a  wire  with  gutta-percha  in  such  form  that  it 
could  be. used  for  a  submarine  cable.  It  is  easy  now  for  us 
to  think  that  we  understand  the  exact  construction  of  the 
telegraph  line  of  Siemens  referred  to  in  those  publications. 
But  this  is  on  account  of  our  knowledge  outside  of  those 
publications,  and  not  from  any  information  derived  from  the 
publications  themselves.  The  only  statement  in  either  of 
those  publications,  in  regard  to  the  construction  of  the  tele- 
graph line  which  was  then  undergoing  trial,  is,  that  the  ex- 
periments or  trials  were  resulting  *  in  favor  of  laying  the  wires 
underground  in  coatings  of  gutta-percha.'  How  those  coat- 
ings were  to  be  applied  is  not  stated,  nor  is  it  stated  that  the 
wire  is  to  be  wholly  encased,  as  described  in  the  Simpson 
patent,  with  a  uniform  coating  of  gutta-percha.  Obviously, 
the  general  wording  of  the  description  will  apply  to  other 
modes  of  insulating  the  wires  than  that  described  in  the 
Simpson  patent.  *  ♦  ♦  It  thus  appears,  that  there  were  a 
number  of  ways  of  *  laying  wires  underground  in  coatings  of 
gutta-percha,*  and  no  one  of  those  ways,  as  at  that  time  de- 
vised, was  a  practical  method  of  constructing  a  submarine 
cable,  nor  were  any  of  those  ways  the  mode  of  insulating  a 
telegraph  cable  shown  in  the  Simpson  patent,  to  wit,  that  of 
encasing  a  wire  on  all  sides  in  a  uniform  coating  of  gutta- 
percha, and  forming  thereby  a  *  flexible  and  convenient '  tele- 
graph cable.  The  extracts  from  the  Bremen  Gazette  and 
Dingler's  Polytechnic  Journal,  therefore,  fail  to  convey  any 
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sufficient  information  as  to  the  method  of  insulating  a  tele- 
graph wire  with  gutta-percha  so  as  to  fit  it  for  use  for  a  sub- 
marine cable,  and  they  do  not  tell  how  it  was  fitted  for  use 
as  a  subterranean  telegraph."     Professor  Morton,  in  his  aflS- 
davit  on  the  part  of  the  plaintiff,  says  :  **  The  extract  from 
the  Bremen  Gazette  is  substantially  identical,  so  far  as  it  pur- 
ports to  describe  any  experiments  or  trials  with  gutta-percha, 
with  the  extract  from  Dingler's  Polytechnic  Journal,  which  I 
examined  in  the  previous  case.      *     *     *     In  the  previous 
case  I  expressed  the  opinion,  that  the  description  in  the  Poly- 
technic Journal  was  insufficient  to  enable  any  one  skilled  in 
telegraphing  at  that  time  to  insulate  a  telegraphic  wire  with 
gutta-percha,  and  I  still  adhere  to  that  opinion,  and  the  opin- 
ion applies  with  equal  force  to  the  extract  from  the  Bremen 
Gazette.     The  extracts   from  the  Bremen  Gazette  and  from 
Dingler's  Polytechnic  Journal  merely  convey  the  information 
that  experiments  were  turning  out  well  for  the  insulation  of 
the  wire  with  gutta-percha      The  final  result  of  those  experi- 
ments is  expressly  stated  in  the  publications  not  to  have  been 
•reached,  and   no  description    whatever  is    given  as  to  the 
method   of  applying  the  insulation  to  the  wire,  except  the 
general  phrase,  that  the  wires  are  laid  under  the  ground,  *'  in 
coatings  of  guttapercha.'     At  that  date,  in  1847  and  1848, 
submarine  and  underground  telegraphy  were  practically  un- 
known. Experiments  had  been  tried,  as  I  find  from  the  litera- 
ture of  the  subject,  with  many  substances,  and  coatings  had 
been  formed  of  such  substances  in  many  ways,  but,  up  to 
that  time,  without  success.     Wires  had  been  wrapped  with 
thread   or  yarn,  and  varnished,  and  such  a  mode  of  coating 
would  be  included  under  the  general  phraseology  of  the  arti- 
cles  in    the    Bremen    Gazette    and    Dingler's    Polytechnic 
Journal.     Wires  had  been  laid  in  pipes  or  channels  of  wood, 
varnished  with  resinous  matter,  and  such  a  mode  of  laying 
underground  might  be  included  in  the  general  phraseology. 
Wires  had  been  laid  in  lead    pipe,  filled  with  asphalt,  pitch, 
wax,  and  other  substances,  and  such  mode  of  coating  might 
be  included.     Wires  had  been  laid  in  tubes  which  had  coat- 
ings of  gutta-percha  alternating  with  insulating  supports  oi 
earthenware,  and  this  mode  would  be  included  in  the  general 
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phraseology  of  said  articles.  Coatings  might  have  been  ap- 
plied at  intervals  along  a  line  of  telegraph  laid  in  a  subter- 
ranean channel  way,  which  would  insulate  the  wire  from  the 
sides  of  the  channel  way,  and  support  it  at  such  intervals. 
Other  modes  of  laying  wires  in  coatings  of  gutta-percha  might 
be  included  in  the  phraseology  of  said  articles,  other  than  the 
mode  of  encasing  the  wire  in  a  complete  uniform  coat  of  gut- 
ta-percha, such  as  is  described  in  the  Simpson  patent.  While, 
therefore,  it  is  easy  for  us,  at  the  present  day,  to  suggest,  from 
our  knowledge  since  acquired,  what  Lieutenant  Siemens  might 
have  done,  and  to  now  suggest  that  his  wires  were  completely 
covered,  along  iheir  whole  length,  with  continuous  and  homo- 
geneous or  uniform  coatings  of  gutta-percha,  yet  that  infor- 
mation was  by  no  means  conveyed  to  the  telegraphic  world 
by  the  publications  of  the  Bremen  Gazette  and  Dingler's 
Polytechnic  Journal.** 

The  foregoing  observations  apply,  also,  to  the  Rutter  pat- 
ent of  December  23d,  1847,  except  that  the  wire  cords  of  Rutter 
were  flexible.  As  pointed  out  by  Mr.  Burrill,  in  his  affidavit, 
the  Rutter  patent  does  not  describe  or  suggest  the  insulating 
or  non-conducting  property  of  gutta-percha  for  use  with  a 
telegraph  wire  under  water,  nor  does  it  describe  a  wire  com- 
pletely covered  with  a  uniform  coating  of  gutta-percha,  and 
adapted  for  use  as  a  submarine  telegraph,  cable  or  even  as  a 
subterranean  cable.  Mr,  Burrill  comments  on  the  language 
of  the  Rutter  specification,  and  says  :  **  In  my  view,  the 
specification  of  Rutter,  so  far  as  it  relates  to  the  use  of  gutta- 
percha, is  too  meagre  and  insufficient  to  convey  any  practical 
information  in  regard  to  insulating  and  covering  a  wire  with 
gutta-percha  for  any  purpose,  and  contains  no  hint  of  the  use 
of  gutta-percha  as  a  submarine  or  subterranean  cable  insula- 
tor.'* Professor  Morton,  in  his  affidavit,  examines  the  speci- 
fication of  the  Rutter  patent,  and  states,  that,  in  his  opinion, 
it  conveys  even  less  information  than  the  extracts  from  Ding- 
ler's  Journal  and  the  Bremen  Gazette.  He  also  says  :  "  It  is 
impossible  to  gather  from  the  slight  mention  made,  in  this 
specification,  of  the  uses  of  gutta-percha,  what  the  patentee 
understood  of  its  uses  or  capacities,  and  I  am  by  no  means 
convinced   by  the  specification,  that  the  patentee  supposed 
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that  gutta  percha  was  itself  an  insulating  material.  However 
that  may  be,  the  patent  does  not  describe  the  invention  de- 
scribed and  claimed  in  the  Simpson  patent,  of  a  wire  adapted 
for  submarine  insulation  by  being  encased  in  a  complete  and 
uniform  coating  of  gutta-percha.  •  A  covering  which  would 
be  *  suitable  *  to  protect  a  swinging  cord  from  rain,  dust  or 
contact,  as  I  stated  in  the  former  case,  in  reference  to  the 
Wharton  patent,  would  *  not  be  at  all  likely  to  be,  and  cer- 
tainly would  in  no  wise  necessarily  be,  equivalent  to  the  arti- 
cle produced  by  following  the  directions  of  the  Simpson  pat- 
ent, or,  indeed,  available  as  an  insulating  conductor  for  sub- 
marine use  ;'  nor  would  the  suggestion  of  the  use  of  a  flat  strap 
*  of  leather,  gutta-percha  or  other  insulating  substance  affixed 
to  the  hand  rail  '  of  an  engine,  convey  any  sufficient  infor- 
mation of  a  submarine  cable  insulated  with  gutta-percha. 
Both  the  construction  and  conditions  of  use  suggested  in  the 
Rutter  patent  are  so  essentially  different  from  those  described 
in  the  Simpson  patent,  that  no  one,  by  following  the  direc- 
tions of  the  Rutter  patent,  could  intelligently  construct 
Simpson's  insulated  cable."  He  further  states,  that,  in  his 
opinion,  the  Rutter  patent,  for  the  reasons  set  forth  in  his 
affidavit,  does  not  contain  any  description  of  the  invention 
descr'fbed  and  claimed  in  the  Simpson  patent. 

It  is  pointed  out  on  the  part  of  the  plaintiff  that  Mr.  Ren- 
wick,  in  his  affidavit  for  the  defendant,  omits  to  say  that  be 
finds  in  either  the  Bremen  Gazette  or  the  Rutter  patent  the 
invention  described  and  claimed  in  the  Simpson  patent  or 
that,  from  either  of  those  publications,  he  could  construct  a 
cable  insulated  with  gutta-percha  and  adapted  for  the  uses 
claimed  by  Simpson  ;  and  that  the  fact  that  Mr.  Renwick  is 
silent  on  this  point  is  entitled  to  very  great  weight  in  consid- 
ering the  force  of  these  defences.  There  is  great  force  in 
these  observations.  The  defects  in  the  affidavits  of  Mr. 
Griffin  and  Mr.  Pope  and  Professor  Doremus,  before  pointed 
out,  in  connection  with  the  article  in  the  Bremen  Gazette, 
exist  equally  in  regard  to  the  Rutter  patent. 

The  affidavits  of  the  experts  for  the  defendant,  and  the 
argument  of  its  counsel,  are  largely  founded  on  the  erroneous 
view,  that  Simpson's  patent  is  invalid  if  he  was  not  the  first 
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discoverer  of  the  insulating  property  of  gutta-percha.  It  is 
true  that,  in  the  former  case,  it  was  held,  on  the  evidence, 
that  Simpson  was  the  first  discoverer  of  the  insulating 
property  of  gutta-percha,  being  prior  to  Faraday,  and  the 
publication  in  the  Dingier  Journal  not  being  an  account  of  a 
completed  invention.  But,  as  before  stated,  the  claim  of  the 
patent  is  not  for  that  discovery,  but  is  for  the  means  and 
manner  by  which  that  discovery  is  made  use  of,  to  construct 
such  a  cable  as  the  specification  describes,  for  such  use  as  is 
specified. 

It  appeared  in  evidence,  in  the  former  case,  that,  in  Feb- 
ruary or  March,  1848,  Simpson  was  in  Baltimore,  exhibiting 
to  Professor  Rogers,  a  gentleman  extensively  connected  with 
telegraphy,  a  piece  of  wire  covered  with  gutta-percha,  which 
he  represented  as  intended  to  be  used  under  water  at  draw- 
bridges in  rivers,  and  that  it  was  then  and  there  tested  in 
water  and  found  to  be  a  good  insulator.  This  evidence  is 
cited  in  the  decision  of  the  Court  in  the  former  case.  The 
structure  so  exhibited  at  Baltimore  was  sdch  a  structure  as 
is  described  in  the  Simpson  patent.  It  is  not  described  in 
the  Bremen  Gazette,  or  in  Dingler's  Journal,  or  in  the  Rutter 
patent,  or  in  Farada3''s  article,  or  in  French's  letter  of  Feb- 
ruary loth,  1848.  The  evidence  as  to  what  Craven  did,  as  given 
in  the  former  case,  did  not,  in  my  judgment,  satisfactorily 
establish  a  date  for  Craven's  invention  prior  to  the  exhibition 
by  Simpson  of  such  structure  in  Baltimore.  The  evidence 
before  the  Court  in  the  former  case  and  in  this  case  shows 
that  Simpson  embodied  his  invention  in  the  form  of  a  wire 
encased  in  gutta-percha  in  contact  with  and  adhering  to  the 
wire,  so  as  to  constitute  a  flexible  cable  capable  of  the  sub- 
marine and  other  uses  set  forth  in  his  patent,  before  it  was 
embodied  in  such  form  by  any  one  else  in  the  United  States, 
and  before  it  was  patented  or  described  in  any  printed  publi- 
cation by  any  one  else  ;  and  that  he  originated  and  conceived 
what  he  claimed  to  have  invented.  It  is,  therefore,  not 
necessary,  in  this  case,  any  more  than  it  was  in  the  former 
case,  to  consider  the  question  whether  an  earlier  date  than 
January  24th,  1848,  can  be  assigned  to  Simpson's  invention. 

The  foregoing  views  dispose  of  the  criticisms  made  on 
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Simpson's  specifications  of  January  and  February,  1848,  for, 
the  invention  described  and  claimed  in  his  patent  as  issued  is 
shown  in  existence,  in  a  physical  structure,  in  February  or 
March,  1848,  at  a  date  earlier  than  anything  adduced  against 
it.  Irrespective  of  this,  as  the  view  adopted  in  the  decision  in 
the  former  case,  that  Simpson  meant,  in  his  first  two  specifi- 
cations, by  the  expressions  *'  insoluble  india  rubber"  and 
**  gutta-percha,"  one  and  the  same  thing,  still  appears  to  be 
correct,  and  is  not  weakened,  but  is,  if  anything,  strength- 
ened, by  what  appears  in  the  present  case,  it  is  plain,  from 
an  examination  of  the  first  two  specifications  of  Simpson,  that 
the  invention  claimed  by  him  in  his  patent  as  issued  is  fully 
embodied  in  those  specifications.  Those  specifications,  be- 
sides saying  chat  the  metallic  wire  is  to  be  first  insulated  with 
gutta-percha,  say  that  the  wire  thus  insulated  is  to  be  cov- 
ered, that  is,  surrounded  continuously  throughout  its  whole 
length,  with  glass  beads  socketed  together  so  as  to  form  a 
close  joint,  and  that  a  gutta-percha  tube  is  to  be  drawn  over 
the  glass  bead  chkin,  and,  of  course,  surrounding  and  cover- 
ing the  wire  continuously  throughout  its  whole  length,  such 
outer  gutta-percha  tube  being  **  jointed,  cemented  and  band- 
ed together  so  as  to  be  both  water  and  air-tight."  They  also 
state,  that  it  is  the  outer  non-conducting  gutta-percha  tube, 
'*  which  encases  the  whole  chain,"  that  throws  up  an  inter- 
minable, that  is,  impassable,  barrier  between  the  great  volume 
of  water  outside  of  the  tube  and  the  interior  of  the  tube,  and 
thus  efifectually  confines  and  controls  the  current  of  electri- 
city passing  over  the  telegraphic  wire.  They  also  state,  that 
the  joints  in  the  glass  chain  and  the  elasticity  of  the  outer 
gutta-percha  tube  make  the  whole  sufficiently  flexible  to  give 
any  desired  curve.  They  speak  distinctly  of  using  the  struct- 
ure to  conduct  electricity  through  water,  and  call  it  a  sub- 
marine conductor  of  electricity,  and  it  is  plain  that  Simpson 
designed  it  especially  for  submarine  use.  As  remarked  in 
the  decision  in  the  former  case,  the  specification  of  February 
2ist,  1848,  "  claims  the  combination  and  arrangement  of  the 
gums  (that  is,  the  interior  insulating  layer  of  gutta-percha  and 
exterior  tube  of  gutta-percha)  around  the  wire,  as  the  con- 
trolling power  which  confines  the  current  of  electricity  to  the 
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wire,  and  prevents  its  passing  off,  and  it  leaves  out  any  claim 
to  the  glass  beads  in  connection  with  the  gutta-percha,  what- 
ever operation  the  glass  beads  may  have  as  non-conductors 
of  electricity."  It  is  manifest,  that,  in  the  structure  described 
in  the  first  two  specifications,  the  interior  covering  of  gutta- 
percha and  the  glass  beads  and  the  outer  tube  of  gutta-percha 
are  intended  to  be  compact  and  not  loose,  and  that  the  outer 
tube  would  act  to  insulate  the  wire  and  produce  the  described 
result,  as  effectually  as  if  it  were  in  close  contact  with  the 
wire  or  with  the  interior  covering  of  gutta-percha.  The 
specifications  show  that  Simpson  regarded  the  outer  tube  and 
the  inner  covering  as  both  of  them  acting  to  insulate  the 
wire. 

As  Simpson's  attention  was  directed  chiefiy  to  making  a 
cable  for  submarine  use,  when  he  had  produced  such  a  cable 
he  had  produced  one  which  could,  as  the  specification  of  his 
patent  states,  be  **  suspended  on  poles  in  the  air,"  **  or  buried 
in  the  earth,"  as  well  as  "  submerged  in  water."  Undoubt- 
edly, if  the  structure  of  Simpson,  as  described  and  claimed 
by  him,  were  described  in  a  publication,  or  patented,  of  a 
date  earlier  than  Simpson's  invention,  but  stated  to  be  made 
for  underground  or  aerial  use,  and  not  stated  to  be  made  for 
submarine  use,  it  could  not  be  subsequently  patented  for 
submarine  use.  But,  as  Simpson  was  the  first  inventor  of 
such  structure,  he  has  the  right,  under  his  patent,  to  the  ex- 
clusive use  of  it  for  all  telegraphic  or  electric  uses  to  which  it 
is  adapted. 

All  the  views  presented  on  the  part  of  the  defendant  are 
covered  by  the  foregoing  considerations  and  by  those  set 
forth  in  the  decision  in  the  former  case.  It  results,  that  noth- 
ing is  shown  to  destroy  the  force  of  such  decision  or  to  throw 
such  doubt  upon  its  correctness  as  to  deprive  it  of  the  usual 
weight  to  be  accorded  to  such  a  decisipn  on  a  subsequent  ap- 
plication for  a  preliminary  injunction. 

In  March,  1872,  the  former  suit  for  infringement  was 
brought  on  the  patent  against  the  Western  Union  Telegraph 
Company.  That  corporation  was  the  most  conspicuous  and 
extensive  infringer.  That  suit  was  prosecuted  with  all  rea- 
sonable diligence  by  the  plaintiff,  and  was  defended  with  care. 
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research  and  zeal,  by  able  counsel.  The  bringing  and  pend- 
ency of  that  suit  was  sufficient  notice  to  all  other  infringers, 
that  the  rights  conferred  by  the  patent  were  to  be  asserted 
and  maintained.  Nothing  is  presented  which  tends  towards 
showing  any  affirmative  acquiescence  by  the  proprietors  of 
the  patent  in  the  use  by  the  defendant  in  this  case  of  the 
invention  covered  by  the  patent. 

The  plaintiff,  it  appears,  exercises  the  rights  conferred  by 
his  patent,  by  granting  licenses  under  it.     On  the  2d  of  Jan- 
uary, 1879,  he  offered  to  the  defendant  a  license  under  the  pat- 
ent on  certain  specified  terms.  If  the  defendant  desires  to  take 
a  license  on  reasonable  terms,  it  ought  to  be  allowed  to  do  so. 
There  are  no  data  before  the  Court  from  which  it  can  be  de- 
termined what  is  a  proper  license  fee  in  respect  to  the  de- 
fendant.    The  proper  order  to  be  now  entered  in  this  case, 
is,    that  a  preliminary  injunction   issue  to  restrain  the  de- 
fendant from  making  the  invention  described  and  claimed  in 
the  patent,  and  also  from  using  the  said  invention,  except  the 
identical  wires  and  cables  now  used  by  it,  and  also  from  sell- 
ing,  transferring,   lending,   leasing  or  parting  with  in  any 
manner,  any  wires  or  cables  embodying  said  invention,  or 
conferring  upon  any  other  person,   persons  or  corporation, 
either  in  whole  or  in  part,  or  alone  or  in  conjunction  or  con- 
nection with  the  defendant,  any  use  of,  or  right  to  use,  any 
such  wires  or  cables  ;  that  the  question  of  the  issuing  of  a 
preliminary  injunction  to  restrain  the  further  use  of  the  iden- 
tical gutta-percha  insulated  wires  or  cables  now  used  by  the 
defendant,  be  postponed  until  the  coming  in  of  the  roaster's  re- 
port of  evidence  to  be  ordered,  or  until  such  other  or  further 
order  as  the  Court  may  make  in  the  premises,  upon  the  appli- 
cation of  either  party  ;  and  that  it  be  referred  to  Joseph  Gut- 
man,  Junior,  Esquire,  a  master  of  this  Court,  to  take  proof  to 
be  offered  by  the  plaintiff  and  any  opposing  proof  by  the  de- 
fendant, on  the  question  as  to  whether  or  not  the  license  fees 
offered  to  be  accepted   by  the  plaintifif  in  his  letter  to  the 
defendant,  dated  December  30th,  1878,  are  or  are  not  reason- 
able license  fees  for  the  future  use  of  the  invention  aforesaid 
by  the  defendant,  and,  if  not,  as  to  what  other  sums  or  rates, 
either  greater  or  less,  are  such  reasonable  license  fees  ;  and, 
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also,  to  take  such  proof  as  may  be  offered  by  the  defendaat, 
and  any  opposing  proof  by  the  plaintiff,  on  the  question  as  to 
what,  if  anything,  could  be  substi luted  for  the  gutta-percha 
covered  wires  now  in  use,  with  equally  beneficial  results  or 
otherwise,  and  what  would  be  the  expense  of  such  substitu- 
tion and  the  time  necessary  to  make  the  same  ;  and  that  he 
take  and  report  the  evidence  on  such  questions  with  all  con- 
venient speed,  but  he  is  not  to  report  any  opinion  or  decision 
as  to  such  questions. 

S^tts,  AtUrbury  or  Bttts,  for  the  complainant. 

Porter,  Lowrey,  Soren  &'  Stone,  for  the  defendant. 


Charles  Spring  et  al. 


The  Domestic  Sewing  Machine  Company. 
In  ETquity. 

A  decree  sustaining  the  validity  o[  a  patent,  entered  upon  an  agreement  be- 
tween the  parlies,  and  vacaiingadecreein  which  the  Court  had  previously 
declared  the  patent  void,  should  have  very  little  weight  in  anjr  Court,  when 
produced  as  an  adjudicalion  in  favor  of  the  validity  o(  ibe  patent  upon 
a  motion  (or  a  preliminary  injunction. 

Where  the  owners  of  a  patent  knew  of  the  infringement,  and  (or  two 
years  looli  no  steps  to  atop  it :  Hild,  that  they  were  thereby  precluded 
from  obtaininj;  a  preliminary  injunction  ;  htlJ  also  that  the  subsequent 
purchasers  of  the  patent  succeeded  only  to  the  rights  of  their  assignors, 
and  were  chargeable  with  their  laches. 

(Before  Ntxos,  J.,  District  of  New  Jersey,  July,  1879.) 

Nixon,  J. 

I  am  not  satisfied  that  this  motion  for  a  provisional  injunc- 
tion ought  to  prevail.     It  is  asked  for  on   two  grounds  ;  (i) 
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on  account  of  a  decree  of  a  court  of  equity,  establishing  the 
validity  of  the  complainants' patent ;  (2)  public  acquiescence. 

(i.)  With  regard  to  the  judicial  decree,  the  opinion  of  the 
Circuit  Court  for  the  District  of  Massachusetts  was,  first, 
against  the  patent,  declaring  it  a  nullity.  Doubtless  for 
proper  and  sufficient  reasons,  the  decree  was  vacated  and 
an  order  entered  "  that  the  agreement  of  the  parties  annexed 
to  a  petition  marked  B  be  confirmed,  with  the  same  effect  as 
between  the  parties,  as  if  the  parties  and  things  agreed  and 
consented  to  in  said  agreement  were  now  ordered,  adjudged 
and  decreed  by  the  Court."  No  criticism  is  intended  upon 
the  propriety  of  the  decree  itself,  as  between  the  parties, 
when  it  is  said  that  it  should  have  very  little  weight  in  any 
court  when  produced  as  an  adjudication  in  favor  of  the 
validity  of  a  patent. 

(2.)  As  to  public  acquiescence,  the  affidavits  filed  in  the 
case  by  the  complainants  to  sustain  this  application,  show 
that  many  have  not  acquiesced,  and  that  the  owners  of  the 
Spring  patent  have  been  aware  of  the  alleged  infringement  of 
the  defendant  corporation  for  two  years  past. 

Leaving  out  of  view  other  depositions,  the  complainants 
have  put  in  one  by  George  E.  Betton,  sworn  to  September 
14th,  1877,  and  one  by  Levi  S.  Stockwell,  then  president 
of  the  Howe  Machine  Company,  sworn  to  October  7th,  1877, 
in  both  of  which  the  infringement  by  the  Domestic  Sewing 
Machine  Company  is  fully  set  forth.  Mr.  Stockwell  affirms 
that  the  Howe  Machine  Company  was  for  several  years  the 
licensee  of  Andrew  and  Charles  Spring,  and,  that,  after  its  ex- 
tension, the  company  had  become  and  was  then  the  owner  of 
one-half  of  the  said  patent.  The  bill  of  complaint  claims  that 
Mr.  Betton  was  at  that  time  the  owner  of  the  other  half,  so 
that  we  have  proof  produced  by  the  complainants  themselves 
that  the  owners  of  the  patent,  in  the  summer  and  autumn  of 
1877,  knew  of  the  alleged  infringement,  and,  so  far  as  it 
appears,  took  no  steps  to  stop  it.  The  present  complainants 
have  succeeded  only  to  their  rights,  and  are  chargeable  with 
their  laches. 

The  application  for  an  injunction  must  stand  over  to  the 
final  hearing  ;  but,  upon  proof  of  any  unnecessary  delay  on 
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the  part  of  the  defendant  company  to  put  in  their  testimony, 
the  complainants  have  leave  to  renew  the  motion. 


George  E.  Betton^  for  the  complainants. 
John  Dane^  Jr,^  for  the  defendant. 


Thomas  Sayles 


vs. 


The  Oregon  Central  Railway  Company.* 

The  limitation  contained  in  section  55  of  the  Act  of  July  8,  1870  (16  U.  S. 
Stat,  at  Large,  206),  was  repealed  by  operation  of  section  5596  of  the 
U.  S.  Rev.  Stats.,  but,  as  to  all  actions  and  suits  upon  causes  arising 
before  said  repeal  (June  22, 1874),  said  limitation  was  continued  in  force 
by  section  5599  of  the  Rev.  Stats. 

The  applicability  of  state  statutes  of  limitation  to  actions  and  suits  for  the 
infringement  of  letters  patent,  discussed. 

(Before  Deadv,  J.,  District  of  Oregon,  July,  1879.) 

Deady,  J. 

This  action  was  brought  to  recover  damages  for  the  un- 
licensed use  of  a  patented  railway  car-brake. 

The  complaint  states  that  the  invention  was  patented  to 
one  Henry  Tanner  for  the  period  of  fourteen  years,  on  July 
6th,  1852,  and  afterwards,  on  July  6th,  1866,  the  patent  was 
extended  for  seven  years  ;  that,  on  July  13th,  1854,  Tanner 
assigned  the  patent  and  extension  for  certain  parts  of  the 
United  States,  including  Oregon,  to  the  plaintiff  ;  and  that 
the  defendant,  between  July  6th,  1871,  and  July  6th,  1873, 
did  make  and  use  said  brake  in  violation  of  said  patent  and 
the  assignment  aforesaid,  to  the  damage  of  the  plaintiff,  four 
hundred  and  seventy-five  dollars.  The  defendant  demurs  to 
the  complaint,  and,  substantially,  alleges  that  the  cause  of 
action  is  barred  by  lapse  of  time. 

*  6  Sawyer,  31. 
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Section  55  of  the  Patent  Act  of  July  8ih,  1870,  16  U.  S.  Stat, 
at  Large,  206,  provides  that  the  Circuit  Courts  of  the  United 
States  shall  have  cognizance  of  all  actions  arising  under  the 
patent  laws,  and  that  all  such  actions  **  shall  be  brought 
during  the  term  for  which  the  letters  patent  shall  be  granted 
or  extended,  or  within  six  years  after  the  expiration  thereof." 
In  the  R.  S.  said  section  55  is  reenacted  as  section  4,921, 
less  the  limitation  clause  above  quoted,  which  was  repealed 
by  operation  of  section  5,596  of  the  R,  S.  Section  721  of  the 
R.  S.  reenacts  section  34  of  the  Act  of  September  24th,  1789, 
making  the  laws  of  the  several  States  **  rules  of  decision  in 
trials  at  common  law,"  except  where  ihe  laws  of  the  United 
States  otherwise  provide.  Under  this  section,  it  has  been 
uniformly  held  that  where  Congress  had  not  otherwise  special- 
ly provided,  the  State  statute  of  limitations  applies  to  actions 
in  national  courts.  It  follows  from  this  statement  of  the 
case,  that  unless  there  is  a  saving  clause  in  the  repealing  pro- 
visions of  the  R.  S.,  the  only  statute  of  limitation  now,  or 
since  June  22d,  1874,  applicable  to  this  class  of  actions,  is  that 
of  the  State.  Upon  the  assumption  that  there  is  no  such  sav- 
ing clause,  the  defendant  contends  that  this  action  is  barred 
by  subdivision  i  of  section  8  of  the  Oregon  Civil  Code,  which 

limits  the  time  for  the  commencement  of  the  actions  therein 

« 

enumerated  to  two  years  from  the  time  the  cause  of  action 
accrued. 

But  there  is  a  serious  question  whether  the  State  statute 
does  not  give  six  years  in  which  to  bring  this  action.  Origi- 
nally, the  clause  in  subdivision  i  of  section  8  concerning 
actions  for  any  other  **  injuries  to  the  person  or  rights  of 
another,"  under  which  it  is  sought  to  bar  this  action,  was 
contained  in  subdivision  5  of  section  6,  that  gives  six  years  in 
which  to  sue  upon  causes  of  action  therein  enumerated. 
By  the  Act  of  October  22d,  1870  (Sess.  Laws,  34),  it  was 
attempted  to  amend  both  sections  6  and  8  of  the  Code  by 
simply  repealing  subdivision  5  of  the  former,  and  repealing 
and  re^nacting  the  latter,  so  as  to  include  in  subdivision  i 
thereof  the  cases  before  then  provided  for  in  said  subdivision 
5,  and  thereby  reduce  the  time  within  which  actions  might  be 
brought  'thereon  from  six  years  to  two. 
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[t  can  hardly  be  doubted  that  this  attempt  to  amend  said 
section  6  by  simply  repealing  a  certain  portion  of  tt,  ts  in 
direct  violation  of  section  21  of  article  IV.  of  Xhe  Consti- 
tution of  the  State,  which  provides,  that  "  no  act  shall  ever 
be  revised  or  amended  by  mere  reference  to  its  title,  but  the 
act  revised  or  section  amended  shall  be  set  forth  and  pub- 
lished at  full  length."  Now,  although  section  8  may  have 
been  properly  amended,  yet,  if  section  6  was  not,  then  subdi- 
vision s  thereof  is  still  in  force  ;  wherefore,  the  result  is,  that 
there  are  two  periods  of  limitation  in  the  statute  for  actions 
of  this  kind — one  for  six  years,  and  the  other  for  two.  In 
such  a  case  the  plaintiff  may  avail  himself  of  the  longer  period, 
aad  the  shorter  is  practically  a  nullity. 

But  I  think  there  is  no  reasonable  doubt  that  section  5,599 
of  the  R.  S.  contains  a  saving  clause  by  which  the  limitation 
in  section  55  of  the  Act  of  1870,  supra,  is  continued  in  force 
for  the  purposes  of  thisaction.  It  reads  :  "  All  acts  of  limita- 
tion, whether  applicable  to  civil  causes  and  proceedings,  or 
to  the  prosecution  of  offences,  or  for  the  recovery  of  penalties 
or  forfeitures  embraced  in  said  revision  and  covered  by  said 
repeal,  shall  not  be  affected  thereby,  but  all  suits,  proceed- 
ings, or  prosecutions,  whether  civil  or  criminal,  for  causes 
arising,  or  acts  done  or  committed  prior  to  said  repeal,  may 
be  commenced  and  prosecuted  within  the  same  time  as  if  said 
repeal  had  not  been  made."  It  is  difficult  to  conceive  of  any- 
thing plainer  or  more  comprehensive  tlian  this.  Read  simply 
with  reference  to  this  case,  it  provides  that  any  act  of  limita- 
tion applicable  to  actions  for  the  infringement  of  patents 
embraced  in  the  R.  S.,  or  covered  by  the  repealing  clauses 
thereof,  shall  not  be  affected  thereby,  but  all  such  causes  of 
action  arising  prior  to  said  repeal  may  be  commenced  and 
prosecuted  as  if  said  repeal  had  not  been  made,  which  would 
be  at  any  time  within  six  years  from  the  expiration  of  the 
patent  or  the  extension  thereof. 

Counsel  for  the  demurrer  cites  SayUs  v.  The  Ruhmond, 
F.  &•  P.  Railroad  Co.,  11  Chi.  Legal  News,  281,  in  which  it 
seems  to  have  been  assumed  that  the  limitation  clause  in  sec- 
tion 55  of  the  Act  of  1870,  supra,  was  unqualifiedly  repealed 
by  the  R,  S,  and  that,  therefore,  the  limitation  in  actions  and 
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suits  for  the  infringements  of  a  patent,  since  June  22d,  1874, 
under  section  721  of  the  R.  S.,  is  to  be  found  in  the  law  of 
the  State  wbere  the  same  is  brought.  But,  as  in  that  case  the 
suit  was  not  barred  by  either  the  national  or  the  State  stat- 
ute, it  was  not  material  to  inquire  further  ;  and,  in  fact,  the 
attention  of  the  Court  does  not  appear  to  have  been  called  to 
section  5,599,  supra,  which,  as  has  been  shown,  expressly  pro- 
vides that  actions  and  suits  upon  causes  arising  before  the 
revision  and  repeal  of  June  22d,  1874,  **  may  be  commenced 
and  prosecuted  within  the  same  time,  as  if  said  repeal  had  not 
been  made." 
The  demurrer  is  overruled. 

Addison  C.  Gibbs,  for  the  complainant. 

Joseph  N.  Dolph,  for  the  defendant. 


The  National  School  Furniture  Company 
Robert  Paton  et  al.    In  Equity.* 

Where  a  defendant,  in  opposing  a  motion  for  a  preliminary  injunction  to  re- 
strain the  infringement  of  a  patent,  which  was  granted,  and  in  after- 
wards opposing  a  motion  to  punish  him  for  a  contempt  in  violating  sach 
injunction  by  making  and  selling  a  certain  form  of  school  desk,  neg- 
lected to  present  to  the  Court  alleged  facts  as  to  his  own  manufacture 
and  sale  of  such  form  of  school  desk  at  a  date  early  enough  to  anticipate 
the  patent,  it  was  held  that  he  ought  not  to  be  afterwards  allowed  to 
present  such  alleged  facts,  on  a  motion  to  dissolve  such  injunction. 

(Before  Blatchford.  J.,  Southern  District  of  New  York,  August,  1879.) 

*x6  Blatchf.,  C.  C.  R.,  563. 
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Blatchford,  J. 

An  injunction  has  been  granted  in  this  case,  on  patent  No. 
115,332.  On  a  motion  to  punish  the  defendants  for  a  con- 
tempt for  violating  that  injunction,  a  certain  form  of  desk,  call- 
ed by  the  defendants,  a  "  normal  desk,"  with  a  boolc-restat' 
tachment,  was  held  to  be  an  infringement  of  said  patent,  and 
the  defendants  were  held  guilty  of  a  contempt  in  violating  said 
injunction,  by  tnaking  and  selling  said  "  normal  desk"  with 
said  attachment.  They  now  come  in  and  move  to  dissolve 
the  injunction  for  the  future,  as  respects  said  "  normal  desk" 
with  such  attachment,  on  affidavits  which  they  claim  show 
that  they  actually  made  such  form  of  "  normal  desk"  with 
such  attachment,  as  early  as  the  year  1866,  certainly  as  early 
as  the  year  1869,  and  before  the  invention  covered  by  the 
plaintiff's  patent  was  made,  such  patent  having  been  issued 
in  1871.  This  form  of  desk,  so  alleged  to  have  been  made  by 
the  defendants  in  1S66  is  claimed  to  have  been  made  by  them 
for  Mr.  Van  Norman,  Yet,  neither  in  opposition  to  the  mo- 
tion for  an  injunction,  nor  in  opposition  to  the  motion  to 
punish  them  for  contempt  in  making  such  form  of  desk,  did 
they,  or  either  of  them,  or  their  foreman,  or  Mr.  Van  Nor- 
man, or  any  one  else,  testify  that  such  form  of  desk  had  been 
made  by  them  as  early  as  the  time  now  alleged.  So  far  from 
this,  in  opposing  the  motion  for  an  injunction,  the  defendants 
testified  to,  and  produced,  a  form  of  desk  which  they  had 
made  for  Mr.  Van  Norman  prior  to  the  plaintiff's  invention, 
but  which  was  not  the  form  now  in  question — the  "  normal 
desk"  with  the  book-rest  attachment.  They  had  their  books, 
their  recollection,  that  of  their  foreman,  capacity  to  find  Mr. 
Van  Norman,  and  the  testimony  as  to  the  desk  would  have 
been  as  useful  to  them  then  as  now,  and  they  must  have  so 
understood  it.  Still  more,  in  opposition  to  the  contempt  mo- 
tion, the  defendant  Robert  Paton  testified,  that  he  had  made 
the  "normal  desk,"  with  the  book-rest  attachment,  "for 
several  years,"  but  assigned  no  specific  date  earlier  than 
July,  1875.  Under  such  circumstances,  the  defendants  ought 
not  to  be  heard  to  allege  matter  claimed  to  have  been  then 
existing,  which  they  thus  neglected  to  present  to  the  Court, 
and  have  the  benefit  of  it  now  to  dissolve  an  injunction  prop- 
VOL.  IV — 28 
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eriy  granted.  Woodworth  v.  Rogers^  3  Woodb.  &  M.,  135, 
143.  If  this  rule  ought  to  be  relaxed  in  any  case,  this  is  not 
one.  The  excuses  ofifered  by  the  defendants  for  not  sooner 
bringing  in  the  evidence  now  offered,  are  not,  on  all  the  facts 
before  the  Court,  satisfactory,  and,  under  all  the  circum- 
stances, the  Court  cannot  but  regard  it  as  doubtful  whether 
in  fact  the  defendants  made  any  **  normal  desk"  with  the 
book-rest  attachment,  at  an  earlier  date  than  that  of  the 
plaintiff's  invention. 

The  motion  is,  therefore,  denied. 

Frederic  H,  Betts^  for  the  complainant. 

Francis  Forbes ^  for  the  defendants. 


William  H.  Hicks 

vs. 

Constant  A.  Moller.    In  Equity. 

upon  the  construction  given  by  the  Court  to  letters  patent  No.  48,300  granted 
to  E.  D.  Moyer,  on  June  20th,  1865,  for  an  improved  bottle-stopper,  the 
defendants  he  id  noi  to  have  infringed. 

(Before  Shipman,  J.,  District  of  Connecticut,  August,  1879.) 

Shipman,  J. 

This  is  a  bill  in  equity  to  restrain  the  alleged  infringement 
of  letters  patent  which  were  granted  to  E.  D.  Moyer  on  June 
20th,.  I S65,  for  an  improved  bottle-stopper.  The  plaintiff  is 
the  owner  of  the  patent. 

The  object  of  the  invention  was  to  provide  a  durable  and 
cheap  substitute  for  the  ordinary  bark  corks  used  for  stop- 
ping beer  and  mineral-water  bottles.  The  patentee  says  in 
his  specification  :  **  The  nature  of  my  invention  consists  in 
providing  a  hollow  metallic  cap,  with  an  elastic  water-proof 
filling,  and  attaching  to  its  outer  side  a  swinging  frame  of 
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Stiff  wire  so  bent  and  fitted  that  when  the  elastic  end  of  the 
cap  is  placed  over  the  open  mouth  of  the  bottle  and  pressed 
firmly  down  thereon  by  hand,  the  lower  end  of  the  said 
swinging  frame  can  be  readily  sprung  under  the  lip  of  the 
bottle  by  one's  finger,  so  that  it  will  clasp  it  itself  to  the  neck 
of  the  bottle,  remain  in  that  position  without  other  fastening, 
and  thus  hold  the  cap  firmly  and  tightly  down  on  the  mouth 
of  the  bottle  against  the  pressure  of  the  contained  fermenting 
or  expansive  nature  of  beer,  mineral  water,  or  other  similarly 
expansive  beverage  usually  put  up  in  bottles  for  sale,  and 
also  allow  the  quick  removal  of  the  said  stopper  when 
required,  without  breaking,  deranging,  or  otherwise  injuring 
any  of  its  parts  for  suosequent  use  in  like  manner.*' 

1  deem  it  important  to  describe  only  the  construction  of 
the  swinging  frame.  The  manner  of  its  construction  will  be 
better  understood  from  the  following  description  by  the 
plaintiff's  expert  than  from  the  language  of  the  specification  : 
'*  Through  the  upper  portion  of  the  metallic  cap-piece,  and 
upon  a  line  which  is  the  diameter  of  the  cylinder,  a  hole  is 
bored  from  one  side  to  the  other  of  the  cap- piece,  and  a  wire, 
marked  a',  is  passed  through  the  hole  and  made  long  enough 
to  project  on  either  side  of  the  vertical  outside  walls  of  the 
cylinder,  and  in  a  horizontal  direction  when  the  cap  is  on  the 
bottle,  far  enough  to  furnish  bearings  for  a  swinging  frame  to 
be  pivoted  to,  and  this  wire,  of  course,  stands  vertically  over 
the  centre  of  the  bottle  mouth,  and  at  right  angles  to  the 
vertical  axis  of  the  cap-piece  and  rubber  filling.  The  swing- 
ing frame,  which  is  thus  hinged  to  the  ends  of  the  projecting 
wire  a*y  is  furnished  with  loops  marked  d\  one  on  each  side 
of  the  cap-piece,  and  the  frame  thus  swings  around  the  wire 
0*,  as  a  centre,  and  around  a  line  which  is  the  diameter  of  the 
cap-piece.  The  swinging  frame  is  made  from  one  piece  of 
wire,  *  *  *  and  is  called  the  swinging  spring  frame  B.  It 
has  two  legs,  ^*,  which  extend  from  the  eyes  d\  nearly  paral- 
lel to  each  other,  to  a  circular  bend  marked  ^  in  the  drawing, 
making  also  another  bend  or  loop  where  the  said  legs  join 
the  curve  ^  *  *  *  .  The  curve  ^'  is  made  somewhat 
smaller  in  diameter  than  the  diameter  of  the  bottle  under  the 
projection  r*,  and  the  curve  extends  more  than  a  half-circle 
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and  less  than  two-thirds  of  a  circle  on  the  drawing  when  the 
whole  apparatus  is  placed  on  a  bottle.  The  curved  portion 
upon  both  sides  of  the  bottle  just  under  the  bends  ^  hug  the 
bottle  and  clasp  it,  and  assist  in  keeping  the  frame  in  place. 
The  operation  of  the  apparatus  is  as  follows  :  The  rubber  fill- 
ing a*  is  introduced  into  the  bottle  mouth,  pressure  is  applied 
to  the  top  of  the  cap-piece,  and  the  rubber  is  condensed  suffi- 
ciently between  the  cap-piece  and  the  rim  ^,  to  allow  the 
swinging  spring-frame  to  be  thrown  under  the  rim  r\  When 
this  has  been  done  the  spring-frame  clasps  the  bottle,  the  rim 
c^  prevents  the  spring-frame  from  rising,  and  the  cap  is  held 
down  on  the  bottle  mouth,  and  the  bottle  mouth  is  made 
tight  against  the  escape  of  the  contents  of  the  bottle." 

The  claim  of  the  patent  is  as  follows  :  **  The  bottle- 
stopper,  described  and  shown,  the  same  consisting  of  the  cap 
A,  the  elastic  water-proof  filling  a\  and  the  swinging  spring 
frame  B,  the  whole  being  constructed,  arranged,  and  combined 
together  so  as  to  operate,  when  applied  to  the  mouth  and  neck 
of  a  bottle,  substantially  as  described,  for  the  purposes  speci- 
fied." The  main  question  in  the  case  is  that  of  infringe- 
ment. The  defendant's  bottle-stoppers  are  made  under 
the  reissued  patent  of  Charles  De  Quillfeldt,  assignor  to  Karl 
Hutter,  dated  June  5th,  1877, 

The  defendant's  device  consists  of  an  elastic  flexible  disk 
stopper  provided  with  a  stem  which  is  Inserted  in  a  flanged 
metallic  thimble.  The  opening  and  closing  mechanism  con- 
sists of  a  V-shaped  yoke,  made  of  a  stiff  piece  of  wire,  the 
central  portion  of  which  passes  loosely  through  the  stem  of 
the  stopper.  The  ends  of  this  yoke  are  bent  inwardly,  and 
are  pivotally  connected  with  a  lever,  as  hereinafter  described. 
This  lever  is  also  V-shaped,  and  made  of  stiff  wire,  and  *'  has 
its  ends  pivotally  connected  with  a  wire  bound  around  the 
neck  of  the  bottle,  and  has  each  of  its  legs  coiled,  with  slight- 
ly less  than  a  single  turn,  for  the  purpose  of  forming  two 
eyes  for  the  reception  of  inwardly  bent  ends"  of  the  yoke. 
When  the  bottle  is  to  be  closed,  the  stopper  is  placed  by  hand 
upon  the  mouth  of  the  bottle,  and  the  lever  is  swung  down- 
ward and  inward  or  upon  the  neck  of  the  bottle. 

The  marked  differences  between  the  two  devices  arc  these : 
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In  the  Moyer  device,  the  cap  is  slightly  secured  to  the  mouth 
of  the  bottle  by  the  spring-clasp  of  the  lower  part  of  the 
swinging  frame  under  the  lip  of  the  bottle.  In  the  De  Quill- 
feldt  device,  the  stopper  is  pulled  into  the  mouth  of  the 
bottle,  and  is  retained  there  by  the  strong,  rigid,  constant 
pulling  force  of  the  lever.  The  Moyer  stopper  is  kept  in 
place  by  a  spring-clasp.  There  is  no  springing  action  or 
clasp  in  the  De  Quillfeldt  contrivance,  but  there  is  a  steady 
and  positive  pull  downward  upon  the  yoke,  by  the  lever,  as  it 
is  turned  and  locked.  There  is  no  permanent  connection  in 
the  Moyer  device  between  the  bottle  and  the  stopper.  The 
stopper  is  held  upon  the  bottle  only  when  the  frame  is  sprung 
under  the  neck.  In  the  De  Quillfeldt  device,  the  stopper  is 
always  connected  with  the  bottle  by  the  linked  yoke  and  lever 
by  means  of  three  pivotal  connections  ;  the  stopper  is  pivoted 
to  the  yoke,  the  yoke  is  pivoted  to  the  lever,  and  the  lever  is 
pivoted  to  the  neck-band  which  encircles  the  neck  of  the  bottle. 
I  am  of  opinion  that  the  two  devices  are  substantially 
different  in  construction  and  mode  of  operation. 
Let  the  bill  be  dismissed. 

George  Gifford  and  E,  L.  Sherman^  for  the  complainant. 

A.  V.  Briesen  df*  Thomas  H,  Dodge^  for  the  defendant. 


The  Goodyear  Dental  Vulcanite  Company 


vs. 


Samuel  S.  White. 


In  an  action  for  damages  for  publishing  a  libel,  the  answer  omitted  to  deny 
statements  in  the  complaint  as  to  the  manner  in  which  the  plaintiff  was 
damaged  and  as  to  the  amount  of  the  damages  sustained.  The  defend- 
ant was  allowed  to  amend  the  answer,  by  denying  such  statements,  on 
the  ground  that  the  omission  to  deny  them  ought  to  have  been  regarded 
by  the  plaintiff  as  inadvertent. 

(Before  Wallace,  J.,  Southern  District  of  New  York,  August,  1879.) 

*  17  Blatchf.,  C.  C.  R.,  5. 
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The  defendant  moves  for  leave  to  amend  his  answer  so  far 
as  to  deny  certain  allegations  of  the  complaint,  which,  not 
being  denied  in  the  answer,  stand  as  admitted.  The  action 
was  commenced  in  May,  1875,  and  ^^  complaint  alleges  that 
the  defendant  published  certain  libellous  matter  concerning 
a  patent  of  the  plaintiff,  **  knowing  that  the  plaintiff  was  then 
offering  for  sale,  and  was  about  offering  for  sale,  licenses  or 
office  rights  to  use  said  invention  under  said  letters  patent, 
and  maliciously  contriving  to  cause  it  to  be  believed  that  the 
plaintiff  was  not  the  lawful  owner  of  the  exclusive  rights 
secured  by  said  letters  patent,  and  could  not  lawfully  sell 
licenses  to  use  said  invention,  and  could  not  lawfully  compel 
the  payment  of  royalties  for  the  use  of  the  invention,  and  to 
prevent  the  plaintiff  from  effecting  sales  of  licenses,  as  afore- 
said, to  dentists."  The  complaint  further  alleges,  "  that,  by 
reason  of  the  said  several  false  and  defamatory  publications, 
great  numbers  of  the  dentists,  and  particularly  the  persons 
mentioned  in  Schedule  A,  hereto  annexed,  were  dissuaded 
from  purchasing  said  licenses,  and  refused,  and  still  refuse, 
to  purchase  the  same,  in  consequence  thereof,'*  and  that  the 
plaintiff  has  sustained  damages  in  the  sum  of  $75,000.  Sched- 
ule A  sets  forth  the  names  and  residences  of  over  fourteen 
hundred  dentists,  residing  in  all  parts  of  the  United  States. 
To  this  complaint  the  defendant  interposed  a  pleading  which 
combined  demurrers  to  each  count  in  the  complaint,  with 
pleas  of  the  statute  of  limitations,  and  matter  in  defence 
which  could  only  be  urged  in  mitigation  of  damages.  The 
demurrers  were  noticed  for  argument  from  time  to  time,  but 
the  hearing  upon  the  demurrers  was  delayed,  and  the  decision 
was  not  had  until  October,  1878,  at  which  time  the  demurrers 
were  overruled,  and  the  pleading  permitted  to  stand  as  an 
answer,  upon  the  payment  of  the  costs  of  the  demurrers.  The 
defendant  then  moved  to  amend  the  answer,  and  the  motion 
was  granted,  but,  upon  the  hearing  of  that  motion,  it  was 
first  discovered  that  the  answer,  as  amended,  did  not  contain 
a  denial  of  the  allegation  in  the  complaint  which  states,  that, 
by  reason  of  the  publications  of  the  defendant,  the  dentists 
mentioned  in  Schedule  A  were  dissuaded  from  purchasing 
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licenses  of  the  plaintiffs,  or  of  the  allegation  that  the  plaintiff 
has  sustained  damages  in  the  sum  of  $75,000;  and,  there- 
upon, leave  was  obtained  to  move  for  the  further  amendment 
now  asked  for. 

It  is  palpable,  that  the  defendant  did  not  intend  to  admit 
the  truth  of  these  averments,  and  that,  upon  the  issue  as  it 
now  stands,  the  defendant  will  be  precluded  from  disputing 
his  liability  for  very  heavy  damages.  It  is  urged,  in  opposi- 
tion to  the  motion,  that  the  plaintiff  has  relied  upon  the  im- 
plied admission  in  the  answer,  and,  resting  upon  this  from 
1875  until  this  motion  was  made,  it  has  not  issued  commis- 
sions and  taken  testimony  de  bene  esse,  as  it  otherwise  would 
have  done,  and,  in  consequence,  by  the  death,  or  removal,  or 
forgetfulness  of  many  of  the  dentists  mentioned  in  Schedule 
A,  it  will  be  unable  to  produce  proof,  as  to  a  large  number  of 
these  dentists,  that  they  were  influenced  by  the  defendant's 
publications,  and  were  thereby  dissuaded  from  taking  licenses 
from  the  plaintiff  -,  and  it  is  further  stated,  in  the  plaintiff's 
affidavit,  that  the  additional  expense  ol  obtaining  its  testi- 
mony at  the  present  time,  owing  to  peculiar  circumstances, 
will  be  very  onerous. 

It  would  be  a  great  hardship  upon  the  defendant  to  pre- 
clude him  from  controverting  so  important  an  issue  in  the 
case,  in  consequence  of  a  slip  of  his  counsel  in  framing  the 
answer  ;  and  the  Court  will  struggle  against  the  result,  and, 
in  furtherance  of  justice,  give  him  an  opportunity  to  present 
the  truth  of  the  matter,  unless  constrained  to  the  contrary 
because  of  the  countervailing  hardship  which  such  action 
would  impose  upon  the  plaintiff. 

Was  the  plaintiff  justified  in  relying  upon  the  implied  ad- 
mission in  the  answer  ?  Had  he  a  right  to  suppose  that  the 
issue  which  would  eventually  be  tried  was  that  which  was 
tendered  by  the  answer  ?  Here  was  a  pleading  containing 
demurrers  which  went  to  the  whole  complaint,  and  also 
matter  by  way  of  defence.  By  the  demurrers  the  defendant 
admitted  all  the  facts  in  the  complaint,  while,  by  another 
part  of  the  pleading,  he  sought  to  deny  the  plaintiff's  right 
to  recover.  What  was  the  legal  effect  of  such  a  pleading  ?  A 
defendant  may  demur  to  part  of  a  complaint  and  answer  as 
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to  the  residue,  when  the  complaint  joins  several  causes  of 
action,  but  he  cannot  demur  and  answer  to  the  same  cause  of 
action.     He  must  either  demur  or  answer.    Old  Code  of  Pro- 
cedure, §§  143  to  148  and  151.     There  can  be  no  doubt  that 
the  plaintiff  could  have  stricken  out  either  the  matter  in  de- 
fence or  the  demurrers,  upon  a  motion  for  that  purpose.     In- 
stead of  adopting  this  course,  he  preferred  to  notice  the  de- 
murrers for  hearing.     By  doing  this,  he  elected  to  treat  the 
demurrers  as  the  regular  pleading  on  the  part  of  the  defend- 
ant.     Upon   the  decision   overruling  the  demurrers,  unless 
leave  had  been  given  to  the  defendant  to  answer,  there  would 
have  been  no  answer  in  the  case.     This  motion,  then,  is  to  be 
considered  as  though  there  had  never  been  an  answer  in  the 
case  until  leave  was  given,  upon  the  decision  of  the  demur- 
rers, by  which  the  defendant's  pleading  was  allowed  to  stand 
as  an  answer  ;  and  the  position  of  the  plaintiff  is  the  same  as 
though  the  defendant  had  then,  for  the  first  time,  served  the 
answer  which  he  now  moves  to  amend.     It  is  true,  the  error 
in  the  pleading  was  the  fault  of  the  defendant,  but  the  plain- 
tiff has  no  just  cause  to  complain  that  he  has  been  prejudiced 
by  relying  upon  an  admission  in  an  answer,  when  he  should 
have  known  that,  as  matter  of  law,  there  was  no  answer  in 
the  case. 

But,  I  prefer  to  place  the  decision  of  this  motion  upon 
broader  grounds,  and  consider  it  as  though  the  answer 
sought  to  be  amended  had  been  the  only  pleading  served, 
when  issue  was  originally  joined  in  the  action.  I  think  the 
plaintiff's  counsel  were  not  justified  in  the  belief  that  the  de- 
fendant intended  to  admit  such  an  important  allegation  of 
the  complaint,  and  should  have  regarded  it  as  inadvertent 
and  a  slip  in  pleading.  Defendants  who  contest  the  plain- 
tifif's  right  to  recover  in  an  action  for  a  wrong,  are  not  accus- 
tomed to  accept  the  plaintiff's  own  statement  of  his  damages ; 
and,  to  concede,  as  was,  apparently,  done  here,  that  the 
plaintiff  sustained  seventy-five  thousand  dollars  damages  by 
reason  of  a  libel,  would  be  such  a  startling  departure  from  the 
line  of  action  usually  adopted  by  a  defendant,  as  to  suggest, 
almost  necessarily,  mistake  or  ignorance.  If  there  had  been 
an  express  admission  in  the  answer  to  this  effect,  it  would 
have  excited  surprise  and  incredulity. 
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Aside  from  the  extraordinary  character  of  the  admission, 
the  rest  of  the  answer  indicated  that  the  defendant  intended 
to  contest  the  amount  of  the  plaintiff's  damages,  because,  the 
last  defence  pleaded  in  the  answer,  while  inartificially  pleaded, 
was,  in  substance,  a  defence  by  way  of  mitigation  of  dam- 
ages. Under  the  circumstances,  the  plaintiff's  counsel  should 
have  anticipated  that  a  motion  to  amend  the  answer  would 
be  made  at  the  trial,  if  not  before,  and  should,  also,  have  as- 
sumed that  the  motion  would  appeal  so  strongly  to  the 
equitable  consideration  of  the  Court,  that  it  could  hardly  be 
refused. 

The  motion  to  amend  is  granted^ 

William  A,  Beach  and  William  Tracy ^  for  the  motion. 


Benjamin  F,  LeCy  contra. 


Irvin  a.  Williams 


vs. 


The  Boston  and  Albany  Railroad  Company. 

In  Equity.* 


The  decision  of  this  Court  in  Williams  v.  The  Rome,  Watertown  &*  Ogdens. 
burgh  R.R,  Co.,  15  Blatchf.  C.C.  R.,  200,  in  regard  to  the  reissued  letters 
patent  granted  to  Irvin  A.  Williams,  December  19th,  1S65,  for  an  "im- 
provement in  locomotive  lamps/'  cited  and  applied. 

Although  the  subordinate  combinations  covered  by  the  several  claims  of  the 
patent  will  not  produce  a  useful  result  without  the  addition  of  other  parts 
necessary  to  make  a  locomotive  lamp,  they  are,  nevertheless,  sufficient 
to  sustain  the  patent,  because,  byjheir  cooperation,  they  contribute  to  a 
new  result,  and  may  be  used  in  conjunction  with  such  other  parts  as  are 
ordinarily  employed  in  locomotive  head-lights. 

All  the  claims  of  said  patent  are  valid,  except  the  fifth. 

The  fifth  claim  is  void  for  want  of  novelty. 


♦  17  Blatchf.,  C.  C.  R.,  21. 
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The  defendant  having  employed  all  the  parts  in  combination  covered  by  the 
claims  of  the  patent,  cannot  escape  liability  for  infringement,  because  of 
the  employment  of  others  in  addition. 

A  defence  in  a  suit  in  equity,  that  the  patentee  has,  since  he  obtained  his 
patent,  abandoned  or  dedicated  it  to  the  public  use,  must  be  set  up  in 
the  answer. 

Mere  delay  in  enforcing  equitable  rights  is  not  a  defence  to  a  suit,  except  in 
cases  where  the  statutes  of  limitation  apply,  or  where  the  party  has 
slept  upon  his  rights,  and  acquiesced  for  such  a  length  of  time  that  his 
claim  has  become  stale. 

(Before  Wallace,  J.,  Northern  District  of  New  York,  August,  1879.) 

Wallace,  J. 

The  case  of  Williams  v.  The  Rome,  Watertoum  6f  Ogdenshurgh 
Railroad  Company ^   15  Blatchf.,  C.  C.  R.,  200,  is  a  controlling 
authority  upon  many  of  the  questions  now  presented.    In 
that  case,  the  validity  of  the  issue  of  complainant's   patent 
was  necessarily  determined,  as  was  also  the  novelty  of  the 
several  combinations  claimed,  so  far  as  this  was  assailed  by 
the  patents  then  introduced  as  anticipations.     Not  only  did 
Judge  Blatchford  sustain  as  patentable  the  entire  combina- 
tion which  complainant's  organized  locomotive  lamps  em- 
braced, but  also  the  sub-combinations  covered  by  the  several 
claims  in  the  patent.     In  the  present  case,  therefore,  it  must 
be  held,  that,  although  the  subordinate  combinations  will  not 
produce  a  useful  result  without  the  addition  of  other  p&vts 
necessary  to  make  a  locomotive  lamp,  they  are,  neverthe/ess, 
sufficient  to  sustain  the  patent,  because,  by  their  cooperation, 
they  contribute  to  a  new  result,  and  may  be  used  in  conjunc- 
tion with  such  other  parts  as  are  ordinarily  employed  in  loco- 
motive head-lights.     It  then  becomes  necessary  to  ascertain 
whether  the  novelty  of  any  of  these  combinations  is  disproved 
by  the  patents  and  devices  now  relied  on  as  anticipations, 
which  were  not  introduced  in  the  former  case. 

To  this  end,  the  inquiry  is,  whether  the  alleged  anticipa- 
tions contain  parts  constructed  and  arranged  substantially 
like  those  of  the  complainant,  and  have  the  same  mode  of 
operation.  To  illustrate  :  The  first  claim  is  for  a  combination 
of  the  circular,  hollow  wick-tube,  perforated  air-screer  ^^^ 
the  exterior  current  of  air,  and  cap-deflector,  substantially^ 
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set  forth.  This  claim  does  not  cover  the  use  of  these  three 
devices  in  combination,  irrespective  of  the  manner  of  con- 
struction and  arrangement.  The  correct  rule  of  construction 
is  one  which  will  give  the  patentee  what  he  has  really  invent- 
ed, so  far  as  is  consistent  with  the  language  of  his  description 
and  claim,  both  of  which  are  to  be  read  together  ;  and  where, 
as  in  this  case,  all  the  parts  are  conceded  in  the  description 
to  be  old,  and  their  efficiency  is  referred  to  their  peculiarity 
of  construction  and  arrangement,  it  is  this  peculiarity  which 
is  the  essence  of  the  invention. 

Applying  this  rule,  it  is  not  contended  that  the  defendant 
can  rely  upon  any  of  the  alleged  anticipations  except  the 
English  patent  of  Quincy  and  Johnson  and  the  lamp  of 
Dyott,  because  the  others  plainly  fail  to  present  the  com- 
plainant's combination. 

Every  claim  of  the  patent  except  the  fifth  covers  a  combi- 
nation of  which  the  hollow  wick-tube  and  cap-deflector  are 
parts.  The  fifth  claim  is  for  the  combination  of  the  hollow; 
wick-tube  lateral  oil-reservoir  and  perforated  air-screen  for 
the  interior  current  of  air,  substantially  as  set  forth.  The 
Quincy  and  Johnson  patent  discloses  a  device  called  a 
**  blower,"  interposed  between  the  cap-deflector  and  hollow 
wick-tube,  which,  it  would  seem,  is  a  necessary  feature  in 
their  arrangement,  as  respects  each  other,  and  materially 
affects  their  mode  of  operation,  and  which  suffices  to  distin- 
guish the  construction  and  arrangement  of  these  parts  from 
the  complainant's.  This  patent  is,  however,  in  my  judgment, 
an  anticipation  of  the  fifth  claim  of  the  complainant.  The 
orifices  which  admit  the  air  for  the  interior  current,  together 
with  the  interior  screen,  are  equivalents  for  the  complainant's 
devices,  and  break  up  the  current  of  air  sufficiently  to  prevent 
material  flickering  of  the  flame  from  the  pressure  of  air  in  the 
head  light.  The  differences  between  the  wick-tube  and  the 
lateral  oil-reservoir  of  Quincy  and  Johnson  and  those  of  the 
complainant  are  not  substantial. 

The  Dyott  lamp,  assuming  it  to  have  been  perfected  like 
the  model,  does  not  contain  the  cap-deflector  nor  the  circular 
hollow  wick-tube  of  the  complainant,  nor  equivalents  there- 
for, and,  therefore,  does  not  anticipate  any  claim  in  the  patent. 
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The  defendant  employs  all  the  parts  in  combination  covered 
by  the  claims  of  the  complainant's  patent,  and  cannot  escape 
liability  for  infringement  because  it  employs  others  in  addi- 
tion. 

The  defendant  insists  that  the  proofs  show,  that,  since  the 
complainant  acquired  his  patent,  he  has  abandoned  or  dedi- 
cated the  same  to  the  public  use.  This  defence  is  not  set  up 
in  the  answer,  and  there  is  nothing  in  the  record  to  apprise 
the  complainant  that  such  an  issue  was  to  be  raised  in  the 
case.  This  alone  is  sufficient  to  deprive  the  defendant  of  the 
right  to  rely  upon  this  defence.  It  is  proper  to  say,  however, 
that,  while  the  evidence  show  such  laches  on  the  part  of  the 
complainant  in  enforcing  his  rights,  that,  upon  a  motion  for 
a  preliminary  injunction,  it  is  very  doubtful  if  he  would  not 
be]  defeated,  it  is  not  sufficient  to  establish  the  defence  of 
abandonment  or  dedication.  Mere  delay  in  enforcing  equi- 
table rights  is  not  a  defence  to  an  action,  except  in  cases  where 
the  statutes  of  limitation  apply,  or  where  the  party  has  slept 
upon  his  rights  and  acquiesced  for  such  a  length  of  time  that 
his  claim  has  become  stale.  There  may  be  an  acquiescence 
by  an  owner  in  the  use  of  his  property,  under  circumstances 
which  amount  to  an  equitable  estoppel  against  the  assertion 
of  his  right.  The  case  made  here  is  not  one  for  the  applica- 
tion of  this  doctrine.  According  to  the  statement  of  the 
complainant,  he  has  never  permitted  it  to  be  doubted  that 
eventually  he  should  enforce  his  rights  under  his  patent, 
neither  does  mere  delay  or  acquiescence  establish  an  aban- 
donment or  dedication  of  the  patent.  There  must  be  an  ac- 
quiescence in  the  appropriation  of  the  right,  of  such  charac- 
ter as  reasonably  to  induce  the  belief  that  the  owner  intended 
to  relinquish  it  to  the  public  use. 

Inasmuch  as  the  complainant's  patent  has  expired  since  the 
bill  was  filed,  the  decree  will  be  for  an  accounting  only. 

Wetmore  &*  Jenner^  for  the  complainant. 

A,  McCallum^  for  the  defendant. 
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The  Steam  Stone  Cutter  Companv 


The  Windsor  Manufacturing  Company  et  al. 
In  Equity." 

a  Court  has  power  to  Kt  aside  a  report  of  a  master  for  any  manifest  erro 
either  in  law  or  fact,  aad  to  recommii  it  [or  further  proceedings,  or  ' 

e  furnished. 


The  principle  stated,  upon  which  gains  and  profits  are  recovered  from  an  in- 
fringer, in  a  suit  la  equity. 

Where  infringing  machines  have  been  made  and  sold  for  profit  by  the 
iniringer,  the  plaintiff  is  entitled  to  whatever  of  that  profit  arose  from  ap- 
propriating the  patented  inventions  by  making  and  selling  those  machines, 
although  other  infringing  machine*  were  disposed  of  by  the  infringer 
without  profit,  or  are  still  on  hand  and  cannot  be  disposed  of,  involving 
loss  to  the  infringer. 

The  value  of  the  use  of  real  and  personal  estate  belonging  to  tbe  infringer, 
such  as  shops,  fixtures  and  machinery,  including  repairs,  employed  in 
making  tbe  machines  made  and  sold  for  profit,  is  lo  be  allowed  as  part 
of  their  cost. 

The  amount  paid  for  Insurance  on  SDcb  property,  the  insurance  being  for 
the  safety  of  the  property,  generally,  and  not  lor  the  l>eneHt  of  the 
manufacture  of  those  machines,  is  not  to  be  allowed  as  part  of  their 
cost ;  nor  is  the  amount  paid  for  local  taxes  on  such  property. 

The  infringer  being  a  corporation,  salaries  paid  to  stockholders  in  it  em- 

.    ployed   in  making  those  machines,  such  salaries  having  been  paid  in 

good  faith,  for  services  actually,  rendered,  and  not  as  a  mode  of  dividing 

profits,   or  for  the  purpose  of  concealing  profits,  are  to  be  allowed  as 

part  of  the  cost  of  those  machines. 

Where  a  portion  of  the  prices  at  which  those  machines  were  sold  was  due  to 
an  arrangement  of  the  boiler  In  the  machine,  different  from  the  pluin- 
tifl's,  but  the  defendant  bad  no  monopoly  of  such  arrangement,  such 
portion  of  the  price  being  allowed  to  the  plaintiff,  the  cos;  of  the  work- 
manship is  to  be  allowed  to  the  infringer. 

•  17  Blatchf.  C.  C,  R.,  24. 
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Where  $750  of  the  price  at  which  each  of  those  machines  was  sold  was  dne 
to  a  patented  improvement  of  the  infringer,  called  a  bow-spriog,  at- 
tached to  and  sold  with  the  machine,  no  part  of  the  $750  is  to  be  al- 
lowed to  the  plaintiff,  and  no  part  of  the  cost  of  making  the  bow-spring 
is  to  be  allowed  to  the  infringer. 

The  infringer  had  incurred  liabilities  on  guaranties  and  warranty  of  title,  as 
to  those  machines,  but  nothing  is  to  be  deducted  on  that  account  from 
the  avails  of  their  sales,  because  those  liabilities  will  be  extinguished 
by  satisfying  the  plaintiff's  recovery  as  to  those  machines. 

Interest  on  the  profits  decreed  was  charged  against  the  infringer  from  the 
time  of  the  entry  of  the  interlocutory  decree. 

(Before  Wheeler,  J.-,  District  of  Vermont,  August,  1879.) 

Wheeler,  J. 

This  cause  has  been  heard  upon  the  report  of  the  master 
and  exceptions  by  each  party  thereto.  The  exceptions  of 
each  raise  some  questions  of  fact  as  well  as  of  law,  and,  in 
argument,  it  has  been  urged,  on  behalf  of  the  orator,  that 
these  findings  of  fact  should  be  revised  by  the  Court,  and 
corrected  in  favor  of  the  orator,  and,  on  the  part  of  the  de- 
fendants, that  they  should  not  be  revised,  but,  if  revised,  that 
there  are  errors  which  should  be  corrected  in  favor  of  them. 
There  is  no  doubt  but  that  the  Court  has  power  to  set  aside 
the  report  of  a  master  for  any  manifest  error,  either  in  law  or 
fact,  and  to  recommit  it  for  further  proceedings,  or  to  correct 
it,  if  the  means  of  correction  are  furnished.  But,  upon  all 
that  has  been  suggested  or  observed,  in  respect  to  this  report, 
there  is  nothing  that  appears  to  warrant  any  interference 
with  the  findings  of  the  master  as  to  anything  material  to  the 
rights  of  the  parties,  so  far  as  his  findings  have  extended. 

There  are  various  questions  submitted  by  the  master,  and 
there  is  one  point  upon  which  he  has  reported  no  finding, 
that  now  seems  to  be  material,  which  are  to  be  considered. 
This  bill  was  brought  before  the  Act  of  July  8th,  1870,  16  U. 
S.  Stat,  at  Large,  206,  §  55,  authorizing  Courts  of  equity  to 
take  an  account  of  damages  as  well  as  of  profits,  in  suits  for 
the  infringement  of  patents,  and  has  proceeded,  in  this  re- 
spect, for  the  recovery  of  profits  only.  The  validity  of  the 
orator's  patents  and  the  infringement  by  the  defendants  have 
been  established,  so  that  the  questions  remaining  here  are 
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solely  as  to  the  amount  to  which  the  orator  is  entitled.  The 
defendant  Lamson  appears  to  have  received  nothing,  other- 
wise than  as  a  stockholder  of  the  other  defendant,  on  account 
of  the  infringement,  and  no  decree  for  the  payment  of  any 
money  can  be  made  against  him. 

The  rights  of  the  parties  may  be  better  understood,  and  a 
correct  solution  of  several  of  the  questions  presented  be  more 
readily  reached,  by  first  considering  the  grounds  upon  which 
such  recovery  as  may  be  had  here  rests.  There  was  nothing 
in  the  statutes  relating  to  patents,  before  the  Act  of  1870,  pro- 
viding expressly  for  the  recovery  of  the  gains  and  profits  of 
an  infringement  of  a  patent  by  suit  in  equity.  The  right 
must  have  been  derived  from  the  application  of  the  general 
principles  of  justice,  as  administered  in  Courts  of  equity,  to 
the  relations  between  the  owners  of  patents  and  infringers, 
created  by  the  patent  laws.  The  patentee  owns  the  monopoly 
of  the  patented  invention.  When  an  infringer  converts  any 
part  of  the  monopoly  into  money,  or  into  anything  else,  the 
owner  has  the  right  to  follow  his  property  in  its  new  form. 
The  person  in  whose  hands  it  is  becomes  his  trustee  ;  not  be- 
cause he  was  ever  a  trustee  of  the  invention  or  monopoly,  or 
had  any  right  whatever  to  dispose  of  it  for  the  owner,  but 
because  he  had  the  money  or  other  thing  in  his  hands,  which 
the  owner  of  the  invention  had  the  right  to  claim  because  the 
invention  brought  it.  It  is  what  is  received  for  the  invention 
that  belongs  to  the  owner  of  the  patent,  and,  when  that  is 
not  mixed  with  what  is  received  for  anything  else,  there  can 
be  no  difficulty  about  how  much  the  owner  of  the  patent  is 
entitled  to  ;  when  it  is,  the  difficulty  lies  wholly  in  making 
separation.  Littlefidd  v.  Ferry y  21  Wall.,  205.  Here,  the  de- 
fendant, the  Windsor  Manufacturing  Co.,  made  sales  of 
eleven  infringing  machines,  for  profit  ;  and,  whatever  of  that 
profit  arose  from  the  appropriation  of  these  patented  inven- 
tions by  the  making  and  selling  those  machines,  the  orator  is 
entitled  to  here,  and  no  more.  Other  machines  were  made 
by  the  defendant,  embodying  the  invention,  which  have  been 
disposed  of  without  profit,  or  are  still  on  hand  and  cannot  be 
disposed  of,  and  which,  as  they  are  left,  involve  serious  loss 
to  the  defendant ;  but,  these  facts  do  not  vary  the  amount 
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received  for  those  sold,  on  which  profit  was  made.  The  de- 
fendant did  not  make  nor  sell  anv  of  them  for  the  orator. 
The  whole  was  done  on  its  own  account,  as  a  part  of  its  own 
business,  exclusively.  Each  infringement  was  separate,  and 
no  claim  accrued  in  favor  of  the  defendant  against  the  orator, 
on  account  of  any  of  them.  The  losses  of  unfortunate  attempts 
were  the  defendant's  own  losses,  and  there  is  nothing  to  set 
off  against  the  orator's  right  to  the  avails  of  the  successful 
attempts.  If  the  defendant  had  been  acting  for  the  orator, 
and  the  whole  enterprise,  in  connection  with  making  this 
kind  of  machines,  had  been  the  enterprise  of  the  orator,  the 
net  result  would  have  been  what  the  orator  would  have  to 
stand  to  ;  but,  the  enterprise  was  an  enterprise  of  the  defend- 
ant ;  none  of  the  machines  were  made  by  the  defendant  for 
the  orator  ;  neither  has  the  orator  adopted  the  making  or 
selling  any  machine,  as  having  been  done  for  itself.  It  had 
nothing  to  do  with  any  of  the  machines,  except  as  they  in- 
cluded the  patented  invention,  nor  with  the  sale  of  any  of  the 
machines,  except  as  the  sale  included  so  much  of  the  inven- 
tion, and,  as  to  that,  it  only  claims  what  the  invention 
brought,  which  is  the  same  as  if  anything  else  belonging  to 
the  orator  had  been  put  into  and  sold  with  the  machines,  and 
the  orator  claimed  what  that  brought.  The  orator  waives  the 
tort,  and  proceeds  for  the  money  arising  from  the  tort.  The 
money  arising  here  is  what  would  be  left,  after  deducting  the 
cost  of  the  machines  which  the  defendant  furnished,  from  the 
avails  of  the  sales  of  the  machines,  including  the  invention 
that  belonged  to  the  orator. 

The  machines  sold  for  $58,500  ;  some  of  them  with  an  ex- 
press guaranty,  in  writing,  of  the  right  to  use,  and  the  rest 
with  such  warranty  as  would  be  implied  by  law  from  the  fact 
of  sale.  The  master  has  found  and  allowed  elements  of  cost 
of  manufacture  of  these  machines,  about  which  there  is  no 
question  of  law,  to  the  amount  of  $35,451.93.  He  has  also 
allowed  for  local  taxes  $116,  which  the  orator  claims  should 
be  disallowed,  and  has  reported  that  the  use  of  real  and  per- 
sonal estate,  belonging  to  the  defendant,  including  repairs, 
employed  in  making  these  machines,  was  worth  $2,632.46 ; 
that  there  was  paid  for  insurance  on  such  property,  $455-52  ; 
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that  there  was  paid  for  salaries  to  stockholders  of  the  defend- 
ant, employed  in  the  making,  $1,490  ;  that  $8,250  of  the 
prices  at  which  the  machines  were  sold  was  due  to  a  patented 
improvement  of  the  defendant,  called  a  bow-spring,  attached 
to  and  sold  with  the  machines,  and  $1,100  to  an  arrangement 
of  the  boiler  in  the  machine,  different  from  the  orator's,  which 
the  defendant  insists  should  be  added  to  the  cost  of  manufac- 
ture ;  and  that  the  defendant's  liabilities  upon  their  guaran- 
ties and  warranty  of  title  is  $22,000,  if  they  are  responsible 
for  a  failure  of  the  right  to  use,  which  the  defendant  claims 
should  be  deducted  from  the  avails  of  the  sales. 

The  machines  cost  the  defendant  the  use  of  this  real  and 
personal  estate,  the  shops,  fixtures,  and  machinery.  They 
could  not  have  been  made  without  such  use,  any  more  than 
they  could  be  without  iron.  The  whole  cost  of  the  machines 
belongs  to  the  defendant,  and  no  sound  reason  is  apparent 
why  this  part  should  be  left  out.  The  personal  efforts  of  a 
mere  wrong-doer  are  not  a  proper  subject  for  compensation 
to  be  allowed  by  a  Court,  but  this  stands  on  different  footing. 
The  orator  had  no  right  to  the  use  of  shops  and  machinery, 
and  has  no  right  to  the  money  brought  by  that  use. 

The  insurance  was  no  part  of  the  cost  of  manufacture.  It 
was  not  put  upon  the  property  because  it  was  engaged  in  this 
business.  Had  it  been  consumed  by  the  element  insured 
against,  no  part  of  the  insurance  would  belong  to  the  orator. 
Harding  v.  Townshend^  43  Vt.,  536.  That  money  would  have 
come  from  the  defendant's  property,  not  from  the  plaintiff's 
invention.  The  insurance  was  not  for  the  benefit  of  this 
manufacture,  but  for  the  safety  of  the  defendant  in  respect  to 
its  own  property,  generally. 

It  is  so,  in  some  respects,  as  to  the  local  taxes.  In  that 
locality  such  taxes  are  assessed  upon  property  according  to 
its  value,  and  not  on  account  of  its  employment.  No  prop- 
erty is  taxed  because  it  is  engaged  in  any  particular  manu- 
facture, or  because  engaged  in  any  manufacture,  although, 
sometimes,  it  is  exempt  for  a  while  because  it  is  so  engaged. 
These  taxes,  if  justly  assessed,  as  is  to  be  presumed,  would 
have  been  precisely  the  same  if  the  property  had  been  en- 
gaged in  other  business,  or  had  been  otherwise  invested,  or 
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had  been  lying  idle  and  wholly  unproductive.  So,  the  pay- 
ment of  the  taxes  did  not  have^  or,  at  most,  is  not  shown  to 
have  had,  any  efifect  whatever  upon  the  cost  of  the  machines. 

The  salaries  paid  to  stockholders  appear  to  have  been  paid 
in  good  faith,  for  services  actually  rendered,  and  not  at  all 
as  a  mode  of  dividing  profits,  or  for  the  purpose  of  conceal- 
ing profits.  They  were  the  same  to  the  defendant,  in  its 
corporate  capacity,  in  which  it  is  sued,  as  if  they  had  been 
paid  to  others  not  stockholders.  It  does  not  appear  that  the 
part  which  these  salaried  officers  took  in  the  business  was 
such  as  to  make  them  personally  liable  as  infringers.  The 
corporation  infringed,  and  is  sought  to  be  charged  for  it  in 
its  corporate  identity,  and  it  should  be  held  only  according 
to  its  complete  identity. 

The  defendant  has  not,  so  far  as  at  all  appears,  any  monop- 
oly, by  patent  or  otherwise,  of  the  arrangement  of  the  boiler 
in  the  machines.  Placing  it  there  was  a  mere  matter  of 
workmanship,  for  which  the  defendant  should  be  allowed  as 
a  part  of  the  cost  of  manufacture.  That  is  allowed  other- 
wise, and  nothing  should  be  allowed  again  un  that  account. 

The  defendant  had  a  patent  on  the  bow-spring  improve- 
ment, and  made  use  of  it  in  disposing  of  so  much  of  the  ora- 
tor's patents  as  was  embodied  in  the  machines.  This  im- 
provement brought,  according  to  the  finding,  $750  of  the  price 
which  each  machine  brought.  That  part  was  not  any  prod- 
uct of  the  sale  of  the  orator's  invention.  It  is  said,  in  argu- 
ment, that  the  use  of  the  bow-spring  was  intended  and  ex- 
pected to  make  the  use  of  the  orator's  invention  more  exten- 
sive and  effective,  which  is,  perhaps,  true,  and  that,  there- 
fore, the  orator  should  have  the  whole  price  due  to  both 
inventions,  as  belonging  to  that  enhanced  use.  If  this  was 
an  accounting  for  damages,  there  would  be  force  in  this  sug- 
gestion, for,  the  more  effective  the  machines  sold  were  the 
greater  the  inroad  upon  the  monopoly  their  sale  would  be, 
and  the  greater  the  damage.  But,  here,  the  sole  question  is 
as  to  how  much  was  received  from  the  appropriation  and  sale 
of  the  orator's  invention,  and  not  what  damage  resulted; 
and,  what  was  received  for  the  sale  of  something  else,  be- 
longing to  the  defendant  and  not  to  the  orator,  should  not  be 
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allowed  to  the  orator.  If,  however,  the  defendant  has  I750 
of  the  price  of  each  machine,  on  account  of  the  enhancement 
which  the  bow-spring  furnished,  no  part  of  the  cost  of  mak- 
ing the  bow-spring  should  be  treated  as  a  part  of  the  cost  of 
what  embraced  the  orator's  invention.  That  cost  should  all  be 
deducted  from  the  total  cost  of  the  machines,  and  the  re- 
mainder only  be  deducted  from  the  remainder  of  the  price  of 
the  whole,  after  the  price  belonging  to  the  bow-spring  has 
been  deducted.  The  master  has  not  reported  what  the  total 
expense  of  the  bow-spring  is,  but  only  that  it  brought  $750 
above  the  actual  cost  of  making  it  and  its  attachments,  leav- 
ing the  part  of  other  expenses  allowed,  belonging  to  it,  un- 
ascertained. If,  however,  the  proportion  between  what  this 
part  of  the  invention  brought  and  its  part  of  this  cost  of  the 
machines  was  the  same  as  that  between  what  the  orator's  in- 
vention brought  and  its  part  of  this  and  the  other  parts  of  the 
cost  of  the  machines,  which  is  probable,  the  part  of  this  cost 
of  manufacture  belonging  to  the  bow-spring  can  readily  be 
ascertained.  It  will  bear  the  same  proportion  to  the  whole 
amount  of  these  outside  expenses  as  $8,250,  the  price  of  the 
bow-spring,  bears  to  $58,500,  the  whole  price.  This  part  of 
the  account  is  to  be  adjusted  upon  this  basis,  unless  one 
party  or  the  other  moves  for  and  obtains  a  further  hearing  in 
this  respect. 

As  before  stated,  the  only  reason  why  the  orator  is  entitled 
to  any  of  the  avails  of  the  sales  is,  that,  by  the  sales  the  de- 
fendant has  converted  the  orator's  property  into  money, 
which  the  orator  is  entitled  to  have  in  place  of  the  property. 
The  sale,  to  be  an  infringement,  so  as  to  entitle  the  orator  to 
anything  more  than  a  mere  nominal  sum,  must  be  a  sale  for 
use.  Curtis  on  Patents,  §  294.  Here,  that  part  of  the  avails 
of  the  sale  belonging  to  the  patented  invention  is  large  and 
substantial,  and  not  merely  nominal.  If  the  avails  of  the 
sales  are  claimed  and  taken,  the  right  to  the  thing  sold  must 
be  parted  with  ;  solutio  pretii  empiionis  loco  habetur,  2  Kent's 
Comm.,  387.  It  will  be  like  taking  judgment  and  satisfaction 
for  the  conversion  of  property,  which  always  operate  **  so 
that  the  defendant  hath  now  the  same  property  therein  as  the 
original  plaintiff  had,  and  this  against  all  the  world."  Adams 
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V.  Broughton^  Andr.,  i8  ;  Strange,  1708.  And  this  relates  back 
to  the  time  of  conversion,  i  Addison  on  Torts,  Wood's  ed., 
p.  544  ;  6  Hen.  VII.,  fols.  8,  9,  pi.  4  ;  Shep.  Touch.,  227  ;  Bar- 
nettv.  Branddo^  6  Man.  &  Gr.,  640,  note.  The  sales  must  be 
adopted  by  the  orator  upon  the  very  terms  upon  which  the 
defendant  made  them,  and  as  much  right  to  the  inventions 
must  follow  as  if  the  sales  had  been  made  by  the  orator  in- 
stead of  by  the  defendant.  It  may  be  that  this  right  will  not 
follow  until  satisfaction  is  made  ;  but,  whether  it  will  or  not 
is  not  now  material.  The  question  now  is,  how  much  the 
orator  is  entitled  to  recover  by  way  of  satisfaction  ;  and  this 
is  to  be  arrived  at  on  the  ground  that  satisfaction  will  be 
made..  If  not  made,  the  defendant  will  not  suffer  unjustly 
by  having  it  reckoned  as  if  it  would  be.  It  follows,  neces- 
sarily, that  the  defendant  will  be  under  no  liability  over  to 
the  purchasers  after  satisfaction,  and  that  nothing  should  be 
deducted  here  on  that  account. 

There  are  profits  on  repairs  sold,  to  the  amount  of  11,732, 
and  on  cutting  done  by  the  defendant,  to  the  amount  of 
t8io.o3,  about  which  there  is  now  no  question. 
Upon  these  conclusions,  there  is  to  be  added  to..  (35, 45 1.93 
for  use  of  real  and  personal  estate  and  repairs. . .  2,632.46 
.and  for  salaries  of  stockholders 1,490.00 

.making  total  cost  of  machines  sold 39i574-39 

•the  share  of  cost  of  bow-spring  is i>544-39 

leaving  for  cost  to  be  deducted $38,030.00 

.From  the  amount  of  sales $58,500.00 

is  to  be  deducted  for  bow-spring. . . .        8,250.00 

leaving 50,250.00 

from  which  is  to  be  deducted 38,030.00 

which  leaves 12,220.00 

to  which  is  to  be  added 1,732.00 

and 810.03 

making $14,762.03 

received  by  the  defendant  for  the  plaintiff's  invention. 
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The  defendant  sold  one  machine  with  special  guaranty  of 
the  right  to  use,  and  received  ti,ooo  in  money  and  $3,000  in 
notes,  on  time,  therefor.  Upon  demand  of  a  machine  by  the 
purchaser,  that  might  lawfully  be  used,  which  the  defendant 
could  not  comply  with,  the  contract  was  rescinded  by  agree- 
ment, leaving  the  money  in  the  defendant's  hands,  against 
which  the  defendant  has  a  claim  of  about  the  same  amount, 
and  the  notes  there,  but  not  enforceable.  The  orator  claims 
that  the  defendant  should  be  charged  with  the  profits  of  this 
machine,  as  upon  a  sale  at  $4,000.  There  is,  howe^ter,  no 
money,  or  the  equivalent  of  money,  arising  from  this  trans- 
action, belonging  to  the  orator.  The  money  received  would 
not  cover  the  actual  cost  of  the  machine.  The  notes  were 
always  subject  to  the  defence  of  want  of  title,  or,  at  least,  to 
be  extinguished  by  recoupment  of  damages,  from  failure  of 
title  to  the  invention  and  breach  of  the  guaranty,  while  they 
were  held  as  subsisting  securities,  and,  since  then,  they  have 
been  wholly  inoperative.  There  is  nothing  here  to  be  reck- 
oned, to  vary  the  above  statement. 

The  plaintiff  claims  interest  upon  the  amount  in  the  de- 
fendant's hands,  and  the  defendant  denies  any  liability  to 
account  or  be  charged  for  interest.  In  Silsby  v.  Foote^  20  How., 
378,  Maivry  v.  Whitney  y  14  Wall.,  620,  and  Little  field  v.  Perry 
21  Wall.,  205,  interest  upon  profits  of  an  infringement  de- 
creed to  be  paid  was  disallowed  ;  in  the  first  of  the  cases, 
without  remark  ;  in  the  second,  with  the  remark  that  the 
profits  were  really  damages  unliquidated,  upon  which  interest 
is  not  generally  allowable,  but  that  the  Court  would  not  say 
that  in  no  possible  case  could  interest  be  allowed  ;  and,  in 
the  latter,  with  the  remark,  that  profits  actually  realized  were 
usually,  in  cases  like  that,  the  measure  of  unliquidated  dam- 
ages, that  circumstances  might  arise  which  would  justify  the 
addition  of  interest,  in  order  to  give  complete  indemnity  for 
losses  sustained  by  wilful  infringement,  and  that  it  would  be 
for  the  Court  to  determine,  upon  the  coming  in  of  the  new 
report  in  that  case,  accompanied  by  other  evidence,  whether 
the  conduct  of  the  defendants  had  been  such  as  to  subject 
them  to  liability  in  that  particular.  The  tendency,  in  cases 
prior  to  the  Act  of  1870,  seems  to  have  been  toward  confining 
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the  liability  to  account  for  gains  and  profits  more  strictly  to 
those  actually  received,  and,  at  the  same  time,  towards  recog- 
nition of  a  liability  for  interest  on  the  profits  received.  Still, 
no  rule  is  laid  down  as  to  when  it  should  or  should  not  be 
allowed. 

In  this  case,  the  defendant  is  made  to  account  only  for 
money  or  its  equivalent  actually  received  and  held  by  the 
defendant,  but  belonging  to  the  plaintiff.  The  master  has 
found  that  the  defendant  began  and  continued  the  business 
in  good  faith,  believing  it  was  not  infringing  the  orator's 
rights,  but  having  knowledge,  while  making  and  selling  the 
machines,  of  the  orator's  claims.  It  is  argued,  for  the  orator, 
that  the  duty  of  the  master  was  merely  to  take  and  state  the 
account,  and  that  no  question  of  good  faith  was  before  him. 
But,  if  the  question  of  good  faith  was  pertinent  to  any  part  of 
the  accounting,  it  was  as  much  before  him  as  those  things 
pertaining  to  any  other  part.  There  was  no  contract  about 
any  part  of  this  liability,  and  none  to  pay  interest  more  than 
to  pay  anything  else  ;  so,  the  defendant  cannot  be  charged 
with  interest,  except  for  the  wrongful  detention  of  the  plain- 
tiff's money.  If  the  defendant  wilfully,  without  right,  and 
knowing  it  was  without  right,  took  the  plaintiff's  patented 
invention  and  converted  it  into  money,  with  the  intention  of 
keeping  it,  while  it  was  kept  the  detention  of  it  would  be 
manifestly  wrongful.  Upon  the  finding,  this  taking  was  in- 
tentional and  without  right,  but  with  belief  of  right 
Knowledge  of  the  orator's  claims  involved  knowledge  of  the 
orator's  patents,  and  the  belief  of  right  must  have  been 
founded  in  the  expectation  of  defeating  the  patents.  The 
defendant  had  a  patent  for  the  bow-spring,  as  an  improve- 
ment, but  none  for  the  machine  covered  by  the  orator's  pat- 
ents. It  invaded  the  patents,  taking  the  risk  of  its  turning 
out  to  be  rightful  or  wrongful.  It  has  turned  out  to  be 
wrongful,  and,  since  the  entry  of  the  decree  in  the  cause, 
October  7th,  1870,  the  money  has  been  detained  with  full 
knowledge  of  the  character  of  the  detention.  And  the  de- 
fendant was  not  ignorant  of  the  amount,  for  its  books  showed 
the  amount  approaching  toward  accuracy. 

\nEkin5  v.  East  India  Co, ^  i  P.  Wras.,  395,  on  an  accounting 
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for  a  ship  and  cargo,  bought  by  an  agent  of  the  defendant, 
of  a  person  having  no  power  to  sell,  the  Court  charged  the 
defendant  with  interest,  and  said  :  **  If  a  man  has  my  money 
by  way  of  loan,  he  ought  to  answer  interest  ;  but  if  he  de- 
tains my  money  from  me  wrongfully,  he  ought  a  fortiori  to 
answer  interest.  And  it  is  still  stronger,  where  one  by  wrong 
takes  from  me  either  my  money,  or  my  goods  which  I  am 
trading  with,  in  order  to  turn  them  into  money."  This  de- 
cree appears  to  have  been  affirmed,  on  appeal  to  the  House 
of  Lords.  2  Bro.  Pari.  Ca.,  382  ;  i  P.  Wms.,  397,  note.  It 
was  said  by  Lord  Mansfield  and  Mr.  Justice  Wilmot,  in 
Fisher  V.  Prince^  3  J.  Burrow,  1,363,  that  interest  might  be 
allowed  by  a  jury,  in  trover,  for  money  numbered  or  in  a 
bag.  It  was  allowed  on  money  obtained  by  fraud  and  impo- 
sition, in  Wood  V.  Robbins^  11  Mass.,  504,  and  on  money  de- 
tained by  an  officer,  in  Pi^opk  v.  Gasherie^  9  Johns.,  71.  This 
seems  to  be  well  settled  in  Massachusetts.  Hubbard  v. 
Charlestown  R,  R.^  11  Met.,  124.  And,  if  the  law  of  the  State 
of  Vermont,  where  the  money  was  detained,  should  govern, 
as  perhaps  it  ought  to,  the  law  is  the  same  there.  Crane  v. 
Thayer,  t8  Vt.,  162  ;  Vt,  bf*  Canada  R,  R,  Co,  v.  Vt,  Central 
R.  R,  Co.y  34  Vt.,  I.  It  is  quite  usual  to  charge  a  party  with 
interest  from  the  commencement  of  a  suit,  on  account  of  the 
effect  of  it,  as  a  demand,  upon  the  mind  of  a  party.  Hunt  v. 
JVevers,  15  Pick.,  500  ;  Brewer  v.  Tyringham,  12  Pick.,  547  ; 
Haven  v.  Foster^  9  Pick.,  112.  And  it  seems  not  to  be  im- 
proper here,  to  charge  the  party  with  interest  from  the-  entry 
of  the  decree,  because  ever  after  that  the  detention  was 
known  to  be  wrongful.  This  seems  the  more  just,  because 
all  of  the  money  was  not  received  until  about  that  time, 
October  ist,  1870,  according  to  the  master's  report,  although 
some  of  it  was  received  considerably  before.  This  interest 
amounts  to  $7,836.17,  which,  added  to  the  principal  sum, 
$14,762.03,  makes  $22,598.20,  to  be  paid  by  the  defendant, 
the  Windsor  Manufacturing  Company,  to  the  plaintiff,  as  of 
the  6th  day  of  August,  1879. 

The  exceptions  to  the  master's  report  are  overruled  accord- 
ingly, and  the  report  is  accepted  and  confirmed.  Let  a  de- 
cree be  thereupon  entered,  that  the  defendant,  the  Windsor 
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Manufacturing  Company,  pay  that  sum,  with  costs,  to  the 
clerk,  for  the  benefit  of  the  plaintiff,  and,  in  case  the  sum  of 
^7>59^'2o,  with  the  costs  and  interest  thereon  from  said  6tb 
day  of  August,  is  not  paid  within  thirty  days  from  that  day, 
that  special  execution  issue,  for  the  whole  sum  to  be  paid,  at 
the  expiration  of  said  thirty  days  ;  and,  in  case  that  sum  is 
so  paid,  and  the  balance  of  $15,000  is  not  paid  within  sixty 
days  from  said  6th  day  of  August,  with  interest  from  that 
day,  that  special  execution  issue  for  the  amount  so  remaining 
unpaid,  at  the  expiration  of  said  60  days. 

Aldace  F,  Walker  and  Chauncey  Smith. ^  for  the  complainant. 

IVheeiock  G.  Veazey  and  Edward  J,  Phelps^  for  the  defend- 
ants. 


Christopher  C.  Campbell 

vs. 
Thomas  L.  James  et  al.    In  Equity.*  t 

The  re-issued  letters  patent,  division  A,  No.  4,143,  granted  to  Helen  M. 
Ingalls,  October  4th,  1870,  for  an  improvement  in  post-office  post- 
marking and  cancelling  hand-stamps  (originally  granted  to  Marcus  P. 
Norton,  April  14th,  1863,  and  re-issued  to  Jacob  Shavor  and  Albert  C. 
Corse,  August  33d,  1664,  and  to  said  Norton,  August  3d,  1869),  are 
valid. 

The  invention  was  made  by  Norton  before  May  4th,  1859. 

A  letter  from  Norton,  introduced  in  evidence  by  the  defendant,  is  evidence 
for  the  plaintiff  on  those  points  which  are  in  his  favor. 

Evidence  to  defeat  a  patent,  on  the  ground  of  prior  invention,  ought  to  be 
such  as  to  remove  all  fair  and  reasonable  doubt. 

The  assignment  on  which  a  re-issue  was  based  was  alleged  to  have  been 
forged  by  the  assignee,  but,  it  appearing  that  the  assignor,  after  the  re- 
issue, recognized  the  assignment  as  valid,  it  was  upheld. 
"  ■  ■  ■  ■ ■  -  -        « ^. »,  p , .   .  .      ■  ■ 

*  17  Blatchf.,  C.  C.  R.,  42.  \  Reversed  by  Supreme  Coun. 
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The  execution  of  an  assignment  by  a  corporation  and  by  S.,  president,  held 
to  be  a  good  execution  by  S.  for  bis  individual  interest. 

An  asstgnment  of  a  patent  to  aa  assignee  in  trust,  gives  him  the  legal  title. 

Although  the  defendant  used  the  invention  as  an  officer  of  the  Government, 
in  the  performance  of  his  duties,  for  the  benefit  of  the  Government,  he 
is  liable  as  an  infringer. 

(Before  Wheeler,  J.,  Southern  District  of  New  York,  August,  1879.) 

Wheeler,  J. 

This  suit  is  brougrht  for  relief  against  alleged  infringements 
of  letters  patent  for  an  improvement  in  post-ofiice  postmarking 
and  cancelling  hand-stamps^  originally  granted  to  Marcus  P. 
Norton,  on  the  14th  day  of  April,,  1863,  and  re-issued  to 
Jacob  Shavor  and  Albert  C.  Corse,  on  the  23d  day  of  August, 
1864,  to  Marcus  P.  Norton,  on  the  3d  day  of  August,  1869, 
and  to  Helen  M.  Ingalls,  on  the  4th  day  of  October,  1870,  in 
division  A,  numbered  4,143.  The  principal  defences  setup 
and  relied  upon  are,  that  Norton  was  not  the  first  inventor  ; 
that  there  was  no  patentable  invention  involved  ;  that  it  was 
in  public  use  more  than  two  years  before  the  application,  and 
with  his  consent  and  allowance  ;  that  the  re-issue  in  suit  was 
not  for  the  same  invention  ;  that  the  plaintiff  has  no  title  ; 
that  the  defendant  is  a  public  officer ;  and  that  he  does  not 
infringe  in  fact. 

There  is  much  controversy  as  to  when,  in  fact,  Norton  first 
produced  this  invention.  The  application  was  made  January 
5th,  1863,  but  that  is  not  early  enough  to  anticipate  knowl- 
edge and  use  of  the  invention  by  others  ;  therefore,  it  rests 
upon  the  complainant  to  establish  prior  invention  by  Norton. 
It  clearly  and  satisfactorily  appears,  from  all  the  evidence, 
that  he  produced  it  before  May  4th,  1859.  By  letter  dated 
that  day,  Horatio  King,  First  Assistant  Postmaster -General, 
authorized  the  postmaster  at  Troy,  New  York,  to  use,  for 
postmarking  letters  at  that  office,  for  the  term  of  three 
months,  one  of  Norton's  improved  stamps.  Norton  was  an 
inventor  of  other  improvements  in  such  stamps,  and  there  is 
a  question  as  to  whether  the  stamp  referred  to  in  that  letter 
was  this  one,  or  some  other.  King's  testimony  and  corre- 
spondence settles  it  that  this  is  the  one.     After  he  went  out 
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of  office,  he  was  employed  by  Shavor  and  Corse  to  assist  them 
about  obtaining  compensation  for  the  use  of  this  stancip*  and 
was  kept  familiar  with  it  all  the  while  ;  and  his  testimony  is 
that  this  is  the  one.     General  Dix  was  appointed  postmaster 
at  New  York  early  in  i860.     In  August  of  that  year,  he  ivrotc 
to  King  about  a  similar  contrivance  which  he  had  got  up, 
*and,  in  a  reply,  directed  by  King,  was  warned  that  there  was 
a  prior  invention  which  might  subject  that  office  to  a    H^^^y 
charge,  if  his  contrivance  was  used.     This  enables  Kii^g^^ 
testify  with  positiveness  that  entitles  it  to  credit,  that  tie  had 
correspondence  with  Norton  about  this  stamp    before     ^^^^ 
time.     One  form  of  this  instrument  had  a  canceller  ttisl^^^^ 
cork.    Norton  permitted  it  to  be  used  at  the  New  York  office, 
to  test  it.     Its  use  commenced  there  soon  after  the  corre- 
spondence of  Dix  with  the  Department  in  i860,  and  was  fotind 
there  when  Abraham  Wakeman  became  postmaster  there  in 
1861,  or  thereabouts,  as  is  shown  by  his  letter  to  the   Tb*'^ 
Assistant  Postmaster-General,  dated  January  3d,  1863.       Tiiis 
correspondence,  which  does  not  depend  upon  mere  m^trio^ 
for  dates  and  circumstances,  identifies  this  stamp  very  clear- 
ly.    The  complainant  claims  that  the  invention  was  msL<^^  *" 
1853  or  1854,  and  described  in  an  additional  description     ^^  ^ 
caveat  filed  about  August  7th,  1854.     This  additional  descrip- 
tion, produced  from  the  caveat  files,  does  not  appear  to   H3-VC 
ever  been  officially  filed  under  the  hand  of  any  custodia-ri  <>t 
the  records,  and  is  admitted  to  be  a  copy  made  in  186S,    s^i° 
to  have  been  put  into  the  files  by  mistake,  in  place  o£     ^^^ 
original,  which  is  not  produced.     The  defendant  has  pti't  i" 
evidence  the  record  of  proceedings  by  the  Commissioner  o^ 
Patents  disbarring  Norton,  as  solicitor  of  patents,  and     ^^' 
judging  that  copy  to  be  no  part  of  the  files  ;  and  claims   tHa 
this  destroys  the   effect  of  it  as  evidence.     No  evidence    on 
which  the  Commissioner  acted,  nor  any  showing  the  miscoti- 
duct  of  Norton,  is  produced.     Norton  testifies  that  the  on^ 
nal  was  duly  filed,  and  afterwards    copied,  and  the  copy  ^f' 
turned  to  the  files,  by  mistake,  as  he  supposes.     The  plai^^* 
claims  that  the  action  of  the  Commissioner  legitimately  sHo 
nothing  on  this  question,  and  that  Norton's  testimony  *^ 
the  evidence  there  is  properly  bearing  upon  the  subject-      *" 
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defendant  has  introduced  a  letter  from  Norton  to  Wakeman, 
postmaster  at  New  York,  dated  February  6th,  1864,  when 
Norton  was  interested  in  this  patent  as  part  owner,  stating, 
that  **  the  double  cancelling  stamp  nau*  used  by  you  in  your  post- 
office,  is  my  invention  as  far  back  as  the  year  a.d.  1856,  as  I 
can  most  fully  and  satisfactorily  prove.  It  was  patented  to 
me  in  the  early  part  of  the  year  1863,  upon  an  application 
made  by  me  a  long  time  before  then.  I  had  several  such 
stamps  made  in  1858,  as  I  can  prove  by  the  person  who  made 
them,"  for  the  purpose  of  impeaching  the  testimony  of  Nor- 
ton  as  to  the  caveat.  The  caveat,  as  such,  long  before  the 
application  for  the  patent,  ceased  to  be  operative,  because  not 
followed  up.  The  only  use  the  copy  found  can  be  is  as  a 
piece  of  evidence.  The  judgment  of  the  Commissioner,  as 
such,  extended  only  to  the  exclusion  of  Norton  as  solicitor, 
and  not  to  the  effect  of  the  paper  as  evidence  en  pais^  Act  of 
July  8th,  1870,  sec.  17,  18  U.  S.  Stat,  at  Large,  200  ;  Rev. 
Stat.  U.  S.,  sec.  487  ;  although  its  effect  upon  the  instrument 
as  a  caveat  of  record  might  be  greater.  Robertson  v.  Secombe 
Manufacturing  Co,^  10  Blatchf.  C.  C.  R.,  489.  What  the  weight 
of  the  evidence  produced,  and  legitimately  bearing  upon  the 
question,  as  to  whether  there  was  in  fact  an  original  paper  of 
which  the  one  now  in  the  files  is  a  copy,  is  not  now  consid- 
ered, because  it  does  not  appear  to  be  material.  This  letter 
of  Norton's  and  its  connection  is  stated,  however,  because,  in 
connection  with  the  evidence  before  stated,  as  to  when  he 
actually  produced  the  patented  article,  it  does  appear  to  be 
somewhat  material.  It  was  introduced  by  the  defendant  as 
evidence.  The  part  relied  upon  was  that  inconsistent  with 
what  Norton  and  the  plaintiff  now  claim.  But,  when  so  put 
in,  it  was  legitimate  evidence,  according  to  what  should  ap- 
pear to  be  its  just  weight,  as  well  as  to  those  parts  in  favor 
of,  as  to  those  against  him.  This  is  a  well-settled  rule  in  re- 
spect to  evidence  of  admissions.  Stead  w.  Heaton^  4  T.  R., 
669  ;  Davies  v.  Humphreys^  6  Mees  &  Welsh.,  153  ;  i  Greenl. 
Ev.,  §  201  ;  Wright  v.  Williams y  47  Vt.,  222.  The  letter  tends 
to  show  that  Norton  actually  had  such  stamps  made  in  1858* 
It  was  written  before  there  was  any  controversy  as  to  this 
fact,  and  is  strongly  corroborative  of  the  correctness  of  the 
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finding,    that    the    invented    and  patented  instrument  was 
brought  forward  before  May  4th,  1859. 

The  defendant  has  introduced  evidence  tending  to  show 
that  what  is  claimed  to  be  the  same  invention  was  made  by 
various  other  persons,  and  put  into  use  at  several  post-offices, 
prior  to  that  date  even.  The  most  prominent  are  at  the  Phil- 
adelphia office,  by  William  M.  Ireland,  in  185 1  ;  at  the  New 
York  office,  by  James  J.  Riley,  in  1852  ;  at  the  Cleveland 
office,  by  Charles  E.  Wheeler,  in  1853  ;  and,  of  these,  that  at 
the  Cleveland  office  seems  to  be  most  confidently  relied  upon. 
If  the  question  in  respect  to  use  at  this  office  was  to  be  deter- 
mined upon  a  fair  balance  of  proof,  and  upon  the  parol  evi- 
dence alone,  the  balance  might  turn  in  the  defendant's  favor. 
But,  the  evidence  to  defeat  the  patent,  by  showing  an  inven- 
tion prior  to  a  clearly  established  one  of  the  patentee,  ought 
to  be  as  clearly  established,  to  the  extent,  at  least,  of  remov- 
ing all  fair  and  reasonable  doubts.  There  is,  in  the  case, 
important  written  evidence  upon  this  point,  and  the  whole  is 
to  be  weighed  together.  Wheeler  himself,  on  the  28th  day 
of  November,  1863,  wrote  to  A.  N.  Zevely,  Assistant  Post- 
master-General, that  he  made  the  invention  about  the  ist  of 
July,  1861,  and  that  an  order  from  the  Department,  then 
issued,  led  to  it.  On  the  7th  day  of  May,  1864,  E.  Cowles, 
postmaster  at  Cleveland,  by  whom  Wheeler  was  employed,  at 
his  instance,  wrote  to  the  Postmaster-General,  that  the  in- 
vention was  made  immediately  upon  the  receipt  of  an  order 
issued  by  Postmaster-General  Holt.  That  order  was  issued 
at  about  the  time  of  the  invention  stated  by  Wheeler  in  the 
letter,  and  could  not  have  been  issued  long  before.  These 
deliberate  statements,  made  by  two  persons  separately,  and  at 
so  near  the  time  of  the  transaction  in  question,  and  giving 
circumstances  accompanying  it,  which,  in  fact,  existed  as 
they  stated,  and  made  with  a  claim  of  first  invention  which 
would  interest  them  to  state  that  the  invention  was  made  as 
early  as  the  facts  would  warrant,  and  made  in  writings  now 
produced,  far  outweigh,  in  reliability,  statements  made 
wholly  from  memory,  fifteen  years  later  and  further  from  the 
transaction.  Taking  the  whole  into  account,  the  defendant 
has  not  shown,   by  the    requisite    measure    of    proof,  that 
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Wheeler  invented  what  he  did  before  Norton  did  what  he 
did. 

The  direct  testimony  as  to  what  Riley  invented  is  contra- 
dictory and  unsatisfactory.  Riley  testifies  that  the  instru- 
ment which  he  invented  was  made  by  Mr.  Hoole,  who  is 
understood  to  be  the  manufacturer  of  stamps  for  the  New 
York  office.  Hoole  was  sued  by  Shavor  and  Corse  for 
infringing  this  patent,  pleaded  to  the  action,  and  a  trial, 
verdict,  and  judgment  against  him  were  had.  He  did  not 
show  this  invention  of  Riley,  which,  according  to  Riley,  he 
must  have  known  of,  in  that  defence.  This  goes  strongly  to 
show  that  Riley's  statements  are  not  correct. 

Ireland  was  a  boy  fifteen  years  old,  in  the  Philadelphia 
ofSce,  in  1851.  He  was  also  there  in  the  same  employment 
in  1861.  He  doubtless  did  do  in  1861  what  he  says  he  did  in 
1 85 1.  At  this  distance  of  time  he  may  have  carried  back  in 
his  mind  what  he  did,  with  the  associations  of  1 861,  to  the 
same  associations  existing  in  185 1.  When  he  made  it  in 't 861 
he  remarked  to  others  that  it  was  his,  without  stating  that  he 
had  made  it  previously.  It  is  manifestly  difficult  to  distin- 
guish occasions  in  memory  after  so  great  a  lapse  of  time. 

Prior  to  i860  there  was  nothing  to  call  the  attention  of 
those  employed  in  post-offices  imperatively  to  the  necessity  of 
such  an  invention,  while  in  the  latter  part  of  that  year  the 
strict  requirements  of  the  Department  about  can  celling  post- 
age stamps  separately,  and  the  increased  use  of  the  mails 
consequent  upon  the  war  in  1861,  brought  the  subject  sharply 
up.  This  brought  out  contrivances  for  the  same  purpose  in 
post-offices  in  various  parts  of  the  country,  and  more  prob- 
ably gave  rise  to  those  particularly  mentioned,  as  well  as  to 
others  about  which  evidence  was  given,  but  which  have  not 
been  particularly  discussed  here. 

There  is  another  consideration  bearing  upon  this  branch  of 
the  case,  which  is,  that  none  of  the  things  produced  by  these 
persons,  if  they  produced  what  they  say  they  did,  were  the 
same  as  this  patented  invention  ;  nor  were  any  of  them  the 
equivalent  of  it  in  all  material  respects.  The  discovery  was, 
not  that  letters  could  be  postmarked,  and  the  postage  stamps 
cancelled,  at  one  blow  ;  and,  if  it  had  been,  that  mere  idea 
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would  not  have  been  patentable  ;  and,  if  that  had  bee»    pat- 
entable to  the  first  discoverer,  it  would  have  been  antici  f>^-*^^^ 
by  two  prior  patents,  one  of  August  9th,  1859,  and  the    o*-**^*" 
of  December  i6th,  1862,  issued  to  Norton.     But,  the  p^-^^^^ 
is  for  a  machine  or  instrument  that  will  do   both  of    t,t%^^ 
things  at  one  blow  ;  and  the  question  would  be,  wheth^i*   ^^^ 
other  machines  were  like  it.     In  this,  the  two  faces  vv^t^^^"^ 
make  impressions  are  connected  by  a  cross-bar  fixed  i»     '^^^ 
middle  to  a  brad-awl  handle,  on  which  both  are  balanced^    ^^ 
that  a  blow  with  it  will  bring  both  faces  to  the  surface  to    "^^ 
stamped,  although  not  aimed  so  as  to  strike  precisely     p^^" 
pendicularly.     In  those,  a  cancelling  face  was  added  to     tlie 
side  of  a  stamp  made  to  be  used  alone,  with  the  handle  ^-^ 
upon  that,  and  nothing  to  bring  the  other  face  down,  ur»l^^^ 
the  blow  should  be  so  aimed  as  to  bring  it  to  its  place.      1*1^*^ 
difference  is  shown   by  the  evidence  to  be,  as  it  is  plai«*      *^ 
would  be,  quite  material.     The  stamp  of  the  patent  of  Au^"^*^^ 
9th,  1859,  was,  in  form,  open  to  that  objection,  as  well  sl^    ^^ 
the  objection  that  its  canceller  was  a  cutter,  which  macJ^      *^ 
undesirable.     In  the  patent  of  December  i6th,  1862,  the  j:>ost- 
marking  and  cancelling  faces  were  balanced  upon  the  haa  <^  1^» 
like  those  of  the  patent  in  suit,  but  the  canceller  there  w-^^    ^ 
cutter  and  the  instrument  could  not  be  safely  used,      rrt*^ 
invention  in  controversy  combined  the  advantages  of  a   ^^Lf^ 
and  effective  canceller,  well  balanced  on   the  same  hax^d^* 
with  the  postmarker,  for  the  first  time. 

The  nearest  invention  to  this  is  Berri's  English  pateat  <^^ 
April  24th,  i860,  sealed  September  27th,  i860.  That  see^^f^^ 
to  embody  all  the  material  parts  of  this  one,  but  was  sa^^^^ 
quent  to  it.  The  patent  of  Ezra  Miller,  dated  March  22d,  x  85  p» 
had  the  acting  faces  of  the  stamps  balanced  in  the  same 
as  this,  but  the  handle  was  like  that  of  a  hammer,  and  tH^ 
strument,  as  a  whole,  quite  different  from  this. 

Upon  the  whole  case  it  appears  that,  in  fact  and  irx  a^^' 
Norton  was  the  original  and  first  inventor  of  this  paten t^^  *^' 
vention.  That  its  production  did  involve  the  exercise  ^^^  *^' 
ventive  faculties  and  skill  is  apparent  from  the  various  ^^^  * 
trials,  and  tests  by  which  it  was  reached,  from  the  fac«^  ^ 
so  many  other  patents  have  been  granted  upon  attempt^      ^ 
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proaching  the  same  object,  without  accomplishing  it,  and 
from  the  fact  that  the  patent  has  sustained  a  suit  for  infringe- 
ment of  it  against  a  party  using  the  invention  in  fulfilment 
of  a  Government  contract. 

This  patent  was  granted  while  the  Act  of  1836  and  that  of 
1839,  in  respect  to  the  defence  of  public  use  and  sale  of  the 
invention,  were  in  force.  By  the  provisions  of  the  Act  of  July 
4th,  1836,  sec.  15,  5  U.  S.  Stat,  at  Large,  123,  it  was  only 
public  use,  or  being  on  sale,  with  the  consent  and  allowance 
of  the  patentee,  before  the  application  for  a  patent,  that 
would  defeat  the  patent.  The  7th  section  of  the  Act  of  March 
3d,  1839,  Id.,  354,  did  not  change  the  character  of  the  public 
use  or  being  on  sale  that  would  defeat  a  patent,  but  provided 
that  no  patent  should  be  held  invalid  by  reason  of  them,  un- 
less **  such  purchase,  sale,  or  prior  use,  has  been  for  more 
than  two  years  prior  to  such  application  for  a  patent.** 
Andrews  v.  Carman^  13  Blatchf.  C.  C.  R.,  307  ;  Elizabeth  v. 
Pairement  Co,^  97  U.  S.,  126.  No  use  shown,  except  that  at 
the  New  York  office,  was  with  the  knowledge,  even,  of  the 
patentee.  The  application  was  filed  January  5th,  1863,  so 
that  a  sale  or  use,  to  defeat  the  patent,  must  have  been  prior 
to  January  5th,  1861,  while  General  Dix  was  postmaster 
there.  It  is  not  very  clear,  upon  the  evidence,  that  this 
invention  actually  got  into  use  there  before  that  time  ;  and 
this  defence,  like  others  of  the  same  class,  ought  to  be  made 
out  by  clear  proof.  But,  whether  it  was  so  in  use  before  that 
time  or  not,  it  is  quite  clear,  from  all  the  circumstances 
attending  the  use,  whenever  it  was  had,  that  it  was  not  a 
public  use,  within  the  meaning  of  the  statute,  but  a  private 
use  for  testing  the  invention  and  informing  the  inventor  as  to 
its  perfection  and  usefulness,  with  the  design,  on  his  part,  all 
the  while,  to  procure  a  patent  for  it,  if  it  should  prove  to  be 
ripe  for  that  purpose.  Elizabeth  v.  Pavement  Co.^  97  U.  S., 
126.  The  correspondence  between  the  inventor  and  the  post- 
masters, and  between  them  and  the  Post-Office  Department, 
abundantly  shows  this. 

If  the  re-issues  are  for  any  other  or  substantially  any  differ- 
ent invention  from  that  described  in  the  original,  they  are 
unquestionably  void.     That  the   specifications   or  claims  of 
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the  patent  are  different,  the  invention  or  discovery  remaining 
the  same,  is  of  no  consequence.  The  very  object  of  the  re- 
issue is  to  correct  the  patent,  so  as  to  make  it  conform  to  the 
invention.  The  principal  objection  to  these  re-issues  is  the 
specification  of  a  metal  canceller  in  the  combination,  as  well 
as  cancellers  of  wood  or  other  elastic  material.  If  a  metal 
canceller  had  not  been  mentioned  nor  alluded  to,  it  might 
well  be  said  that  it  did  not  enter  into  nor  form  any  part  of  the 
conceptions  of  the  inventor  ;  but  it  was  mentioned  in  the 
original.  It  was  mentioned  as  not  being  so  useful  or  desira- 
ble in  the  combination  as  an  elastic  one,  but,  nevertheless,  it 
was  mentioned,  as  forming  a  part  of  an  arrangement  not  pat- 
ented or  desired.  The  inventor  or  owner,  when  the  re-issues 
were  applied  for,  desired  it,  the  invention  comprehended  it, 
and  the  patent  was  made  to  cover  it.  The  original  patent 
also  mentioned  a  canceller  of  any  suitable  material,  as  a  part 
of  the  combination. 

It  is  said,  that  the  title  to  the  re-issue  fails  because  Norton 
did  not  own  the  patent  when  it  was  surrendered  by  and  re- 
issued to  him  on  the  3d  day  of  August,  1869.  This  fact  is 
sought  to  be  made  out  by  showing  that  the  instrument  of  re- 
assignment from  Shavor  and  Corse  to  him  was  forged  by 
him,  by  placing  it  before  and  attaching  it  to  the  genuine  exe- 
cution by  them  of  another  and  different  instrument,  unknown 
to  them.  Much  testimony  and  argument  have  been  bestowed 
upon  that  question.  Whether  the  instrument  was  so  con- 
structed, or  was  genuine,  it  afterwards  came  to  the  knowledge 
of  Shavor  and  Corse,  and  they  settled  all  their  claims  to  the 
patent  with  those  persons  claiming  title  to  it  by  virtue  of  that 
instrument,  upon  the  basis  that  the  instrument  should  stand 
as  if  valid.  This  ratified  and  confirmed  it  as  to  them,  as 
good  from  the  beginning,  upon  just  and  well-settled  princi- 
ples. But  this  was  not  done  until  after  the  re-issue,  and  it  is 
argued  that  the  title  at  the  time  of  the  re^issue  had  not 
become  Norton's,  and  that  the  Patent  Office  had  no  jurisdic- 
tion to  re-issue  it  to  him,  and  that  the  plaintiff  cannot  now 
be  allowed  to  show  title  in  that  way,  because  he  has  alleg^^^ 
title  by  force  of  the  instrument  itself,  and  not  by  ratification 
of  it.     It  is,  doubtless,  true,  that  a  re-issue  of  a  patent  to  a 
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person  not  the  owner  would  not  affect  the  title  of  the  owner. 
The  re-issue  and  title  should  go  together,  to  make  a  good  title 
to  the  re-issue,  or,  at  least,  the  re- issue  should  be  consented 
to  by  the  true  owner.  Here,  the  title  followed  the  re-issue, 
and  became  the  same  as  if  it  had  preceded  it,  and  was  con- 
sented to  by  the  true  owner,  whether  Shavor  and  Corse  or 
Norton.  This  would  seem  to  make  the  title  to  the  re-issue 
good  to  Norton,  in  any  event.  Potter  v.  Holland^  4  Blatchf. 
C.  C.  R.,  214.  This  makes  it  unnecessary  to  determine  that 
question  of  fact,  which  involves  a  charge  of  the  commission 
of  a  high  crime,  that  cannot  be  well  tried  in  this  collateral 
way,  without  danger  of  doing  injustice. 

As  the  instrument  became  as  if  good  from  the  beginning, 
it  was  well  set  up  and  alleged  as  good,  without  stating  what 
made  it  so. 

Norton  conveyed  this  and  other  patents  to  Helen  M. 
Ingalls.  She,  for  a  nominal  consideration,  conveyed  the 
legal  title  to  them  to  William  W.  Secombe,  in  trust  for  herself, 
her  sister  and  her  sister's  children,  with  power  of  manage- 
ment and  sale,  the  net  proceeds  to  be  divided,  two-fifths  to 
himself  and  the  remainder  to  be  paid  over  to  them,  according 
to  a  declaration  of  trust  referred  to  in  the  deed.  Secombe 
was  president  of  the  Secombe  Manufacturing  Company, 
which,  in  some  way,  held  title  to  some  other  of  Norton's  pat- 
ents. The  Secombe  Manufacturing  Company,  and  Secombe, 
president,  subsequently  made  conveyance  of  patents  to 
Ingalls.  The  plaintiff  derives  title  from  her,  and  no  other 
conveyance  from  Secombe  to  her  is  shown.  The  defendant 
claims  that  Secombe's  title  would  not  pass  by  that  deed,  and 
that,  if  it  would,  the  description  of  the  patents  conveyed  does 
not  include  this  one.  The  deed  recites  the  issuing  of  the 
patents,  her  desire  to  purchase,  and  that  she  has  purchased 
of  the  Secombe  Manufacturing  Company  and  of  William  W. 
Secombe,  president,  the  patents,  and  declares,  that,  in  con- 
sideration of  one  thousand  dollars  and  other  considerations, 
the  said  Secombe  Manufacturing  Company  and  William  W. 
Secombe,  president,  do  sell,  assign  and  convey  them  to  her  ; 
and  it  was  executed  by  the  signature  o£  the  Seccrmbe  Manu- 
facturing Company,  with  seal,  and  by  William  W.  Secombe, 
vou  iv — 30 
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president,  and  another  seal.  It  is  obvious  that  there  were 
intended  to  be,  and  were,  two  grantors  in  that  deed.  One 
was  the  company,  and  the  other  Secombe.  The  execution 
for  the  company,  in  the  name  of  the  company,  was  good  for 
the  conveyance  of  its  interest.  The  execution  by  Secombe, 
although  the  addition  to  his  name,  of  president,  was  made, 
was  a  good  execution  of  the  deed  for  himself,  and  good  for 
that  only,  and  not  good  to  convey  any  interest  for  the  com- 
pany, even  though  that  had  been  the  intention.  That  execu- 
tion made  the  instrument  his  deed,  and  it  would  carry  what- 
ever title  he  had  in  the  subject  of  the  conveyance.  Combes' 
Case,  9  Co.  Rep.,  75  ;  Clarke  \.  Courtney^  5  Pet.,  319  ;  Isham 
V.  Bennington  Iron  Co,^  19  Vt.,  230 ;  Miller  v.  7?.  &*  IV,  R,R, 
Co,y  36  Vt.,  452  ;  Brinley  v.  Mann^  2  Cush.,  337. 

The  description  of  the  subjects  of  the  conveyance  is  very 
general  and  broad,  in  some  of  its  parts.  It  commences  by 
reciting,  that,  **  at  various  times  and  under  several  different 
dates,"  letters  patent  were  issued,  upon  the  application  of 
Norton,  for  **  improvements  in  hand  printing  and  dating 
stamps,  post-office  postmarking  stamps,  internal  revenue 
dating  and  cancelling  stamps,  and  for  other  improvements 
not  necessary  here  to  name,  among  which  were  letters  patent 
of  the  following  date,  to  wit,  January  14,  1862  ;  December 
16,  1862  ;  August  4,  1865  ;  and  also  during  the  years  1870 
and  1871.**  It  then  refers  to  the  deeds  of  assignment  from 
Norton  to  Ingalls,  among  others,  for  a  more  full  description 
of  the  patents  conveyed,  and  ends  by  adding  :  **  Meaning  to 
convey,  and  we  do  hereby  convey,  unto  her,  the  said  Helen 
M.  Ingalls,  each  and  every  claim,  right,  title  and  interest  we 
now  have,  or  can  or  would  have,  in  any  of  said  inventions, 
improvements  and  letters  patent,  by  means  or  reason  of  any 
contract  between  us,  or  either  of  us,  and  said  Marcus  P.  Nor- 
ton and  Helen  M.  Ingalls,  or  either  of  them,  in,  to  or  for  the 
said  inventions  and  said  letters  patent,  or  either  of  them," 
etc.  The  reference  to  the  patents,  by  stating  the  inventions 
covered,  includes  this  one  ;  and  it  is  quite  obvious,  from  the 
sweeping  character  of  the  instrument,  that  this  and  all  other 
patents  upon  those  subjects  were  intended  to  be  included. 

It  may  be,  that,  as  the  conveyance  was  wholly  in  trust. 
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Upon  the  evidence  carefully  examined,  such  refusal  to  per- 
form the  trust  would  appear  as  to  cause  the  title  to  revert, 
and  it  may  be  that  the  interposition  of  a  court  of  equity  would 
be  necessary  for  that  purpose.  But  that  subject  has  not  been 
examined  here,  for  the  reason  that  the  re- conveyance  appears 
to  be  amply  sufficient. 

The  defendant  also  objects,  that  the  plaintiff  acquired  no 
such  right,  by  the  deed  to  him  from  Ingalls,  as  authorized  him 
to  maintain  this  suit.  The  conveyance  was  expressly  in  trust, 
upon  condition  that  the  plaintiff  should  have  the  sole  manage- 
ment of  the  trust,  until  a  fair,  just  and  reasonable  settlement 
should  be  had  with  the  United  States  for  the  use  of  the  inven- 
tion in  the  postal  service  of  the  United  States,  by  the  Post- 
Office  Department.  It  is  argued,  that  the  conveyance  was  for 
the  purpose  of  such  settlement,  and  no  other.  The  operative 
words  of  the  conveyance  include  the  whole  legal  title  to  the 
patent,  and  all  claims  for  the  past  use  of  the  invention  in  the 
postal  service  of  the  United  States.  The  limitation  is  one  of 
time,  upon  the  extent  of  the  conveyance  in  that  direction,  and 
not  upon  its  purposes.  No  settlement  has  been  made  with 
the  United  States,  and  the  limitation  in  that  respect  has  not 
expired.  She  has  no  legal  title  to  the  patent  now.  The 
plaintiff's  right  is  the  only  one  being  infringed.  He  holds 
this  right  in  trust,  and  may  be  liable  to  account  for  the  pro- 
ceeds of  his  management ;  but,  whether  he  shall  so  account, 
or  how,  is  not  the  question  here.  The  question  is  merely, 
whether  he  has  sufficient  right  to  maintain  the  suit  at  all,  and 
it  appears  that  he  has  ;  certainly  for  the  infringement  since 
he  has  held  the  title,  and  the  bill  does  not  appear  to  be 
framed  to  cover  anything  else.  Probably,  Ingalls  would  be 
a  proper  party  plaintiff  with  the  orator,  in  the  suit  in  equity, 
and,  perhaps,  a  necessary  party,  if  there  had  been  objection 
on  account  of  that  non-joinder,  but  no  such  objection  has 
been  made,  and,  as  she  has  been  a  witness,  and  testified  that 
the  suit  is  brought  with  her  approval,  there  is  no  occasion 
for  the  Court  to  interfere  to  secure  to  her  an  opportunity  to 
assert  her  rights,  as  is  sometimes  done,  in  the  discretion  of 
courts,  to  guard  the  rights  oicesiuisque  trusty  which  it  is  the 
peculiar  province  of  Courts  of  equity  to  protect. 
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One  ground  upon  which  the  defendant  claims  he  does  not 
infringe  is,  that,  in  all  he  has  done,  he  has  acted  as  the  officer 
of  the  Government,  In  the  performance  of  his  duties  for  the 
benefit  of  the  Government,  and  that  the  monopoly  granted, 
in  granting  the  patent,  did  not  extend  to  nor  cover  any  use 
by  the  Government.  But,  the  exclusive  use  of  the  invention 
granted  to  the  patentee  is  property  ;  and  this  property  is  now 
owned  by  the  plaintiff.  The  grant  saved  nothing  for  the  use 
of  the  Government ;  it  was  exclusive,  absolutely,  throughout 
the  United  States.  It  was  granted  by  express  law  of  Con- 
gress, pursuant  to  the  Constitution,  without  which  it  could 
not  exist.  But,  all  property  is  upheld  by  law,  either  express- 
ly or  impliedly  enacted  or  adopted,  all  of  which  is  the  law  of 
the  land,  the  same  as  the  statutes  upholding  patents  are.  This 
property,  like  all  other  private  property  recognized  by  law, 
is  exempt  from  being  taken  for  public  use  without  just  com- 
pensation, by  the  supreme  law  of  the  land.  Const.  U.  S. 
Am.,  Art.  V.  Nor  can  it  be  so  taken  by  any  officer,  at  will, 
in  time  of  peace,  leaving  the  owner  to  seek  compensation. 
Mitchell  V.  Harmony,  13  How.,  115.  The  property  in  a  patent- 
ed invention  stands  the  same  as  other  property,  in  this  re- 
spect. United  States  v.  Burns,  12  Wall.,  246  ;  Cammeyer  v. 
Newton,  94  U.  S.,  225. 

The  defendant  also  claims  that  he  does  not  use  tlie  patent- 
ed invention.  The  answer  hardly  denies  that  he  does,  but 
the  plaintiff  has  so  far  treated  it  as  being  denied  as  to  put  in 
some  evidence  of  infringement.  The  instruments  shown  by 
the  evidence  to  have  been  used  have  the  postmarking  and 
cancelling  faces  connected  by  a  cross-piece,  and  balanced  up* 
on  a  brad-awl  handle,  substantially  like  those  of  the  patent. 
In  one,  the  cross-bar  is  circular,  and  large  enough  to  cover 
both  stamps,  and  in  the  other  the  canceller  is  not  tubed  ;  but 
these  things  do  not  vary  the  principle  of  their  action,  nor 
affect  their  substantial  identity  with  those  patented. 

This  cause  has  been  presented  by  counsel  with  gi^' 
thoroughness  of  preparation,  and  faithfulness,  and  many 
points  have  been  made  that  have  not  been  specifically  men- 
tioned in  what  has  been  written,  because  none  of  them»  ^^ 
view  of  the  facts  upon   which  they  rest,  as  found  upon  the 
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evidence,  or  of  the  law  as  considered  to  be  applicable,  would 
be  to  a  sufficient  degree  controlling  of  the  conclusions  reached 
upon  the  questions  which  have  been  mentioned,  to  warrant 
treatment  of  them  in  detail. 

The  complainant  has  expressly  waived  taking  a  decree  for 
an  injunction,  and,  therefore,  a  decree  for  that  purpose  is  not 
to  be  entered. 

Let  a  decree  be  entered  that  the  patent  is  valid,  that  the 
defendant  has  infringed  it,  and  for  an  account  of  profits  and 
damages,  with  costs. 

Marcus  P,  Norton  and  George  H,  Williams^  for  the  com- 
plainant. 

Stewart  L.  Woodford^  District  Attorney,  and  Samuel  B, 
Clarke^  Assistant  District  Attorney,  for  the  defendant  James. 


The  United  States  Stamping  Company 


vs. 


Hezekiah  King  et  al.    In  Equity.* 

The  letters  patent  granted  to  Eugene  A.  Heath,  October  loth,  1871,  for  an 
*'  improvement  in  cuspadores/'  are  valid. 

The  invention  covered  by  the  claim  of  the  patent,  defined. 

Although,  in  a  prior  suit  on  the  patent,  it  had  been  held  invalid,  in  view  of  a 
prior  patent,  this  Court  held  it  to  be  valid,  and  granted  a  preliminary  in- 
junction on  it,  on  a  different  state  of  facts. 

The  invention  in  the  Heath  patent,  held  to  be  patentable. 

Grounds  stated  for  granting  a  preliminary  injunction,  although  the  patent 
had  been  held  void,  on  final  hearing,  in  another  Circuit  Court. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  August,  1879.) 

Blatchford,  J. 

This  is  a  motion  for  a  preliminary  injunction,  founded  on 
letters  patent  granted  to  Eugene   A.    Heath,    October   loth, 

♦  17  Blatchf.  C.  C.  R.,  55. 
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1871,  for  an  **  improvement  in  cuspadores.**  The  specifica- 
tion says:  "Be  it  known,  that  I,  Eugene  A.  Heath,  of  New 
York  City,  in  the  State  of  New  York,  have  invented  certain 
new  and  useful  improvements  in  cuspadores,  of  which  the 
following  is  a  specification,  setting  forth  what  I  consider  the 
best  means  of  carrying  it  into  effect.  The  accompa-nying 
drawing  forms  a  part  of   this    specification.     Figure,    i  is  a 

• 

vertical  section,  showing  the  construction  in  its  proper  posi- 
tion ;  and  figure  2   a  double  view,  the  strong  lines  b^iDg  a 
section  in  an  upset  or  overturned   position,  and  the    dotted 
lines  an   elevation   in    its  upright  position.     Similar    letters 
indicate  like  parts  in   both  the  figures.     I   form    sepfH^^cly 
three  metallic  parts  and  unite  them,  after  suitable  prepar"^tioD, 
tightly  and  strongly,  by  soldering.     The  lowermost,   A-,  is  of 
cast  iron,  thick  at  the  extreme  bottom  and  thinner  towair^i  the 
top.     Its  upper  edge  is  rabbeted  and  nicely  finished  to  r^cive 
the  lower  edge  of  the  sheet  metal  part   B,  and  form  a     flush 
exterior  surface  therewith,  as  shown.     B  is  a  piece  of     sheet 
iron  pressed  in  a  Grimshaw  press  or  otherwise  formed  i  d  the 
proper  dome  shape,  and  of  exactly  the  proper  diameter*,  and 
with  a  vertical  flange  at  its  upper   edge,  as  shown.    O   is  a 
conical  piece,  which  may  be  similarly  formed  into  shape.     ^^^ 
lower  edge  has  a  flange  which  matches  closely  inside   ^"^ 
flanged  upper  edge  of  B,  and  its  upper  edge  is  turned  ov^r  "J 
the  ordinary  tinsmith's  tools  or  otherwise,  and  made  t<=>  ^^' 
brace  a  wire  ring,  D,  to  stiffen  it,  the  construction  of  wbi^*^^^ 
obvious.     On     soldering    the  several    joints    smoothly,       *° 
properly    decorating  the   surfaces,   there   results  a  m^t^^^"^ 
cuspadore,  not  liable  to  fracture,  and  lighter  than  ordi^*^ 
cuspadores  on  its  upper  side,  and  much  heavier  than  ordi^^^ 
cuspadores  on  its  lower  side.     One  of  the  important  en^^ 
tained  by   my   invention    is  extraordinary  stability,     if  . 
cuspadore  is  upset  by  any  chance  and  caused  to  lie  for  a,    ^-^ 
in   the  position  indicated  by  the  strong  lines   in  fig.  ^^    . 
excess  of  weight  in  its  base,  taken  in   connection   witl^^ 
form,  causes  it  to  return  again,  of  itself,  to  its  proper  up^^^ 
position,  as  soon  as  the  disturbing  cause  is  removed.    I    ^*^. 
shown  the  interior  as  formed  with  an  offset,  below  whi^^, 
is  materially  thicker  than  above,  and  prefer  so  to  cast  it.        -^ 
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upper  portions  maybe  formed,  with  some  success, by  spinning 
suitable  thin  brass.  The  junctions  of  the  several  parts  may 
be  further  secured  by  causing  one  part  to  cling  upon  a  bead, 
in  addition  to  the  soldering.  In  some  cases  rivets,  or  the  like 
ordinary  or  suitable  fastenings,  may  be  employed.  I  claim  a 
metallic  cuspadore  having  a  heavy  base.  A,  and  a  light  upper 
portion,  B,  C,  formed  and  combined  substantially  as  and  for 
the  purposes  herein  set  forth.'*  It  is  plain  that  the  invention 
claimed  is  a  metallic  cuspadore,  formed  of  three  metallic 
parts,  the  lower  part  being  heavier  than  in  ordinary  then 
existing  cuspadores,  and  extending  up  to  the  largest  diameter 
of  the  spheroid,  the  middle  part  and  the  upper  part  being 
lighter  than  in  ordinary  then  existing  cuspadores,  the  middle 
p>art  being  of  a  dome  shape,  and  being  joined  below  to  the 
lower  part  and  above  to  the  upper  part,  and  the  upper  part 
being  an  inverted  cone  in  shapq,  flaring  outwards,  and  form- 
ing a  mouth,  the  whole  structure  not  being  liable  to  fracture, 
and  having  the  capacity  of  returning  to  an  upright  position,  of 
itself,  from  a  position  not  upright,  when  left  free,  and  being 
essentially  of  the  form  shown  in  the  drawings  of  the  patent. 
That  form  is  a  spheroidal  body  with  a  conical  mouth,  flaring 
outwards. 

Mr.  Henry  B.  Renwick,  the  plaintiffs  expert,  says,  in  his 
affidavit :  "A  cuspadore  is  a  vessel  of  peculiar  shape,  which 
may  be  defined  as  spheroidal,  with  a  conical  mouth,  and  such 
vessels  were  first  seen  by  deponent  some  twenty-five  years 
since.  These  and  all  other  cuspadores  seen  by  deponent  until 
the  last  few  years  were  made  of  china  or  porcelain,  and  came 
into  use  in  houses  of  the  better  class,  where  the  old-fashioned 
spittoons  were  considered  vulgar  and  consequently  inadmis- 
sible. These  china  cuspadores  were  costly  and  fragile,  and, 
morcver,  easily  upset,  as  the  base  was  small  as  compared 
with  the  whole  diameter,  and  as  the  form  of  the  vessel  was 
flaring  outwards  and  upwards  from  its  base.  In  this  latter 
respect,  that  is,  want  of  stability,  so  far  as  real  utility  was 
concerned,  the  cuspadore  was  much  inferior  to  the  old-fash- 
ioned spittoon,  which  is  so  flat  and  wide-based  that  it  is  really 
unupsettible  or  non-upsettible  by  accident,  the  only  way  of 
upsetting  it  being  by  taking  it  by  hand  and  turning  it  over, 
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or  by  some  other  way  deliberately  contrived  for  the  purpose 
of  upsetting  it.     *     *    *     Prior  to  the  date  of  Heath's  in- 
vention,  vessels  loaded  at  the  bottom,  so  as  to  make  them 
more  stable,  were  well  known.     *    *    *     It  was  easy,  there- 
fore, after  the  idea  was  once  conceived,  to  load  a  cuspadorc  at 
bottom  in  a  well-known  way,  so  as  to  make  it  more  stable, 
either   by  thickening  the  china   at  bottom,  or  cementing  a 
weight  into  the  bottom.     But  this  would  not  have  renjovcd 
the  whole  difficulty.     It  was  necessary  to  make  them  strong, 
not  frangible  like  china  or  porcelain,  and  to  make  them  cheap; 
and  Heath  conceived  the  idea  of  constructing  them  of   metal, 
so  that  they  should  be  strong,  and  of  constructing  them  of  at 
least  three  pieces  of  metal,   so  that  they  should  be  cheap. 
Owing  to  the  peculiar  form  of  the  cuspadore,  it  is  diflScult,  if 
not  impossible,  to  form  it  of  one  piece  of  sheet  metsil^  hut 
Heath  saw  that,  by  dividing  the  body  of  the  cuspadore  at  the 
equator,  if  it   may  be  so  termed,  it  could  be  formed  of  two 
pieces,  each  having  all  its  flare  in  one  direction,  so  that  such 
hemispheroidal    parts    would    be  easily  formed   by  casting, 
stamping  or  spinning.     The  funnel  mouth-piece  he  then  made 
in  a  separate  piece,  and  as  it,  when  separate  from  the    body, 
flares  all   in   one  direction,  it  could  be  easily  and  ctieaply 
formed.     In  forming  these  pieces,  the  lower  part  of  the  body 
was  made  much  the  thickest,  and,  when  the  three  parts   were 
put  together  and  attached  to  each  other,   there  resulted  a 
strong,  cheap,  metallic  self-righting  cuspadore,  as  eleg*»nt^° 
form  as  those  of  china,  and  capable  of  being  decorated,  if  ^^ 
sired.      As  far   as   deponent    knows,  Heath  was  the  fir^t^^ 
make  a  metallic  cuspadore,  or  a  self-righting  cuspador^»  but 
he  does  not  claim  broadly  a  metallic  vessel  in  shape  of  3^  cus- 
padore, or  a  self-righting  cuspadore,  or  a  vessel  made  of    tbree 
pieces,  but  the  patent  defines  his  invention  as  consisting*    i"  * 
metallic  cuspadore  made  of  three  pieces  of  special  form,    ^^'  * 
one  for  the  bottom  of  the  body,  one  for  the  top  thereof^  ^°^ 
one  for  the  conical  mouth-piece,  joined  at  the  equator  ^t^^  ^ 
the  small  end  of  the  mouth-piece,  when  the  piece  of  r^^ 
forming  the  bottom  or  lower  portion  of  the  body  is  he^*^'^' 
than  the  other  parts,  so  as  to  give  stability  and  self-rigt»^^°8 
capacity.     If  the  cuspadore  was  made  of  one  piece  of  ffE^^' 
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it  would  not  be  Heath's.  If  made  of  several  pieces,  with  the 
lines  of  junction  in  substantially  different  places  from  those 
represented  in  Heath's  patent,  it  would  not  be  Heath's.  For 
instance,  the  lines  of  seam  might  be  vertical  and  each  include 
a  part  of  the  body  and  of  the  mouth-piece.  Even  if  the  cus- 
padore  was  made  of  Heath's  three  pieces,  formed  as  he  forms 
them  and  joined  where  he  joins  them,  but  with  the  bottom 
piece  no  heavier  than  the  others,  the  cuspadore  would  not  be 
the  one  referred  to  in  Heath's  claim."  The  considerations 
thus  set  forth  commend  themselves  as  founded  in  good  sense 
and  sound  reason. 

The  cuspadore  involved  in  this  case  as  the  defendants' 
cuspadore  is  made  of  three  pieces  of  metal,  one  for  the  bot- 
tom, one  for  the  upper  part  of  the  body,  and  one  for  the 
conical  mouth-piece.  These  pieces  are  shaped  as  Heath's  are, 
and  are  joined  horizontally  at  the  equator  of  the  body,  and 
at  the  ring  where  the  conical  mouth-piece  meets  the  upper 
part  of  the  body,  as  Heath's  are.  They  all  flare  in  one  way, 
have  no  re-entering  angles  or  curves,  being  in  this  respect 
like  Heath's,  and  can  be  made  easily  and  cheaply  by  stamp- 
ing or  spinning.  The  piece  which  forms  the  bottom  is  a 
compound  piece,  a  partition  being  introduced  a  little  above 
the  bottom  and  parallel  therewith,  so  as  to  form  a  chamber 
over  the  whole  extent  of  the  bottom,  the  partition  forming 
the  bottom  of  the  receiver.  The  chamber  thus  formed  is  filled 
with  a  heavy  material,  such  as  iron  filings,  to  serve  as  a  weight. 
This  compound  piece  is  thus,  as  a  whole,  thick  and  heavy, 
compared  with  the  upper  parts.  It  is,  manifestly,  the  equiva- 
lent of  Heath's  single  thick  and  heavy  bottom  piece.  The 
structure,  as  a  whole,  falls  within  the  definition,  above  given, 
of  the  invention  claimed  in  the  Heath  patent. 

The  defendants  attack  the  novelty  of  Heath's  invention. 
They  introduce  a  patent  granted  to  William  H.  Topham, 
August  2d,  1870,  for  an  "improved  spittoon."  The  specifi- 
cation states  the  invention  to  be  an  "  improvement  in  spit- 
toons and  other  vessels."  It  says :  "  My  invention  is  designed 
to  be  applied  to  spittoons,  pails  and  other  vessels  made  of 
pa|>er,  which,  owing  to  the  lightness  of  said  material,  are 
liiU>le  to  be  overturned  or  displaced ;  and  the  invention  con- 
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sists  in  incorporating  with  the  bottom  or  lower  part  of  the 
vessel  a  weight  so  arranged  that,  in  case  of  force  being  ap- 
plied, no  matter  from  what  side,  to  tilt  or  upset  the  vessel, 
said  weight  will  have  the  effect  of  retaining  it  in  its  proper 
position,  or  of  returning  it  thereto,  and  so  that,  when*  the 
vessel  is  thrown  down  to  its  place,  the  weight  will  cause  it  to 
readily  adjust  itself  to  a  proper  bearing  on  the  surface  on 
which  it  is  intended  to  rest.     Referring  to  the  accompanying 
drawing,  A  represents  a  spittoon  made  of  paper,  the  bottom, 
a  J  of  which  is  provided  with  a  weight,  B,  concentrically  ar- 
'  ranged  in  relation  with  said  bottom,  and  preferably  disposed 
between  an  upper  and  lower  layer  used  in  the  construction  of 
the  bottom,  whereby  said  weight  is  protected,  and  may  be  re- 
tained in  place  without  any  special  fastenings,  and  the  vessel 
possesses  all  the  properties  and  advantages  of  a  paper  one, 
with  the  stability  of  one  made  of  heavier  material,  and  read- 
ily adjusts  itself  to  a  proper  position  in  case  of  being  care- 
lessly thrown  down,  or  of  being  pushed  or  tilted  from  any 
side.     Said  weight  may  be  made  of  any  material  of  suitable 
specific  gravity,  the  black  oxide  of  iron,  among  others,  answer- 
ing for  such  purpose."     The  claims  of  the  patent  are  two: 
"  I.  A  spittoon  made  of   paper,  weighted   at    its   bottom  or 
lower  part  by  a  heavier  material,  to  secure  its  stability,  and  to 
enable  it  to  right  itself  in  case  of  being  tilted,  substantially 
as  specified.     2.  The  arrangement  of  a  weight,  B,  between  two 
thicknesses  or  layers,  of  which  the  bottom,  «,  or  lower  part  of 
the  paper  vessel,  is  composed,  essentially  as  and  for  the  pur- 
pose herein  set  forth."    A  suit  in  equity  was  brought  on  the 
Heath  patent,  in  the  Circuit  Court  of  the  United  States  for 
the  District  of  New  Jersey,  in  June,  1875,  by  Lorin  Ingersoll, 
the   then    owner  of   that   patent,  against  Mary  Turner  and 
William  Turner.     They  set  up  the  Topham  patent,  as  a  prior 
patent,  containing  the  Heath  invention,  and  alleged  that  they 
were  licensees  under  a  reissue  of  the  Topham  patent.     Proofs 
were  taken,  and  the  case  was  brought  to  hearing  before  Judge 
Nixon.     In  his  decision  he  says :  "  The  word  cuspadorc  is  de- 
rived from  the  Portuguese  word  cuspo^  to  spit;  cuspidore,  a 
spitter.     The  English  cuspadore  is  a  spittoon  of  a  peculiar 
form.     Not  much  stress,  therefore,  can  be  laid  upon  the  fact 
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that  Topham  calls  his  patent '  an  improvement  in  spittoons,' 
and  Heath  calls  his  '  an  improvement  in  cuspadores.'  Tha 
difference  between  a  spittoon  and  a  cuspadore  is  one  of  form, 
and  the  form  of  the  cuspadore  is  not  new.  The  characteristic 
and  valuable  feature  of  both  articles  is  their  self-righting 
quality,  arising  from  the  weighted  bottoms.  The  functions 
of  the  weighted  bottoms  in  each  are  the  same,  and  Topham  has 
the  merit  of  being  the  older.  It  is  in  evidence  that  he  made 
papier  mach4  cuspadores,  with  weighted  bottoms,  as  early  as 
June  or  July,  1871,  anterior  to  the  date  of  the  patent  to 
Heath.  What,  then,  has  Heath  done?  He  has  improved  a 
cuspadore  by  increasing  the  weight  of  the  bottom,  whereby 
it  is  rendered  less  liable  to  upset,  using  the  same  means  that 
Topham  applied  to  spittoons,  and  producing  the  same  results. 
He  has  substituted  sheet  metal  for  other  and,  it  may  be,  less 
appropriate  materials  for  the  manufacture,  but  there  was  no 
invention  in  the  mere  change  of  material ;  and  his  method  of 
construction,  to  wit,  the  putting  together  the  cuspadore  in 
three  pieces,  is  so  obvious  that  nothing  was  claimed  for  it  in 
the  patent;  and  nothing  ought  to  have  been.  Any  skilled 
mechanic  would  naturally  adopt  it  without  the  exercise  of  in- 
ventive talent.  As  the  defendants  justify  under  the  Topham 
patent,  there  must  be  a  decree  in  their  favor,  and  it  is  ordered 
accordingly,"  This  decision  was  made  in  June,  1877.  There 
was  very  little  testimony  in  the  New  Jersey  suit.  There  was 
no  expert  testimony  on  either  side.  The  dale  of  the  Heath 
patent,  October  loth,  1871,  was  the  earliest  date  assigned  to 
Heath's  invention,  and  it  appeared  that  before  that  date 
Topham  had  made  papier  mach£  cuspadores  with  weighted 
bottoms.  Now  it  is  shown,  in  this  case,  that  the  application 
for  Heath's  patent  was  filed  before  Topham  made  a  papier 
mache  cuspadore  with  a  weighted  bottom.  This  condition  of 
the  evidence  destroys  very  much  the  force  of  the  New  Jersey 
decision,  and  makes  it  uncertain,  at  least,  what  the  New  Jersey 
decision  would  have  been,  if  such  evidence  had  been  in  that 
case,  and  if  the  expert  testimony  in  this  case  had  been  in  that 
case,  in  view  of  the  facts  that  the  shape  and  material  and 
mode  of  construction  of  the  Heath  article  are  so  entirely  dif- 
ferent from  the  shape  and  material  and  mode  of  construction 
of  the  article  described  in  the  Topham  patent. 
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It  is  a  striking  fact,  that,  prior  to  the  introduction  into  use 
of  the  Heath  metallic  loaded  bottom  cuspadore,  there  was  not 
on  sale,  in  the  market,  any  metallic  loaded  bottom  cuspadore. 
TheTopham  loaded  bottom  papier  maci)6  spittoon  is  not  shown 
to  have  suggested  to  any  one  the  making  of  a  metallic  loaded 
bottom  cuspadore  like  that  of  Heath's.  The  metallic  cuspadores 
of  Musgrove  were  not  loaded  at  the  bottom,  and  were  merely 
experimental,  and  what  invention  there  was  in  them  was  in- 
complete and  was  abandoned.     But  the  history  of  Musgrove's 
experiment,  as  given  by  himself,  goes  far  to  show  that  the  mak- 
ing of  Heath's  cuspadore  was  not  the  obvious  thing  that  it  is 
now,  after  the  event,  claimed  to  have  been.  Musgrove  failed  to 
see  what  was  needed,  and,  because  he  so  failed  he  stopped  short 
of  the  Heath  invention.     The  Dalby  metallic  spittoon  did  not 
embody  the  features  of  Heath's  metallic  cuspadore.     It  was 
not  a  cuspadore,  and  was  not  loaded  at  the  bottom,  and  was 
not  self-righting,  and  the  third  piece,  forming  the  top,  was  not 
joined  to  the  upper  part  of  the  body,  but  rested  on  it.    The 
Manning  tea-pot  and  the  tin  pitcher  are  neither  of  them  loaded 
at  the  base,  nor  are  they  self-righting,  nor  did  they  ever  sug- 
gest the  making  of  such  a  cuspadore  as  Heath's,  with  a  loaded 
bottom.     Many  articles  had,  prior  to  Heath's  invention,  been 
made  of  three  or  more  pieces  of  sheet  metal  joined  together  by 
horizontal  seams,  but  the  question  as  to  whether  it  would  be 
useful  or  practical  to  make  a  metallic  cuspadore  of  three  pieces 
of  metal  in  the  way  suggested  by  Heath,  and  with  a  loaded 
bottom,  still  remained  for  the  exercise  of  invention.     The  de- 
fendants sell  cuspadores  made  by  Jewett  &  Sons  of  Buffalo, 
who  are  licensees  under  the  Topham  patent.     But  Jewett  & 
Sons  do  not  make  the  structure  of  Topham.      They  make  sub- 
stantially that  of  Heath.     The  Topham  structure  is  lacking  in 
the  essential  features  of  the  Heath  structure.     Topham's  spit- 
toon is  not  a  cuspadore,  and  is  not  metallic^  and  is  not  made 
of    three  parts  joined  together.      In   Heath's  cuspadore  the 
rounded  form  and  the  load  in  the  base  cooperate  to  make  the 
structure  self-righting.     In  Topham's  spittoon  there  is  no  such 
cooperation  between  the  form  and  the  weighted  base,  as  the 
sides  are  nearly  straight,  and  the  bottom  is  not  rounded.  The 
porcelain  cuspadore,  easily  upset,  easily  broken,  sure  to  remain 
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upset  when  upset,  had  been  in  existence  for  years.  Its  disad- 
vantages, the  desirability  of  remedying  its  faulty  features,  had 
been  obvious  for  years.  But  the  remedy  was  not  obvious. 
Topham's  structure  furnished  no  remedy,  because,  although  it 
had  a  loaded  bottom,  it  was  still  a  spittoon  and  not  a  cuspadore, 
and  had  not  the  points  of  advantage  which  the  porcelain  cuspa- 
dore had,  in  union  with  its  disadvantages.  Nor  did  any  reme- 
dy come  till  Heath's  cuspadore  came.  Topham,  on  the  29th  of 
July,  1873,  obtained  a  re-issue  of  his  patent,  with  broader 
claims  than  those  of  his  original  patent,  not  confining  his  in- 
vention, as  in  the  original,  to  vessels  made  of  paper,  but  extend- 
ing it  to  all  spittoons  or  similar  vessels  weighted  at  the  bottom. 
Whatever  may  be  the  force  of  the  re -issued  patent  in  suits 
brought  on  it,  it  can  have  no  effect  as  against  the  Heath  patent, 
in  this  suit,  because  it  is  subsequent  to  that  patent.  A  re-issued 
patent  has  the  same  effect  and  operation  in  law  as  though  it 
had  been  originally  filed  in  the  corrected  form,  only  on  the 
trial  of  actions  brought  on  it  for  causes  thereafter  arising,  and 
has  no  such  effect  in  any  other  case  or  for  any  other  purpose.  Act 
of  July  8th,  1S70,  §  53,  16  U.  S.  Stat,  at  Large,  205  ;  Rev.  Stat. 
U.  S.,  §  4*916. 

The  Heath  cuspadore  was  first  introduced  into  the  market 
in  the  summer  of  1871.  It  was  immediately  appreciated  by  the 
public.  In  the  first  season  20,000  were  made  ;  in  the  second, 
40,000  ;  in  the  third,  over  80,000.  Since  that  they  have  been 
sold  in  large  and  increasing  numbers,  and  have  been  constantly 
growing  in  favor  with  the  public.  This  result,  in  connection 
with  all  the  differences,  before  adverted  to,  between  the  Heath 
cuspadore  and  prior  structured,  leads  to  the  conclusion  that  the 
invention  claimed  in  the  Heath  patent  is  a  patentable  inven- 
tion, and  that  the  patent  is  valid.  The  case  falls  within  the 
principles  laid  down  in  SmifA  v.  Goodyear  Dental  Vulcanite  Co,^ 
3  Otto,  496,  and  in  Hicks  v.  Kelsey^  18  Wallace,  670. 

It  is  urged,  that,  as  the  decision  in  the  New  Jersey  case  was 
one  on  final  hearing,  this  court  ought,  on  a  motion  for  a  pre- 
liminary injunction,  to  follow  it,  from  comity,  until  it  is  over- 
ruled by  the  Supreme  Court.  But,  in  addition  to  the  sugges- 
tions before  made,  in  regard  to  the  New  Jersey  suit,  it  appears 
that  a  large  number  of  suits  have  been  brought  on  the  Heath 
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patent,  and  that  in  none  of  them  but  the  New  Jersey  suit  has 
there  been  a  decision  against  the  validity  of  the  patent.  In  some 
of  these  suits  the  defendants  have  submitted  to  injunctions 
after  investigating  the  subject.  In  two  suits  at  law  the  plain- 
tiff recovered  against  such  defences  as  were  set  up.  In  several 
suits  in  equity  there  have  been  injunctions  and  decrees  for  the 
plaintiff.  This  court,  in  Ingersoll  v.  Benham^  14  Blatchf.  C.  C. 
R.,  541,  decided  that  the  Topham  patent  did  not  show  the  com- 
bination covered  by  the  Heath  patent.  The  Manhattan  Brass 
Company  took  a  license  under  the  patent  for  a  royalty.  Several 
firms  started  to  manufacture  the  cuspadore,  but,  on  being 
notified  that  they  would  infringe  the  patent,  they  abandoned 
the  manufacture.  Some  of  these  firms  had  licenses  under 
Topham's  re-issued  patent.  No  one  is  now  infringing  the 
patent,  by  manufacturing  the  Heath  cuspadore,  except  the 
Turners  and  Jewett  &  Sons.  The  Meriden  Britannia  Company 
was  enjoined  and  then  took  out  a  license.  All  these  considera- 
tions make  a  case  in' which  it  is  proper  to  grant  a  preliminary 
injunction. 

In  a  direct  suit  brought  by  the  owner  of  the  Heath  patent, 
for  an  infringement,  against  Jewett  &  Sons,  in  the  Northern 
District  of  New  York,  Ingersoll  v.  Jewett^  16  Blatchf.  C.  C.  R., 
378,  it  has  been  decided  by  Judge  Wallace,  that  the  decision  in 
the  New  Jersey  case  cannot  avail  Jewett  &  Sons  as  a  plea  oi 
res  adjudicata  or  estoppel.  That  decision  must  control,  on  that 
question,  at  this  stage  of  this  case. 

The  questions  on  which  this  motion  turns,  are  questions  of 
law  as  to  the  construction  of  the  Heath  specification  and  as  to 
the  patentability  of  the  invention.  There  is  no  disputed  ques- 
tion of  fact  to  be  elucidated  by  the  taking  plenary  proof  for 
final  hearing. 

The  technical  point  is  made,  that  the  only  infringement 
shown  is  the  sale  by  the  defendants  of  two  cuspadores,  prior 
to  the  assignment  of  the  patent  to  the  plaintiff.  This  is  so. 
But,  the  case  has  been  argued  on  the  part  of  the  defendants  on 
the  assumption  that  such  sale  took  place  after  the  assignmenc 
to  the  plaintiff,  which  was  March  4th,  1879,  and  the  date  of  the 
jurat  to  the  bill,,  which  was  March  5th,  1879,  and  on  the  as- 
sumption that  the  defendants  have  continued  to  sell  the  infring- 
ing cuspadores. 
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I  have  examined  this  case  with  care,  and  the  more  because 
of  the  views  expressed  by  my  brother  Nixon,  and  have  arrived, 
at  the  undoubting  conviction  that  the  plaintiff  is  entitled  to  aa 
iDJUQCtion.     It  is,  therefore,  granted. 

A.  T.  Compton  and  Frederic  H.  Bells,  for  the  complainant. 

Charles  F.  Blake,  for  the  defeodaots. 


John  J.  Schillinger 


Hermann  A.  Gunther.    In  Equity.* 

:  pavement,  mnde  of  cement,  (And  and  gravel,  made  plastic  by 
water  and  then  laid  in  blocki,  In  a  plastic  itate,  at  tbe  place  wbere  It  is 
to  be  used,  and  suffered  to  sel  or  harden  there,  ii  not  anticipated  by  a 
pKvement  made  of  blocks  of  cetnent  made  elsewhere,  and  then  laid, 
like  bricks  or  flags,  at  the  place  of  use. 

Under  §§4.917  and  4.933  of  the  Revised  Statutes,  where  a  proper  disclaimer 
is  entered  during  the  pendency  of  a  suit  on  a  patent,  there  may  be  a  re- 
covery for  the  plaintiff.  In  respect  of  what  is  not  disclaimed,  provided 
there  has  been  no  nnrcasonable  neglect  or  delay  to  enter  a  disclaimer, 
bnt  the  recovery  Is  to  be  without  costs. 

There  may  be  a  disclaimer  of  something  which  was  Introduced  Into  a  re-issued 
specification  and  did  not  exist  In  tbe  original  specification. 

In  (wnnection  with  a  disclidmer  of  a  claim  or  part  of  a  claim,  it  is  not  im- 
proper to  eliminate  or  withdraw,  by  the  same  writing,  tbe  parts  of  tbe 
body  of  the  specification  on  which  the  disclaimed  ttaira  or  pan  of  a 
claim  is  founded. 

The  disclaimer  In  this  case  upheld,  against  the  objection  that  the  matter  dis- 
claimed was  not  Introduced  by  mistake,  bnt  with  tbe  intent  to  defraud 
or  mislead  the  public. 

(Before  Bi^TCHPORD,  J.,  Southern  District  of  New  York,  August,  1879) 

Blatchfokd,  J. 

The  defendant  contends,  that  the  first  claim  of  the  plaintiff's 
re-issued  patent  is  for  a  concrete  pavement  laid  in  detached 
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blocks  or  sections,  and  that  such  claim  is  void,  because  blocks 
of  cement  had  before  been  made,  and  carried  to  the  place  where 
they  were  to  be  used,  and  laid  down  side  by  side,  thus  forming 
a  sectional  cement  pavement  having  all  the  advantages  of  the 
plaintiffs  pavement.  This  view  is  not  sound.  The  first  claim 
of  the  re-issued  patent  claims  '*  a  concrete  pavement,  laid  in 
detached  blocks  or  sections,  substantially  in  the  manner  shown 
and  described."  The  concrete  pavement  referred  to  is  shown  by 
the  specification  to  be  a  pavement  made  not  of  cement  alone, 
but  of  cement,  sand  and  gravel,  made  plastic  by  water,  and 
then  laid,  in  blocks,  in  a  plastic  state,  at  the  place  where  it  is 
to  be  used,  and  suffered  to  set  or  harden  there.  This  is  a 
different  thing  from  blocks  of  cement  made  elsewhere,  and 
then  laid,  like  bricks  or  flags,  at  the  place  of  use. 

Equally  unsound  is  the  view,  urged  by  the  defendant,  that 
the  disclaimer  takes  out  of  the  patent  the  entire  first  claim  of 
the  reissue.  It  takes  out  of  that  claim  only  so  much  thereof 
as  claims  a  concrete  pavement  made  of  plastic  material  laid 
in  detached  blocks  or  sections,  without  interposing  anything 
between  their  joints  in  the  process  of  formation.  The  first 
claim  originally  included  a  concrete  pavement  made  of  plastic 
material  laid  in  detached  blocks  or  sections,  without  interpos- 
ing anything  between  their  joints  in  the  process  of  formation. 
The  first  claim,  as  amended  by  the  disclaimer,  claims  a  con- 
crete pavement  made  of  plastic  material  laid  in  detached  blocks 
or  sections,  when  free  joints  are  made  between  the  blocks,  by 
interposing  tar  paper  or  its  equivalent. 

The  alleged  prior  inventions  of  Russ  and  Little  have  been 
disposed  of  by  the  rulings  of  Judge  Shipman  in  this  case,  and 
so  has  the  question  of  the  infringement  by  the  use  of  a  trowel 
or  a  knife. 

By  §  4>9'7  of  the  Revised  Statutes,  which  was  in  force  when 
the  disclaimer  in  this  case  was  filed  in  the  Patent  Office,  it  is 
provided  as  follows :  "  Whenever,  through  inadvertence,  acci- 
dent or  mistake,  and  without  any  fraudulent  or  deceptive  in- 
tention, a  patentee  has  claimed  more  than  that  of  which  he  was 
the  original  or  first  inventor  or  discoverer,  his  patent  shall  be 
valid  for  all  that  part  which  is  truly  and  justly  his  own,  pro- 
vided the  same  is  a  material  or  substantial  part  of  the  thing 
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patented ;  and  any  such  patentee,  his  heirs  or  assigns,  whether 
of  the  whole  or  any  sectional  interest  therein,  may,  on  payment 
of  the  fee  required  by  law,  make  disclaimer  of  such  parts  of 
the  thing  patented  as  he  shall  not  choose  to  claim  or  to  hold 
by  virtue  of  the  patent  or  assignment,  stating  therein  the  ex- 
tent of  his  interest  in  such  patent.  Such  disclaimer  shall  be 
in  writing,  attested  by  one  or  more  witnesses,  and  recorded  in 
the  Patent  Office ;  and  it  shall  thereafter  be  considered  as  part 
of  the  original  specification  to  the  extent  of  the  interest  pos- 
sessed by  the  claimant,  and  by  those  claiming  under  him,  Sifter 
the  record  thereof.  But  no  such  disclaimer  shall  affect  any 
action  pending  at  the  time  of  its  being  filed,  except  so  far  as 
may  relate  to  the  question  of  unreasonable  neglect  or  delay  in 
filing  it."  By  section  4,922  it  is  provided  as  follows  :  "  When- 
ever, through  inadvertence,  accident  or  mistake,  and  without 
any  wilful  default  or  intent  to  defraud  or  mislead  the  public, 
a  patentee  has,  in  his  specification,  claimed  to  be  the  original 
and  first  inventor  or  discoverer  of  any  material  or  substantial 
part  of  the  thing  patented,  of  which  he  was  not  the  original 
and  first  inventor  or  discoverer,  every  such  patentee,  his  ex- 
ecutors, administrators  and  assigns,  whether  of  the  whole  or 
any  sectional  interest  in  the  patent,  may  maintain  a  suit  at  law 
or  in  equity,  for  the  infringement  of  any  part  thereof  which 
was  bona  fide  his  own,  if  it  is  a  material  and  substantial  part  of 
the  thing  patented,  and  definitely  distinguishable  from  the 
parts  claimed  without  rights  notwithstanding  the  specifications 
may  embrace  more  than  that  of  which  the  patentee  was  the 
first  inventor  or  discoverer.  But,  in  every  such  case  in  which 
a  judgment  or  decree  shall  be  rendered  for  the  plaintiff,  no 
costs  shall  be  recovered,  unless  the  proper  disclaimer  has  been 
entered  at  the  Patent  Office  before  the  commencement  of  the 
suit.  But  no  patentee  shall  be  entitled  to  the  benfiets  of  this 
section  if  he  has  unreasonably  neglected  or  delayed  to  enter  a 
disclaimer."  The  purport  of  these  two  sections,  taken  to- 
gether, is,  that,  where  a  proper  disclaimer  is  entered  during 
the  pendency  of  a  suit  on  a  patent,  there  may  be  a  recovery 
for  the  plaintiff,  in  the  suit,  in  respect  of  what  is  not  dis- 
claimed, provided  there  has  been  no  unreasonable  neglect  or 
delay  to  enter  a  disclaimer,  but  the  recovery  is  to  be  without 
VOL.  IV — 31 
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costs.  In  the  present  case  a  proper  disclaimer  was  entered 
after  the  suit  was  commenced.  It  disclaims  certain  words  in 
the  body  of  the  specification,  and  it  also  disclaims  a  part  of 
what  was  claimed  in  the  first  claim  of  the  reissued  patent. 
What  is  disclaimed  in  the  body  is  the  foundation  of  so  much 
of  the  first  claim  as  is  disclaimed.  The  plaintiff  was  neither  the 
original  nor  the  first  inventor  of  so  much  of  the  first  claim  as 
is  disclaimed.  What  is  thus  disclaimed  is  a  material  and  sub- 
stantial part  of  what  is  covered  by  the  first  claim.  The  part 
of  such  claim  which  is  not  disclaimed  is  truly  and  bona  fide  the 
plaintiffs.  What  is  not  disclaimed  is  definitely  distinguishable 
from  what  he  claimed  without  right.  He  did  not  choose  to 
claim  or  to  hold  by  virtue  of  the  reissued  patent  what  he  dis- 
claimed. What  he  disclaimed  was  inserted  by  the  reissue. 
It  did  not  exist  in  the  original  patent.  But,  for  the  purposes 
of  a  disclaimer,  what  is  disclaimed  stood,  before  it  was  dis- 
claimed, as  if  there  never  had  been  but  one  patent,  and  that 
the  reissued  patent.  It  was  proper  to  correct,  by  a  disclaimer, 
the  unlawful  claim  introduced  by  the  reissue.  It  is  true,  that, 
strictly,  §  4,917  contemplates  only  a  disclaimer  of  some  claim, 
or  part  of  a  claim,  but,  in  connection  with  a  disclaimer  of  a 
claim,  or  of  a  part  of  a  claim,  it  is  not  improper  to  eliminate 
or  withdraw,  by  the  same  writing,  the  parts  of  the  body  of  the 
specification  on  which  the  disclaimed  claim,  or  part  of  a  claim, 
is  founded.  The  disclaimer  is  none  the  less  a  disclaimer  of  a 
claim  or  of  a  part  of  a  claim  because,  in  addition,  it  disclaims 
such  parts  of  the  body  of  the  specification.  The  disclaimer 
being  a  proper  one,  in  form  and  substance,  it  is,  by  the  statute, 
to  be,  after  its  filing,  "considered  as  part  of  the  original  speci- 
fication.** The  reissued  specification  is  to  be  thereafter  read 
as  if  the  disclaimer  were  incorporated  in  it. 

But,  no  disclaimer  can  be  allowed  to  be  operative,  unless 
the  unlawful  claim  was  made  through  inadvertence,  accident 
©r  mistake,  and  without  any  fraudulent  or  deceptive  intention, 
nor  can  a  plaintiff  recover  on  a  patent  which  claims  anything 
not  bona  fide  the  patentee's,  unless  the  claim  to  the  thing  not 
bona  fide  his  was  made  through  inadvertence,  accident  or  mis- 
take, and  without  any  wilful  default  or  intent  to  defraud  or 
mislead  the  public.     It  is  set  up  in  the  amended  answer,  that 
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the  part  of  the  thing  patented  which  is  disclaimed  by  the  dis- 
claimer, was  not  introduced  into  the  reissued  patent  '^  through 
inadvertence,  accident  or  mistake,  and  without  any  wilful  de- 
fault or  intent  to  defraud  or  mislead  the  public,"  but,  on  the 
contrary,  was  introduced  into  it  **  deliberately  and  with  the  in- 
tent to  defraud  or  mislead  the  public."  I  have  arrived  at  the 
conclusion,  on  the  evidence,  that  the  disclaimed  parts,  both  of 
the  body  of  the  reissued  specification,  and  of  the  first  claim 
thereof,  were  introduced  by  reason  of  a  mistaken  idea  on  the 
part  of  the  plaintifiF,  that  the  concrete,  in  setting,  would  shrink, 
so  that  the  second  block,  when  set,  would  not,  though  setting 
in  contact  with  the  first  set  block,  adhere  to  such  first  set 
block,  and  that  it  was  not  necessary,  in  forming  the  blocks 
from  the  plastic  material,  to  interpose  anything  between  their 
joints,  in  the  process  of  formation,  in  order  to  produce  the 
detached  blocks  or  sections  described  in  the  specification.  I 
am  also  of  opinion,  on  the  evidence,  that  there  was  no  wilful 
default,  or  fraudulent  or  deceptive  intention,  or  intent  to  de- 
fraud or  mislead  the  public,  on  the  part  of  the  plaintiff.  The 
evidence  shows,  that  the  plaintiff  believed,  when  he  took  the 
reissue,  that  a  sectional  pavement  could  be  made  of  plastic 
concrete,  without  interposing  anything  between  the  blocks. 
He  may  not  have  experimented  as  much  as  he  ought  to  have 
done  before  arriving  at  that  conclusion.  He  may  have  arrived 
at  it  on  insufficient  and  inadequate  grounds.  Still,  if  he  acted 
in  good  faith,  it  was  a  mistake.  If  he  made  experiments  and 
drew  a  conclusion  from  them,  not  wholly  baseless,  it  was  not 
a  wilful  default,  although  other  persons  may,  from  other  in- 
formation, have  been  of  a  different  opinion,  and  although 
other  persons  would  have  been  slow  to  draw  the  same  conclu- 
sion the  plaintiff  did  from  the  premises  before  him.  So,  too, 
although  the  experiments  and  the  conclusion  were  made  and 
arrived  at  after  the  original  patent  was  taken  out,  in  such  wise 
as  to  destroy  the  validity  of  the  reissue  so  far  as  such  conclu- 
sion was  concerned,  it  was  proper  to  make  the  disclaimer  in 
question,  in  order  to  avoid  the  effect  of  inserting  in  the  reissue 
matter  which  amounted,  if  true,  to  an  invention  made  after 
the  granting  of  the  original  patent.  The  plaintiff  states,  in 
his  affidavit   made  November  22d,  1878,  that  he   has   never 
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known  any  cement  pavement  constructed  in  sections  formed 
on  the  ground  for  actual  use  in  outdoor  work^  without  the 
interposition  of  something  while  the  material  was  in  a  plastic 
state,  to  form  or  complete  the  joints.  There  is  nothing  in  this 
that  is  inconsistent  with  his  statement  in  the  same  affidavit, 
that  he  believed,  when  he  took  his  reissue,  that  the  concrete, 
in  setting,  would  shrink,  and  that,  after  one  section  had  been 
formed,  another  section  might  be  formed  of  the  plastic  mate^ 
rial  directly  against  and  in  contact  with  the  one  already 
formed,  and  the  blocks,  when  completed,  would  be  detached; 
nor  anything  inconsistent  with  the  fair  result  of  the  evidence. 
The  experiments  on  which  he  rested  his  belief  were  not  pave- 
ments in  sections  formed  on  the  ground  for  actual  use  in  out- 
door work.  As  to  the  conversations  with  the  plaintiff,  testified 
to  by  witnesses,  they  are  too  vague  and  unreliable  to  be  satis- 
factory. The  fact  that  the  plaintiff,  in  the  fall  of  1874,  laid,  in 
Washington,  from  2,000  to  3,000  square  feet  of  concrete  pave- 
ment in  sections,  without  anything  being  interposed  between 
the  blocks,  with  the  intention  that  it  should  be  a  pavement  of 
detached  blocks,  such  as  his  specification  describes,  shows  that 
he  had  not,  at  that  time,  abandoned  the  idea  that  a  pavement 
of  detached  blocks  could  be  made  in  that  way.  It  was  not 
till  January,  1875,  that  it  clearly  appeared  that  such  pavement 
was  a  pavement  of  adhering  blocks  and  not  a  pavement  of 
detached  blocks. 

The  foregoing  observations  serve  to  show  that  there  was  no 
unreasonable  neglect  or  delay  in  not  filing  until  March  ist, 
1875,  ^^^  disclaimer  in  question. 

The  remaining  defence  set  up  in  the  amended  answer  is 
founded  on  the  first  subdivision  of  §  4,920  of  the  Revised  Stat- 
utes, and  is  to  the  effect,  that,  for  the  purpose  of  deceiving  the 
public,  the  description  and  specification  filed  by  the  patentee 
in  the  Patent  Office,  and  which  is  contained  in  the  reissued 
patent,  was  made  to  contain  less  than  the  whole  truth  relative 
to  his  alleged  invention  or  discovery,  or  more  than  is  necessary 
to  produce  the  desired  effect,  and  that  the  patent  is,  therefore, 
void.  This  defense  fails,  because,  as  has  been  held,  there  was 
no  purpose  of  deceiving  the  public ;  and,  also,  because  tlie 
disclaimer  being  now  a  part  of  the  specification,  the  specifica- 
tion is  not  open  to  the  alleged  objection. 
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The  defences  set  up  are  overruled  as  not  sustained  by  the 
evidence,  and  a  decree  to  that  effect  will  be  entered. 

Edward  Fitch  and  John  Van  Santvoordy  for  the  complainant. 
Arthur  K  Briesen^  for  the  defendant. 


William  C.  Barker 


vs. 


Deloraine  F.  Stowe. 


Same 


vs. 


Abner  C.  Nevvhall.    In  Equity. 


A  motion  for  a  rehearing,  in  a  suit  for  the  infringment  of  a  patent,  cannot 
be  made  after  the  term  at  which  the  final  decree  was  entered. 

The  necessary  averments  of  the  affidavits,  in  support  of  a  motion  for  a  re- 
hearing, discussed. 

The  proper  practice,  in  a  case  where  the  complainant  is  surprised  by  testi- 
mony of  which  no  notice  has  been  given  in  the  answer,  explained. 

(Before  Blatchpord,  J..  Northern  District  of  New  York,  September,  1S79.) 

Blatchford,  J. 

These  are  motions  to  vacate  the  decrees  in  these  causes  and 
to  reopen  the  causes  for  the  admission  of  further  evidence. 
The  decrees  were  made  in  the  June  term,  1878.  The  plaintiff 
makes  an  affidavit  that  after  the  defendants  had  taken  their 
testimony  he  *'  made  every  effort  to  obtain  rebutting  testimony, 
but  was  not  aware  that  he  could  do  so  ;  that  some  time  after 
the   rendering  of  the  decision  herein  he  was  up  in  the  New 
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England  States,  and  there  found  the  witnesses  whose  testimony 
is  embodied  in  the  accompaning  affidavits;  "  that  "  two  of  the 
deponents  are  Mr.  Witherill's  brothers,  and  one  (Mr.  Wood- 
bur}')  his  brother-in-law ;  one,  a  former  partner  of  Mr.  With- 
erill — that  is,  of  Orrin  O.  Witherill — upon  whose  testimony 
the  bills  in  the  above  cases  were  dismissed  ;  that,  finding  that 
the  testimony  of  said  Witherill  was  directly  contradicted  by  all 
these  deponents,  he,  (deponent,)  thinking  that  Mr.  Witherill's 
testimony  must  have  been  misunderstood,  went  to  Mr.  With- 
erill in  Ohio,  and  the  said  Witherill  gave  to  him  the  aflSdavit 
hereto  annexed,  which  specifically  defines  all  the  uncertain 
facts  of  his  former  testimony,  sets  forth  a  radically  different 
state  of  facts,  and  is  such  an  affidavit  as,  if  entered  regularly 
upon  the  records  of  the  case  by  way  of  evidence,  would  mate- 
rially affect  and  change  the  judgment  of  this  court;"  that 
*'  this  evidence  is  newly  discovered  by  deponent ;"  and  that 
**  there  was  nothing  in  the  evidence  of  Witherill,  when  upon 
the  stand,  to  lead  deponent  to  find  this  present  evidence," 

Rule  88  in  equity  provides  that — "  No  rehearing  shall  be 
granted  after  the  term  at  which  the  final  decree  of  the  court 
shall  have  been  entered  and  recorded,  if  an  appeal  lies  to  the 
Supreme  Court." 

These  are  suits  for  the  infringement  of  a  patent,  and,  under 
section  699  of  the  Revised  Statutes,  appeals  lie  to  the  Supreme 
Court  in  them,  without  regard  to  the  sum  or  value  in  dispute. 
The  next  term  after  the  term  at  which  the  final  decrees  were 
entered  was  the  term  commencing  the  second  Tuesday  of  Oc- 
tober, 1878,  and  the  motions  nojy  under  consideration  were  not 
given  notice  of  till  March,  1879.  These  motions  are  motions 
for  rehearings.  This  would  be  a  sufficient  reason  for  denying 
the  motions. 

But  there  is  a  further  difficulty.  The  affidavits  now  pre- 
sented by  the  plaintiff  are  those  of  Orrin  O.  Witherill,  Edwin 
E.  Witherill,  of  Chesterfield,  Massachusetts,  a  brother  of  Orrin 
O.  Witherill  and  associated  with  him,  William  H.  Woodbury, 
and  Otis  C.  Witherill  in  the  chain-pump  business  around 
Plaistow,  New  Hampshire,  Raymond,  New  Hampshire,  and 
that  section  ;  D.  L.  Tobie,  of  Lewiston,  Maine,  who,  for  fifty* 
six  years  prior  to  1869,  lived  in  New  Gloucester,  contiguous 
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to  Lewiston;  and  removed  to  Lewiston  in  1869,  and  has  been 
engaged  in  the  pump  business  in  and  about  Lewiston  for 
thirty  years  ;  Thomas  Clark,  of  Lewiston,  Maine,  who  was  in 
the  pump  business  in  Lewiston  for  ten  years  before  1879; 
William  D.  Ladd,  of  Manchester,  New  Hampshire,  who,  from 
1866  to  1878,  resided  in  Raymond,  New  Hampshire;  Henry 
S.  Clark,  of  Toledo,  Ohio,  who  went  into  the  chain-pump  bus- 
iness there  with  Orrin  O.  Witherill  in  1868  ;  A.  G.  Whittier, 
of  Raymond,  New  Hampshire,  who  has  resided  there  for  four- 
teen years  last  past,  and  is  a  brother-in-law  of  Ladd ;  George 
W.  Sellars,  of  Toledo,  Ohio ;  Samuel  Brackett,  of  Lewiston, 
Maine,  who  has  resided  there  for  thirty  years  last  past ;  Wil- 
liam Sellars,  of  Toledo,  Ohio ;  William  H.  Woodbury,  of 
Haverhill,  Massachusetts,  who  resided  .at  Plaistow,  New 
Hampshire,  when  Orrin  O.  Witherill  resided  there,  and  was  his 
agent  in  the  pump  business,  and  his  brother-in-law ;  Otis  C. 
Witherill,  of  West  Hampton,  Massachusetts,abrother  of  Orrin 
O.  Witherill,  and  associated  with  him  in  the  pump  business 
from  1865  to  187 1  about  Plaistow  and  Raymond,  New  Hamp- 
shire, and  at  Lewiston,  Maine,  and  all  over  that  section  of 
country;  John  H.  Seaver,  of  Plaistow,  Nev;  Hampshire,  who 
has  resided  there  for  thirty-eight  years  last  past ;  and  El- 
bridge  G.  Tucker,  of  Plaistow,  New  Hampshire. 

In  regard  to  Orrin  O.  Witherill's  Exhibit  A,  he  testified  that 
he  commenced  the  manufacture  of  rubber-bucket  chain-pumps 
at  Plaistow,  New  Hampshire;  that  he  used  Exhibit  A  from 
April,  1866,  to  August,  1866;  that  he  put  it  into  from  fifty  to 
one  hundred  wells,  wholly  in  the  southeastern  part  of  New 
Hampshire,  one  place  being  Raymond,  New  Hampshire;  and 
that  he  put  in  one  for  a  Mr.  Ladd  at  Raymond.  In  regard  to 
his  Exhibit  B,  he  testified  that  he  made  that  kind  at  Plaistow, 
New  Hampshire,  from  August,  1866,  to  April,  1867;  that  he 
then  went  to  Lewiston,  Maine,  and  made  and  sold  them  there 
for  a  year;  that  he  put  one  prior  to  June,  1870,  into  a  pump 
at  Toledo,  Ohio,  in  a  hotel  kept  by  one  Sellars;  and  that  Otis 
C.  Witherill,  of  West  Hampton,  Massachusetts,  Edwin  E. 
Witherill,  and  William  H.  Woodbury,  of  Plaistow,  New  Hamp- 
shire, and  Joshua  Brackett,  of  Lewiston,  Maine,  had  buckets 
like  Exhibit  B. 
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After  this  testimony  was  given  there  was  opp6rtunity  and 
occasion  for  the  plaintiff  to  make  inquiries  and  investigations 
at  Plaistow,  Raymond,  Lewiston  and  Toledo,  and  there  to 
obtain  the  evidence  of  Mr.  Ladd,  E.  E.  Witherill,  O.  C.  With- 
erill,  Woodbury,  and  Brackett.  In  the  aflSdavits  now  produced, 
those  relating  to  the  doings  of  O.  O.  Witherill  at  Plaistow 
are  those  of  E.  E.  Witherill,  Woodbury,  O.  C.  Witherill,  Sea- 
ver,  and  Tucker ;  those  relating  to  his  doings  at  Raymond  are 
those  of  E.  E.  Witherill,  Ladd,  Whittier,  and  O.  C.  Witherill;. 
those  relating  to  his  doings  at  Lewiston  are  those  of  Tobie,  T. 
Clark,  Brackett,  and  O.  C.  Witherill ;  those  relating  to  the 
hotel  at  Toledo  are  those  of  H.  S.  Clark,  G.  W.  Sellars,  and 
W.  Sellars. 

These  comprise  all  the  affidavits  produced  by  the  plaintiff 
except  those  of  himself  and  of  O.  O.  Witherill.  There  is 
nothing  to  show  that  the  testimony  contained  in  all  of  them 
could  not  have  been  produced,  with  reasonable  diligence,  on 
the  first  hearing.  All  that  the  plaintiff  says  is,  that  ^  he  made 
every  efiFort  to  obtain  rebutting  testimony,  but  was  not  aware 
that  he  could  do  so."  He  does  not  state  what  efforts  he  made, 
nor  that  he  visited  any  one  of  the  places  named  until  after  the 
decision,  or  saw  any  one  of  the  persons  named  in  O.  O.  Wither- 
ill's  testimony,  or  caused  any  inquiry  to  be  made  at  any  one 
of  such  places,  or  of  any  one  of  such  persons.  In  regard  tothe 
affidavit  of  O.  O.  Witherill,  produced  by  the  plaintiff,  it  is  sup- 
plemented by  a  subsequent  affidavit  of  his  produced  by  the  de- 
fendants, in  which  he  says  that  his  evidence,  given  when  he 
was  examined  and  cross-examined,  is  substantially  true  and 
correct. 

If  the  plaintiff  was  surprised  by  the  testimony  of  0.  0. 
Witherill,  his  proper  course  was  to  ask  for  time  to  investi- 
gate in  regard  to  it,  on  the  ground  that  no  notice  of  it  had 
been  set  up  in  the  answer.  But  he  did  not  do  that,  nor  did 
he  set  up  in  the  record  the  want  of  notice,  in  such  a  way 
as  to  make  it  available  to  him.  He  made  his  election,  and 
took  the  risk  of  the  decision,  and  it  is  now  too  late,  under 
tlie  settled  rules  of  practice,  for  him  to  obtain  relief  in  this 
suit. 

I  pass  over  various  defects  in  the  affidavits,  such  as  want  of 
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venue,  want   of  notarial  seal,  verification  before  a  justice   of 
the  peace,  and  verification  before  the  plaintiff's  counsel. 
The  motions  are  denied. 


George  E.  Buckley^  for  the  complainant. 
Walter  L.  Dailey\  for  the  defendants. 


The  Badische  Anilin  and  Soda  Fabrik 


vs. 


Thomas  K.  Cummins.    In  Equity. 


The  complainant's  patent  was  for  an  article  produced  from  anthracene, 
called  by  the  patentees ''artificial  alizarine,"  and  the  patent  described 
two  modes  of  its  production,  by  means  of  bromine.  Subsequently,  it 
was  discovered  that  the  article  could  be  produced  more  cheaply  by  using 
sulphuric  acid,  or  other  agents,  instead  of  bromine :  Held^  that  the 
article  produced  by  the  sulphuric  acid  process  was  an  infringement  of 
the  complainant's  patent. 

The  words  "artificial  alizarine*'  in  the  claim  describe  the  product  pro- 
duced by  the  process,  and  do  not  necessarily  mean  chemically  pure 
alizarine,  and  the  claim  is  valid  as  being  for  a  new  article  of  manufac- 
ture. 

(Before  Lowell,  J.,  District  of  Massachusetts,  September,  1879.) 

Lowell,  J. 

The  patent  in  suit  is  Division  B  of  Reissue  4,321,  dated 
April  4,  187 1,  for  the  article  called  artificial  alizarine.  Aliza- 
rine was  known  to  chemists  as  the  substance  which  gave  the 
principal  value  to  madder  as  a  dyestuflf.  The  patentees, 
Graebe  and  Liebermann,  assignors  of  the  plaintiff  corporation, 
made  the  brilliant  discover}'',  in  1869,  that  this  dyestulf,  or 
something  which  would  do  substantially  the  same  work,  could 
be  artificially  produced  from  anthracene,  which  was  one  of 
the  numerous  products  of  coal  tar.  To  effect  this  metamor- 
phosis, it  was  necessary  to  add  oxygen  to  the  anthracene,  and 


490  DISTRICT  OF  MASSACHUSETTS. 

Badische  Anilin  and  Soda  Fabrik  v.  Cummins. 

the  patent  describes  two  modes  of  doing  this  by  means  of 
bromine.  Within  a  year  after  this  process  was  patented,  the 
patentees,  with  the  assistance  of  a  third  chemist,  Caro,  discov- 
ered an  easier  and  cheaper  process,  in  which  sulphuric  acid  is 
used  instead  of  bromine.  Mr.  Perkin,  an  English  chemist, 
discovered  a  similar  modification  at  about  the  same  time,  and 
other  persons  have  patented  other  similar  processes,  all  of 
which  depended  upon  the  original  discovery  of  these  patentees, 
so  far  as  one  can  ever  aflfirm  such  a  conclusion.  The  result  of 
these  discoveries  has  been  that  artificial  alizarine  has  replaced 
madder  to  a  very  large  extent,  and  that  a  great  stimulus  has 
been  given  to  the  art  of  dyeing,  and  to  the  science  connected 
with  it ;  but  the  original  bromine  process  is  never  used. 

The  American  patent  of  Graebe  and  Liebermann,  granted 
in  1S69,  No.  95,465,  was  for  the  bromine  process,  or  processes, 
and  the  reissue  was  in  two  parts  ;  one,  A,  for  the  same  proc- 
esses, and  one,  B,  for  the  product. 

Whether  the  sulpho-acid  processes,  by  which  artificial  aliza- 
rine is  now  made,  are  the  equivalents  of  the  original  bromine 
processes,  is  not  important  to  be  considered  at  present,  ex- 
cepting as  concerns  the  resulting  product,  because  the  article 
is  always  made  in  Europe.  This  suit  is  directed  against  the 
use  and  sale  of  the  product.  The  question,  therefore,  is, 
whether  Division  B  of  the  patent  is  invalid. 

In  case  of  a  discovery  of  the  originality  and  beauty  of  that 
which  these  patentees  are  admitted  to  have  made  of  one  mode 
of  producing  alizarine  from  the  almost  worthless  material, 
anthracene,  it  would  seem  reasonable  that  a  valid  patent 
might  be  obtained  for  that  product  derived  from  that  source, 
although  the  artificial  alizarine,  when  produced,  should  ^ 
identical  with  alizarine  made  from  madder.  But  counsel  0^ 
both  sides  agree,  for  the  purposes  of  this  motion,  that,  t)y  ^^^ 
law  of  the  United  States,  one  who  produces  an  old  article, 
though  from  the  most  unexpected  source,  can  only  patetit  the 
mode  of  producing  it.  Granting  this  to  be  the  law.  Judge 
Shepley,  though  he  appears  to  have  understood  the  fact  to  be 
that  pure  alizarine  had  not  been  produced  before  i869,ejccept- 
ing  in  laboratories,  decided  that,  at  any  rate,  this  patent  was 
valid,  because  he  found  that  the  artificial  alizarine,  thus  P^"' 
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duced,  was  a  new  article,  differing  in  important  particulars 
from  the  dyestuffs  made  from  madder.  Judge  Wheeler,  sit- 
ting in  the  Southern  District  of  New  York,  has  made  two 
similar  decisions,  reserving,  however,  his  opinion  upon  the 
question  whether  the  patent  might  not  be  good,  though  the 
alizarine  should  be  identical  with  an  old  product.  I  give  no 
opinion  upon  this  point. 

It  seems  to  be  beyond  doubt  that  what  the  patentees  sought 
to  discover,  and  supposed  they  had  discovered,  was  the  dye- 
stuff  of  madder ;  and  if  it  be  true,  as  it  has  heretofore  three 
times  been  held  to  be  true,  that  they  discovered  something 
more,  then,  if  the  law  be  as  it  is  taken  to  be,  for  the  purposes 
of  this  motion,  they  have,  by  a  sort  of  accident,  obtained  a 
valid  patent  for  an  incident  of  a  most  valuable  discovery. 
Accidental  justice,  however,  may  be  better  than  none. 

Upon  this  motion  the  questions  have  been  tried  and  discussed 
again  with  all  the  care  and  fulness  of  a  new  case,  and  many 
facts,  not  known  at  the  time  of  the  first  suit,  have  been  brought 
out ;  but  not  much  that  was  not  before  Judge  Wheeler  at  the 
last  hearing.  The  construction  of  the  patent  has  been  very  fully 
argued,  and  a  great  amount  of  expert  testimony  has  been  given 
concerning  it,  intended  to  prove  that  the  claim  for  "  artificial 
alizarine"  means,  or  does  not  mean,  a  claim  for  a  certain  defi- 
nite substance  represented  by  a  certain  formula.  In  my  opin- 
ion, as  in  that  of  both  judges  who  have  considered  the  point 
before  me,  these  words  do  not  need,  and  will  not  admit  of,  ex- 
pert interpretation.  The  words  "artificial  alizarine"  are  used 
by  the  patentees  in  their  claim  to  describe  the  product  which 
is  the  result  of  their  process,  and  mean  exactly  what  **  artificial 
madder,"  or  any  other  name  which  they  might  have  chosen, 
would  have  meant.  "  Artificial  alizarine"  was  not  a  term  of 
art  at  the  date  of  the  patent,  though  it  may  have  become  so 
since  that  time.  If  it  has  become  so,  it  is  by  reason  of  the 
numerous  experiments  and  investigations  that  have  followed 
this  discovery,  and  have  determined  the  meaning  by  deter- 
mining the  nature  of  the  product.  In  1869,  it  was  begging 
the  question  to  say  that  the  claim  was  for  chemically  pure 
alizarine.  Even  now  the  term  seems  to  be  commonly  used  to 
include  all  forms  of  the  product  from  anthracene,  while  chem- 
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ists  sometimes  use  it  more  narrowly  to  signify  alizarine  as 
distinguished  from  isopurpurine,  etc.  No  patent,  deed  or 
contract  would  be  construed  so  narrowly,  at  this  day,  as  to 
hold  that  if  the  patentees  made  a  new  article  they  should  not 
hold  it  because  they  thought  it  an  old  one. 

It  has  been  proved  that  artificial  alizarine  contains  impor- 
tant dyeing  substances,  not  mere  impurities,  which  are  not 
found  in  madder.  Judge  Shepley,  following  the  witnesses, 
called  these  substances  anthrapurpurine  and  isopurpurine. 
These  two  are  really  one.  Still,  this  one  and  another,  which 
is  now  called  flavopurpurine,  are  found  in  artificial  <ilizarine 
and  not  in  madder  or  any  of  its  extracts,  and  are  important 
materials,  giving  some  valuable  results  which  the  extracts  of 
madder  cannot  give.  Witnesses  on  both  sides  fully  prove 
this,  and,  though  some  of  the  defendant's  witnesses  seem  to 
assert  that  there  is  nothing  which  the  new  article  can  effect 
which  cannot  be  as  well  done  by  the  old  dyestuffs,  the  defend- 
ant's  experts  say  that  the  stability  of  certain  shades  of  color 
depends  on  the  presence  of  the  new  purpurines.  There  is 
purpurine  in  madder,  and  its  chemical  formula  is  the  same  as 
that  of  isopurpurine  and  of  flavopurpurine,  but  the  three  are 
wholly  distinct  substances,  and  purpurine  is  much  inferior  to 
the  others  as  a  dyestufif.  It  is  not  contained  in  alizarine, 
though  it  can  be  made  from  it  by  adding  something. 

By  constant  experiment  and  effort,  these  facts  concerning 
the  new  purpurines  have  been  discovered  since  1 869,  and  they 
can  now  be  separated  and  produced  in  a  pure  state,  or  nearly 
so.  The  defendant,  however,  insists  that  these  new  purpu- 
rines are  not  found  in  the  artificial  alizarine  made  by  the  bro- 
mine processes,  but  only  in  those  made  by  the  more  recent 
methods.  This  is  the  only  point  upon  which  the  evidence, 
when  carefully  examined,  is  found  to  be  in  much  conflict. 
Unfortunately  the  scientific  men  who  have  investigated  aliza- 
rine and  its  products,  without  reference  to  this  litigation,  have 
had  no  occasion  to  examine  this  particular  question  ;  and,  of 
course,  all  their  experiments  have  been  made  with  the  alizarine 
which  they  find  in  the  market,  and  that  is  made  by  the  sul- 
phuric acid  processes.  Many  of  the  witnesses  for  the  defend- 
ant say  that  Graebe  and  Liebermann,  in  a  report  which  they 


SEPTEMBER,   1 879. 


493 


Badische  Anilio  and  Soda  Fabrik  v,  Cummins. 


made  to  the  Vienna  Exhibition  of  1S73,  truly  stated  that  these 
purpurines  were  a  product  of  the  sulphuric  acid  processes, 
meaning  to  have  it  understood,  as  some  of  them  positively 
assert,  that  these  gentlemen  there  stated  that  these  purpurines 
could  only  be  made  by  those  processes.  I  have  searched  the 
Vienna  Report  in  vain  for  any  such  statement;  and  I  find  that 
Judge  Wheeler  was  equally  unsuccessful.  He  found,  as  I  do, 
general  statements  that  the  processes  produced,  or  were  sup- 
posed to  produce,  an  identical  article  ;  but  nothing  definite  on 
the  precise  point  in  question. 

Perkin,  one  of  the  discoverers  of  isopurpurine,  published  a 
'*  History  of  alizarine  and  allied  coloring  matters,  and  their 
production  from  coal  tar,"  in  The  Journal  of  the  Society  of 
Arts,  London,  May  30,  1879,  which  was  handed  me  by  the 
defendant's  counsel,  with  a  passage  underscored,  which  I  sup- 
pose was  thought  to  contain  a  statement  like  that  attributed 
to  Graebe  and  Liebermann.  I  think  it  means  almost  exactly 
the  contrary.  It  is  this  :  p.  580,  "  But  it  was  gradually  found, 
when  manufacturing  artificial  alizarine  on  the  large  scale, 
that  the  smaller  the  amount  of  sulphuric  acid  used  to  convert 
the  anthraquinone  into  sulpho  acids,  the  temperature  being  also 
kept  as  low  as  practicable,  that  the  coloring  matter  made  from 
such  a  product  yielded  with  mordant  shades  of  color  more 
nearly  approaching  those  produced  with  madder,  until  eventu- 
ally the  unexpected  result  was  arrived  at,  that  it  was  necessary 
to  have  a  monosulpho  acid  of  anthraquinone  for  the  prepara- 
tion of  pure  alizarine,  and  that  the  disulpho  acid  does  not 
yield  this  substance  at  all,  so  that,  in  the  production  of  pure 
alizarine,  the  following  reactions  take  place :  monosulphanthra- 
quinonic  acid  is  first  decomposed  into  monoxanthraquinone ; 
and  this,  when  further  heated  with  an  alkali,  is  oxidized  into 
alizarine.  We  thus  see  that  this  formation  of  alizarine  differs 
entirely  from  that  originally  discovered  by  Graebe  and 
Liebermann,  both  as  regards  the  chemicals  employed,  and 
the  chemical  changes  which  take  place.  We  also  see  that 
monoxanthraquinone  is  an  intermediate  product,  and  not  a 
secondary  one." 

Now,  I  understand  Mr.  Perkin  to  mean,  that  the  process  by 
which  pure  alizarine  is  obtained  is  new,  and  that  the  process 
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of  Graebe  and  Liebermann  would  not  produce  it.  I  do  not 
mean  to  say  that  he  is  distinguishing  between  the  bromine 
and  the  sulphuric  acid  processes  of  Graebe  and  Liebermann, 
though  he  says  nothing  about  Caro,  but  I  do  suppose  him  to 
mean  that  he,  or  some  one  else,  long  after  1869,  discovered  the 
mode  of  making  pure  alizarine.  And  I  think  the  evidence  is 
that  pure  alizarine,  pure  isopurpurine  and  pure  flavopurpurinc 
are  all  new  products  since  1869,  though  all  contained  in  the 
patented  article. 

Whatever  the  meaning  of  Perkin,  or  whatever  the  fact  may 
be,  I  do  not  find  it  to  be  proved  in  this  case  that  the  process 
or  processes  of  the  patent  produce  chemically  pure  alizarine. 
I  do  not  undertake  to  account  for  the  different  results  which 
witnesses  of  skill  and  integrity  have  reached  on  the  one  side 
and  the  other.  It  does  appear,  if  I  understand  the  evidence, 
that  one  set  of  witnesses  took  one  of  the  alternative  processes 
described  in  the  patent,  while  the  other  set  took  the  other. 
Whether  this  fact,  if  it  be  one,  has  anything  to  do  with  the 
difference  of  results,  I  do  not  know.  What  I  find  is,  that  upon 
the  evidence  as  it  stands  before  me,  including  the  scientific 
reports  and  other  books,  the  artificial  alizarine  of  the  patent 
is  different  in  some  important  respects  from  any  article  known 
before.  Whether  the  alizarine,  strictly  so  called,  when  ob- 
tained from  anthracene,  is  identical  with  the  alizarine  obtained 
from  madder,  is  said  by  Auerbach,  in  1877,  to  be  a  disputed 
question.  "Anthracene,  etc.  By  G.  Auerbach.  Translated 
by  Crookes,"  Lond.,  1877,  p.  155.  Auerbach  himself  thinks  it 
is  identical ;  I  have  assumed  it  to  be  so ;  but  the  point  is  un- 
important at  this  time.  I  agree  with  Judges  Shepley  and 
Wheeler,  that  the  claim  is  for  a  new  article  of  manufacture, 
which  was  new  in  fact. 

The  remaining  questions  argued  are  the  same  that  have 
been  passed  upon  in  the  other  cases.  The  fact  of  infringe- 
ment appears  to  be  made  out  by  evidence  not  contradicted. 

Temporary  injunction  granted. 

/,  Van  Santvoordy  for  the  complainant. 
Dickerson  and  Beaman^  for  the  defendant. 
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John  D.  Ad^ms 


vs. 


William  Loft.    In  Equity. 


Letters  patent  No.  111,798,  granted  to  Thomas  Adams,  February  14th,  1871, 
for  an  improvement  in  chewing  gum,  held  void  for  want  of  novelty. 

The  question  of  what  constitutes  sufficient  novelty,  discussed. 
(Before  Nixon,  J.,  Distria  of  New  Jersey,  September,  1879.) 

NlXON,  J. 

The  bill  was  filed,  in  this  case,  by  the  complainant,  for  an  in- 
junction and  an  account,  against  the  defendant,  for  the  alleged 
infringement  of  letters  patent  No.  111,798,  dated  February 
14th,  1871,  for  **  improvement  in  chewing  gum." 

The  inventor,  in  his  specifications,  says  that  his  invention 
consists  in  a  method  of  preparing  the  natural  product,  known 
as  chickly,  to  produce  a  chewing  gum.  This  chickly  is  a 
vegetable  gum,  imported  into  this  country  from  Mexico,  the 
color  of  which  varies  from  a  dark  cream  to  a  brownish  or 
earthy  color.  His  method  of  preparation  consists  in  taking 
the  crude  chickly  of  commerce  and  subjecting  it  to  the 
action  of  hot  water.  In  other  words,  he  washes  the  gum, 
taken  in  its  natural  state,  in  hot  water,  in  order  to  remove 
from  it  all  coloring  matter  and  impurities,  and  the  product, 
to  wit,  the  washed  gum,  is  the  new  article  of  manufacture. 
His  claim  is,  **  the  chewing  gum  prepared  from  the  material 
and  in  the  manner  specified,  as  a  new  article  of  manu- 
facture.** Even  if  it  should  be  conceded,  that  the  phrase- 
ology of  the  claim  includes  the  process  as  well  as  the 
product,  it  remains  a  serious  question  whether  the  invention 
has,  in  itself,  any  patentable  quality.  The  Patent  Act,  Rev. 
Stats.,  §  4886,  authorizes  a  patent  to  be  issued  to  any  person 
who  has  invented  or  discovered  any  new  and  useful  art, 
machine ,  manufacture  or  composition  of  matter,  or  any  new 
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and  useful  improvement  thereof.  The  alleged  invention  must 
be  both  useful  and  new.  How  will  the  present  stand  this 
test  ? 

1.  In  regard  to  its  usefulness.     The  law  charges  the  court 
with  the  duty  of  determining  whether  inventions  are  frivolous 
or  insignificant,  and  I  was  strongly  inclined,  at  the  hearing,  to 
apply  to  the  case  the  maxim,  De  minimis  non  curatur^  and  dis- 
miss it  without  further  consideration.     But  that,  perhaps, 
would  have  been  going  too  far,  especially  as  want  of  utility 
was  set  up  as  a  defence  in  the  answer,  and  no  evidence  wa5 
afterward   offered   tending  to  impeach  the  patent  on  that 
ground.     Prima /aci^  every  pattnt  is  good,  and  I  cannot  say 
that  it  appears  upon  the  face  of  the  letters  patent  and  specifi- 
cations in  this  case,  that  the  invention  is  frivolous  or  useless, 
or  hurtful  to  the  morals  or  health  of  society.     Chewing  pi^ 
may  have  its  use,  in  the  social  economy,  as  a  substitute  for* 
greater  evil  or  folly.     The  degree  of  utility  is  not  a  question. 
The  law  only  requires  that  it  shall  be  capable  of  some  ^^^' 
and  that  the  use  is  not  prohibited  by  sound  morals  or  pubU^ 
policy.     Curtis  on  Pat.,  §  io6. 

2.  In  regard  to  the  other  requisite  quality  of  patentable  ^^* 
ventions,  to  wit,   their  novelty,  that  also  is   denied   in    ^^^ 
answer,  and  testimony  has  been  taken  tending  to  exhibit  ^ 
lack  of  it.     It  is  shown  that  the  gum  chickly  is  obtained  f^^ 
the  juice  of  a  tree,  belonging,  in  botany,  to  the  genus  A^^^ 
sapata^  which  grows  in  the  West  Indies,   Mexico  and  So^ 
America.     The  product  is  a  gum  resin,  and  has  the  get^^ 
properties  of  and   belongs  to   the  same  class  of  resin  ^     . 
caoutchouc  and    gutta    percha.      It  may   be   remarked « 
passing,    that   the  Consul-General  of  Mexico  was  prod**^^ 
as  a  witness  for  the  defendant,  and  he  states,  that  in  Me^c  i  ^  > 
the  vulgar  name  of  the  tree  from  which  it  is  taken   is  ChfCO 
Zapote  ;   whence,   doubtless,   the  name  chickly   is  den^^ 
He   further  testifies  that  the   product  is  known   to  Vf^' 
body  there,  and  is  commonly  used  as  a  chewing  gum,  bei^  ' 
sold  in  the   country   stores   in   shape  of  grotesque  figure^ 
As  some  importance  seems  to  have  been  attached  to  this 
fact,  upon  the  argument,  it  may  be  said  that  such  foreign 
prior  public  use  was  not  brought  home  to  the  knowledge 
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of  the  patentee  before  the  date  of  the  patent,  and  hence 
cannot  be  u^ed  in  this  case  against  its  validity.  The  prior 
use  which  invalidates  a  patent,  under  our  law,  is  a  use 
within  the  United  States,  which,  as  yet,  does  not  embrace 
Mexico. 

The  subjection  of  india  rubber  and  gutta  percha  to  the 
action  of  hot  water,  for  the  purpose  of  cleansing,  is  an  old  and 
well-known  process.  Mr.  Joslin,  a  superintendent  of  rubber 
works  in  Jersey  City,  fully  describes  the  method  of  washing 
the  crude  articles,  as  pursued  by  him  since  he  commenced 
business  in  1844,  and  says  that  the  same  process  has  been 
used  by  all  the  rubber  establishments  that  have  come  under 
his  observation.  It  is  the  same  method  substantially  as  that 
described  by  the  patentee  in  the  specifications  of  his  patent. 

To  take  a  process  so  generally  known  as  this  in  its  applica- 
tion to  india  rubber  and  gutta  percha,  and  apply  it  to  the 
gum  chickly,  is  not  invention  ;  and  the  result  obtained,  to 
wit,  a  gum  more  free  from  soluble  matter  and  impurities  than 
the  chickly  in  its  crude  state,  is  nothing  new  ;  it  comes 
within  the  forbidden  application  of  old  contrivances  to  new 
objects.  The  case  is  not  distinguishable  from  Howe  v.  Abbott^ 
2  Story,  190,  in  which  the  attempt  was  made  to  sustain  the 
novelty  of  a  patent  for  the  process  of  curling  palm  leaf  for 
mattresses,  it  appearing  at  the  same  time  that  hair  had  (ong 
been  prepared  by  the  same  means  for  the  same  purpose.  Mr. 
Justice  Story,  in  holding  it  to  be  a  double  use  of  an  old  pro- 
cess, said  ;  **  It  is  precisely  the  same,  as  if  a  coffee-mill  were 
now,  for  the  first  time,  used  to  grind  corn.  The  application 
of  an  old  process  to  manufacture  an  article,  to  which  it  had 
never  before  been  applied,  is  not  a  patentable  invention. 
There  must  be  some  new  process,  or  some  new  machinery 
used,  to  produce  the  result.  If  the  old  spinning  machine  to 
spin  flax  were  now  first  applied  to  spin  cotton,  no  man  could 
hold  a  new  patent  to  spin  cotton  in  that  mode  ;  much  less  the 
right  to  spin  cotton  in  all  modes,  although  he  had  invented 
none.  As,  therefore.  Smith"  (the  patentee)  **  has  invented  no 
new  process  or  machinery  ;  but  has  only  applied  to  palm  leaf 
the  old  process,  and  the  old  machinery  used  to  curl  hair,  it 
does  not  strike  me,  that  the  patent  is  maintainable.  He,  who 
VOL.  IV — 32 
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produces  an  old  result  by  a  new  mode  or  process,  is  entitled  to 
a  patent  for  that  mode  or  process.  But  he  cannot  have  a 
patent  for  a  result  merely,  without  using  some  new  mode  or 
process  to  produce  it.'* 

It  is  not  claimed  that  chewing  gum  in  itself  is  new.  Every 
one  familiar  with  the  habits  of  school  children  knows  to  the 
contrary.  It  is  conceded  that  long  before  the  patentee 
attempted  to  convert  the  crude  gum  chickly  into  an  article 
cleanly  enough  for  the  mouth  of  man,  by  washing  out  some 
of  its  impurities,  chewing  gum  made  from  the  spruce  gum, 
paraffine,  and  other  natural  productions,  was  for  sale  upon 
the  market.  It  is  shown  that  the  product  of  the  same  class 
or  family  of  the  vegetable  kingdom  had  been  washed  and 
cleansed  in  the  same  manner,  years  before.  Under  these  cir- 
cumstances, it  is  difficult  to  find  any  novelty  in  the  invention 
as  set  forth  and  described  in  the  patent. 

If  the  letters  patent  could  be  sustained,  there  would  be  no 
doubt  about  the  infringement.  The  defendant,  instead  of 
using  hot  water  for  moistening  and  washing  the  crude  article, 
has  applied  steam,  with  the  subsequent  application  of  cold 
water.  Such  a  palpable  attempt  at  evasion,  not  having  even 
the  merit  of  originality,  would  not  for  a  moment  be  tolerated 
by  the  court,  if  we  could  see  the  way  clear  to  uphold  the  pat- 
ent ;  but  not  being  able  to  do  so,  the  complainant's  bill  must 
be  dismissed,  with  costs. 

Francis  Forbes^  for  the  complainant. 
M,  T.  Netuboldy  for  the  defendant. 
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John  H.  Blaisdell 


vs. 


GusTAVUs  D.  Dows.    In  Equity 


The  validity  of  a  patent  which  has  been  once  upheld  by  the  court  must  be 
taken  for  granted,  on  a  motion  for  a  preliminary  injunction,  in  another 
suit  for  the  infringement  of  the  same  patent,  unless  some  new  evidence, 
not  accessible  before,  or  some  other  reason  for  doubting  the  soundness 
of  the  result  reached  in  the  former  case,  is  brought  forward. 

(Before  Lowell,  J.,  District  of  Massachusetts,  September,  1879.) 

Lowell,  J. 

The  validity  of  BlaisdeH's  patent  to  the  extent  of  certain 
narrow  claims  having  been  upheld  by  this  court,  must  be 
taken  for  granted  in  deciding  this  motion,  unless  some  decid- 
edly new  evidence,  not  accessible  before,  or  some  other  reason 
for  doubting  the  soundness  of  the  result  reached  in  the  former 
case,  is  brought  forward.  The  defendant  will  have  every 
opportunity  for  contesting  all  questions,  but  the  prima  facie 
case  on  this  point  is  with  the  plaintiff. 

I  think  the  apparatus  of  Dows,  made  under  his  patent  of 
1864,  is  within  the  fourth  claim  of  BlaisdelPs  patent  of  1863, 
his  cup  being,  so  far  as  I  can  see,  a  movable  diaphragm  oper- 
ating substantially  like  the  fixed  diaphragm,  U,  of  the  patent. 

Temporary  injunction  granted. 

T.  W.  Clarke^  for  the  complainant. 
D,  B.  GorCy  for  the  defendant. 
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John  H.  Blaisdell 
Calvin  D.  Puffer.    In  Equity. 

An  objection,  that  the  construction  of  one  part  of  the  patented  apparatus,  in 
a  particular  form,  is  unnecessary,  will  not  avail  a  defendant  who  uses 
the  form  claimed  in  the  patent.  » 

(Before  Lowell,  J.,  District  of  Massachusetts,  September,  1879.) 

Lowell,  J. 

As  to  the  validity  of  the  patent,  I  refer  to  my  remarks  in  tlie 
case  against  Dows. 

The  soda  pipe  or  apparatus,  which  is  exhibited  as  ha.vins 
been  bought  of  the  defendant,  appears  to  me  to  infring-e     tHe 
fourth  claim.     If  it  be  true,  as  was  suggested  at  the  slv^v}- 
ment,  that  the  contraction  in  the  chamber  is  unnecessa.r7, 
then  the  defendant  can  easily  change  the  form  of  the  cham- 
ber and  escape  the  patent ;  but  his  apparatus,  as  it  now  st sin  ds, 
seems  to  have  a  chamber  like  w^hat  was  decided  to  be     the 
fourth  claim  of  the  patent,  and  to  be  valid. 

Temporary  injunction  ordered. 

T,  W.  Clarke^  for  the  complainant. 
D.  B.  Garcy  for  the  defendant. 
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Lucius  H.  Couse  et  al. 


vs. 


Grove  H.  Johnson  et  al.    In  Equity. 


The  patentee's  exclusive  right  is  enforcible  only  within  the  limits  of  his  own 
definition  of  his  invention.  What  he  has  not  distinctly  claimed,  much 
more  what  he  has  not  claimed  at  all,  cannot  be  injected  into  his  claims, 
even  to  save  the  patent. 

The  application  of  old  mechanical  devices,  without  material  change,  to  a  use 
in  which  they  were  not  before  employed,  but  which  was  known  and 
had  been  practised,  does  not  constitute  a  patentable  invention. 

It  is  not  invention  to  make  the  legs  of  a  stove  long  enough  to  allow  a  lamp 
to  be  placed  under  it,  without  touching  it. 

(Before  McKennan,  J.,  Western  District  of  Pennsylvania,  September, 
1879.) 

McKennan,  J. 

I  am  unable  to  agree  with  the  ingenious  counsel  of  the 
complainants  in  his  construction  of  the  principal  claims  of 
the  patent  in  controversy.  **  Nebulous**  as  they  are,  they 
ought  not  to  be  expanded  constructively  beyond  the  limita- 
tions which  the  patentee  has  imposed  upon  them,  so  as  to 
cover  subsequent  improvements  in  an  art  in  which  the  inven- 
tion claimed  was,  at  most,  only  a  step  in  advance.  The  pat- 
entee's exclusive  right  is  enforcible  only  within  the  limits  of 
his  own  definition  of  it.  What  he  has,  then,  not  distinctly 
claimed,  much  more  what  he  has  not  claimed  at  all,  cannot 
be  injected  into  his  claims,  even  though  that  may  be  neces- 
sary to  save  his  patent. 

The  first  claim  is  for  **  The  use  and  adaptation  of  the  body 
or  sides  of  the  stove  or  range  D  to  serve  as  and  perform  the 
office  of  a  flue  or  chimney  over  the  lamp  or  oil-holder  A,  sub- 
stantially as  described,  and  for  the  purposes  set  forth/'  It  is 
urged  that  this  is  to  be  regarded  as  a  claim  for  a  combination 
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of  three  elements,  to  wit :  the  parts  of  the  stove  or  range  D 
above  the  air-guide  diaphragm,  with  its  elongated  air-guides 
conforming  to  the  wick-tubes,  and  the  lamp.  Whether  the 
specification  might  warrant  such  a  claim,  it  is  not  necessary 
to  consider,  but  such  is  not  the  import  of  the  claim,  as  the 
patentee  has  chosen  to  construct  and  limit  it.  It  has  exclu- 
sive reference  to  the  cylinder  to  be  placed  on  the  top  of  the 
lamp,  and  to  its  adaptation  to  a  single  defined  purpose,  viz., 
to  perform  the  office  of  a  chimney.  When  this  is  done,  the 
object  contemplated  by  the  claim  is  completely  fulfilled,  and 
no  other  part  of  the  invention,  which  does  not  necessarily 
pertain  to  the  special  office  stated  in  the  claim,  can  be  cotisid- 
ered  as  embraced  in  it.  Now,  the  functions  performed  by  a 
flue  or  chimney  over  a  lamp  in  an  oil-stove  are  to  create  a 
draft  of  air  to  carry  off  the  products  of  combustion  and  to 
direct  the  heat  to  the  top  of  the  chimney.  All  these  funcrtions 
are  exclusively  performed  by  the  cylinder  described  in  the 
patent,  and  hence  no  other  device  can  be  properly  included 
in  the  claim.  Now,  the  employment  of  a  chimney  o'^^er  ^ 
lamp  filled  with  kerosene  oil  and  other  combustible  fluids, 
and  for  all  the  purposes  indicated  in  this  claim,  is  not  ««*'• 
It  is  unnecessary  to  analyze  the  numerous  exhibits  ir»  the 
case,  or  to  refer  to  them.  It  is  sufficient  to  say,  that  it  is 
shown  in  the  patents  of  Fish,  of  Eddy,  and  of  Clinton,  and 
in  the  Dietz  lamp,  all  of  which  antedate  the  plaintiffs*  pa.  tent, 
and,  therefore,  anticipate  this  claim. 

The  second  claim  is  for  **  The  attaching  of  one  or  mo^ts^^ 
guides,  cones,  or  deflectors  in  the  diaphragm  C,  and  the  ad- 
justment of  the  same  in  the  stove  or  range  F,  substantially  as 
described,  and  for  the  purposes  set  forth.**  The  folio ving 
clause  is  all  that  the  specification  contains  touching  this 
claim  :  **  The  device  for  guiding  the  air  into  the  flame,  and 
to  be  placed  over  the  wick-tubes,  is  shown  in  drawing  B. 
These  air-guides  I  fasten  into  a  diaphragm  about  one  fourth 
of  an  inch  larger  in  diameter  than  the  lamp  A.  The  relative 
position  of  the  air-guides  in  the  diaphragm  should  be  ^"^ 
same  as  that  of  the  wick-tubes  in  the  lamp  A.**  Drawing  " 
represents  an  air-guide  of  oblong  shape,  and  nowhere  elsci" 
the  patent  is  there  any  specific  indication  of  its   int^**^^ 
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form.  The  claim  is  not  limited  to  an  air-guide  of  this  form, 
and  the  specification  does  not  assign  any  peculiar  merit,  or 
claim  any  new  result,  as  the  product  of  its  conformation.  No 
particular  form  of  air-guide,  then,  can  be  considered  as  an 
essential  part  of  the  invention.  Barry  v,  Gugenheim^  5  Fish., 
455.  The  attaching  of  one  or  more  air-guides  to  the  dia- 
phragm, and  their  adjustment  in  the  stove,  are  the  only  feat- 
ures of  the  alleged  invention  claimed.  How  the  air-guides  are 
to  be  attached,  the  specification  does  not  direct,  otherwise  than 
that  they  are  to  be  **  fastened  i»to  the  diaphragm."  They 
are  to  be  adjusted  with  reference  to  the  location  of  the  wick- 
tubes,  over  which  they  must  be  placed,  so  that  the  corners  of 
the  latter  will  be  on  a  level  with  the  lowest  point  in  the  slot 
or  mouth  of  the  air-guides. 

It  is  not  saying  too  much  to  affirm  that  the  subject  of  this 
claim  is  of,  at  least,  doubtful  patentability,  and  that,  in  view 
of  the  vagueness  of  the  specification,  the  patentee  cannot 
make  a  valid  claim  to  it ;  but,  in  consideration  of  the  state 
of  the  art,  I  am  satisfied  that  the  matter  claimed  is  not  novel. 
It  is  embodied  in  several  of  the  devices  exhibited  in  the  de- 
fendants' proofs,  which  are  prior  in  date  to  the  complainants* 
patent.  Nor  is  the  effect  of  the  exhibits  upon  any  of  the 
claims  of  this  patent  averted  by  the  fact  that  the  patentee 
proposed  to  use  his  device  exclusively  as  a  stove  and  to  em- 
ploy kerosene  for  combustion,  while  some  of  the  exhibits 
were  intended  for  use  as  illuminating  lamps  in  which  alcohol 
or  other  combustible  fluids  were  to  be  burned.  The  use  of 
kerosene  oil  to  produce  both  heat  and  light  was  not  new,  nor 
is  any  new  function  performed  by  the  devices  employed  by  the 
patentee  to  feed  the  lamp-flame  with  air,  and  to  promote  and 
govern  the  escape  of  the  products  of  combustion.  The 
application  of  old  mechanical  devices,  without  material 
change,  to  a  use  in  which  they  were  not  employed  before, 
but  which  was  known  and  had  been  practised,  does  not  con- 
stitute a  patentable  irtvention.  Bean  v.  Smallwood^  2  Story, 
408. 

The  third  claim  is  for  **  the  arrangement  of  the  diaphragms 
C  and  g  gy  thus  forming  an  air-chamber  between  the  oil-holder 
and  stove  or  range,  substantially  as  described,  and  for  the 
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purposes  set  forth.**  Between  these  diaphragms,  a  space  is 
left  about  on -half  inch  in  height.  This  constitutes  a  cham- 
ber into  which  the  air  is  admitted  through  perforations  in  the 
lower  diaphragm,  or  in  the  body  of  the  stove  at  its  lower  end, 
and  the  object  is  to  interrupt  the  radiation  of  heat  from  the 
burners  to  the  oil-holder  below.  An  air-chamber  or  receptacle 
for  air  around  the  wick-tubes,  and  below  the  burner,  is  an  in- 
dispensable adjunct  to  every  petroleum-burning  lamp,  to  sup- 
ply the  air  needed  for  combustion.  Hence  it  is  found  in 
most  of  the  exhibits  produced  in  evidence,  and,  doubtless,  its 
contemplated  use  was  as  a  reservoir  of  air  to  supply  the 
burners  ;  but,  at  the  same  time,  it  **  prevents  the  heat  from 
being  thrown*'  upon  the  oil-holder.  It  is  the  same  device, 
operating  in  the  same  way,  and  producing  the  same  result 
with  that  embraced  in  this  claim,  and,  therefore,  the  com- 
plainant cannot  appropriate  it  as  his  exclusive  property. 

The  fourth  claim  is  for  **  a  non-conductor  of  heat  used  as  a 
packing  between  the  stove  and  tlie  oil-holder,  arranged  sub- 
stantially as  described  and  set  forth."  Referring  to  the 
specification,  it  is  plain  that  this  is  merely  an  alternative  of 
the  third  claim.  It  expressly  says  so,  and  it  contemplates 
only  the  substitution  of  a  solid  non-conductor  for  the  air  re- 
lied upon  in  the  preceding  claim.  Its  direction  is  to  "  fill 
the  space  between  the  diaphragm  C  and  g^  g,  with  a  slab  of 
corkwood,  or  pack  it  with  granulated  cork,  asbestus,  or  any 
similar  non-conductor  of  heat  adapted  to  the  purpose,  leav- 
ing an  opening  under  each  of  the  air-guides  for  air."  It  is 
obvious  that  water  is  not  the  equivalent  of  either  of  the  non- 
conductors contemplated,  because  its  use  as  they  are  directed 
to  be  used,  is  utterly  impracticable.  The  air-chamber  could 
not  be  filled  with  water,  because  it  would  not  retain  any  of 
it,  and  if  the  air-chamber  could  be  thus  filled,  its  indispensable 
use  as  a  means  of  supplying  the  burners  with  air  would  be 
effectually  precluded.  Water,  then,  contained  in  an  open 
vessel  placed  on  top  of  the  oil-holder,'  is  not  an  infringement 
of  this  claim,  limited  as  it  is  ;  but,  even  if  it  were,  its  use  is 
fully  warranted  by  a  similar  prior  use  of  it  in  vessels  outside 
of  the  air-chamber,  as  shown  in  the  Clinton  and  Custer 
exhibits. 
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The  fifth  claim  is  for  **  the  insulation  of  the  lamp  or  oil- 
holder  by  non-contact  with  the  heater,  stove,  or  range,  sub- 
stantially as  described  and  set  forth."  In  simple  phrase,  the 
import  of  this  is,  that  the  body  of  the  stove  and  the  oil-holder 
are  to  be  made  in  detached  parts,  which  are  not  to  be  placed 
in  contact  with  each  other.  "Insulation"  is  effected  by 
making  the  legs  of  the  stove  long  enough  to  allow  the  lamp 
to  be  placed  under  it,  without  touching.  The  object  is  to 
avoid  the  transmission  of  heat  from  the  stove  to  the  oil-holder 
by  conduction.  To  call  this  invention,  is  to  misapply  the 
term.  The  means  of  effecting  the  desired  result  are  so  ob- 
vious that  it  does  not  require  ordinary  mechanical  skill  to  de- 
vise and  apply  them.  But,  in  the  respondents*  stove,  it  is  not 
sought  to  avoid  contact  between  the  flue  or  chimney  and  the 
oil-holder.  To  the  former  are  attached  not  less  than  three 
metallic  legs,  which  extend  downward  and  rest  upon  the  top 
of  the  oil  reservoir.  The  two  parts  are  thus  directly  in  con- 
tact, but  the  heat  transmitted  through  the  legs  is  intercepted 
by  a  body  of  water  which  surrounds  them  in  a  trough 
arranged  upon  the  top  of  the  oil-holder.  Thus  there  is  no  in- 
fringement of  the  claim. 

The  bill  is  dismissed  at  the  costs  of  the  complainants. 

,   Sturgeon  &*  Hallocky  and  B.  F.  Lee^  for  the  complainants. 
George  S.  Prindle,  and  Bakewell  &*  /Cerr,  for  the  defendants. 
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John  Christman  et  al. 

vs. ' 

John  A.  Rumsey  et  al.    In  Equity.* 

The  reissued  letters  patent  granted  to  Juhn  Christman,  March  24th,  1874. 
for  an  "improvement  in  pump  filters/'  on  the  surrender  of  original 
letters  patent  granted  to  him  November  2Sth,  1865,  are  valid,  as  re- 
spects the  first  claim. 

The  decision  of  the  Commissioner  of  Patents  as  to  the  existence  of  a  ground 
for  reissue  set  forth  in  §  53  of  the  Act  of  July  8th,  1870,  16  U.  S.  Stat 
at  Large,  205,  is  conclusive. 

The  said  reissued  patent  has  not  new  matter  introduced  into  its  spedficatlon 
in  violation  of  said  §  53  :  nor  is  it  open  to  the  objection  that  it  is  not 
for  the  same  invention,  or  for  any  invention,  described  in  the  original 
specification  as  the  invention  of  the  patentee. 

It  was  lawful,  under  the  decision  in  The  Com  Planter  Patent,  23  Wallace. 
iSi,  to  reissue  said  patent  with  claims  to  combinations  of  fewer  ele- 
ments than  were  contained  in  the  combmation  claimed  in  the  claim  of 
the  original  patent,  the  sub-combinations  of  the  reissue  entering  into  a 
larger  combination  claimed  in  the  original. 

The  claims  of  said  reissued  patent,  namely,  *'  i.  The  combination  of  a  wire 
gauze,  C,  with  an  open  grating  or  guard,  A,  of  sufficient  strength  for  the 
purpose  required,  and  a  point,  A',  constructed  substantially  as  and  for 
the  purposes  described.  2.  The  combination  of  a  grating.  A,  having 
apertures  through  it  for  the  passage  of  the  water  to  the  interior,  forming 
the  lower  end  of  a  pump  tube,  with  a  wire  gauze,  C,  for  filtering  the 
water,  substantially  as  described,"  are  claims  to  combinations  and  not 
merely  to  aggregations  of  parts. 

The  question  of  the  infringement  of  the  first  claim,  considered. 

The  second  claim  is  void  for  want  of  novelty. 

The  plaintiff  was  allowed  to  recover  on  the  first  claim,  on  making,  before  a 
decree,  a  disclaimer  as  to  the  second  claim,  it  not  appearing  that  there 
had  been  any  unreasonable  neglect  or  delay  to  enter  such  disclaimer, 
but,  as  the  disclaimer  was  not  made  before  the  suit  was  brought,  costs  to 
the  plaintiff  were  refused. 

(Before  Blatchford,  J.,  Northern  District  of  New  York,  September,  1879-) 

*  17  Blaichf.  C.  C.  R.,  148. 
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Blatchford,  J. 

This  suit  is  brought  on  reissued  letters  patent  granted  to 
John  Christman,  March  24th,  1874,  for  an  **  improvement  in 
pump  filters.**  The  specification  says  :  **  In  pointed  pump 
tubes  heretofore  essayed,  difficulties  have  arisen  in  keeping 
them  free  from  clogging  and  rendering  them  efficient.  My 
invention  was  made  to  overcome  these  difficulties,  in  which  I 
have  fully  succeeded.  The  construction  of  my  apparatus  is 
substantially  as  follows,  referring  to  the  accompanying  draw- 
ing, which  is  a  side  elevation  of  the  filtering  point  made  for 
driving,  affixed  to  the  lower  end  of  a  pump  tube,  with  the 
side  grating  A  broken,  to  show  the  wire  gauze,  C.  I  form 
an  open  grating  A,  of  rods  of  proper  sized  wire  of  a  conven- 
ient length  and  form,  the  upper  ends  of  which  are  perma- 
nently affixed  to  a  collar  or  head  piece,  B,  on  which  a  screw 
may  be  cut,  to  affix  it  to  the  lower  end  of  the  pump  tube,  D. 
This  screw  may  be  cut  on  the  inside,  as  shown  by  the  draw- 
ing, or  on  the  outside,  as  preferred,  the  joint  being  made  in 
any  well  known  way.  The  open  grate  A  extends  down 
cylindrically  in  the  drawing  a  sufficient  distance,  and  is 
thence  tapered  and  brought  into  a  solid  point,  A',  as  in  the 
drawing  ;  or  it  may  be  made  rounded  or  square,  so  there  is  a 
solid,  compact  end  adapted  to  the  purposes  intended.  Inside 
the  gratinjj^  A,  I  insert  another  tube,  C,  made  of  wire  gauze, 
and  covering  the  spaces  between  the  bars  of  the  grate  A,  and 
properly  fastened  in  place,  which,  I  find,  makes,  in  connec- 
tion with  the  strong  supporting  grating,  a  perfect  filter,  to 
be  used  at  the  bottom  of  pump  tubes.  Where  it  is  required, 
as  in  quicksands,  etc.,  there  may  be  a  filtering  medium  put 
inside  the  wire  gauze,  to  resist  the  outside  pressure  ;  but,  for 
ordinary  cases,  no  such  packing  is  necessary."  The  claims 
of  the  reissue  are  as  follows  :  **  i.  The  combination  of  a  wire 
gauze,  C,  with  an  open  grating  or  guard.  A,  of  suflicient 
strength  for  the  purpose  required,  and  a  point,  A',  construct- 
ed substantially  as  and  for  the  purposes  described.  2.  The 
combination  of  a  grating,  A,  having  apertures  through  it  for 
the  passage  of  water  to  the  interior,  forming  the  lower  end  of 
a  pump  tube,  with  a  wire  gauze,  C,  for  filtering  the  water, 
substantially  as  described.'* 
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The  original  letters  patent  were  granted  to  John  Christ- 
man,  November  28th,  1865,  for  an  **  improvement  in  pump 
filters/'  The  specification  of  the  original  says:  "Beit 
known,  that  I,  John  Christman,  of  the  city  of  Syracuse,  N. 
Y,  have  invented  a  new  and  improved  pump  filter,  and  I  do 
hereby  declare  that  the  following  is  a  full,  clear  and  exact 
description  of  the  construction  of  the  same  and  the  form 
thereof,  when  complete,  reference  being  had  to  the  annexed 
drawings  making  a  part  of  this  specification.  The  letters 
used  represent  the  same  parts  wherever  they  occur.  To  en- 
able others  skilled  in  the  art  to  make  and  use  my  invention,  I 
will  proceed  to  describe  the  construction  of  the  filter,  and  its 
form  when  complete  and  ready  for  use.  I  use  any  kind  of 
common  wire  and  arrange  sections  thereof  in  a  tubular  form, 

A,  so  that  the  longitudinal  sections  a,  a,  a,  a,  etc.,  will  form 
'  an  open  grate.     The  ends  of  the  wire  sections  designed  for 

the  lower  part  of  the  filter  are  welded  together  in  a  compact 
form,  which  may  be  round,  pointed  or  square  across.  The 
ends  of  the  wire  sections  designed  for  the  upper  part  of  the 
filter  are  made  to  pass  between  two  shoulders,  d  the  inner  one 
and  c  the  outer  one,  forming  a  part  of  the  round  head  piece 

B,  thus  keeping  them  in  a  circular  or  tubular  form,  and,  to 
hold  the  same  firmly,  the  outer  shoulder,  r,  may  be  soldered 
down  upon  the  wire  sections,  and  the  same  thus  held  securely 
in  their  places.  The  head-piece  will  be  of  sufficient  length, 
so  that  the  upper  end  thereof  may  receive  the  cut  of  a  screw, 
either  on  the  inside  or  the  outside,  as  may  be  desirable,  as 
seen  at  //,  to  receive  the  pump  tube  D.  Fitting  the  inside  of 
the  wire  tube  thus  formed  I  insert  another  tube,  C,  made  of 
common  wire  gauze,  and  the  two  thus  formed  make  a  strong 
and  perfect  filter  to  be  used  at  the  bottom  of  pump  tubes. 
The  tube  of  wire  gauze  may,  in  case  there  is  quicksand,  be 
packed  with  charcoal  or  other  filtering  substances,  but,  for 
ordinar}^  use,  no  such  packing  would  be  necessary.'*  The 
claim  of  the  original  patent  was  this  :  **  A  pump  filter,  com- 
posed of  the  parts  A,  B  and  C,  substantially  as  and  for  the 
purposes  described  " 

It  is  contended,  for  the  defendants,  that  the  reissue  is  void. 
The  petition  for  the  reissue  sets  forth,  that,  by  reason  of  an 


SEPTEMBER,   1879. 


509 


Christman  v,  Rumsey. 


insufficient  or  defective  specification,  the  original  patent  is 
inoperative  or  invalid,  and  that  such  error  arose  from  inad- 
vertence, accident  or  mistake,  and  without  any  fraudulent  or 
deceptive  intention.  This  is  a  ground  of  reissue  set  forth  in 
§  53  of  the  Act  of  July  8th,  1870,  16  U.  S.*  Stat,  at  Large,  205. 
The  decision  as  to  the  fact  so  set  forth  belonged  exclusively 
to  the  Commissioner  of  Patents,  and  his  action  conclusively 
established  that  fact  Seymours,  Osborne^  11  Wall.,  516,  543 
to  545  ;  Herring  v.  Nelson^  14  Blatchf.  C.  C.  R.,  293. 

It  is  further  contended,  that  new  matter  has  been  intro- 
duced into  the  specification  of  the  reissue,  in  violation  of  § 
53  of  the  Act  of  1870.  It  is  urged,  that  the  original  specifi- 
cation states  the  invention  to  be  "a  new  and  improved 
pump-filter,"  while  the  reissued  specification  states  the  in- 
vention to  be  **  an  improvement  in  pump  filters  ;**  that  the 
original  claims  the  whole  and  nothing  less,  while  the  reissue 
makes  two  claims,  neither  of  which  claims  the  whole  or  in- 
cludes the  collar  or  head  piece  B  ;  and  that  the  first  two 
sentences,  above  cited,  in  the  reissued  specification,  are  new 
matter.  These  two  sentences  cannot  properly  be  called  **  new 
matter,"  within  the  meaning  of  the  statute.  They  do  not  at 
all  relate  to  the  description  or  operation  of  the  apparatus  of 
the  patentee.  The  difficulties  stated  to  have  existed  in  prior 
pointed  pump  tubes  may  well  have  been  known  to  the  paten- 
tee'from  hearsay,  although  the  first  driven-well  point  he  may 
have  seen  was  his  own.  Certainly,  as  the  patentee's  pump 
tube  is  a  pointed  pump  tube,  and  as  it  does  overcome 
the  difficulties  in  clogging  in  such  a  tube  the  presumption  is 
that  it  was  made  to  overcome  such  difficulties,  and,  therefore, 
that  such   difficulties  have  been  heard  of  by  the  patentee. 

It  is  further  urged,  that  the  original  specification  describes 
the  invention  as  applicable  to  all  pump  filters,  whether  used 
upon  points  for  driven  wells,  or  upon  well  tubes  used  in  open 
wells  or  cisterns,  or  streams,  while  the  reissued  specification 
introduces  new  matter  by  confining  the  invention  to  driven 
wells  only.  This  is  claimed  to  be  shown  by  the  fact  that  the 
original  states  that  "  the  ends  of  the  wire  sections  designed 
for  the  lower  part  of  the  filter  are  welded  together  in  a  com- 
pact form,  which  may  be  round,  pointed  or  square  across.'* 
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In  the  reissue  it  is  stated  that  the  open  grating,  A,  is  formed 
of  rods  of  proper  sized  wire,  of  a  convenient  length  and  form, 
the  upper  ends  of  which  are  permanently  affixed  to  a  collar 
or  head  piece,  B,  and  that  the  open  grate  extends  down 
cylindrically  a  sufficient  distance,  and  is  thence  tapered  and 
brought  into  a  solid  point,  A'.  The  original  states  that  sec- 
tions of  wire  are  arranged  in  a  tubular  form,  A,  .so  that  the 
longitudinal  sections  form  an  open  grate.  It  is  contended, 
that,  as  there  is  no  A'  in  the  original  drawing,  and  as  A  in 
that  drawing  includes  the  whole  of  the  open  grate  from  the 
welded  point  to  the  head  piece,  B,  and  as,  in  the  reissue 
drawing,  the  cylindrical  part  is  lettered  A,  and  the  tapered 
part  is  lettered  A',  the  restriction  in  the  reissue,  of  the  grat- 
ing A  to  the  cylindrical  part  above  the  taper,  and  the  letter- 
ing A'  in  the  reissue  drawing,  are  new  matter  not  warranted 
by  the  original  drawing  or  model.  It  is  contended,  that,  in 
this,  there  is  a  violation  not  only  of  the  provision  of  §  53  of 
the  Act  of  1870  in  regard  to  new  matter,  but  a  violation  of 
the  provision  of  that  section,  that,  in  case  of  a  machine  pat- 
ent, neither  the  model  nor  the  drawings  shall  be  amended, 
except  each  by  the  other  ;  that  a  new  division  or  element  is 
made  in  the  drawing,  called  A' ;  that  the  drawing  has  been 
amended  by  dividing  the  grating  into  two  parts,  without  any 
warrant  therefor  from  the  model ;  and  that  this  was  a  mate- 
rial change,  because  it  was  intended  to  change  the  original 
hollow  point,  as  described  in  the  original  specification  and  as 
shown  in  the  original  drawing  and  by  the  model,  into  a  solid 
point,  including  ail  of  the  tapering  part  as  solid  matter. 

There  is  no  substantial  difference  between  the  drawing 
attached  to  the  original  patent  and  that  attached  to  the  re- 
issued patent.  The  torm  of  the  whole  structure,  as  a  whole, 
is  the  same  in  each.  The  forms  of  the  several  parts  are  the 
same  in  each.  In  each,  the  protecting  grating  is  cylindrical 
above  and  then  tapers  below,  in  the  form  of  an  inverted 
cone,  to  a  point.  In  the  original  drawing  the  whole  grating, 
from  the  head  piece  to  the  point,  is  lettered  A.  In  the  re- 
issue drawing  the  cylindrical  part  of  the  grating  is  lettered 
A,  and  the  tapering  part  is  lettered  A'.. 

It  is  not  perceived  that  there  is  any  force  in  these  objec- 
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tions  taken  by  the  defendants.  The  drawing  of  the  original 
patent  shows  a  pointed  pump  tube,  capable  of  being  driven 
to  make  a  driven  well.  The  original  specification  says  : 
**  The  ends  of  the  wire  sections  designed  for  the  lower  part 
of  the  filter  are  welded  togther  in  a  compact  form,  which  may 
be  round,  pointed  or  square  across.**  There  is  nothing  in 
this  language,  properly  construed,  which  indicates  that  the 
patentee  contemplated  the  use  of  the  structure  in  any  other 
well  than  a  driven  well.  It  speaks  of  the  **  wire  sections  de- 
signed for  the  lower  part  of  the  filter."  The  **  lower  part  of 
the  filter**  is  the  part  from  where  the  taper  begins,  down- 
ward. The  ends  of  these  wire  sections,  that  is,  their  lower 
ends,  are  welded  together  in  a  compact  form.  Why  in  a 
compact  form  ?  Evidently,  to  get  a  driving  point.  Unless 
the  ends  were  compact,  in  the  sense  of  being  compacted  to  a 
point,  there  could  be  no  driving.  There  is  no  suggestion 
that  the  lower  ends  are  to  be  rounded  or  square  across. 
If  they  were,  they  could  not  be  driven.  The  words 
••which  may  be  round,  pointed  or  square  across"  refer  to 
something  which  may  at  the  same  place  be,  optionally,  either 
round,  pointed  or  square  across.  The  extreme  lower  end 
may  be  pointed,  but,  for  a  driven  well,  it  cannot  be  round  or 
square  across.  It  is  not  the  **  ends**  which  are  to  be  **  round, 
pointed  or  square  across."  It  is  •'the  lower  part  of  the 
filter"  which  is  to  be  *•  round,  pointed  or  square  across.** 
The  lower  part  of  the  filter  is  the  part  from  where  the  taper 
begins,  downward.  Such  part  may  not  have  its  up  and  down 
outside  line,  from  the  lower  end  of  the  cylindrical  part  down- 
ward to  the  end,  the  line  of  a  cone,  as  in  the  drawing,  but 
such  outside  line  may  be  rounded  and  more  bulging  than  the 
line  of  a  confe,  so  it  be  not  of  greater  diameter  than  the  cylin- 
drical part,  provided  the  lower  ends  of  the  wires  are  welded 
together  in  a  compact  form  ;  or,  such  part  may  be  pointed, 
that  is,  its  outside  line  may  be  the  line  of  a  cone,  going  in  a 
straight  line  from  the  lower  end  of  the  cylindrical  part  to  the 
point  ;  or,  such  point  may  be  square  across,  that  is,  it  may 
be  an  inverted  pyramid,  with  its  cross  section  anywhere  a 
square,  provided  the  lower  ends  of  the  wires  in  the  four  sides 
are  welded  together  in  a  compact  form.     This  is  the  only  rea- 


512  NORTHERN  DISTRICT  OF  NEW  YORK. 

Christman  v,  Rumsey. 

sonable  meaning  of  the  words.  They  are  Inartificially  put 
together,  but  in  the  reissue  the  language  is:  '*  The  open 
grate,  A,  extends  cyliudrically  in  the  drawing  a  sufficient  dis- 
tance, and  is  then  tapered  and  brought  into  a  solid  point,  A', 
as  in  the  drawing,  or  it  may  be  made  rounded  or  square,  so 
there  is  a  solid  compact  end  adapted  to  the  purposes  intend- 
ed." In  the  drawing,  the  open  grate,  A,  does  extend  down 
cylindrically  for  a  distance,  and  it  **  is  then  tapered."  That 
is,  the  open  grate  continues  in  the  tapered  part.  The  tapered 
part  is  not  all  of  it  solid.  After  that  part  of  the  tapered  part 
which  is  an  open  grate,  comes  the  solid  driving  point  into 
which  the  tapered  open  grate  is  brought.  The  letter  A',  in 
the  drawing  of  the  reissue,  is  not  at  or  near  the  solid  point. 
It  is  opposite  the  open  grating,  on  the  tapered  part.  The 
statement,  that  the  open  grate,  after  leaving  the  cylindrical 
form,  '*  is  then  tapered  and  brought  into  a  solid  point,  A', 
as  in  the  drawing,"  does  not  mean  that  A'  is  the  solid  point, 
or  that  the  solid  point  is  A',  or  that  the  whole  of  the  tapered 
part  is  solid.  It  means  that  the  part  below  the  cylindrical 
part  is  A',  that  it  is  tapered  as  it  goes  down,  that  it  is 
brought  at  its  lower  end  into  a  solid  point,  and  that  the 
whole  part  which  is  thus  tapered  and  brought  into  a  solid 
point  is  designated  as  A',  in  the  drawing.  The  statement 
further  is,  that  the  part  which  is  tapered,  that  is,  conical,  or, 
as  in  the  original,  pointed,  may,  alternatively,  be  made 
rounded  or  square,  or,  as  in  the  original,  round  or  square 
across,  in  the  senses  before  explained.  There  is  a  proviso, 
that,  in  each  one  of  the  three  cases,  there  must  be  a  solid 
compact  end,  adapted  to  the  purposes  intended,  that  is,  for 
a  pointed  pump  tube  made  for  driving.  This  same  idea  is 
found  in  the  original  specification  and  drawing,  taken  to- 
gether. There  is  no  new  matter,  in  this  regard,  in  the  re- 
issued specification  or  in  the  reissue  drawing.  Nor  is  the 
added  lettering,  A',  new  matter.  It  is  not  perceived  that  any 
intention  is  disclosed,  in  the  reissue,  to  make  the  whole  of 
the  tapering  part  solid. 

It  is  further  contended,  that  the  reissue  is  not  for  the 
same  invention,  or  for  any  invention,  described  in  the  origi- 
nal specification  as  the  invention  of  the  patentee.     The  cases 
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of  Gi/I  V.  lVe//Sy  22  Wallace,  i,  and  Russell  v.  Dodge^  3  Otto, 
460,  are  relied  on  as  authorities.     The  claim  of  the  original 
patent  was  this  :  **  A  pump  filter,  composed  of  the  parts  A, 
B  and  C,  substantially  as  and  for  the  purposes  described.'* 
It  is  urged  that  such  claim  included  the  three  distinct  parts 
A,    B  and  C,   in   combination,   embracing  the  whole  of  the 
structure  described  ;  that  there  is  no  suggestion,  in  the  origi- 
nal specification,  that  the  patentee  had  invented  any  combina- 
tion of  parts  less  than  the  whole  ;  and  that  each  of  the  claims 
of   the  reissue  is  for  a  combination   of  parts  less  than  the 
whole,  and  is,  tl\erefore,  void.     The  view  taken  by  this  court, 
in  Herring  v.  Nelson  (before  cited),  of  the  decisions  in   Gill  v. 
Wells  and  Russell  v.  Dodge^  seems  to  me  to  be  a  sound  one. 
Under  the  decision  in  The  Corn  Planter  Patent,  23  Wallace, 
181,  which  was  subsequent  to  that  in   Gill  v.  Welts ^  the  re- 
issue in  the  present  case  cannot   be  held  to  be  void.     The 
drawings  of  the  original  and  the  reissue  being  the  same,  and 
the  two  specifications  describing*  the  same  mechanical  struct- 
ure, with  the  same  mode  of  operation,  it  must  be  held  to  be 
lawful  to  reissue  the   patent  with  claims  to  combinations  of 
fewer    elements   than   were   contained    in    the    combination 
claimed  in  the  claim  of  the  original  patent.     The  original 
claimed   a  general  and  larger  combination,  and  the  reissue 
claims  sub-combinations  which  enter  into  such  general  and 
larger  combination.      Such  a  reissue  was  sustained  in  The 
Corn  Planter  Patent,  on  the  ground  that   the  reissue  was  for 
things  contained  within  the  apparatus  described  in  the  origi- 
nal patent,  and  against  the  effort  to  control   the  case  by  the 
decision  in  Gill  v.  Wells, 

It  is  uf  no  importance  that  the  wire  gauze,  C,  may  not,  by 
itself,  have  been  new,  or  that  the  open  grating  or  guard,  A, 
may  not,  by  itself,  have  been  new,  or  that  any  other  ingredi- 
ent of  the  combinations  claimed  in  the  reissue  may  not,  by  it- 
self, have  been  new,  so  long  as  the  combinations,  as  claimed, 
were  new. 

As  stated  before,  A',  in  the  drawing  of  the  reissue,  and    in 

the  text  of  the  reissued  specification,  does  not  mean  the  solid 

point  alone,  by  itself,  but  includes  the  whole  of  the  tapering 

part,  which  tapering  part  is  an  open  grate  from  the  lower  end 
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of  the  cylindrical  part  of  the  open  grate  down  to  where  the 
solid  compact  end  begins,  and  the  solid  compact  end  forms 
the  rest  of  the  tapering  part,  and  the  rest  of  A'.  The  re- 
issued specification  says  that  the  open  grate  is  tapered  from 
where  its  cylindrical  part  stops,  that  is,  that  the  open  grate 
continues  into  the  tapered  part  down  to  where  the  solid  com- 
pact end  begins.  The  drawing  shows  that.  So,  where  the  first 
claim  of  the  reissue  speaks  of  **a  point.  A','*  it  means  the 
whole  of  what  is  lettered  A',  the  whole  of  what  is  so  tapered, 
from  the  lower  end  of  the  cylindrical  part  to  the  lower  end 
of  the  solid  compact  end,  and  it  does  not  mean  merely  the 
solid  compact  end. 

It  is  further  contended,  that  the  two  claims  of  the  reissue 
do  not  claim  combinations  but  claim  merely  aggregations  of 
parts.  The  object  of  the  combination  claimed  in  the  first 
claim  is  to  enable  the  structure  to  be  driven  into  the  earth, 
and  there  serve  for  a  pump  and  a  filter,  without  being  injured 
in  driving.  Nothing  less  than  a  combination  of  all  the  ele- 
ments in  such  combination  will  accomplish  all  the  objects 
which  such  combination  will  accomplish.  So,  too,  the  grat- 
ing and  the  wire  gauze  of  the  second  claim  act  in  combina- 
tion, in  controlling  the  passage  of  the  water  from  the  outside 
of  the  grating  to  the  interior  of  the  wire  gauze.  The  objec- 
tion is  not  regarded  as  tenable. 

The  application  for  Christman's  original  patent  was  filed 
in  the  Patent  Office  August  ist,  1865.  The  invention  was 
made  by  him  in  the  spring  of  1864.  The  model  sent  by  him 
to  the  Patent  Office  was  made  in  the  spring  of  1865. 

The  patent  to  Phelps  and  Holton,  of  June  12th,  1855,  for  a 
"  metallic  medium  for  filtering,**  describes  the  use,  for  filter- 
ing water,  of  several  thicknesses  of  fine  wire  gauze  prepared 
by  passing  it  through  metallic  rolls  under  a  sufficient  pressure 
10  flatten  the  wire  and  reduce  the  interstices.  There  is  rto 
suggestion  of  a  driven  well,  or  of  a  protecting  grating,  or  of 
any  necessity  for  such  grating. 

The  patent  to  De  Buffon,  of  April  14th,  1857,  for  an  **  im- 
proved apparatus  for  filtering  liquids,"  describes  a  structure 
consisting  of  an  internal  metal  tube,  perforated  with  holes, 
through  which  the  filtered  water  passes,  and  surrounded  on 
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the  outside  by  a  wire  gauze  cylinder,  the  space  between  the 
two  cylinders  being  filled  with  permeable  materials.  There 
is  no  suggestion  of  a  driven  well. 

The  patent  to  May,  of  August  ist,  1865,  is  subsequent  in 
date  to  Christman's  invention. 

Hewitt*s  deep  well  pump,  used  in  1858,  1859  and  i860,  was 
a  perforated  basket  attachment,  with  wire  gauze  wound 
around  its  outside,  as  a  water  strainer.  It  could  not  be 
taken  down  by  the  driving  of  a  well  point.  The  apparatus 
of  Hughes  was  a  perforated  pipe  with  a  screen  of  wire  gauze 
around  it,  and  was  not  for  driving.  The  apparatus  of  Suggett 
was  a  single  tube  for  driving,  with  a  point,  and  with  perfora- 
tions in  the  tube  above  the  top  of  the  point. 

In  the  defendants'  apparatus  there  is  a  perforated  tube, 
surrounded  on  the  outside  by  two  thicknesses  of  finely  perfo- 
rated copper,  and  a  covering  of  perforated  metal  outside  of 
the  perforated  copper.  Below  this  is  a  solid  well  point  for 
driving.  This  solid  point  is  enlarged  near  its  upper  part,  so 
as  to  be  larger  in  diameter  than  the  pipe  above,  and  thus 
afford  additional  protection  to  the  finely  perforated  copper. 
The  defendants  allege  that  their  structure  does  not  infringe 
the  claims  of  Christman*s  reissue.  They  insist  that  their  per- 
forated tube  and  driving  well  point  are  like  those  used  by 
Suggett  before  Christman's  invention,  and  that  their  finely 
perforated  copper,  if  substantially  wire  guaze,  is  the  wire 
gauze  of  Phelps  and  Holton  and  of  De  Buffon  and  of  Hewitt 
and  of  Hughes  ;  that  they  use  no  wires,  and  have  no  wire 
grating  and  no  head  piece  ;  that  their  driving  point  is 
solid  from  where  the  tapering  begins,  and  not  at  all  open  ; 
that  the  plaintiffs*  structure  cannot  have  its  tapering  part  en- 
larged at  its  upper  part ;  and  that  it  required  no  invention  to 
cover  the  perforated  part  of  Suggett's  apparatus  with  wire 
gauze  or  finely  perforated  copper  sheets. 

The  defendants*  apparatus  can  be  driven,  and  then  remain 
as  a  pump  bottom  and  a  filter.  The  filter  in  it  is  substantially 
wire  gauze,  and  such  filter  is  protected,  in  driving,  by  the 
perforated  outside  metal.  The  enlargement  of  the  top  of  the 
point  may  be  an  added  protection,  but  the  office  of  the  metal 
pipe  outside  of  the  finely  perforated  copper  is  to  protect  the 
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latter  while  the  structure  is  being  driven  and  afterwards. 
Such  outside  perforated  metal  pipe,  while  it  protects  the  cop- 
per inside  of  it,  permits  the  water  to  freely  pass  inwardly 
through  it,  and  it  is  substantially  an  open  grating.  The 
combination  found  in  the  first  claim  of  the  plaintiffs'  reissue 
is  substantially  found  in  the  defendants'  structure.  The  de- 
fendants have  substantially  a  wire  gauze  filter  with  a  protect- 
ing grating  or  guard  outside  of  it,  of  sufficient  strength  for 
the  purpose  required,  and  a  tapering  driving  point.  The 
perforated  tube  inside  of  the  copper  is  an  addition,  which 
does  not  destroy  the  combination  of  the  copper  with  the  pro- 
tecting guard  outside  of  it.  The  plaintiffs'  tapering  part  may 
have  a  less  part  of  it  solid  than  the  defendants'  tapering  part, 
but  all  that  is  necessary  is  to  have  enough  of  it  solid  or  com- 
pact, beginning  at  the  lowest  point,  to  enable  it  to  be  driven 
according  to  the  nature  of  the  soil.  It  is  in  evidence,  that 
structures  like  that  described  and  shown  in  the  specifications 
and  drawings  of  Christman's  original  and  reissued  patents 
were  driven  by  him  in  1865,  and  have  worked  successfully  ever 
since.  If  the  solid  point  for  driving  is  sustained  by  a  rigid 
metallic  tubular  grating  that  connects  it  with  the  pump  tube 
above,  that  is  all  that  is  essential.  Whether  this  connection 
be  by  a  head  piece  or  collar,  where  the  open  grating  is  of 
wires,  or  whether  the  head  piece  is  omitted  because  unneces- 
sary, where  the  grating  is  of  inflexible  metal,  is  not  of  the  es- 
sence of  Christman's  invention.  In  either  case,  the  structure  is 
equally  carried  by  the  driving  of  the  tube,  so  as  to  arrive  at 
its  resting  place  in  a  condition  to  act  perfectly  as  a  filter. 
It,  therefore,  appears  that  the  combination  covered  by  the  first 
claim  of  the  plaintiffs*  reissued  patent  is  found  in  the  defend- 
ants' structure.  It  also  appears,  that  such  combination  is 
not  found  in  any  of  the  prior  structures  adduced  by  the 
defendants,  and  that  it  involved  the  exercise  of  invention  to 
arrive  at  such  combination,  in  view  of  everything  that  previ- 
ously existed. 

The  combination  covered  by  the  second  claim  of  the  plain- 
tiffs* reissue  seems  to  be  a  combination  of  the  grating  above 
the  tapering  part  with  the  wire  gauze  inside  of  such  grating, 
excluding  the  tapering  part  and  the  driving  point,  and  to 
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have  no  exclusive  relation  to  a  driven  well,  though  capable 
of  use  in  it.  Aside  from  driving,  the  combination  of  the 
grating,  and  the  wire  gauze,  as  a  61ter,  is  the  same  thing  as  a 
combination,  whether  the  wire  gauze  is  inside  of  the  grating 
or  outside  of  it,  so  long  as  the  apparatus  is  at  the  lower  end 
of  a  pump  tube.  In  this  view  Hewitt  and  Hughes  antici- 
pated Christman  as  to  such  second  claim,  and  it  is  invalid, 
provided  the  testimony  is  available  to.  the  defendants. 
Hughes,  Hewitt,  Field  and  McCue  testify  to  substantially  the 
same  prior  arrangement.  None  of  them  are  named  in  the 
answer.  Although  the  testimony  of  Hughes  was  objected 
to,  on  that  account,  when  taken,  the  testimony  of  the  other 
three  witnesses  was  not  objected  to. 

Although  the  second  claim  is  invalid,  for  want  of  novelty, 
the  plaintiff  can  recover  on  the  first  claim,  under  §  60  of  the 
Act  of  July  8th,  1870,  16  U.  S.  Stat,  at  Large,  207,  now 
§  4,922  of  the  Revised  Statutes,  although  no  disclaimer  has 
been  made  as  yet  as  to  the  second  claim,  provided  that,  prior 
to  the  entry  of  a  decree  herein,  as  to  such  first  claim,  they 
make  a  disclaimer,  under  §  4,917  of  the  Revised  Statutes,  as 
to  the  second  claim,  it  not  appearing  that  there  has  been, 
heretofore,  any  unreasonable  neglect  or  delay  to  enter  such 
disclaimer  ;  but,  as  such  disclaimer  was  not  entered  before 
the  commencement  of  this  suit,  the  plaintiffs  will  not  be 
entitled  to  recover  any  costs  of  this  suit.     Rev.  Stat.  U.  S., 

§  4,922. 

Let  a  decree  be  entered  for  an  account  of  profits  and  dam- 
ages and  for  a  perpetual  injunction,  as  to  the  first  claim. 

/.  J,  Grunough  and  Jnnng  G,  Vann^  for  the  complainants. 


David  Wright^  for  the  defendants. 


5l8  DISTRICT  OF  MASSACHUSETTS. 

Dunbar  v.  Albert  Field  Tack  Co. 


William  H.  Dunbar  et  al. 

vs. 
The  Albert  Field  Tack  Company  et  al.    In  Equity. 

A  decision  as  to  whether  an  article  is  patentable  does  not  necessarily  depend 
upon  the  amount  of  thought,  or  even  of  experiment,  which  may  have 
been  had  in  reaching  the  result. 

The  law  requires  the  presence  of  what  it  calls  invention,  as  contradistin- 
guished from  constructive  ability  ;  but  it  furnishes  no  test  for  all  cases, 
by  which  they  can  be  discriminated. 

Where  the  invention  consisted  in  the  corrugation  of  a  smooth  shoe-nail,  the 
fact  that  shoe-nails  previously  used  were  not  corrugated,  and  that  the 
patented  nail  went  into  extensive  public  use,  point  to  both  novelty  and 
utility. 

(Before  Lowell,  J.,  District  of  Massachusetts,  September,  1879.) 

Lowell,  J. 

This  suit  is  brought  upon  two  patents  granted  to  Hosea  F. 
Whidden,  one  of  the  plaintiffs.  No.  90,902,  dated  June  i, 
1869,  is  for  a  cut  shoe-nail,  having  a  round  frustro-conical 
head,  a  tapering  shank,  and  serrated  corners  or  edges;  the 
point  of  the  shank  being  cut  thin  so  as  to  clinch  readily  when 
the  nail  is  driven  against  what  is  called  the  armored  last. 
Patent  No.  164,889,  dated  June  22,  1875,  is  for  an  improve- 
ment upon  this  nail  by  making  the  head  longer,  the  mode  of 
making  it  being  fully  described. 

It  has  been  held  by  Judge  Shepley  that  this  nail  does  not  in- 
fringe the  patent  granted  to  Estabrook,  No.  85,374,  dated  De- 
cember 29,  1S68  ;  that  not  being  a  cut  nail,  and  not  having  a 
head.  Estabrook  v.  Dunbar ^  10  Off.  Gaz.,  909.  It  is  said  that 
Estabrook  and  his  partner  are  the  persons  who  make  the  nails 
used  by  the  defendants  ;  and  the  defendants  admit  that  one  of 
the  nails  which  they  use  infringes  both  patents  ;  but  they  deny 


SEPTEMBER,   1 879. 


519 


Dunbar  v,  Albert  Field  Tack  Co. 


that  the  other,  or  "  cub"  nail,  infringes  ;  and  deny  that  either 
patent  is  valid. 

There  is  no  conflict  of  evidence  in  respect  to  the  principal 
patent,  90,902.  It  is  admitted  by  the  defendants  that  the  nail 
is  specifically  new,  and  by  the  plaintiffs  that  the  "  Bent"  nail, 
which  was  patented  more  than  a  year  before  June,  1S69,  is  sub- 
stantially like  Whidden's  nail,  except  that  the  latter  has  cor- 
rugations on  the  sides,  which  undoubtedly  serve  a  useful  pur- 
pose in  holding  the  nail  in  place.  The  question  is :  Whether 
the  addition  of  corrugations  to  the  "  Bent"  nail  is  a  patent- 
able improvement  in  view  of  the  fact,  admitted  in  the  specifica- 
tion, that  shoe-nails  had  been  corrugated  before  June,  1869  ? 

This  question  of  patentability  is  often  one  of  very  great  em- 
barrassment. The  patent  law  requires  the  presence  of  what 
it  calls  invention,  as  contradistinguished  from  constructive 
ability  ;  but  it  furnishes  no  test,  for  all  cases,  by  which  they 
can  be  discriminated.  The  decision  does  not  necessarily  de- 
pend upon  the  amount  of  thought,  or  even  of  experiment,  which 
may  have  been  had  in  reaching  the  result.  Thus,  if  an  old 
machine  or  process  is  put  to  a  new  use,  invention  is  positively 
excluded,  although  the  new  use  may  apparently  be  very  re- 
mote from  the  old,  requiring  experiment  to  ascertain  its  prac- 
ticability ;  and  though  the  actual  operation  of  the  machine  or 
process  may  not  be  exactly  the  same  in  the  new  as  in  the  old 
application,  provided  no  new  means  are,  in  fact,  employed. 

When  the  patentee  has  produced  something  new,  the  ques- 
tion is  more  difficult.  Some  changes,  such  as  a  substitution  of 
brass  for  iron,  or  of  steam  power  for  horse  power,  are,  at  the 
present  day,  presumed  to  be  within  the  common  knowledge 
of  mechanics.  Does  the  addition  of  corrugation  to  a  smooth 
shoe-nail  come  within  this  class  of  cases }  It  is  impossible  to 
give  a  wholly  satisfactory  reason  for  answering  this  question 
either  way.  That  Mr.  Bent  did  not  corrugate  his  nail,  and 
that  the  patented  nail  has  gone  into  extensive  use,  are  facts 
which  seem  to  point  to  both  novelty  and  utility;  and  the 
patent  is  prima  facie  evidence  of  both.  Judge  Shepley  held 
the  Estabrook  patent  to  be  valid,  though  of  limited  applica- 
tion, notwithstanding  earlier  nails,  which,  separately  con- 
sidered, contained  his  improvements.     The  value  of  the  ser- 
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rations  or  corrugations  appears  to  be  very  marked  in  this 
nail,  when  intended  for  a  shoe-nail ;  and,  upon  the  whole,  I 
do  not  find  it  to  be  proved  that  this  mode  of  construction  was 
so  well  known,  as  applied  to  cut  nails,  that  I  can  hold  it  to 
have  been  an  obvious  alternative  mode  of  making  the  "  Bent** 
nail. 

With  regard  to  patent  No.  164,889,  the  only  question  affect- 
ing its  validity  is,  whether  the  discovery  was  made  by  Whidden, 
or  was  communicated  to  him  by  the  plaintiff  Dunbar.  On  this 
point  I  have  examined  the  evidence,  and  do  not  think  that  the 
defence  is  made  out. 

Whether  the  "  cub*'  nail  infringes,  depends  on  whether  it 
works  in  substantially  the  same  way  to  produce  a  like  result. 
Neither  the  head  nor  the  body  of  this  nail  are  precisely  like 
that  of  90,902.  It  does  not  begin  to  taper  so  soon,  and  its  head 
and  point  are  both  shaped  somewhat  differently  from  those 
described  in  the  patents.  I  think,  however,  that  the  evidence 
shows  it  to  be  similar  in  operation  and  result. 

Decree  for  the  complainants. 

W,    IV.  Swan  and  B,  F,  Thurston^  for  the  complainants. 
/.  E.  Maynadier^  for  the  defendants. 


The  American  Cotton  Tie  Supply  Company 

vs. 
John  L.  Bullard  et  al.    In  Equity.* 

The  plaintifiF  was  the  owner  of  patents  covering  improvements  in  metallic 
cotton  ties,  consisting  of  buckles  and  hoops,  for  compressing  bales  01 
cotton.  Neither  the  plaintifif  nor  any  prior  owner  of  the  patents  bad 
granted  any  licenses  to  mak'e  buckles  or  ties,  but  they  had  made  and  sola 
the  ties.  The  buckles  were  stamped,  '*  Lrcensed  to  use  once  only,"  *^^ 
were  sold  with  invoices  declaring  that  the  ties  were  licensed  to  be  used 
once  only,  as  baling  ties.     The  defendant  bought  the  buckles  so  once 

*  17  Blatchf.  C.  C.  R.,  160. 
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used,  from  cotton  mills  and  junk  dealers,  and.  put  up  some  with  new 
hoops,  and  some  with  pieces  of  the  original  hoops  pieced  together,  and 
sold  them  as  cotton  ties :  Held,  that  the  defendant  had  infringed  the 
patents,  and  ought  to  be  enjoined  from  further  infringement. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  September,  1879.) 

B1.ATCHFORD,  J. 

The  bill  in  this  case  sets  forth  that  the  plaintifif  is  **  a  joint 
stock  company,  duly  and  legally  organized  under  the  laws 
of  the  State  of  Louisiana,  and  having  its  principal  place  of 
business  in  New  Orleans,  in  said  State."  It  does  not  aver 
that  the  plaintiff  is  a  corporation  or  that  it  is  a  citizen  of  the 
State  of  Louisiana.  It  avers  that  the  defendants  are  citizens 
of  the  State  of  New  York.  The  plaintiff  is  referred  to  in 
some  of  the  afiidavits  as  a  corporation,  and  it  is,  doubtless,  a 
corporation  created  by  the  State  of  Louisiana.  This  being 
so«  the  bill  can  be  amended,  and  it  must  be,  to  show  a 
capacity  in  the  plaintiff  to  sue. 

The  bill  is  founded  on  reissued  letters  patent  No.  5,333, 
granted  to  James  J.  McComb,  March  25th,  1873,  for  an  **  im- 
provement in  cotton  bale  ties,'*  (the  original  patent  having 
been  granted  to  George  Brodie,  March  2 2d,  1859,  and  re- 
issued to  him  April  27th,  1869,  and  extended  for  seven  years 
from  March  22d,  1873,)  and  on  letters  patent  No.  31,252, 
granted  to  J.  J.  McComb,  January  29th,  1861,  for  an  **  im- 
provement in  iron  ties  for  cotton  bales,"  and  extended  for 
seven  years  from  January  29th,  1875.  The  plaintifif  is  the 
owner  of  both  of  the  patents. 

The  specification  of  No.  5,333,  (called  the  Brodie  patent,) 
sets  forth  that  the  invention  is  one  of  **  improvements  in 
cotton  ties,  or  metallic  bands  and  their  connections,  for  bal- 
ing." It  says  :  **  My  invention  relates  to  the  combination 
with  open  slot  ties  of  metallic  bands  having  their  ends  free 
and  held  in  position  by  the  expansion  of  the  bale.  *  *  * 
Fig.  6  is  a  top  view  of  the  open  slotted  link,  shown  in  Figs. 
7,  13  and  14.  *  *  *  Figs.  6,  7,  13  and  14  show  an  open  slot- 
ted link  or  tie.  In  Fig  7  this  is  shown  in  connection  with 
pins,  and  in  Figs.  13,  14  and  15  in  connection  with  the  band 
alone,  the  ends  being  turned  under  the  link  and  held  in  posi- 
tion by  the  pressure  exerted  by  the  expansion  of  the  bale. 
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In  the  latter  mode  of  use,  the  slack  may  be  readily  taken  up 
by  forming  the  loop  in  the  iron  at  the  moment  of  making  the 
fastening,  and  passing  the  end  thus  looped  through  the  open- 
ing in  the  side  of  the  link.  The  band  is  thus  slipped  sidewise 
through  the  opening  into  the  slot,  instead  of  thrusting  it 
through  endwise."  The  3d,  4th  and  5th  claims  of  the  patent 
are  as  follows  :  "  3.  The  combination  of  an  open  slot  for 
introducing  the  band  sidewise,  with  a  link  having  a  single 
rectangular  opening  for  holding  both  ends  of  a  metallic 
band,  and  the  band.  4.  An  open  slotted  link,  when  com- 
bined with  metallic  bands,  the  ends  of  which  are  turned 
under  the  link  and  held  in  position  by  the  expansion  of  the 
bale.  5.  The  method  of  baling  cotton  with  metallic  bands, 
and  of  taking  up  the  slack  of  the  band,  by  bending  the  same 
at  any  desired  point  into  the  form  of  a  loop,  and  passing 
such  loop  sidewise,  through  an  open  slit,  into  the  slot 
intended  to  receive  it,  and  over  the  bar  of  the  clasp  intended 
to  hold  it." 

The  specification  of  No.  31,252,  (called  the  McComb  pat- 
ent,) sets  forth  that  the  invention  is  **  a  new  and  improved 
mode  of  fastening  iron  hoops  on  cotton  bales."  It  says: 
**  The  nature  of  my  invention  consists  in  the  use  of  a 
peculiarly  shaped  buckle,  as  a  fastening  or  tie  for  the  ends  of 
the  iron  hoops  which  it  is  desired  to  substitute  in  place  of  the 
hemp  ropes  now  made  use  of  in  baling  cotton,  said  iron  hoops 
being  so  much  safer  in  case  of  fire.  *  *  *  The  tie  or  buckle 
is  a  piece  of  wrought  iron  or  other  metallic  substance,  about 
the  eight  of  an  inch  thick,  an  inch  and  three-quarters  wide, 
and  two  inches  long,  (the  size  being  modified  to  suit  the 
width  of  the  hoop  used,)  with  an  oblong  hole  or  aperture 
cut  or  punched  through  the  centre.  The  diagram  No.  i, 
lettered  A,  B,  C,  D,  represents  the  exact  size  of  one  of  the 
ties  or  buckles,  with  aperture  cut  to  receive  a  hoop  an  inch 
wide.  The  sides  A,  B,  and  D,  C,  are  equal  and  parallel,  as 
are  also  the  sides  B,  C,  and  A,  D.  The  letters  M,  I,  J,  K,  L, 
show  the  shape  of  the  aperture  or  hole  which  is  punched  or 
cut  through  the  centre  of  the  plate,  the  two  longer  sides, 
M,  I,  and  K,  L,  being  equal  in  length  to  the  width  of  the 
hoop  of  the  size  above  mentioned.     In  the  side  A,  D,  is  cut 


SEPTEMBER,   1 879. 


523 


American  Cotton  Tie  Supply  Co.  v.  Bollard. 

a  slot,  which  is  indicated  on  the  diagram  by  the  letters  E,  F, 
and  G,  H,  the  side  G,  H,  of  the  slot  being  turned  outward 
the  eight  of  an  inch,  to  facilitate  the  insertion  of  the  end  of 
the  hoop."     The  buckle  is  of  this  shape  : 


The  hoop  and  buckle  are  arranged  as  follows  in  use  : 


The  claim  is  as  follows  :  **  Forming  a  link  or  tie  with  an 
oblong  aperture,  one  end  of  which  is  arrow  shaped,  or, 
rather,  presents  two  sides  of  an  equilateral  triangle,  the 
design  of  this  arrow  shaped  end  being  not  only  to  force  the 
hoop,  or  bend  of  the  hoop,  over  the  slot,  which  it  does  with 
unerring  precision  when  the  bale  expands,  after  being  released 
from  the  press,  but  also  to  secure  an  equal  bearing  upon  the 
separated  parts  of  the  slotted  side  of  the  tie." 

A  patent  was  granted  to  Frederick  Cook,  March  2d,  1858, 
for  an  **  improvement  in  metallic  ties  for  cotton  bales." 
This  patent  was  extended  for  seven  years  from  March  2d, 
1872.  As  extended,  it  was  assigned  by  Cook  to  James  J. 
McComb,  March  21st,  1872.  In  June,  1874,  McComb  as- 
signed the  Cook  patent  and  the    Brodie  patent  to  a  firm 
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called  **  The  American  Cotton  Tie  Company."     In  Marcr^/ 
1876,  that  firm  assigned  those   patents  to  '*  The   Ameri^^^ 
Cotton  Tie  Company,   Limited,**  a  corporation,  and  at   tA^ 
same  time  that  corporation  acquired  the  title  to  the  McCoflJ^ 
patent.     From  that  corporation  the  title  to  the  three  patent 
passed  to  the  plaintiff.     Neither  McComb,  nor  any  of  the 
subsequent  owners  of  the  patents,  granted  any  licenses  there- 
under to  make  buckles  or  ties,  but  they  retained  to  them- 
selves the  monopoly  of  manufacture,  and  made  the  ties  and 
supplied  the  market  with  them,  to  an  extent  always  equal  to 
any  demand.     The  tie  mainly  sold  since  March,    1872,  by 
them,   has  been  the  **  arrow  tie'*  of  the  McComb  patent. 
The  bands  have  been  cut  to  the  length  of  eleven  feet,  bent 
over  upon  themselves  once,  and  put  up  in  bundles  of  thirty 
each,  the  buckles  being  strung  upon  one  of  the  inner  bands. 

The  defendants  have  used  upon    the  cotton    ties,  which 
they  have  put  up  or  sold,  second-hand  buckles,  which  they 
have  bought  from  cotton  mills  and  from  junk  dealers,  and 
which  were  made  and  disposed  of  by  the  plaintiff,  or  its  pre- 
decessors, under  the  Brodie  and  McComb  patents.     These 
buckles  have  had  stamped  upon  them  the  words  :  **  Licensed 
to  use  once  only,**  and  were  formerly  put  upon  the  market 
by  the  plaintiff,  or  its  predecessors,  in  the  usual  course  oi 
their  business,  with  the  following  words  printed  on  the  bill- 
heads or  invoices  which  went  to  the  first  transferee  of  the 
ties  :  **  The  cotton  ties  included  in  this  invoice  are  licensee! 
to  be  used  once  only,  as  baling  ties,  and  are  sold  and   pur« 
chased  subject  to  this  restriction,'*  or   the   words  :  '*  Each 
bundle  of  cotton  ties  charged  in  this  invoice  consists  of  thirty 
bands.     The  buckles  accompanying  these  bands  are  the  prop. 
erty    of   The  American    Cotton  Tie  Supply  Company,    [or, 
American  Cotton  Tie  Company,  Limited,]  and  are  licensed 
to  be  used  once  only,  the  company  reserving  the  right,  after 
such  use,  to  recover  possession  of    them  wherever  found." 
The  first  of  the  above  forms  of  bill-head  was  used  during  the 
years  1873,  1874  and  1875,  and  the  other  one  during  the  years 
1876  to  1879  inclusive,  except  that,  for  a  portion  of  the  latter 
four  years,  such  bill-head  used  the  words,  *'  for  one  season,'* 
in  lieu  of  the  word  **  once.** 
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In  this  country,  cotton  is  usually  sold  without  tare,  that  is, 
the  purchaser  pays  a  certain  price  per  pound  upon  the  aggre- 
gate weight  of  the  bale,  which  is  made  up  of  the  bagging, 
the  ties  (bands  aud  buckles)  and  the  material  which  they  con- 
fine. In  England,  cotton  is  sold  with  tare,  that  is,  the  weight 
of  the  ties  and  bagging  is  deducted  from  the  aggregate 
weight  of  the  bale,  and  the  purchaser  pays  so  much  per 
pound  for  the  cotton,  net  weight,  but  takes  the  ties  and  the 
bagging  with  the  cotton  which  they  confine. 

The  ties  which  the  defendants  have  sold  embody  the  prin- 
ciples of  construction  which  are  found  in  the  inventions 
covered  by  the  3d,  4th  and  5th  claims  of  the  Brodie  patent, 
and  in  the  invention  covered  by  the  McComb  patent.  The 
defendants'  ties,  as  sold,  consist  of  bands  eleven  feet  in 
length,  put  up  in  bundles,  each  band  accompanied  by  a 
buckle.  In  segard  to  some  of  such  ties,  the  buckles  being 
second-hand  buckles,  the  bands  are  entirely  new.  In  regard 
to  others,  the  buckles  being  second-hand  buckles,  the  bands 
are  not,  as  whole  bands,  the  original  bands,  bought  at 
second-hand,  but  consist  of  pieces  of  such  original  bands 
pieced  together  to  make  the  proper  length. 

The  question  presented  for  consideration  is,  whether,  on 
the  foregoing  facts,  the  defendants  may  lawfully  sell  such 
ties,  consisting  of  such  bands  and  such  buckles.  This  ques- 
tion has  been  before  the  courts.  In  August,  1876,  the 
American  Cotton  Tie  Company,  Limited,  and  others, 
brought  a  suit  in  equity,  against  one  Chapman,  in  the  Cir- 
cuit Court  of  the  United  States  for  the  District  of  Louisiana, 
on  the  Cook,  the  Brodie  and  the  McComb  patents.  The 
defendant  had  procured  second-hand  buckles  lawfully  put 
into  use  on  cotton  bales,  under  said  patents,  and  had  put 
new  bands  with  them,  and  sold  the  combination  as  ties.  It 
appeared,  in  that  case,  that,  at  the  cotton  presses  at  New 
Orleans,  when  the  bales  bound  with  the  plaintiff's  ties,  con- 
sisting of  the  bands  and  buckles,  were  ready  to  be  com- 
pressed, the  bands  and  buckles  were  stripped  off  from 
the  bales,  and  thrown  on  one  side  in  a  pile  promiscuously 
with  others,  and  that,  when  the  bales  were  in  the  press,  they 
were  fastened  together  by  the  first  ties  that  might  be  reached 
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by  the  pressman  out  of  the  pile,  no  care  being  taken  to  use 
the  same  ties  upon  the  bale,  when  compressed,  which  were  so 
taken  off  from  it.  The  facts,  before  mentioned,  were  before 
the  court,  as  to  the  sale  of  cotton  in  this  country  without 
tare,  and  as  to  the  stamp  on  the  buckles,  and  as  to  the  con- 
tents of  the  original  bill-heads.  The  buckle  used  by  Chap- 
man was  that  of  the  McComb  patent.  The  case  came  before 
Judge  Billings,  the  District  Judge,  on  a  motion  for  a  pre- 
liminary injunction,  and  he  granted  the  injunction,  in  No- 
vember, 1876,  after  hearing  counsel  for  both  parties,  and  after 
the  defendants'  answer  and  a  replication  thereto  were  filed. 
The  decision  of  the  court  is  embodied  in  the  order  for  the 
injunction.  It  sets  forth,  that  the  Cook  and  the  McComb 
patents  secure  the  exclusive  right  to  a  cotton  tie  buckle  hav- 
ing an  open  slot  or  slit,  into  which  a  flat  irpn  band  can  be 
inserted  sideways,  known  commonly  as  the  open-slot  buckle, 
and  that  the  third  and  fourth  claims  of  the  Brodie  patent 
secure  the  exclusive  right  to  an  open-slot  buckle  in  combina- 
tion with  a  flat  band  of  iron,  to  be  combined  for  and  used  as 
a  tie  for  baling  cotton  or  other  compressible  and  elastic 
material  ;  that  the  defendant  had  made  and  sold  to  be  used  a 
combination  of  a  flat  band  of  iron  in  combination  with  an 
open -slot  buckle  ;  that  he  had  so  combined  and  sold  both  the 
open-slot  buckle  in  the  exact  similitude  of  the  invention 
secured  to  the  plaintiffs,  as  well  as  said  open-slotted  buckle 
combined  with  a  fiat  band  of  iron,  without  any  license, 
except  such  as  was  averred  to  have  resulted  from  an  alleged 
sale  of  said  buckles  by  the  American  Cotton  Tie  Company, 
Limited,  to  other  persons  than  the  defendant,  whereby  it  was 
insisted  by  the  defendant  that  he  acquired  the  right,  by  pur- 
chase from  said  third  persons,  to  combine  said  buckles  with 
flat  bands  of  iron,  and  sell  the  same  ;  that  the  plaintiffs,  in 
the  protection  of  their  rights,  did  not  dispose  of  said  buckles 
in  full  property,  but  with  a  condition  that  the  same  should 
only  be  used  once  for  the  purpose  of  baling  cotton  or  other 
compressible  material,  and  thai  the  said  condition  was  known 
to  the  defendant,  it  being  stamped,  in  a  permanent  manner,  on 
said  buckles  ;  that  the  contract  by  which  said  cotton  ties  and 
buckles  were  disposed  of  for  use  by  the  American  Cotton  Tic 


SEPTEMBER,    1879.  5^7 


American  Cotton  Tie  Supply  Co.  v,  Bullard. 


Company,  Limited,  contained  the  same  condition  and  stipu- 
lation as  was  stamped  on  said  buckles  ;  that  said  license  to 
use  said  open-slot  buckles,  and  a  combination  of  the  same 
with  a  flat  band  of  iron,  as  a  cotton  tie,  had,  on  the  terms  on 
which  it  was  granted  by  the  American  Cotton  Tie  Company, 
Limited,  expired  and  been  expended  before  the  same  came  into 
the  possession  of  the  defendant ;  and  that  the  sale  of  the 
open-slot  cotton  tie,  known  in  the  trade  as  the  arrow  tie,  and 
the  sale  of  the  said  open-slot  buckles,  in  combination  with 
a  flat  band  of  iron,  to  be  used  as  a  tie  for  baling  cotton,  or 
other  compressible  and  elastic  materials,  was  a  substantial 
invasion  and  infringement  of  the  right  secured  by  said  pat- 
ents. It  then  proceeded  to  enjoin  the  defendant  from  using 
or  selling  for  use  any  open-slot  cotton  tie  buckle  of  the  kind 
commonly  known  as  the  arrow  tie,  described  and  secured  by 
any  of  said  patents,  upon  the  pretence  that  the  same  had,  at 
any  former  time,  been  sold  by  the  American  Cotton  Tie 
Company,  Limited,  or  its  agents,  and  been  once  used  for  the 
purpose  of  baling  cotton  or  other  material  before  coming 
into  the  possession  of  the  defendant,  and  from  combining 
any  such  open-slot  cotton  tie  buckles  with  a  flat  band  of  iron, 
to  be  used,  or  vended  to  others  to  be  used,  as  a  tie  for  baling 
cotton  or  other  elastic  or  compressible  material. 

In  January,  1877,  the  American  Cotton  Tie  Company, 
Limited,  and  others,  brought  a  suit  in  equity  against  Grover, 
Stubbs  &  Co.,  in  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  Georgia,  on  the  same  three  patents. 
The  defendants  set  up  that  they  had  never  made  any  ties, 
but  had  sold  ties  made  by  the  American  Cotton  Tie  Com- 
pany, Limited.  The  ties  they  had  sold  were  arrow  ties.  The 
facts  of  the  stamps  on  the  buckles,  and  of  the  contents  of  the 
bill-head,  before  mentioned,  were  before  the  court.  The  ties 
were  spliced.  The  case  came  before  Judge  Woods,  the  Cir- 
cuit Judge,  on  a  motion  for  a  preliminary  injunction,  and  he 
granted  it,  after  hearing  counsel  for  both  parties.  The  order 
enjoined  the  defendants  from  selling  ties  known  as  the  arrow 
tie,  unless  said  ties  should  be  purchased  directly  or  indirectly 
from  the  plaintiffs,  or  their  duly  authorized  licensees,  or  their 
vendees,  or  vendees  of  vendees,  and  from  selling  ties  stamped 
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with  the  words,  **  licensed  to  be  used  once  only,"  or  words 
of  similar  import,  after  said  ties  had  been  used  once. 

In  January,  1877,  the  American  Cotton  Tie  Company, 
Limited,  and  others,  brought  a  suit  in  equity  against  A.  C. 
Wyly  and  others,  in  the*  Circuit  Court  of  the  United  States 
for  the  Northern  District  of  Georgia,  on  the  same  three  pat- 
ents. The  defendants  set  up  that  they  had  bought  and  sold 
metallic  cotton  ties  known  as  piece  ties,  made  by  taking  ties 
that  had  been  once  used  in  baling  cotton,  and  afterward  cut 
from  the  bales,  and  rejoining  the  several  parts  with  rivets, 
retaining  the  same  buckles.  The  buckles  were  arrow 
buckles.  The  facts  as  to  the  stamps  on  the  buckles,  and  the 
contents  of  the  bill-heads,  before  mentioned,  were  before  the 
court.  Judge  Erskine,  the  District  Judge,  in  March,  1877, 
granted  a  preliminary  injunction,  in  the  same  terms  as  in  the 
said  suit  against  Chapman. 

In  January,  1877,  the  American  Cotton  Tie  Company, 
Limited,  and  others,  brought  a  suit  in  equity  against  C.  W. 
Simmons  &  Co.,  in  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  Georgia,  on  the  same  three  patents. 
The  defendants  had  sold  second-hand  arrow  buckles  with 
pieced  bands.  The  facts  as  to  the  stamps  on  the  buckles  and 
the  contents  of  the  bill-heads,  before  mentioned,  were  before 
the  court.  Judge  Erskine,  the  District  Judge,  in  April, 
1877,  granted  a  preliminary  injunction,  after  hearing  counsel 
for  both  parties,  restraining  the  defendants  from  making, 
using,  or  vending  to  others  to  be  used,  buckles  for  iron  ties  for 
cotton  bales,  known  in  the  market  as  arrow  buckles,  or  ties 
formed  by  the  combination  of  an  iron  band  with  an  open  slot 
buckle  or  arrow  buckle,  except  the  same  should  be  purchased 
from  or  licensed  by  the  plaintiffs,  their  assignees  or  their 
vendees  or  licensees. 

In  October,  1876,  the  American  Cotton  Tie  Company, 
Limited,  and  others,  brought  a  suit  in  equity  against  Simon 
W.  Simmons  and  others,  in  the  Circuit  Court  of  the  United 
States  for  the  District  of  Rhode  Island,  on  the  same  three 
patents.  There  was  an  answer  and  a  replication,  and  the 
case  was  heard,  at  final  hearing,  on  pleadings  and  proofs,  by 
the  Circuit  Judge,  Judge  Shepley.     The  defendants  had  pro- 
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cured  from  cotton  mills  second-hand  buckles  and  second- 
hand hoops,  which  had  been  once  used  on  cotton  bales.  The 
hoops  were  not  of  the  original  length,  but  were  in  cut  pieces, 
and  the  defendants  pieced  them  together,  by  riveting,  to  the 
proper  length.  The  buckles  and  hoops  had  been  put  upon 
the  market  by  the  American  Cotton  Tie  Company,  Limited, 
under  the  three  patents  in  question.  There  was  evidence  as 
to  the  stamping  of  the  buckles  and  as  to  the  contents  of  the 
bill-heads,  before  mentioned.  In  June,  1878,  Judge  Shepley 
gave  a  decision  dismissing  the  bill  [14' Off.  Gaz.  967].  He 
said  :  "  The  complainants  contend  that  they  sold  the  buckles 
under  a  restriction,  which  limited  them  to  one  use,  and  did 
not  convey  an  unrestricted  title,  and  that  the  buckles  never 
passed  out  of  the  monopoly  of  the  patent.  *  *  *  The  com- 
pany clearly  had  the  right,  in  selling  a  patented  article,  to 
put  a  restriction  on  its  use  or  sale,  and  to  convey  only  a 
restricted  title,  or  to  license  only  a  restricted  use,  and  the 
purchaser  under  such  a  restricted  title  could  not  convey  a 
greater  or  better  title  than  he  had  himself.  The  law  upon 
this  subject  was  fully  stated  in  Hawley  v.  Mitchell^  i  Holmes, 
42,  and  affirmed  in  the  Supreme  Court  of  the  United  States, 
16  Wall.,  544.  But  when  the  proprietor  of  a  patented  article 
sells  it  for  the  purpose  of  allowing  it  to  be  used  in  the  ordi- 
nary pursuits  of  life,  and  to  pass  into  the  market  of  the 
country  as  an  ordinary  article  of  commerce,  and  subject  to 
unrestricted  purchase  and  sale,  he  waives  his  right  to  affix 
conditions  or  restrictions  to  its  use  or  sale,  and  consents  that, 
after  one  sale  and  the  payment  of  one  royalty,  it  shall  pass 
out  of  the  limits  of  the  monopoly.  If  a  manufacturer  of  pat- 
ented pins,  or  nails,  pr  wood  screws,  or  any  similar  article, 
were  to  affix  to  his  invoice  of  sale  a  condition  limiting  them 
to  one  use,  and  sell  them  in  quantities^  to  retail  dealers  to 
be  sold  again,  he  must  know  and  intend  that  they  are  to  pass 
into  the  commerce  of  the  country  and.  to  be  sold  over  and 
over  again,  and  sold  only  to  persons  who  would  not  buy  any- 
thing less  than  an  unrestricted  title.  Shall  the  purchaser  of 
a  packing  box  be  treated  as  an  infringer,  and  as  pirating  an 
invention,  because  he  uses  again  and  for  another  purpose 
the  screws  or  nails  whicb  held  the  box  together,  and 
VOL,  IV — 34 
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which  he  purchased  when  he  purchased  the  box  and  its  con- 
tents ?    May  he  not  reasonably  presume  with  regard  to  arti- 
cles of  this  description,  that  pins,  and  nails,  and  screws  do 
not  go  into  the  market  with  an  incumbrance  upon  their  title, 
or  a  restriction  on  their  use,  and  that  he  is  not  bound  to  trace 
the  title,  to  see  if  it  be  unrestricted,  for  the  reason  that   he 
may  well  suppose  no  one  could  expect  to  affix  a  restriction 
on  the  use  of  such  articles  which  would  be  operative,  or,  if 
he  could  do  so,  would  ever  find  purchasers  of  them  ?    The 
buckles  sold  by  the  complainants  belong  to  this  class  of  arti- 
cles.    They  are  sold  for  the  purpose  of  being  used  to  confine 
a  bale  of  cotton,  as  a  nail  or  screw  confines  a  packing  box. 
It  appears  in  evidence  that  when  a  bale  of  cotton  is  sold  it 
is  without  tare,  and  consequently  the  buckle  and  the  strap 
it  confines  are  sold  and  resold  with  the  bale  of  cotton  to 
which  they  are  attached.     If  the  cotton  takes  fire  or  is  other- 
wise damaged,  and  requires  to  be  rebaled,  must  the  owner 
put  the  same  buckle  back  on  the  same  bale,  or  be  liable  to  the 
penalties  of  an  infringer  ?    When  the  cotton  bales  are  opened 
for  use  at  the  factories,  the  manufacturer  who  has  purchased 
the  ties  and  buckles  with  the  cotton,  having  no  further  use 
for  them,  sells  them  to  the  junk  dealer.     From  the  junk 
dealer  the  defendants  purchase  them  and  repair  them  and 
sell  them  again.     The  vendor  of  the  patented  buckles  sells 
them  to  be  applied  to  the  bales  of  cotton,  with  the  full  knowl- 
edge that  they  will  be  sold  and  resold  as  often  as  the  cotton 
is  sold.     They  impliedly  consent  to  these  unrestricted  sales. 
They  cannot  under  such  circumstances  be  fairly  considered 
as  retaining  the  title  to  the  buckles  in  themselves,  or  as  part- 
ing only  with  such  a  restricted  title  as  would  require  each 
vendor  of  the  cotton  to  sell  it  accompanied  with  a  restriction 
on  the  title  and  use  of  the  buckles.     The  very  purpose  of  the 
original  sale,  with  the  knowledge  of  the  subsequent  use  and 
sales  necessarily  incident,   imply  a  parting  with  the  unre- 
stricted title,  and  a  passing  out  of  the  limits  of  the  monopoly 
of  the  thing  sold,  as  much  as  it  would  if  the  vendor  sold 
patented  thread,  nails,  or  screws,  to  be  used  in  fastening  pack- 
ing cases  to  be  sold  with  the  goods  packed.     The  facts  in  this 
case  show  that  the   owners  of   the  patent   buckle  intended 
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and  contemplated  that  the  purchasers  should  buy  an  unre- 
stricted title,  inconsistent  with  any  reservation  of  title  or  use 
in  the  original  vendors.  Such  a  sale  does  not  fall  within  the 
principle  stated  in  Hawley  v.  Mitchell^  but  clearly  falls  within 
the  language  and  principle  of  the  decisions  in  Goodyear  v. 
Beverly  Rubber  Co.^  i  Cliff.,  348,  and  Washing  Machine  Co,  v. 
Earle^  3  Wall.,  Jr.,  320.  The  case  is  very  different  from  that 
of  the  sale  of  a  machine  easily  identified,  and  to  which  a 
restriction  may  easily  be  attached,  or  where  a  license  to  use 
only  may  be  sold  unaccompanied  with  any  title,  or  accom- 
panied with  a  restricted  title.  But,  where  pins,  nails,  screws, , 
or  buckles  are  sold,  if  some  of  them  are  sold  with  a  restricted 
and  some  with  an  unrestricted  title,  there  are  no  means  of 
identification  which  enable  the  purchaser,  after  they  have 
passed  into  the  market  and  common  use,  to  distinguish  the 
articles  licensed  or  restricted  in  their  use  from  those  abso- 
lutely sold.  In  case  of  articles  of  that  description,  the 
patentee  may  fairly  be  presumed  to  have  received  his  royalty 
when  he  parted  with  the  possession  of  the  articles  and 
allowed  them  to  go  into  common  and  general  use.  The  pub- 
lic should  not  be  vexed  with  litigation  about  reserved  rights 
or  conditions  affixed  to  the  title  of  such  articles,  or  put  upon 
the  investigation  of  incumbrances  or  restrictions  on  the  title 
of  nails,  screws,  buckles  or  pins,  before  they  can  be  safely 
used  by  a  person  who  has  bought  them  of  parties  who  ob- 
tained them  of  the  patentee  with  the  right  to  sell  them  in 
the  open  market.  It  is. more  for  the  interest  of  inventors  that 
they  should  obtain  their  royalty  on  such  articles  when  they 
first  put  them  upon  the  market,  than  to  make  the  monopoly 
odious  by  the  attempt  to  fix  restrictions  on  the  subsequent 
use."  The  proceedings  in  the  four  cases  above  mentioned, 
in  which  injunctions  were  granted,  were  put  in  evidence  in 
the  case  before  Judge  Shepley. 

In  a  like  suit  in  equity,  by  the  same  plaintiffs,  against 
Williams,  Black  &  Williams,  in  the  Circuit  Court  of  the 
United  States  for  the  District  of  South  Carolina,  in  which  the 
main  issues  were  like  those  in  the  suit  before  Judge  Shepley, 
the  Circuit  Judge,  Judge  Bond,  followed  the  decision  of  Judge 
Shepley. 
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In  view  of  these  decisions,  the  question  involved  in  this 
case  may  fairly  be  considered  an  open  one,  on  authority  as 
well  as  on  principle.  It  is  manifest,  that  the  owners  of  the 
patents  intended,  by  the  stamps  on  the  buckles  and  the 
imprints  on  the  billheads,  to  grant  a  restricted  license  for  the 
use  of  the  ties  and  the  buckles,  and  that  the  intended  restriction 
was  to  a  use  of  them  once  only,  as  baling  ties.  The  words 
"licensed  to  use  once  only,"  stamped  on  each  buckle,  was 
notice  to  every  one  who  handled  i^  that  there  was  attached 
to  it  a  restriction  in  the  shape  of  a  license,  and  of  a  license 
merely  to  use,  and  of  a  license  to  use  only  once.  This  was  a 
lawful  restriction.  The  only  question  is,  whether  it  was  an 
effective  and  operative  one,  or  whether  it  was  strangled  in  its 
birth  by  the  circumstances  which  attended  the  original  putting 
of  the  ties  and  buckles  on  the  market,  or  whether,  being 
created,  it  was  waived  by  the  voluntary  action  of  the  owners 
of  the  patents. 

The  defendants  do  not  deny  that  the  owner  of  a  chattel 
may  dispose  of  the  same  with  restrictions  upon  the  title,  and 
they  concede  that  the  owner  of  a  patented  article  has  a  right 
to  put  a  restriction  on  its  use  or  sale,  both  as  to  the  extent  of 
the  territory  within  which  it  can  be  used  and  as  to  a  period 
of  use  within  the  term  of  the  patent.  But  they  contend  that 
a  restriction  thus  imposed  may  be  waived  by  the  party  who 
has  imposed  it,  and  that  such  waiver  may  be  the  legal  result 
of  acts,  and  be,  in  fact,  contrary  to  the  purpose  and  inten- 
tion which  the  party  has  in  his  mind.  They  further  con- 
tend, that,  notwithstanding  any  restriction  imposed  in  this 
case,  the  planter  sold  the  cotton,  and  the  ties  and  buckles 
which  bound  it  into  bales,  without  any  restriction,  and  that 
the  same  fact  existed  with  respect  to  every  succeeding  sale 
of  the  bales,  down  to  the  consumer  ;  that  the  plaintiff  per- 
mitted the  planter  to  sell  the  cotton  baled  with  the  patented 
ties  which  he  had  purchased  by  the  pound  or  the  bundle, 
and  to  pass  the  property  in  such  ties  from  purchaser  to  pur- 
chaser in  succession,  without  any  restriction  ;  and  that  ail 
such  unrestricted  sales  were  made,  by  implication  of  law, 
with  the  authority  and  by  the  direction  of  the  owners  of  the 
patents,  and  were  not  the  illegal  acts  of  persons  having  pos- 
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session  of  the  property  without  title  to  it,  because  such  sales 
were  contemplated  by  the  plaintiff  as  a  part  of  the  business  of 
providing  the  market  with  ties.  They  liken  the  case  to  that  of 
the  license  of  a  machine  with  a  restricted  right  under  a  patent, 
and  a  subsequent  acquiescence  by  the  licensor  in  the  sale  of 
the  machine  by  the  licensee  in  derogation  of  the  restriction. 
They  insist,  that,  as  the  original  vendors  of  the  ties  knew 
and  intended  that  the  cotton,  with  its  bagging,  bands  and 
buckles,  would  and  should  be  sold,  and  pass  from  purchaser 
to  purchaser,  without  restriction,  and  that  the  bands  and 
buckles  would  and  should  be  treated  as  and  become  the  prop- 
erty of  the  several  purchasers  in  succession,  by  cither  a  pur- 
chase at  a  price  per  pound,  or  by  being  given  to  the  pur- 
chaser as  a  perquisite,  the  price  being  included  in  the  price 
of  the  cotton,  each  successive  purchaser  of  the  baled  cotton 
became  the  owner  of  the  buckles  and  bands,  and  that  any 
owner  of  the  buckles  has  a  right  to  put  them  a  second  time 
to  the  use  contemplated  in  the  Brodie  patent,  if  they  have 
once  paid  a  patent  royalty. 

It  is  difficult  to  see  how,  in  view  of  the  facts  of  the  case, 
the  owners  of  these  patents  can  properly  be  said  to  have 
sold  the  buckles  for  the  purpose  of  allowing  them  to  be  used 
in  the  ordinary  pursuits  of  life  and  to  pass  into  the  markets 
of  the  country  as  an  ordinary  article  of  commerce.  Th^y  put 
them  forth  w}th  a  restriction  imposed  on  them,  that  they 
should  be  used  "once  only,"  as  baling  ties.  The goodsense 
of  the  words  **  once  only  **  is,  that  they  shall  be  used  to  con- 
fine the  bale  until  it  is  opened  for  use  by  the  consumer  and 
until  the  cotton  has  thus  ceased  to  need  longer  confinement 
in  a  bale.  A  fair  and  liberal  construction,  consistent  with 
the  necessary  intention  of  the  owners  of  the  patents,  permits, 
in  the  business  of  pressing,  a  buckle  and  a  band  to  be  trans- 
ferred from  one  bale  which  is  on  its  way  from  the  planter  to 
the  consumer  to  another  bale  which  is  on  its  way  from  the 
planter  to  the  consumer,  and  does  not  require  that  such  use 
should  be  regarded  as  a  use  more  than  once  of  the  buckle 
and  the  band.  The  original  license  is  fairly  a  license  to  have 
the  buckle  and  the  band  confine  a  bale  until  the  consumer 
needs  to  confine  the  bale  no  longer,  and  a  license  for  no 
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longer  time.  There  is  no  purchase  of  buckle  and  band  by  a 
purchaser  of  the  baled  cotton,  except  as  be  purchases  them 
confining  the  cotton  and  to  confine  it  till  it  reaches  the  con- 
sumer, and  such  purchase  of  buckle  and  band  is,  in  effect, 
only  a  purchase  of  them  subject  to  such  original  license.  It 
is  quite  as  reasonable  to  say  that  the  purchaser  of  the  cotton 
buys  subject  to  such  license  as  it  is  to  say  that  the  licensor, 
having  imposed  the  restricted  license,  permits  it  to  be  in- 
stantly destroyed.  The  former  view  is  consistent  with  the 
original  invention,  and  the  latter  view  is  inconsistent  xiith  it. 
The  fact,  that,  in  this  country  the  cotton,  the  bagging,  the 
iron  band  and  the  buckle,  which  compose  the  bale,  are 
weighed  as  a  whole  and  paid  for  at  so  much  a  pound  for  each 
pound  of  the  whole  weight,  cannot  have  the  effect  to  change 
the  fact  that  the  purchaser  buys  subject  to  a  restricted 
license  to  use  the  band  and  the  buckle  only  to  confine  the 
cotton  which  he  is  buying.  What  he  pays  for  other  than  the 
cotton  or  the  bagging  is  paid  for  subject  to  such  license,  the 
price  being  computed  in  the  particular  way  agreed  upon. 

The  foregoing  views  apply  to  the  use  a  second  time  of  orig- 
inal buckles,  by  themselves,  or  to  the  use  a  second  time  of 
the  original  buckles  and  the  original  bands.  But,  the  use  of 
a  buckle  without  a  band  will  not  confine  a  bale  of  cotton, 
and,  although  the  defendants  use  a  second  time  the  original 
buckles,  they  do  not  use  a  second  time  the  original  bands  in 
the  condition  in  which  those  bands  were  originally  put  forth 
with  such  buckles.  The  defendants  use  entirely  new  bands 
or  bands  made  by  piecing  together  pieces  of  the  old  bands. 
In  doing  this  they  infringe  the  3d,  4th  and  5th  claims  of  the 
Brodie  patent.  When  they  combine  the  old  buckle  with  the 
new  band  they  make  anew  the  combination.  They  do  the  same 
when  they  combine  it  with  a  pieced  band.  Piecing  together 
the  pieces  of  the  old  bands,  after  such  bands  have  been  vol- 
untarily severed  by  the  consumer  of  the  cotton,  is  not  a  repair 
of  the  tie  in  any  sense  in  which  the  right  of  repair  attaches 
to  the  license.  If  a  band  were  broken  in  transit,  in  an 
intermediate  hand,  the  right  of  repairing  it  might  exist 
The  defendants  participate  in  combining  the  open  slot,  the 
link  and  the  band,  as  in  the  3d  claim  of  the  Brodie  patent, 
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and  in  making  the  combination  set  forth  in  the  4th  claim  of 
that  patent,  and  in  practising  the  method  set  forth  in  the  5th 
claim  of  that  patent,  when  they  sell  ties  having  the  features 
set  forth  in  those  claims,  and  capable  of  the  use  described  in 
those  claims,  and  needing  only  the  bale  of  cotton  and  the 
application  of  the  tie  to  it  to  make  the  combinations  set  forth 
in  those  claims,  and  to  produce  the  results  there  set  forth  by 
the  means  there  set  forth. 

The  question  presented  is  one  entirely  of  law.  There  is  no 
disputed  question  of  fact.  There  is  nothing  to  be  elucidated 
by  testimony.  The  right  of  the  plaintiff  is  regarded  as  clear. 
The  validity  of  the  patents  and  the  identity  of  the  defend- 
ants* articles  with  those  of  the  patents  is  not  disputed.  There 
is  as  much  ground,  on  the  question  of  comity,  for  following 
the  decisions  of  Judge  Woods,  Judge  Billings  and  Judge 
Erskine,  as  fpr  following  those  of  Judge  Shepley  and  Judge 
Bond,  and,  the  question  for  decision  in  all  the  cases  being 
one  of  law,  on  undisputed  facts,  a  decision  of  it  on  a 
motion  for  a  preliminary  injunction  is  of  equal  weight,  on  a 
question  of  comity,  as  a  decision  of  it  on  a  final  hearing. 

The  preliminary  injunction  asked  for  is  granted,  to  be 
issued  after  the  bill  shall  have  been  properly  amended,  as 
before  suggested.  - 

•  • 

S.  A.  Duncan  and  J.  R,  Beckwith^.  for  the  complainant. 
C,  C,  Beaman^  /r.y  and  B.  F,  Thurston^  for  the  defendants. 
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Oliver  S.  Garretson 

vs. 

Charles  B.  Clark  et  al.    In  Equity. 

Where,  upon  an  accounting,  the  plaintiff  had  given  evidence  before  the 
master,  showing  the  profits  made  by  the  plaintiff  by  the  sale  of  articles 
containing  his  patented  features,  and  showing  also  the  profits  made  by 
the  sale  of  similar  articles  not  containing  the  patented  features  :  If^^* 
that  such  evidence  would  be  proper  only  in  a  case  where  the  entire 
value  of  the  whole  machine,  as  a  marketable  article,  is  properly  &Q^ 
legally  attributable  to  such  patented  features. 

It  is  not  the  province  of  the  master,  or  the  court,  rejecting  a  plaintiff*^ 
proofs  as  to  profits,  to  suggest  what  is  the  proper  line  of  proof  to  adopt — 
the  burden  of  laying  a  proper  basis  by  evidence  for  ascertainia^  the 
profits  is  on  the  plaintiff. 

The  case  of  Herring  v.  Gagt^  cited. 

The  question  of  costs  on  a  reference  to  a  master,  considered. 

(Before  Blatchford,  J.,  Northern  District  of  New  York,  September,  iS7Q-) 

Blatchford,  J. 

The  rule  laid  down  in  the  decision  rendered  in  this  <:SiS€ 
July  5th,  1878,  was  this  :  **  The  patentee  must,  in  every  case, 
give  evidence  tending  to  separate  or  apportion  the  defendants 
profits  and   the   patentees'  damages,  between  the  patented 
feature  and  the  unpatented  features,  and  such  evidence  must 
be  reliable  and  tangible,  and  not  conjectural  or  speculative  I 
or  he  must  show,  by  equally  reliable  and   satisfactory  e^*' 
dence,  that  the  profits  and  damages  are  to  be  calculated  on 
the  whole  machine,  for  the  reason  that  the  entire  value  of  ^^ 
whole   machine,  as   a   marketable  article,    is    properly   *^. 
legally  attributable  to  the  patented  feature."  I  understand  ^^ 
rule  to  be  the  result  of  the  authorities.     The  plaintiff    ^^ 
not  controvert  the  rule,  but  insists  that  he  has  complied  ^^ 
it.      The  conclusion  of  the  court  was  this  :  **  In  the  p^^^^^ 
case,  the  master  reports  that  the  plaintiff  has  failed  to    ?*^„ 
such  evidence,  and  I  concur  with  the  master  in  his  conclus^^^' 
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The  plaintiff  contends  that  the  evidence  before  the  master 
furnished  a  substantial  compliance,  according  to  the  nature 
of  the  subject-matter,  with  the  rule  that  the  profits  or 
damages  deducible  from  the  use  of  the  patented  features 
must  be  separated  from  the  profits  or  damages  upon  the 
article  as  a  gross  product.  He  contends  that  such  evidence 
made  the  separation  referred  to,  because  it  showed,  on  the 
one  hand,  the  profits  which  the  plaintiff  made  in  making  and 
selling  mops  containing  his  patented  features,  and,  on  the 
other  hand,  the  profits  realized  from  the  manufacture  and 
sale  of  forms  of  mops  on  actual  sale  which  did  not  embody 
the  plaintiff's  patented  features.  This  is  the  same  proposition 
which  was  considered  and  rejected  by  the  master  and  the 
court ;  but  the  evidence  referred  to  would  be  the  proper  evi- 
dence only  in  a  case  where  the  entire  value  of  the  whole 
machine,  as  a  marketable  article,  is  properly  and  legally  at- 
tributable to  the  patented  features.  In  such  a  case  as  that,  the 
profits  and  damages  are  to  be  calculated  on  the  whole 
machine.  This  is  not  such  a  case.  The  master  says  : 
*"There  has  been  no  evidence  before  me  that  would  warrant  a 
finding  that  the  whole  success  of  the  mops  in  question,  either 
of  the  defendants'  or  ofjthe  complainant's  manufacture,  was 
due  to  the  peculiar  construction  described  in  the  claims  of  the 
patents  above  referred  to.  Nor  could  I  find,  from  the  evi- 
dence, that  that  peculiar  construction  constituted  the  sole 
feature  that  made  the  mops  a  success  in  the  market.  Such 
finding  would  be  required  to  sustain  the  complainant's 
theory  of  damages."  The  master  was  clearly  correct  in  thus 
holding.  The  plaintiff  complains  that  the  master's  report 
contains  only  negations,  and  omits  to  affirm  what  specific 
line  of  proof  on  the  part  of  the  plaintiff  should  have  been 
adopted  properly  to  establish  his  damages.  It  was  not  the 
province  of  the  master,  nor  is  it  the  province  of  the  court,  to 
suggest  any  specific  line  of  proof,  either  as  proper  or  neces- 
sary. The  burden  is  on  the  plaintiff  to  lay  a  basis,  by  evidence, 
for  ascertaining  the  proper  profits  or  damages.  If  he  pro- 
duces certain  evidence,  and  lays  a  certain  basis,  all  that  the 
master  and  the  court  are  to  do  is  to  say  whether  he  has  made 
out  his  case  or  not.     If  he  has  not  made  out  his  case,  that  is 
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all  there  is  to  be  said.  It  cannot  be  said  that  there  may  not 
be  many  forms  of  evidence  which  would  be  satisfactory*  to 
show  that  a  plaintiff  is  entitled  to  the  profits  on  the  whole 
machine.  Their  sufficiency  is  to  be  passed  upon  when  they 
are  presented. 

It  is  also  contended  that  the  court  did  not  pass  on  the  fitst 
five  exceptions  taken  by  the  plaintiff  ;  but  I  think  it  quite 
apparent,  that^  in  passing  on  the  sixth  and  seventh  exceptions, 
the  court  passed  on  the  first  five.     The  first  claims  that  there 
was  evidence  of  damages  and  profits  ;  the  second,  that  it  was 
error  to  award    only   nominal    damages ;    the    third,    that 
there  was  evidence  of  actual  damages  ;  the  fourth,  that  there 
should  have  been  a  report  of  an  amount  of  actual  damages  ; 
the  fifth,  that  there  should  have  been  a  report  of  an  amount 
of  actual  profits.     I  do  not  perceive  that  any  of  the  consid- 
erations now  presented  on  the  part  of  the  plaintiff  were  over- 
looked by  the  court  in  its  former  decision. 

In  the  case  of  Herring  v.   Gage^  in  this  court,  decided  by 
Judge  Wallace,*  the  master  reported  that  the  defendants,  in 
milling,  saved,  by  using  the  patented  device,  one  barrel  of 
flour  in  every  six  hundred  made,  saving  thus  so  many  bar- 
rels, worth  so  much  a  barrel.     He  reported  such  saving:  as 
profits,  and  reported  it  as  a  saving  made  over  and  beyond  the 
saving  which  the  defendants  could  have  made  by  the  use  of 
any  other   device.     The  plaintiff   did    not  except,  and  the 
defendants  did  except  that  such  finding  was  not  supported 
by  the  proof.     The  proof  given  by  both  sides  was  as  to  the 
additional  saving  made  by  the  use  of  the  patented  device, 
over  what  might  hjEive  been  made  by  the  use  of  other  d^^^^ 
for  cooling  and  drying  meal,  as  a  substitute  for  the  patented 
device.    Judge  Wallace  remarked  that  it  appeared  tha-t  tw 
defendants  had    saved,  by  the  use  of   the  patented  d^^*^' 
flour  which,  until  they  used  that  device,  had  been  lost  ;    ^  * 
in  commenting  on  the  rule  laid  down  in  Mcwry  v,  Whiiff^^]^ 
Wallace,  651,  he  said  that  that  was  a  case  where  the  ^^^^ 
profit  of  the  manufacture  had  been  given  by  the  master,  '^y^ 
such  profit  was  largely  due,  not  to  the  patented  invert  ^*^^' 

*  Reported,  3  Baao.  &  Ard.,  396. 
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but  to  other  processes  actually  used  by  the  defendant,  and 
that  the  rule  so  laid  down  did  not  apply  where  the  profit  had 
been  made  directly  by  the  use  of  the  patented  device.  This 
case  is  like  Mowry  v.  Whittuy^  and  is  not  like  Herring  v.  Gage. 
There  is  nothing  in  the  decision  in  the  latter  case  that  is 
inconsistent  with  the  rulings  in  the  former  decision  in  the 
present  case.  A  plaintiff  is  required  to  separate  between  the 
patented  part  of  what  the  defendant  makes  and  sells  and  the 
unpatented  parts,  and  not  between  such  patented  part  and 
something  which  the  defendant  does  not  embody  in  his 
machine.     The  distinction  is  a  plain  one. 

In  its  former  decision,  this  court  directed  that  the  plaintiff 
have  the  costs  of  the  suit,  except  the  costs  of  the  reference 
before  the  master,  and  of  his  report,  and  of  the  exceptions, 
ahd  of  the  hearing  thereon  ;  and  that  the  defer.dants  have  the 
costs  of  such  reference,  and  report,  and  exceptions,  and  hear- 
ing. The  plaintiff  alleges  that  the  interlocutory  decree  pro- 
vided that  the  plaintiff  recover  of  the  defendants  **  the  costs 
of  the  complainant  in  this  cause  to  be  adjusted  ;"  but  it 
further  provides  that  the  question  of  the  amount  of  such  costs 
be  reserved  until  the  coming  in  of  the  master's  report,  and 
that  a  final  decree  be  had  for  the  same,  together  with  the 
profits  and  damages  which  shall  be  finally  adjudged  to  be 
payable  to  the  plaintiff.  It  also  awards  a  perpetual  injunc- 
tion to  the  plaintiff.  In  view  of  the  award  to  the  plaintiff  of 
nothing  but  nominal  damages  and  of  no  profits,  it  is  not  prop- 
er that  the  plaintiff  should  have  any  costs,  except  those  to 
and  including  the  interlocutory  decree,  and  that  the  defend- 
ants should  have  the  costs  of  the  subsequent  proceedings. 
There  is  nothing  in  this  that  is  inconsistent  with  the  inter- 
locutory decree. 

The  prayer  of  the  petition  for  a  rehearing  is  denied,  with 
costs. 


James  A,  Allen^  for  the  complainant. 
F,  A.  Macomber^  for  the  defendants. 
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The  Odorless  Excavating  Apparatus  Company 

vs. 
William  E.  Clements.    In  Equity. 

The  validity  of  reissued  letters  patent,  dated  February  29th,  1877,  No.  6,^3, 
granted  to  Lewis  R.  Keizer,  assignee  of  Henry  C.  Bull,  reaffinnod. 

(Before  Bond  and  Morris,  JJ.,  District  of  Maryland,  September,  1879.) 

Bond,  J. 

The  validity  of  this  patent,  as  reissued,  was  established  by 
this  couit  in  the  case  instituted  by  the  present  complainant 
against  Quillan,  which  was  decided  by  the  late  Judge  Giles, 
and  all  the  questions  as  to  the  validity  of  the  reissue, 'and  the 
identity  of  the  apparatus  covered  by  this  patent,  with  the 
apparatus  used  by  the  defendant,  having  been  considered  and 
passed  upon  by  Judge  Giles  in  that  case,  we  should  not,  with- 
out most  cogent  reasons,  disturb  that  decision. 

The  only  defence  now  made,  which  appears  to  have  been 
less  fully  brought  to  the  attention  of  the  court  in  the 
Quillan  case,  is  that  of  want  of  novelty  in  the  invention  for 
which  complainant's  patent  was  obtained,  and  to  determine 
this  point  we  have  examined  all  the  alleged  anticipating 
inventions  which,  with  much  industry  and  ingenuity,  have 
been  brought  to  our  attention,  and  explained  by  experts  and 
counsel. 

As  anticipating  the  first  claim  of  the  complainant's  patent, 
commonly  called  the  **  Bull  "  patent,  our  attention  has  been 
directed  to  the  exhibits  showing  the  patents  designated  in 
the  testimony  as  "Straus,"  **  Lesage,"  *' Courdier," 
"  Walter,"  and  **  Cherricr."  All  of  these  are  inventions  for 
cleaning  privy-vaults,  but  the  first  three  are  essentially  differ- 
ent from  the  **  Bull  "  patent  in  principle,  being  contrivances 
operated  by  a  force-pump,  which  draws  the  material  to  be 
removed  into  the  pump  and  forces  it  thence  into  the  receiver, 
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not  making  use  of  a  vacuum  in  the  receiver  at  all,  and  not 
suggesting  either  the  principle  or  the  arrangement  of  the 
*'  Bull "  apparatus. 

The  "Walter"  and  the  ''Cherrier"  patents  are  indeed 
inventions  in  which,  as  in  the  "  Bull  "  patent,  atmospheric 
pressure  is  used  to  force  the  material  directly  into  the 
receiver,  in  which  a  vacuum  has  been  created  ;  but  in  neither 
of  these  do  we  find  any  anticipation  of  the  complainant's 
particular  combination,  or  anything  substantially  like  it. 
*'  The  Walter  '*  patent  describes  a  large  receiving  tank  or 
tun  mounted  on  wheels,  with  two  air-pumps  attached  to  it, 
which  are  operated  by  the  turning  of  the  wheels  in  drawing 
the  machine  along,  by  which  a  vacuum  is  created  in  the 
large  tun  or  receiving-tank.  When  the  apparatus  arrives  at 
the  place  to  be  cleaned,  one  end  of  a  pipe  is  attached  to  the 
receiver,  and  the  other  dropped  into  the  material  in  the  vault, 
and  then,  by  opening  the  pipe  into  the  receiver,  the  atmos- 
pheric pressure  forces  the  material  to  run  up  into  the 
receiver.  It  is  plain,  we  think,  that  this  cumbersome 
machine  lacks  all  the  essential  features  of  the  **  Bull"  pat- 
ent, and  particularly  those  by  which  its  inventor  designed 
to  give  it  practical  utility  in  cleaning  deep  vaults  where  the 
atmospheric  pressure  would  not  force  the  material  to  the 
surface  of  the  ground,  and  in  allowing  the  use,  as  receivers,  of 
such  casks  as  could  be  easily  handled  and  transported  when 
filled. 

The  **  Cherrier  "  patent,  as  shown  by  the  exhibits  filed  by 
the  defendant,  admitting  all  his  exhibits  to  be  properly 
before  us,  is  an  apparatus  operated  by  an  air-pump,  and  a 
deodorizer  arranged  with  reference  to  the  receiver  and  the 
pipe  leading  to  the  vault,  substantially  as  in  the  **Buir*  pat- 
ent ;  but  the  receiver,  so  far  from  being  independently  mov- 
able, is  firmly  fastened  to  a  rigid  frame  at  a  considerable 
height  above  the  ground,  with  a  secondary  receiver,  also  firmly 
fastened,  beneath  it,  and  still  beneath  that  the  movable  ves- 
sel in  which  the  filth  is  to  be  carried  away.  It  is  not,  and  it 
never  was  intended  to  be  an  apparatus  which  could  clean  a 
deep  vault,  or  from  which  the  filth  could  be  carried  away  in  . 
the  same  receiver  into  which  it  was  forced  by  atmospheric 
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pressure,  and  it  has  not  the  simplicity  and  general  practical 
utility  which  distinguishes  the  "Bull  "  patent,  and  we  do  not 
find  the  two  inventions  at  all  in  conflict. 

The  third  claim  in  the  complainant's  patent,  which  is  for 
the  combination  of  a  portable  night  soil  cask  and  float-valve, 
was  also  passed  upon  and  sustained  by  the  decree  in  the  case 
against  Quillan,  and  none  of  the  exhibits  of  other  devices 
and  inventions  which  have  been  shown  and  explained  to  us 
satisfy  us  that  this  contrivance,  or  any  substantially  the  same, 
had  been  patented  or  was  in  common  use  prior  to  the  "Bull" 
patent.  Float-valves  do  appear  to  have  been  very  com- 
monly used  in  connection  with  water-tanks,  steam-boilers, 
&c.  ;  but  the  application  of  a  float-valve,  in  the  manner 
described  and  designed  by  the  **  Bull  "  patent,  to  the  air- 
outlet  orifice  of  an  air-tight  cask  so  as  thereby  to  stop  the 
working  of  the  air-pump  and  the  inflow  of  the  fluid  material 
at  another  orifice,  we  think  was  a  patentable  and  useful  in- 
vention, which  we  have  not  been  satisfied  had  ever  been 
known  before. 

The  fact  of  infringement  is  admitted,  if  the  complain- 
ant's patent  is  sustained,  and  a  decree  will  be  passed  in 
accordance  with  this  opinion,  and  the  cause  referred  to  a 
master  to  ascertain  the  damages. 

We  have  been  greatly  aided  in  our  examination  of  the 
issues  raised  in  this  case  by  the  excellent  manner  in  which 
the  testimony  was  taken,  and  has  been  printed  and  presented, 
and  by  the  able  arguments  of  counsel,  and  the  carefully  pre- 
pared briefs  which  were  submitted,  and  which  have  essentially 
assisted  us. 

William  Price^  for  the  complainant. 

George  W,  Dyer  and  O.  F,  Bump^  for  the  defendant. 
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J.  McGregor  Adams 


vs. 


The  Illinois  Manufacturing  Company.     In  Equity. 


Letters  patent.  No.  50,591,  granted  to  John  H.  Irwin,  October  24th,  1865, 
for  a  lantern,  the  top  or  dome  of  which  is  hinged  to  the  guard  on  one 
side,  in  such  manner  that  it  can  be  closed  firmly  to  the  guard,  by  the 
operation  of  a  hinge,  and  a  catch  on  the  side  opposite  the  hinge,  so  that, 
when  the  top  or  dome  is  lifted  or  thrown  back  on  the  hinge,  the  globe 
can  be  removed  from  the  guard,  held  valid. 

(Before  Blodgett,  J.,  Northern  District  of  Illinois,  October,  1879.) 

Blodgett,  J. 

This  is  a  bill  for  injunction  and  account.  Complainant  is 
admitted  to  be  the  owner  of  two  letters  patent  issued  by  the 
United  States  to  J.  H.  Irwin,  the  first,  No.  47,551,  dated 
May  2d,  1865,  and  the  other,  No.  50,591,  dated  October  24th, 
1865,  for  improvements  in  lanterns. 

The  defence  is  want  of  novelty  in  the  complainant's  pat- 
ents. It  is  admitted  that  defendant  has  made,  and  is  making, 
lanterns  in  all  respects  like  those  described  in  the  specifica- 
tions and  drawings  of  Irwin's  patent,  No.  50,591.  If  that 
patent  is  valid,  complainant  must  have  a  decree  in  this  suit. 
The  leading  feature  of  this  patent  is  the  construction  of  a 
loose-globe  lantern,  so  arranged  that  the  globe  can  be  readily 
removed  and  replaced,,  and,  at  the  same  time,  have  the 
metallic  parts  of  the  frame  permanently  attached  together  so 
as  to  make  a  basket  in  which  the  globe  will  be  held  or 
retained,  even  if  the  catch  holding  the  top  or  dome  to  the 
frame  of  the  lantern  is  unfastened.  This  is  obtained  by  hing- 
ing the  top  or  dome  to  the  guard,  on  one  side,  so  that  it  can 
be  closed  firmly  to  the  guard  by  the  operation  of  a  hinge  and 
a  catch  on  the  side  opposite  the  hinge,  so  that,  when  the  top 
or  dome  is  lifted  or  thrown  back  on  the  hinge,  the  globe  can 
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be  removed  from  the  guard.  The  conveniences  of  this 
arrangement  are  obvious.  It  makes  a  lantern  simple  in  con- 
struction,  with  few  complications,  easily  cleaned,  and,  per- 
haps, less  liable  to  accidents  than  any  other  form  of  lantern 
which  has  been  devised. 

It  is  admitted  that  loose-globe  lanterns  had  been  made, 
long  prior  to  that  made  by  Irwin,  in  the  form  described  in  his 
patent.  The  idea  of  so  constructing  the  lantern  that  the 
globe  was  simply  held  in  place  by  the  guard,  and  could  be 
readily  removed,  was  not  new  when  Irwin  entered  the  field  ; 
but  I  am  satisfied  that  the  Irwin  patent  can  be  sustained  so 
far  as  its  particular  device  is  concerned.  It  is  evidently  use- 
ful, and  by  its  application  a  very  useful  lantern  is  obtained. 

The  loose-globe  lanterns  which  had  been  made  prior  to 
that  of  Irwin's,  as  shown  in  the  proof,  are  :  First,  Westlake, 
where  the  arrangement  was  such  that  you  are  6bliged  to  re- 
move the  oil-pot,  then  the  top,  and  then  remove  the  guard 
from  the  globe.  Second,  Max  Miller.  By  this  the  parts  of 
the  lantern  can  be  separated  by  means  of  springs  and  catches, 
so  that  finally  the  globe  can  be  taken  out  through  the  top  of 
the  guard.  Third,  Waters*s  lantern.  This  is  separated. 
Fourth,  Evans,  English  lantern.  Fifth,  Chappell,  English  pat- 
ent. Sixth,  Butterfield.  Guard-clasps  around  lantern  should 
be  called  a  removable  guard.  Seventh,  Morley.  Eighth, 
Colburn.  All  these  devices  have  some  provision  by  which  the 
parts  of  the  lantern  can  be,  to  a  greater  or  less  extent,  sepa- 
rated, but  they  can,  none  of  them,  I  think,  be  said  to  suggest 
the  specific  mode  by  which  Irwin  made  his  globe  removable, 
and  preserved  the  connection  of  the  parts  of  his  frame. 

The  patent  may  be  sustained  as  a  special  device,  and,  as 
defendant  infringes  that  device,  the  complainant  must  have 
a  decree. 

Coburn  6r*  Thacher^  for  the  complainant. 

West  &*  Bond^  for  the  defendant. 
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Alexander  F.  Evory  et  al^ 


vs. 


L.  Candee  &  Company.     In  Equity.* 

A  written  license  under  a  patent  stated  that  the  patent  was  ''lawfully 
granted,"  and  provided  for  the  revocation  of  the  license  by  the  licensor, 
for  non-payment  of  royalty,  and  declared  that  such  revocation  should 
not  impair  "the  effect  of  the  admission  of  the  validity'*  of  the  patent. 
The  licensor  revoked  the  license  for  said  cause  and  then  sued  the  licensee 
in  equity,  for  an  account  and  the  payment  of  the  royalty  which  accrued 
prior  to  the  revocation.  The  licensee  set  up  that  the  patent  was  void, 
for  want  of  novelty,  and  that  he  had  never  paid  any  royalty  under  the 
license.  The  plaintiff  moved  for  a  decree  on  the  bill  and  answer  and  an 
affidavit,  and  the  defendant  put  in  counter  affidavits  :  Held^  that,  under 
Rule  90,  in  equity,  the  English  practice  in  1842  must  be  followed,  and 
not  any  later  English  practice  ;  that  the  affidavit  could  not  be  consid- 
ered ;  but  that  the  case  should  be  heard  on  bill  and  answer  ; 

Heid^  also,  that  the  licensee  was  estopped,  by  the  terms  of  the  license,  from 
setting  up  the  invalidity  of  the  patent,  as  a  defence. 

The  licensee  also  set  up  a  parol  agreement,  made  before  the  written  license, 
reserving  to  the  licensee  a  right  to  use  the  invention  without  royalty,  if 
he  should  become  satisfied  that  the  patent  was  void.  After  the  time 
when  such  parol  agreement  was  alleged  to  have  been  made,  the  licensee 
himself  drew  said  written  license  :  Heid,  that  he  could  not  be  allowed  to 
set  up  such  parol  agreement. 

(Before  Shipman,  J.,  District  of  Connecticut,  October,  1879.) 


Shipman,  J. 

This  is  a  bill  in  equity  for  an  account,  and  is  brought  to 
recover  from  the  defendant  the  license  fees  which  are  claimed 
to  be  due  to  the  plaintiffs  by  virtue  of  a  written  agreement 
between  said  parties,  dated  July  loth,  1877,  whereby  the 
defendant  was  licensed,  upon  an  established  royalty,  to  use 
letters   patent  dated   November    6th,    1866,    for  a '*  double 
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expansible  gore  flap,"  in  the  manufacture  of  boots  and  shoes. 
The  plaintiffs  are  citizens  of  the  States  of  New  York  and 
of  Michigan.  The  defendant  is  a  citizen  of.  the  State  of  Con- 
necticut. The  bill  alleges,  upon  information  and  belief,  a 
manufacture  and  sale  by  the  defendant,  between  July  loth, 
1877,  and  October  9th,  1878,  of  a  large  number  of  boots  and 
shoes  containing  the  invention  described  in  the  letters  pat- 
ent, and  prays  for  an  account  of  the  number  manufactured  or 
sold  between  said  dates.  The  license  was  revoked  by  the 
plaintiffs  on  October  9th,  1878.  The  agreement,  which  is 
made  part  of  the  bill,  recites  as  follows  :  **  Whereas,  letters 
patent  of  the  United  States,  dated  the  6th  day  of  November, 
1866,  numbered  59,375,  were  lawfully  granted  unto  Alexander 
F.  Evory  and  Alonzo  Heston,  for  a  new  and  useful  invention, 
consisting  of  a  double  expansible  gore  flap  used  in  the  manu- 
facture of  boots  and  shoes  ;  *  ♦  *  and  whereas  L.  Candee 
&  Co.,  of  New  Haven,  Conn.,  manufacturers  of  rubber  boots 
and  shoes,  are  desirous  of  acquiring  the  privilege  and  license 
of  using  said  invention  in  the  manufacture  and  sale  of 
shoes.**  The  agreement,  after  authorizing  the  licensors 
to  revoke  the  license  upon  non-payment  of  the  royalty,  pro- 
vides, that  such  revocation  should  not  impair  **  the  effect  of 
the  admission  of  the  validity  of  said  letters  patent  or  reissue, 
or  of  the  novelty,  utility  and  practicability  of  the  said  inven- 
tion.*' A  royalty  of  three  cents  per  pair  on  all  shoes 
while  the  licensee  should  manufacture  or  sell'was  established. 
The  licensee  further  agreed  to  pay  at  least  five  dollars,  as  a 
license  fee,  upon  the  first  days  of  each  quarter,  "even  though 
they  should  not  make  enough  of  said  patented  shoes  to 
amount  to  that  sum,  at  the  royalty  of  three  cents  per  pair." 

The  answer  denies  that  the  patentees  were  the  original  and 
first  inventors  of  the  alleged  improvement,  and,  admitting 
that  an  agreement  of  July  loth,  1877,  was  entered  into,  denies 
that  the  defendant,  in  said  agreement,  admitted  the  validity 
of  the  patent,  but  avers,  that,  **  before  the  said  license  ^*^ 
granted  to  the  defendants  herein,  the  complainant  Belcher 
presented  to  these  defendants  a  printed  form  of  license,  ii* 
which  was  printed  an  admission  of  the  validity  of  the  said 
letters  patent  here  in  suit ;  that  these  defendants  had  g^^^ 
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doubts  whether  said  letters  patent  were  good  and  valid,  and 
refused  to  sign  the  said  printed  form,  because  of  said  admis- 
sion, and  expressly  stated  to  the  said  Belcher  that  they  did 
not  admit  the  validity  of  the  said  patent,  but  were  willing  to 
take  a  license  thereunder  at  the  stated  royalty  of  three  cents 
per  pair  for  all  shoes  made  by  them,  which  embodied  the 
alleged  invention  set  forth  and  claimed  in  said  patent,  but 
that  they  reserved  unto  themselves  the  right  to  deny  the 
validity  of  said  patent  and  to  contest  the  same,  and  to  refuse 
to  pay  said  license  money,  and  to  continue  to  use  said  inven- 
tion without  payment  of  said  license  m(»ney,  if  they  should 
thereafter  .conclude  that  said  letters  patent  were  void  ;**  that 
thereafter  an  agreement  or  license  was  prepared,  omitting 
the  said  admission,  which  was  then,  and  on  Jul)'  loth,  1877, 
executed  by  the  defendant  herein  ;  and  that  the  defendant 
has  never,  nor  has  any  one  for  it,  paid  any  royalties  under 
the  said  alleged  license,  and  has  always  refused  to  pay  roy- 
alties under  said  license,  on  the  ground  of  the  invalidity  of 
the  letters  patent ;  and  that  the  license  was  revoked  by  the 
plaintiffs  on  October  9th,  1878.  The  answer  alleges  the 
invalidity  of  the  patent  for  want  of  novelty  and  of  patentable 
subject-matter,  and  that  the  license  is  void  for  want  of  con- 
sideration, and  that  the  **  defendants  do  not  know  how  many, 
if  any,  boots  and  shoes,  containing  the  alleged  invention, 
they  have  manufactured  and  sold  between  July  loth,  1877, 
and  October  9th,  1878,  and  they  refuse  to  ascertain  and  state 
the  same." 

In  this  state  of  the  pleadings,  the  case  was  set  for  hearing 
upon  the  bill  and  answer,  and  the  plaintiffs  moved  for  a 
decree  pursuant  to  the  prayer  of  the  bill,  **  upon  the  bill  and 
answer  filed  herein  and  the  annexed  affidavit  and  the  papers 
therein  referred  to,**  and  filed  an  affidavit  tending  to  show 
that  the  defendant,  in  its  answer  in  another  case  in  this 
court,  had  relied  upon  the  validity  of  the  licensed  patent. 
The  defendant  filed  counter  affidavits. 

The  plaintiffs'  motion  is  in  accordance  with  the  compara- 
tively recent  English  Chancery  practice,  which  was  author- 
ized by  an  Act  of  15  and  16  Vict,  and  by  the  Orders  of  Court 
passed  in  August,  1852.  i  Dan.  Ch.  Pr.,  822  to  826.    The  90th 
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Equity  Rule  of  the  Supreme  Court  provides,  that,  in  all  cases 
where  the  prescribed  rules  do  not  apply,  the  practice  of  the 
Circuit  Court  shall  be  regulated  by  the  **  present  *'  practice 
of  the  High  Court  of  Chancery  in  England,  **  not  as  positive 
rules,  but  as  furnishing  just  analogies  to  regulate  the  prac- 
tice." That  Rule  adopts  the  English  practice,  as  it  was 
known  and  understood  in  1842,  at  the  time  the  Rule  was  or- 
dained. Consequently,  the  practice  of  this  court  remains 
unaffected  by  the  new  orders,  so  called,  which  the  courts  of 
that  country  have  since  incorporated  into  their  practice. 
Badger  V,  Badger^  i  Cliff.,  237  ;  Goodyear  v.  Providence  Rubber 
Co,^  2  Cliff.,  351.  This  motion,  in  the  form  in  which  it  was 
made,  coupled  with  affidavits,  does  not  seem  to  be  in  accord- 
ance with  the  practice  of  the  Federal  Courts,  but  I  shall  re- 
gard the  hearing  as  a  hearing  upon  bill  and  answer,  without 
reference  to  the  affidavit  of  the  plaintiffs. 

The  question  in  the  case  is,  whether  the  answer  sets  up  a 
legal  defence  against  the  admitted  facts  which  are  alleged  in 
the  bill.  "  If  an  answer  is  insufficient  in  its  responses  to  the 
charges  and  statements  in  the  bill,  the  objections  are  to  be 
taken  to  it  by  exceptions  filed.  If  it  is  in  substance  bad  as  a 
defence,  and  no  further  proofs  are  required  by  the  plaintiff, 
the  case  can  be  set  down  for  hearing  upon  the  bill  and 
answer,  and  will  be  adjudged  accordingly.'*  Story's  Eq. 
PL,  sect.  456. 

Two  questions  are  presented  by  the  answer  :  (i.)  Is  the 
licensee  estopped,  by  the  terms  of  the  license,  from  setting 
up  the  invalidity  of  the  patent,  as  a  defence  in  an  action  for 
license  fees  due  prior  to  the  revocation  of  the  license  ?  (2.)  Is 
a  parol  agreement,  made  prior  to  the  license,  that  the 
licensee  shall  be  at  liberty  to  attack  the  patent,  to  be  'ad- 
mitted, in  view  of  the  recitals  and  provisions  of  the  license, 
there  being  no  allegation  or  claim  that  anything  was  in- 
serted, or  was  omitted,  in  the  written  agreement,  through 
fraud,  mistake,  or  accident  ? 

It  is  not  necessary  to  consider,  upon  the  first  point,  the 
question  whether,  in  an  action  to  recover  overdue  license  fees, 
the  licensee  is  estopped  from  contesting  the  validity  of  the 
patent,  by  a  naked  license,  and  by  an  unmolested  exercise  of 
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the  right  which  the  license  purported  to  convey,  for,  in  this 
case,  the  licensee  expressly  admitted  the  validity  of  the  pat- 
ent, in  the  recitals  of  the  agreement.  It  is  admitted  that 
the  agreement  which  is  set  out  in  the  bill  is  the  one  which 
was  executed  by  both  parties.  The  defendant  asserts  in  the 
license,  that  the  letters  patent  were  lawfully  granted  to  the 
patentees  for  a  new  and  useful  invention,  and  has  thereby 
tersely  admitted  the  novelty  and  utility  of  the  invention 
specified  in  the  patent,  and  the  validity  of  the  grant  to  the 
patentees.  It  is  not  permissible  to  the  licensee,  unless  the 
recitals  were  introduced  by  fraud,  imposition,  mistake,  or 
accident,  to  deny  their  truth,  in  an  action  for  license  fees 
which  accrued  before  the  revocation  of  the  license. 

The  defendant  next  relies  upon  a  parol  agreement,  made 
prior  to  the  execution  of  the  license,  whereby  it  reserved  to 
itself  the  right  to  deny  the  validity  of  the  patent.  It  appears, 
from  the  answer  and  from  the  defendant's  affidavit,  that  a 
license  was  sent  to  the  defendant,  which  contained  an  express 
admission  of  **  the  validity  of  said  letters  patent,  and  the 
novelty,  utility,  and  practicability  of  the  invention  therein 
described  and  claimed,  or  that  may,  or  can  be,  described  and 
claimed  in  any  reissue  thereof."  This  agreement  the  de- 
fendant declined  to  sign.  The  parties  subsequently  met,  and 
the  defendant  informed  the  plaintiffs  that  it  would  sign  a 
license,  but  reserved  the  right  to  defend  on  the  ground  that 
the  patent  was  not  valid,  if  it  should  so  conclude,  and  to  use 
the  alleged  invention  described  in  the  patent  without  roy- 
alty, if  it  became  satisfied  that  the  patent  was  void.  There- 
upon, the  plaintiff  requested  the  defendant  to  draw  up  a 
license  in  the  form  which  it  would  sign.  The  license  set 
forth  in  the  bill  was  drawn  by  the  defendant,  and  was  signed 
by  the  parties. 

The  defendant  suggests  that  the  parol  reservation  was  a 
valid  collateral  agreement,  which  should  be  enforced.  It  is 
true,  that,  oftentimes,  a  collateral  parol  agreement  has  been 
permitted  to  be  proved,  **  which  does  not  interfere  with  the 
terms  of  the  written  contract,  though  it  may  relate  to  the 
same  subject  matter."  2  Taylor  on  Ev.,  §  1,049.  This  parol 
agreement,  reserving  a  right  to  use  the  licensed  invention 
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without  royalty,  if  it  became  satisfied  that  the  patent  was 
void,  is  substantially  inconsistent  with  the  written  agreement 
which  the  defendant  subsequently  drew,  wherein  it  promises 
to  pay  a  royalty  during  the  unexpired  term  of  the  patent, 
reserves  no  right  of  revocation,  twice  admits  the  validity  of 
the  patent,  and  declares  that  a  revocation  by  the  licensors, 
for  non-payment  of  royalty,  shall  not  impair  the  effect  of  the 
admissions.  The  parol  agreement  is  in  the  teeth  of  the  sub- 
sequent written  contract. 

The  bill  avers  a  use  of  the  patented  invention  by  the 
licensees  prior  to  October  9th,  1878,  which,  though  not 
denied,  is  not  admitted  in  the  answer.  Brown  v.  Pierce^  7 
Wall.,  205.  But  the  license  also  provided  for  a  quarterly 
payment  of  five  dollars,  although  no  shoes  containing  the 
patented  invention  had.  been  made.  The  execution  of  the 
license  having  been  admitted,  -it  is  apparent,  from  the  plead- 
ings, that  something  is  due  the  plaintiffs.  Let  there  be  a 
decree  for  an  account,  in  accordance  with  the  prayer  of  the 
bill. 

Frederic  H,  BettSy  for  the  complainants. 

Charles  F,  Blake^  for  the  defendant. 


OCTOBER,    1879.  55  ^ 


American  Diamond  Rock  Boring  Co.  v,  Sheldon. 


The  American  Diamond  Rock  Boring  Company 
Charles  Sheldon  et  al.    In  Equity.* 

The  reissued  letters  patent,  No.  3.690,  granted  to  Asahel  J.  Severance,  as 
assignee  of  Rodolphe  Leschot,  October  26th,  1869,  for  an  improved  rock 
drill,  are  valid. 

Where  a  reissue  is  granted  to  an  assignee,  it  is  to  be  taken  that  he  had  title 
to  the  patent,  unless  the  contrary  is  made  to  appear. 

A  suit  which  is  dismissed  for  want  of  prosecution  is  no  bar  ta  a  subsequent 
suit  for  the  same  cause  of  action.. 

The  question  of  the  infringement  of  said  reissue,  considered. 

In  determining  whether  a  reissue  is  for  a  di£ferent  invention  from  the  origi- 
nal patent,  the  two  must  be  compared,  to  see  if  the  invention  patented  in 
the  reissue  is  in  any  manner  described  in  any  part  of  the  original  and 
whether  it  might  have  been  patented  there. 

(Before  Wheeler,  J.,  District  of  Vermont,  October,  1879.) 

Wheeler,  J. 

This  suit  is  brought  for  relief  against  infringement  of  re- 
issued letters  patent,  No.  3,690,  to  Asahel  J.  Severance,  as 
assignee  of  Rodolphe  Leschot,  October  26th,  1869,  for  an 
improved  rock  drill,  and  has  been  heard  upon  pleadings, 
proofs,  and  argument  of  counsel.  The  plaintiff  shows 
title  from  Severance.  The  defendants  claim  that  Severance 
had  no  title,  and,  that,  therefore,  the  plaintiff  has  acquired 
none,  and  is  not  th*e  owner  of  the  patent ;  that  Leschot 
was  not  the  first  inventor  of  the  invention  patented  ;  that  the 
reissue  is  for  a  different  invention  from  that  in  the  original 
patent  and  is,  therefore,  void  ;  that  the  plaintiff  is  estopped 
from  maintaining  this  suit,  by  a  decree  of  the  Circuit  Court 
of  the  United  States  for  the  District  of  New  Hampshire,  dis- 
missing a  bill  brought  by  the  plaintiff  against  the  Sullivan 

*  17  Blatchf.  C.  C.  R.,  209. 
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Machine  Co.,  of  whom  these  defendants  bought  the  machines 
claimed  here  to  be  an  infringement  of  the  patent,  for  an  in- 
fringement there  of  this  same  patent ;  and  that  the  defend- 
ants do  not,  in  fact,  infringe. 

That  the  patent  was  valid,  and  that  it  was  infringed  by  a 
drill  then  in  use  by  the  Sullivan  Machine  Co.,  was  adjudged 
in  favor  of  the  plaintiff,  in  a  suit  in  favor  of  the  American 
Diamond  Drill  Co.,  from  whom  the  plaintiff  derives  title  to 
the  patent,  against  the  Sullivan  Machine  Co.,  from  whom  the 
defendants  acquired  title  to  the  machines  in  question,  in  the 
Circuit  Court  of  the  United  States  for  the  Southern  District 
of  New  York.  Am.  Diam.  Rock  Boring  Co,  v.  Sullivan  Machine 
Co.^  14  Blatchf.  C.  C.  R.,  119.  That  was  a  suit  between 
privies  to  these  parties,  and  would  seem  to  settle  those  ques- 
tions, as  between  them.  And,  if  that  judgment  would  not 
be  technically  conclusive,  the  authority  of  it  would  be  suffi- 
cient ground  for  determining  the  same  questions  in  the  same 
way  here,  unless  presented  upon  different  facts  ;  and  there  is 
nothing  before  the  court  here  which  was  not  produced  there, 
that  should  vary  the  result. 

An  English  patent  to  Robert  Bearl,  before  Leschot's  in- 
vention, is  presented  here,  as  showing  an  anticipation,  and 
was  not  presented  there  ;  but,  the  devices  described  in  that 
patent  are  not  like  Leschot's.  It  made  use  of  water,  but  not 
in  the  same  way,  and  did  not  have  diamonds,  as  Leschot's 
has,  nor  anything  equivalent  to  them,  for  the  purpose  for 
which  they  were  used.  Other  things  prior  have  been  put  in 
evidence,  properly  enough  for  the  purpose  of  showing  what 
was  in  existence  at  the  time  of  Leschot's  invention,  to  con- 
strue the  patent  by,  but  not  pleaded,  or  stipulated  about,  so 
as  to  be  properly  in  the  case  to  be  considered  upon  the  ques- 
tion of  anticipation  of  the  entire  invention.  There  are,  how- 
ever, none  of  them,  as  they  have  been  viewed,  which  would 
appear  adequate  for  that  purpose,  if  properly  set  up  in  the 
answers.  These  matters  are,  therefore,  left  to  stand  as  they 
were  placed  by  that  decision. 

As  the  reissue  was  granted  to  Severance,  it  is  to  be  taken 
that  he  had  title,  unless  the  contrary  is  made  to  appear.  The 
defendants  have  introduced  an  abstract  of  title,  which  shows 
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that  Severence  acquired  title  from  one  Dow,  and  shows  a 
contract  between  him  and  Leschot,  upon  which  there  is  some 
question  about  whether  it  carries  title  or  not.  But,  showing 
that  title  does  not  show  that  there  is  no  other,  and  there  is  a 
lack  of  any  competent  evidence  in  the  case  to  show  that  there 
is  not,  by  some  other  line  of  conveyances,  a  perfect  title.  If 
the  certificate  to  the  copies  could  be  said  to  imply  that  there 
was  no  other  title  of  record,  it  would  not  be  evidence  of  the 
fact.  Such  copies  are  evidence  of  what  is  of  record,  as  the 
originals  would  be,  but  are  not  evidence  of  the  fact  that  there 
are  not  other  records.  Rev.  Stat.  U.  S.,  sec.  892  ;  i  Greenl. 
Ev.,  §  498.  But,  even  if  this  was  not  so,  the  abstract  pro- 
duced shows  that  Dow  had  full  title  to  one-half  of  the  patent 
which  would  pass  to  Severance  and  to  the  plaintiff,  and,  as 
there  has  been  no  objection  to  any  non-joinder  of  any  other 
party,  that  title  would  be  sufficient  to  maintain  this  suit,  for 
the  protection  of  that  interest,  at  least. 

The  defendants  set  up  the  decree  in  the  District  of  New 
Hampshire,  as  a  bar,  legal  or  equitable.  The  plaintiff 
traverses  the  answer,  which  makes  it  necessary  for  the  defendr 
ants  to  make  proof  of  that  defence,  because  it  is  not  respon- 
sive to  the  bill.  The  proofs  do  not  at  all  show  that  the  bill 
there  was  for  the  same  relief  as  this  one.  The  making  and 
selling  these  machines  to  these  defendants  may  have  been 
long  subsequent  to  the  bringing  of  that  bill,  and  even  to  the 
decree.  If  the  bill  had  been  for  the  same  relief,  and  had 
been  dismissed  on  its  merits,  it  would  have  been  entirely 
conclusive  as  between  the  parties  to  it  and  their  privies,  as 
to  that  cause  of  action,  upon  every  question  which  might 
have  been  raised  concerning  it,  whether  actually  made  upon 
pleadings  or  evidence  or  arguments  of  .counsel,  or  considered 
by  the  court,  or  not.  But,  where  a  judgment  upon  a  differ- 
ent cause  of  action  is  relied  upon  as  settling  a  question,  it 
must  be  shown  that  the  question  was  actually  raised  and 
decided.  Cromwell  "v.  Sac,  94  U.  S.,  351  ;  Davis  v.  Brown^  94 
U.  S.,  423.  The  record  produced,  and  that  is  the  only  evi- 
dence upon  this  subject,  fails  to  show  that  any  question  open 
here  was,  in  fact,  passed  upon  there.  It  shows  that  the  bill 
was  dismissed,  with  costs,  but  shows  no  ground  upon  which 
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it  was  dismissed,  except  the  want  of  appearance  of  the 
plaintiff  ;  and  a  dismissal  for  that  cause  is  not  conclusive  in 
favor  of  the  defendant,  even  upon  another  suit  for  the  same 
relief.  Mitf.  Ch.  PI.,  238  ;  Carrington  v.  Holly ^  i  Dick., 
280  ;  Rosse  v.  Rust^  4  Johns,  Ch.  R.,  299  ;  Badger  v.  Badger^  i 
Cliff.,  237,  245  ;  Porter  v.  Vaughn^  26  Vt.,  624.  That  suit 
appears  to  have  been,  in  reality,  dismissed  for  want  of  pros- 
ecution, and,  in  effect,  is  like  a  nonsuit  in  an  action  at  law. 
This  leaves  the  question  of  actual  infringement,  by  the 
machines  now  in  use  by  these  defendants,  to  be  determined 
here.  This  question  was  expressly  left  open  and  undecided 
by  Shipman,  J.,  in  Am,  Diam.  Rock  Boring  Co.  v.  Sullivan 
Mach,  Co.^  (before  cited).  The  drill  now  in  use  is  precisely 
like  that  adjudged  to  be  an  infringement  in  Am.  Diamond 
Drill  Co.  v.  Sullivan  Mach.  Co.^  except  that,  in  the  latter,  the 
diamonds  at  the  circumference  projected  beyond  it,  while  in 
the  former  the  stock  is  enough  larger  than  in  the  latter  to  fill 
out  and  be  flush  with  the  diamonds  at  the  circumference. 
The  diamonds  themselves  stand  precisely  as  they  did  before, 
and  the  proof  is  quite  full,  especially  that  on  the  part  of  the 
defendants,  that  they  operate  precisely  as  they  did  before. 
It  was  supposed  that,  with  the  stock  flush  with  the  outer 
edges  of  the  diamonds,  there  would  not  be  room  for  the 
detritus  to  be  carried  up  outside  of  the  stock,  even  if  the  drill 
would  penetrate  the  rock  far  enough  to  make  any  to  be 
carried  up  ;  but  it  was  found,  on  experiment,  that  the  dia- 
monds, when  projecting,  always  cut  a  hole  larger  than  the 
circle  they  would  describe  when  centred  accurately,  and 
enough  larger  to  permit  the  detritus  to  pass  upward  with  the 
spaces  between  them  filled,  and  that  filling  the  spaces,  by 
bringing  the  stock  out  flush  with  them,  would  not  interfere 
with  their  operation.  The  diamonds  are  the  operative 
things,  and  the  drill,  with  the  stock  flush  with  them  at  the 
circumference,  has  all  the  elements  for  cutting  that  one  with 
diamonds  projecting  there  has,  and  operates  in  precisely  the 
same  way.  The  flush  stock  is  better  than  the  otjier,  in  some 
respects.  Making  it  flush  is,  probably,  an  improvement 
upon  the  other,  but,  if  so,  it  is  an  improvement,  made  by 
adding  to  the  other,  and  not  by  altering  its   constituent 
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parts  or  their  mode  of  operation.  As  the  use  of  the  other 
without  the  addition  to  the  thickness  of  the  stock  was  an 
infringement,  it  would  seem  that  the  use  of  this  in  the  same 
way,  with  the  addition,  would  be. 

Besides  this,  Leschot's  patent  was  not  merely  for  a  drill 
with  the  addition  of  laterally  projecting  diamonds.  It 
did  not  purport,  on  its  face,  to  be  for  such  an  invention  ; 
neither  is  it  necessary,  on  account  of  the  prior  state  of  the 
art,  to  construe  it  as  being  only  for  that,  in  order  to  sustain 
it  at  all.  The  patent  was  as  much  for  the  forward  projecting 
diamonds  and  their  mode  of  operation,  as  for  any  other  part. 
No  one  before  had  ever  made  a  drill,  either  annular  or  cylin- 
drical, armed  with  diamonds,  and  worked  by  a  rotary  and 
direct  forward  motion  communicated  to  it  by  power.  Still 
less  had  any  one  ever  invented  such  a  drill,  assisted  in  his 
operation  by  water  carried  in  through  a  tubular  bar  and 
stock.  The  original  patent  did  not  cover  the  mode  of  using 
water,  although  the  specification  showed  that  to  be  a  part  of 
the  invention.  This  made  it  a  very  proper  case  for  a  re- 
issue, to  cover  that  part  before  omitted.  It  is,  probably, 
true,  as  argued  by  counsel  for  the  defendants,  that  the  first 
reissue  was  altogether  too  broad  and  could  not  have  stood, 
which  made  it  proper  to  have  that  corrected  by  another  sur- 
render and  reissue,  as  was  done.  The  second  reissue  was 
proper,  as  stated  by  Shipman,  J.,  in  the  case  before  cited, 
and  it  would  not  be  affected  at  all  by  the  faults  of  the  first 
reissue,  but  would  correct  them.  In  Thomas  v.  Shoe  Machinery 
Manufacturing  Co,^  16  Off.  Gaz.,  541,  Mr.  Justice  Clifford 
said  :  **  Where  the  Commissioner  accepts  a  surrender  of  an 
original  patent  and  grants  a  new  patent,  his  decision  in  the 
premises,  in  a  suit  for  infringement^  is  final  and  decisive,  and  is 
not  re-examinable  in  such  a  suit  in  the  Circuit  Court,  unless 
it  is  apparent  upon  the  face  of  the  patent  that  he  has  exceeded 
his  authority,  and  that  there  is  such  a  repugnancy  between 
the  old  and  the  new  patents,  that  it  must  be  held  as  matter  of 
legal  construction  that  the  new  patent  is  not  for  the  same 
invention  as  that  embraced  and  secured  in  the  original." 
"  Inquiries  in  such  a  case  are  restricted  to  a  comparison  of 
the  terms  and  import  of  the  two  patents  in  view  of  the  draw- 
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ings  and  Patent  Office  model.  If  from  these  it  results  that 
the  invention  claimed  in  the  reissue  is  not  substantially 
different  from  the  one  described,  suggested  or  indicated  in 
the  specification  or  drawings  of  the  original  patent  or  Patent 
Office  model,  the  reissued  patent  must  be  held  valid,  as  all 
other  alterations  and  amendments  plainly  fall  within  the 
intent  and  purpose  of  the  provision  in  the  Act  of  Congress, 
which  allows  a  surrender  and  reissue  ;  or,  in  other  words,  if 
the  reissued  patent  does  not,  upon  the  face  of  the  instru- 
ment, embrace  anything  not  substantially  described,  sug- 
gested or  indicated  in  the  specifications,  drawings  or  model 
of  the  original,  the  defence  that  the  reissued  patent  is  not  for 
the  same  invention  as  the  original  must  be  overruled." 
Under  this  rule,  upon  this  question  in  this  case,  there  is 
nothing  to  do  but  to  compare  the  reissue  upon  which  the 
suit  is  brought  with  the  original  patent,  disregarding  all  else, 
to  see  if  the  new  invention  patented  in  this  reissue  is  the 
same  that  is  in  any  manner  described  in  any  part  of  the 
original ;  not  whether  it  was  patented,  or  even  thought  or 
sought  to  be,  there,  but  whether  it  appears,  from  what  is 
there,  that  it  might  have  been  patented  there  if  it  had  been 
thought  of  and  desired.  Upon  such  comparison,  there  is 
nothing  in  the  reissue  which  is  not  in  the  specification  of  the 
original  distinctly  mentioned,  although,  as  arg^ued,  it  is  not 
all  claimed.  It  is  quite  clear,  upon  principle  and  authority, 
as  well  as  upon  the  former  adjudication,  that  this  reissue  is 
valid. 

Upon  the  question  of  infringement,  it  appears  that  the 
defendants  make  use  of  as  much  of  Leschot's  invention  as  he 
would,  in  removing  as  much  of  the  rock  as  he  would  remove, 
by  cutting.  By  his  method  he  would  cut  an  annular  hole 
and  leave  a  core  to  be  removed  otherwise.  They  cut  what 
would  be  the  annular  hole  by  the  same  means  and  in  the 
same  way.  They  have  added,  in  the  middle  of  their  drillt 
enough  similarly  cutting  material  to  cut  away  the  core  also, 
but  they  none  the  less  cut  away  the  rest  by  his  method. 
This  addition  is  an  improvement,  when  it  is  not  desirable  to 
save  the  core,  but  Leschot's  drill  is  made  use  of  as  a  basis  for 
the  improvement,  and  the  owners  of  the  patent,  as  also  held 
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by  Judge  Shipman,  in  the  former  case,  cannot  be  improved 
out  of  their  right  to  it.  The  case,  in  this  respect,  is  some- 
what like  Electric  Telegraph  Co.  v.  Brett,  4  Eng.  Law  &  Eq. 
R.,  347.  That  patent  was  for  giving  signals  at  distant  places 
by  means  of  electric  currents  sent  through  metallic  circuits 
consisting  of  wires  extending  to  the  places  and  back.  The 
defendants  made  use  of  the  earth,  to  complete  the  circuits,  in 
place  of  the  returning  wire,  and  claimed  that  this  constituted 
the  whole  a  different  machine  that  was  not  an  infringement. 
It  was  held,  however,  that  they  made  use  of  so  much  of  the 
patented  invention  as  was  involved  in  the  wire  which  they 
did  use  and  its  operation,  and  they  were  made  liable  for 
that  infringement. 

It  is  stoutly  insisted,  in  behalf  of  the  defendants,  that  the 
invention  was  of,  and  the  patent  for,  a  mere  tool,  and  not 
for  any  machine,  combination  or  arrangement,  and  that  the 
drill  used  by  the  defendants  is  a  very  different  tool,  es- 
pecially in  form  and  appearance.  It  is  true,  that  the  two  do 
not,  at  first,  look  alike,  but  that  is  not  by  any  means  a  full 
or  accurate  test.  The  outward  form  of  them  is  not  at  all 
material.  Their  operation  and  performances  are  what  are 
important.  In  Machine  Co,  v.  Murphy,  97  U.  S.,  120,  Mr. 
Justice  Clifford,  in  speaking  of  such  a  question,  again  said  : 
"  Except  where  form  is  of  the  essence  of  the  invention,  it  has 
but  little  weight  in  the  decision  of  such  an  issue,  the  correct 
rule  being  that,  in  determining  the  question  of  infringement, 
the  court  or  ;ury,  as  the  case  may  be,  are  not  to  judge  about 
similarities  or  differences  by  the  names  of  the  things,  but  are 
to  look  at  the  machines  or  their  several  devices  or  elements 
in  the  light  of  what  they  do,  or  what  office  or  function  they 
perform,  and  how  they  perform  it,  and  to  find  that  one  thing 
is  substantially  the  same  as  another,  if  it  performs  substan- 
tially the  same  function  in  substantially  the  same  way  to 
obtain  the  same  result,  always  bearing  in  mind  that  devices 
in  a  patented  machine  are  different  in  the  sense  of  the  patent 
law  when  they  perform  different  functions  or  in  a  different 
way,  or  produce  a  substantially  different  result.  Nor  is  it 
safe  to  give  much  heed  to  the  fact  that  the  corresponding 
device  in  two  machines  organized  to  accomplish   the   same 
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result  is  different  in  shape  or  form  the  one  from  the  other,  as 
it  is  necessary  in  every  such  investigation  to  look  at  the  mode 
of  operation  or  the  way  the  device  works,  and  at  the  result, 
as  well  as  at  the  means  by  which  the  result  is  attained. 
Inquiries  of  this  kind  are  often  attended  with  difficulty  ;  but  if 
special  attention  is  given  to  such  portions  of  a  given  device 
as  really  do  the  work,  so  as  not  to  give  undue  importance  to 
other  parts  of  the  same  which  are  only  used  as  a  convenient 
mode  of  constructing  the  entire  device,  the  difficulty  attend- 
ing the  investigation  will  be  greatly  diminished,  if  not  en- 
tirely overcome." 

Here,  the  thing  invented  and  the  device  which  the  defend- 
ants use  are  parts  of  machines.  The  operative  things  which 
do  the  work  are  the  diamonds  which  abrade  the  rock,  and  the 
water  which  carries  off  the  detritus.  The  stock  merely  holds 
the  diamonds  in  place  upon  itself  and  imparts  its  motion  to 
them.  In  each  machine  the  diamonds  work  with  their  for- 
ward faces,  by  having  a  rotary  and  progressive  forward 
motion  given  to  them  by  means  of  the  stock  ;  and,  in  each, 
the  water  does  its  work  by  being  injected  through  the  stock 
and  flowing  out  around  it.  The  form  of  the  stock  is  of  no 
importance,  further  than  to  hold  the  diamonds  and  admit  the 
flow,  in  and  out,  of  the  water.  The  flush  stocks  or  heads  do 
both  of  these  precisely  as  the  receding  ones  do.  They, 
doubtless,  hold  the  diamonds  more  firmly  and  better,  because 
the  diamonds  are  imbedded  deeper  in  them,  but  not  because 
they  are  held  otherwise  than  by  being  imbedded  in  theffl. 
They  cut  more  of  the  hole,  but  do  it  by  the  same  means, 
operating  in  the  same  manner.  The  corresponding  parts  m 
each  perform  no  different  functions  and  produce  no  different 
results.  It  is  quite  plain,  upon  this  comparison,  in  the  Ug^^ 
of  the  rule  laid  down  in  the  case  mentioned,  that  the  defend- 
ants do  make  use  of  the  patented  invention,  and  thereby 
infringe  upon  the  exclusive  rights  of  the  orator. 

Let  a  decree  be  entered  for  an  injunction  and  an  accoui^^t 
according  to  the  prayer  of  the  bill. 

Charles  F.  Blake^  for  the  complainant. 

R,  /.  Phelps  and  W,  G,  Veazey^  for  the  defendants. 
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Clinton  G.  Colgate 
The  Gold  &  Stock  Telegraph  Company.    In  Equity. 

The  defendant  company  had  been  enjoined  against  using  the  invention 
owned  by  the  complainant,  except  the  particular  wires  or  cables  then 
in  use  by  it,  and  against  "conferring  upon  any  other  person,  per- 
sons or  corporation,  either  in  whole  or  in  part,  or  alone,  or  in  conjunc- 
tion, or  in  connection  with  the  defendant,  any  use  of,  or  right  to  use  any 
such  wires  or  cables."  Under  an  agreement  made  before  the  service  of 
the  injunction,  the  defendant  company,  after  such  service,  furnished  a 
wire  containing  the  patented  invention,  such  wire  having  been  in  use 
by  the  defendant  long  before,  and  at  the  time  of  the  injunction  :  //eld, 
that,  upon  these  facts,  the  defendant  was  guilty  of  a  violation  of  the  in- 
junction, and  an  attachment  was  granted  against  the  defendant,  and  its 
president. 

(Before  Blatchpord,  J.,  Southern  District  of  New  York,  October,  1879.) 

Blatchford,  J. 

The  injunction  in  this  case  was  served  on  Norvin  Green, 
as  president  of  the  defendant,  on  the  sth  of  August,  1879. 
This  was  service  on  the  defendant  and  on  Mr.  Green  as  its 
agent.  The  injunction  was  served  on  the  solicitors  for  the 
defendant  on  the  same  day.  The  terms  of  the  injunction 
were,  that  the  defendant  refrain  from  using  the  patented 
invention,  except  the  identical  wires  and  cables  then  used 
by  it,  "and  also  from  selling,  transferring,  lending,  leasing 
or  parting  with,  in  any  manner,  any  wires  or  cables  em- 
bodying said  invention,  or  conferring  upon  any  other  per- 
son, persons  or  corpoiation,  either  in  whole  or  in  part,  or 
alone,  or  in  conjunction,  or  in  connection  with  the  de- 
fendant, any  use  of,  or  right  to  use  any  such  wires  or 
cables." 

The  defendant,  on  the  22d  of  August,  1879,  made  an  agree- 
ment with  J.  A.  Bostwick  to  furnish  to  him  a  telegraph  wire 
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running  under  the  East  River,  and  to  maintain  the  same  in 
good  working  order,  at  its  own  proper  cost  and  expense,  for 
one  year,  for  a  monthly  rent  of  $12  for  the  wire  and  in- 
struments. This  agreement  is  signed  **  Norvin  Green,  by 
J.  O.  Green,  president's  secretary.**  Under  this  agreement, 
the  defendant  furnished  a  gutta-percha-covered  wire,  being 
one  of  several  wires  contained  in  a  cable  which  had  been  in 
use  by  the  defendant  long  before,  and  which  was  in  actual 
use  by  it  at  the  time  of  the  service  of  the  injunction.  This 
agreement  conferred  on  Bostwick  the  right  to  use  such  gutta- 
percha-covered  cable,  and  was  a  violation  of  the  injunction. 
The  fact  that  the  defendant  had  before  used  and  was  using 
such  cable  is  of  no  consequence.  It  could  continue  to  use  it, 
but  it  could  not  confer  on  any  other  person  such  a  right  to 
use  it  as  was  conferred  by  this  agreement,  without  violating 
the  injunction.  For  such  violation  an  attachment  must  issue 
against  the  defendant  and  Norvin  Green. 

The  wire  furnished  the  Pioneer  Tobacco  Company  under 
the  agreement  of  September  i6th,  1879,  signed  by  Norvin 
Green,  was  not  a  gutta-percha-insulated  wire.  It  is  not 
shown  that  the  agreement  was  for  a  gutta-percha-insulated 
wire. 

The  wire  furnished  the  Brooklyn  White  Lead  Company 
under  the  agreement  of  September  loth,  1879,  signed  by 
George  B.  Prescott,  as  vice-president  of  the  defendant,  was  a 
gutta-percha-insulated  wire.  The  agreement  was  in  form 
like  that  with  Bostwick.  The  observations  before  made,  in 
regard  to  the  case  of  Bostwick,  apply  to  this  case,  and  an 
attachment  must  issue  against  the  defendant,  and  Mr.  Pres- 
cott. 

The  agreements  with  J.  G.  Bennett  and  McAlden  Brothers 
and  the  Export  Lumber  Company  were  before  the  service  of 
the  injunction.  The  wire  furnished  McAlden  Brothers  ^^^ 
not  a  gutta-percha-insulated  wire.  The  wire  furnished  to 
the  Export  Lumber  Company,  though  a  gutta-percha-covercd 
wire,  was  furnished  before  the  service  of  the  injunction.  ^^ 
the  case  of  J.  G.  Bennett,  I  am  not  able  to  discover  any 
violation  of  the  injunction. 

In  the  case  of  the  Calvary  Cemetery,  the  agreement  lot\^i 


OCTOBER,   1879.  561 


Colgate  V.  Gold  and  Stock  Telegraph  Co. 


before  the  service  of  the  injunction,  and,  in  form,  like  that  with 
Bostwick,  I  suppose  the  giving  to  the  Cemetery  on  the  23d 
of  August,  1879,  under  the  agreement,  the  use  of  a  gutta- 
percha-covered  cable,  was  a  violation  of  the  injunction,  for 
which  an  attachment  must  issue  against  the  defendant.  The 
same  facts  exist  and  the  same  decision  is  made  in  the  case- 
of  the  Woodlawn  Cemetery,  and  in  the  case  of  J.  G.  Bennett,. 
No.  2. 

In  the  case  of  the  Anson ia  Clock  Company,  there  was  no 
violation  of  the  injunction,  as  the  agreement  was  made  and 
the  gutta-percha  cable  service  was  commenced  before  the 
service  of  the  injunction. 

In  the  case  of  the  Manhattan  Chemical  Company,  there  was 
a  violation  of  the  injunction,  for  which  an  attachment  must 
issue  against  the  defendant,  for,  although  the  agreement  was 
made  before  the  service  of  the  injunction,  the  gutta-percha 
cable  was  furnished  afterward.  The  above  comprise,  I 
believe,  all  the  cases  presented  to  my  notice. 

F.  If.  Betts^  for  the  complainant. 

E,  N.  Dickerson  and  G,  W.  SoreUy  for  the  defendant. 
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Clinton  G.  Colgate 

vs. 

The  Western  Union  Telegraph  Co.    In  Equity. 

The  defendant  company,  having  been  restrained  by  injunction  from  using  the 
plaintiff's  patented  invention,  except  the  identical  wires  or  cables  then 
in  use  by  it,  and  also  '*  from  selling,  transferring,  lending,  leasing  or 
parting  with  in  any  manner,  any  wires  or  cables  embodying  said  in- 
vention, or  conferring  upon  any  other  person,  persons  or  corporation, 
either  in  whole  pr  in  part,  or  alone,  or  in  conjunction,  or  in  connection 
with  the  defendant,  any  use  of,  or  right  to  use  any  such  wires  or  cables," 
and  having,  subsequent  to  the  service  of  the  injunction,  entered  into  an 
agreement  giving  to  a  railroad  company  the  use  of  cables  embodying 
the  patented  invention  :  Held^  that  the  same  amounted  to  a  violation 
of  the  injunction. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  October,  1S79.) 

Blatchford,  J. 

By  the  injunction,  the  defendant  and  its  agents  were  re- 
strained from  using  the  invention,  except  the  identical  wires 
or  cables  then  used  by  the  defendant,  **  and  also  from  sell- 
ing, transferring,  lending,  leasing  or  parting  with,  in  any 
manner,  any  wires  or  cables  embodying  said  invention,  or 
conferring  upon  any  other  person,  persons,  or  corporation, 
either  in  whole  or  in  part,  or  alone,  or  in  conjunction,  or  in 
connection  with  the  defendant,  any  use  of,  or  right  to  use 
any  such  wires  or  cables."  The  injunction  was  served  on 
Norvin  Green,  the  president  of  the  defendant,  on  the  17th  of 
January,  1879. 

The  contract  of  March  8th,  1879,  inade  by  the  defendant, 
by  Mr.  Green,  as  its  president,  with  the  New  York,  Lake 
Erie  and  Western  Railroad  Company,  contains  an  agree- 
ment by  the  defendant,  to  give  to  the  railroad  company,  free 
of  charge    to   it,    **  the    exclusive    use    and   enjoyment  of 
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three  cable-conductors  across  the  Hudson  river,  with  all 
necessary  connections  into  the  railroad  company's  offices 
in  Jersey  City  and  New  York,"  and  also  to  **  maintain  the 
said  cable-conductors  and  connections  without  cost  or  ex- 
pense to  the  railroad  company."  This  is  not  an  agreement 
to  furnish  gutta-percha-covered  wires.  It  would  have  been 
fulfilled  by  furnishing  any  cable  conductors  and  connections. 
Mr.  Green,  however,  states  in  his  affidavit  that  the  said 
agreement  refers  to  three  cables  insulated  with  gutta-percha, 
which  had  been  used  by  the  Erie  Railway  Company  and 
its  receiver,  the  predecessors  of  the  new  railroad  company, 
under  a  like  arrangement  with  each  of  them.  The  cable 
conductors'actually  furnished  under  the  agreement  with  the 
new  company  have  been  the  said  three  cables  insulated  with 
gutta-percha. 

Under  the  injunction,  the  right  of  the  defendant  to  use  for 
itself  the  identical  wires  or  cables  it  was  using  for  its  own 
proper  business  is  one  thing,  and  the  right  to  confer  on  any 
other  person  or  corporation  the  right  to  use  any  wires  or 
cables  embodying  the  patented  invention  is  another  thing. 
The  latter  is  forbidden.  Yet  the  defendant  and  Mr.  Green 
have  done  it  by  the  agreement  in  question,  in  connection 
with  the  action  taken  under  it,  for  thereby  the  railroad  com- 
pany is  using,  under  a  grant  from  the  defendant,  infringe 
ing  cables.  This  is  the  very  thing  the  injunction  was 
designed  to  prevent.  The  intention  was  that  the  defendant 
should  not  establish  any  new  relation  with  any  new  person 
or  corporation  in  respect  to  gutta-percha-covered  wires,  b)' 
any  new  arrangement.  If  the  existing  contract  applied  to 
the  new  corporation,  it  did  so  without  any  new  arrange- 
ment. If  a  new  agreement  was  necessary  to  bring  in  the 
new  party  and  confer  on  it  the  right  to  use  the  cables,  the 
new  agreement  was  a  violation  of  the  injunction.  Mr.  Green 
states,  in  iiis  affidavit,  that  the  defendant  claimed  that  the 
existing  arrangement  applied  to  the  new  company,  and  it 
must  be  inferred  that  the  new  company  did  not  assent  to 
this  view,  for  Mr.  Green  further  states  that  the  new  agree- 
ment was  executed,  so  far  as  the  defendant  was  concerned,  as 
a  recognition  by  the  new  company  of  its  existing  liability. 
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and  of  its  willingness  to  continue  the  stipulations  of  the 
existing  contract. 

An  attachment  must  be  issued  against  the  defendant,  and 
Mr.  Green,  in  respect  of  this  violation  of  the  injunction. 

The  granting  of  licenses  by  the  Gold  and  Stock  Telegraph 
Company,  through  Mr.  Green  and  Mr.  Prescott,  as  its 
officers  and  agents,  is  no  violation  of  an  injunction  against 
the  defendant  and  its  agents. 

BettSy  AUerbury  6*  Beits^  for  the  complainant. 

Porter^  Lowrey^  Soren^  6*  Sione^  for  the  defendant. 


Peter  Lorillard  et  al. 

vs. 
Eli  Ridgway. 


Same 


vs. 
Sellers.    In  Equity. 

The  first  and  third  claims  of  reissued  patent  No.  7,363,  granted  to  Charles 
Seidler,  October  24th,  1876,  for  improvement  in  plug  tobacco,  held  in- 
valid for  want  of  patentable  invention. 

The  case  of  Lorillard  v.  McDowell^  2  Bann.  &  Ard.,  531,  upon  the  additional 
proof  offered  in  this  case,  not  followed. 

(Before  McKennan,  J.,  Eastern  District  of  Pennsylvania,  October,  1879.) 

McKennan,  J. 

When  Seidler's  patent  (Reissue  No.  7,362,  dated  October 
24th,  1876)  was  before  me,  on   a  motion  for  a  preliminary 
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injunction,  in  the  case  of  Lorillard  v.  McDowell^  11  Off.  Gaz., 
640,  it  was  held  that  the  patent  was  not  void  by  reason  of 
any  essential  difference  between  it  and  the  reissue  ;  that  the 
invention  described  in  it  was  not  a  double  use  of  an  old 
device,  because  it  did  not  appear  **  to  have  been  used  for  any 
purpose  analogous  to  that  contemplated  by  the  patentee,  or 
even  remotely  suggestive  of  such  use,"  and  that,  under  the 
proofs  exhibited  of  the  state  of  the  art,  there  was  sufficient 
inventiveness  involved  in  its  production  to  sustain  its  patent- 
ability. But  the  proofs  presented  here  very  much  circum- 
scribe the  field  left  unoccupied  by  devices  of  the  class  to 
which  the  alleged  invention  belongs. 

Impressions  were  made  upon  tobacco,  in  the  process  of 
manufacture,  by  the  application  of  metallic  and  other  hard 
substances,  under  heavy  pressure,  the  imprint  of  which  was 
left  upon  the  tobacco  after  they  were  withdrawn.  This  was 
done  for  the  purpose  of  distinguishing  or  identifying  the 
tobacco.  These  impressing  substances  were  left  only  tempo- 
rarily in  the  tobacco,  but  it  is  apparent,  that  they  might  have 
remained  permanently  in  it,  if  it  had  been  so  desired.  The  only 
objection  to  this  would  be  the  superficial  and  insecure  method 
of  their  attachment  to  the  tobacco.  Seidler,  however,  obviated 
this  defect  by  providing  projections  or  prongs  on  the  under 
side  of  his  tag,  which,  by  sinking  deeper  into  the  tobacco, 
gave  it  a  secure  attachment.  But  he  did  not  invent  this 
device,  and,  if  he  did,  it  is  difficult  to  see  how  the  mere 
attachment  of  prongs  to  a  fiat  disk,  which  had  been  used 
before,  would  involve  a  patentable  exercise  of  inventiveness. 

Another  feature  of  his  alleged  invention  consists,  as  stated 
in  the  third  claim,  in  **  having  letters  or  other  decorative  and 
distinguishing  marks  produced  on  a  hard  metallic  surface, 
and  pressed,  as  specified.*'  It  is  abundantly  shown,  by  the 
proofs,  that  letters  and  distinguishing  marks  had  been  pro- 
duced upon  the  surface  of  tobacco,  and  that  machines  had 
been  patented  to  make  such  impressions,  before  the  date  of 
Seidler's  patent.  The  objects  of  these  marks  were  in  both 
cases  the  same.  The  only  difference  is,  that  in  the  one  case 
they  were  impressed  upon  the  surface  of  the  tobacco,  and 
in  the  other  upon    a  metallic  disk  attached  to  the  tobacco. 
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To  put  these  marks  upon  a  metallic  tag,  if  greater  permanence 
was  desired,  instead  of  upon  the  tobacco  to  which  it  was 
attached,  would  obviously  very  readily  suggest  itself  to  the 
common  mind,  and  the  conception  does  not  rise  to  the 
dignity  of  invention. 

The  only  claims  of  the  patent  which  are  involved  in  this 
suit  are  the  first  and  third,  and  the  proofs  as  to  the  state  of 
the  art,  leave  so  little  for  them  to  rest  upon,  that  they  cannot 
be  sustained,  and  the  bill  must,  therefore,  be  dismissed  wth 
costs. 

George  Harding^  for  the  complainants. 

C.  A.  Seward,  S.  S,  Boyd  ^  A,  /.  Todd,  for  the  defendants. 


The  Star  Salt  Caster  Company  et  al. 

vs. 
Charles  P.  Crossman  et  al.    In  Equity. 

The  rule,  that  the  profits,  which  a  plaintiff,  who  has  made  and  patented  an 
improvement  upon  an  existing  machine  or  manufacture,  is  to  recover, 
must  be  those  only  which  can  be  proved  to  have  resulted  from  his  p^^* 
ticular  improvement  upon  the  existing  machine  or  manufacture.  ^^^ 
that  the  burden  of  proof  of  such  profits  is  upon  him,  stated  and  app^^^ 

In  the  case  of  infringing  articles  made  and  sold,  an  established  royalty  is  ^  ^ 
proper  measure  of  damages. 

(Before  Lowell,  J.,  District  of  Massachusetts,  October,  1879.) 

Lowell,  J. 

The  provision  of  law  which  gives  a  complainant  in  ecj^*^^' 
whose  right  is  established  and  has  been  infringed,  the    ^*^ 
to  recover  damages  in  addition  to  profits,  appears  to  ii*^^ 
that  he  may  have  either  profits  or  damages  as  may  be    ^^ 
for  his  advantage  in  the  particular  case.     To  this  end»    \ 
profits  may  be  assessed  by  the  master,  and,  if  they  prov^  ' 
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adequate,  that  is  to  say,  if  they  prove  to  be  less  than  the  dam- 
ages, a  sum  may  be  added  to  make  up  the  difference,  which 
brings  the  decree  simply  to  an  assessment  of  damages. 
Several  such  decrees  have  been  entered  in  this  district  and 
circuit.  There  is,  however,  a  noticeable  reluctance  in  the 
courts  to  add  damages  when  the  profits  are  a  substantial  sum, 
and  very  clear  proof  is  required  before  the  addition  will  be 
made.  %^^  Birdsall  v,  Coolidge^  93  U.  S.,  64  ;  Marsh  v.  Sey- 
mour y  97  U.  S.,  348  ;  Buerkw,  Imhaeuser^  10  Off.  Gaz.,  907  ; 
Carew  v.  Boston  Elastic  Fabric  Co.^  3  Cliff.,  356. 

The  profits  were  estimated  oy  the  master,  in  this  case,  and 
damages  were  added.  The  evidence  is  not  reported,  and  I 
can,  therefore,  only  say  that,  excepting  for  reasons  presently 
to  be  mentioned,  the  master's  theory  appears  to  be  entirely 
valid.  Neither  party,  however,  brought  to  the  notice  of  the 
master  two  facts  which  appear  upon  the  record,  and  which 
should  have  a  vital  influence  on  the  decision.  I  consider  my- 
self bound  to  take  notice  of  these  facts,  because  the  counsel 
were  not  very  familiar  with  the  mode  of  accounting  in  these 
suits,  and  ought  not  to  be  concluded,  under  the  circum- 
stances, by  their  omission  to  observe  these  facts. 

The  first  point  touches  the  profits.  The  improvement  for 
which  the  plaintiffs  hold  a  right  under  their  two  patents  is  in 
pulverizers  for  salt  bottles  ;  and  the  profits  appear  to  have 
been  estimated  upon  the  manufacture  and  sale  of  the  bottles 
themselves.  The  rule  is  now  well  settled,  that  the  profits 
which  a  plaintiff  is  to  recover  must  be  those  only  which  can 
be  proved  to  have  resulted  from  his  particular  improvement 
upon  the  existing  machine  or  manufacture,  and  that  the 
burden  of  proof  is  upon  him  to  show  what  his  profit  was. 
The  rule,  though  just,  is  at  times  harsh  in  its  operation. 
There  are  several  reported  cases,  in  which  patentees,  who  are 
proved  and  admitted  to  have  made  valuable  improvements 
which  have  controlled  the  market  for  the  whole  machine,  have 
recovered  merely  nominal  damages,  from  their  inability  to 
make  out  what  value  was  10  be  attached  to  their  part  of  the 
new  machine.  See  Blake  v.  Robertson,  94  U.  S.,  728  ;  Goulds 
Mfg.  Co,  V.  Cowing,  12  Blatchf.  C.  C.  R.,  243  ;  s.c.  on  later 
hearing,    12    Off.   Gaz.,   942  ;    Ingersoll  v.   Musgrove,   13  Off. 
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Gaz.,  966  ;  Garreison  v.  Clarky  14  Off.  Gaz.,  485  ;  Schillinger 
V.  Guniher^  14  Off.  Gaz.,  713.  In  this  district,  the  very 
competent  master,  Mr.  Stetson,  who  has,  by  consent  of  the 
parties,  been  called  upon  to  audit  most  of  these  cases,  has 
succeeded  in  some  cases  in  dividing  the  profits.  Such  was 
the  case  of  Holbrook  v.  Smally  1877,  in  which  he  attributed 
three  parts  out  of  ten  in  the  profits  of  seed  sowing  machines 
to  the  patented  devices  ;  and  both  parties  were  satisfied  with 
the  finding.  In  Child  v.  Boston  &*  Fairhaven  Iron  Works^  1877, 
the  same  master  found,  under  the  peculiar  facts,  that  all  the 
profits  belonged  to  the  invention.  In  this  case,  if  I  read  the 
report  correctly,  the  master  was  not  asked  to  find  how  much 
of  the  profit  on  the  bottles  was  due  to  the  pulverizers  con- 
tained in  them,  and  he,  therefore,  very  naturally  reported 
the  whole. 

The   other   point    relates   to   damages.     It   appears   that 
for  five  successive  years   the  defendants,   Morey  &   Smith,  ' 
were  manufacturing  under  licenses  from  the  plaintiffs,  or 
from  those  with  whom  the  plaintiffs  are  privies,  and  I  should 
suppose  that  the  royalties,  then  fixed  by  the  parties,  would  be 
the  true  measure  of  damages.     If  this  be  so,   there   is  no 
danger  that  the  plaintiffs  will  be  sent  out  of  court  with  the 
barren   victory   of  a  nominal   decree.     I  would,    therefore, 
suggest  to  the  parties,  that  they  should  assess  the  royalties 
without  further  reference.     Of  course  there  may  be  evidence, 
not  before  me,  which  will  change  the  appearance  of  the  case, 
and  I  cannot  refuse  to  recommit  the  report,  if  either  party 
asks  for  such  action  ;  but  an  established  royalty  is  so  clearly 
and  properly  the  usual  measure,  in  case  of  articles  made  and 
sold,  that  it  would  not  be  departed  from  without  good  cause 
shown. 

Report  to  be  recommitted,  if  either  party  requires  it. 

T,  Weston^  Jr.^  for  the  complainants. 
George  A,  Bruce^  for  the  defendants. 
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Hiram  Tucker 

vs. 

Charles  A.  Burditt  et  al.    In  Equity. 

Upon  a  motion  for  a  preliminary  injunction,  the  defendants  showed  that, 
in  a  prior  suit  against  the  manufacturers  who  had  supplied  them  with 
the  infringing  articles,  the  complainant  had  obtained  an  interlocutory 
decree :  Ifeld,  not  a  sufficient  reason  for  withholding  the  injunction. 
^eld,  also,  that  such  infringing  articles  could  not  be  released  from  the 
monopoly  of  the  patent  until  a  final  decree,  in  the  former  suit,  had  been 
rendered,  and  satisfied. 

Where  an  original  patent  describes  a  new  article  made  by  a  new  process, 
the  reissue  may  be  in  two  parts,  one  for  the  process,  and  one  for  the 
article  of  manufacture. 

(Before  Lowell,  J.,  District  of  Massachusetts,  October,  1879.) 

Lowell,  J. 

In  the  year  1863  the  plaintiff  patented  a  new  and  ingenious 
process  for  bronzing  iron,  and  in  1866  the  patent  was  sur- 
rendered and  reissued  in  two  patents,  one  for  the  process,  and 
one  for  the  manufacture.  The  patent  for  the  process  has 
been  twice  sustained  ;  by  Justice  Clifford,  in  this  district 
{Tuc/ier  v.  Tucker  M/g.  C(?.,  10  Off.  Gaz.,  464),  and  by  Judge 
Shipman,  in  Connecticut.  In  the  latter  case,  the  suit  was 
against  P.  &  F.  Corbin,  the  manufacturers  who  have  sup- 
plied the  defendants  with  the  articles  of  bronzed  iron,  the 
sale  of  which  the  plaintiff  seeks  to  enjoin. 

For  the  purposes  of  this  hearing,  the  novelty  and  validity  of 
the  patent  for  the  process  are  admitted,  and  infringement  of 
the  second  patent  is  not  seriously  questioned.  Objection  is 
taken  that  the  subject  matter  will  not  admit  of  a  valid  patent 
for  a  new  article  of  manufacture  ;  that  the  Commissioner 
exceeded  his  power  in  issuing  two  patents  ;  that  the  decree 
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against  the  manufacturers  frees  the  article  from  the  monopoly 
of  the  patent. 

Taking  the  third  point  first,  the  evidence  is  that  the 
master's  report  has  not  yet  been  made  up  in  the  case  against 
the  Corbins,  and  of  course  no  final  decree  has  been  rendered 
or  satisfied,  and  it  cannot  be  known  when,  if  ever,  it  will  be 
satisfied.  Possibly,  when  that  event  occurs,  the  profit  ixpon 
these  articles  will  be  found  to  have  been  included  ;  aad,  '\i 
so,  I  should  suppose  the  articles  themselves  would  be  there- 
after exempted  from  injunction.  When  that  time  comes,  the 
defendant  can  raise  the  question. 

In  respect  to  the  issue  of  two  patents  a  large  discretion  is 
left  to  the  Commissioner  ;  the  matter  is  specially  made  <iis- 
cretionary  with  him  in  the  existing  law,  Rev.  Stats.  §  4,91^; 
and  such  was  the  construction  of  the  earlier  statute,  B^nf^t 
V.  Fowler^  8  Wall.,  445  ;  and  especially  in  the  case  of  a  new 
article  made  by  a  new  process,  the  reissue  of  separate  patents 
has  been  pronounced  valid.  Goodyear  v.  Providence  Rui^^r 
Co,,  2  Cliff.,  351  ;  9  Wall.,  788. 

The    last   objection,   that    the    bronzing  of  iron  does    not 
make  it  a  new  article  of  manufacture  within  the  meanings   of 
the  patent  law,  has  been  ably  argued.     The  objection  does  not 
strike  me  with  sufficient  force  to  require,  in  this  case,  that  an 
injunction    should   be  withheld.     The   patent  \s  primd  fex^i^ 
valid,  and  I  do  not  at  present  see  why  it  may  not  be  sustained. 
The  articles    sought  to  be  enjoined  must,  as  I  understand  it, 
derive  a  very  considerable  part  of  their  value  from  the  beauty 
given  them  by  the  patented  process,  and,  therefore,  there  is 
no  reason  for  refusing  to  enjoin,  on  the  ground  that  the  dam- 
age by  injunction  will  be  excessive. 

Injunction  granted. 

C  M.  Reed,  for  the  complainant. 
C.  E.  Mitchell,  for  the  defendants. 
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The  Washburn  &  Moen  Manufacturing  Co. 

vs. 
Jacob  Haish.    In  Equity. 

Any  one  has  the  right,  and  it  is  his  duty,  to  mark  his  goods  with  his  own 
patent  mark  ;  but  he  cannot  put  upon  the  goods  any  indicia  showing  that 
they  are  made  under  a  patent  which  he  does  not  own,  and  has  no  right 
to  use. 

In  a  suit  for  an  injunction  against  a  party  who  has  marked  his  goods  under 
another's  patent,  the  defendant  will  not  be  permitted  to  deny  the  validi- 
ty of  the  patent. 

(Before  Blodgett,  J..  Northern  District  of  Illinois,  October,  1879 ) 

Blodgett,  J. 

The  bill  in  this  case  charges  that  complainant  is  owner  of 
a  patent  for  an  improvement  in  barbed  wire  for  fencing  pur- 
poses, No.  74,379,  issued  by  the  United  States  to  Michael 
Kelly,  dated  the  nth  day  of  February,  1868,  and  reissued  on 
the  8th  day  of  February,  1876  ;  that  defendant,  Jacob  Haish, 
under  the  name  Jacob  Haish,  J.  Haish  &  Co.,  and  Jacob 
Haish  &  Co.,  who  is  a  manufacturer  of  barbed  wire  for  fenc- 
ing purposes,  has  issued  circulars,  and  used  tags  and  marks, 
and  put  upon  packages  of  barbed  fence  wire  words  and 
terms  stating  and  indicating  that  the  wire  manufactured  and 
sold  by  him  is  made  under  said  reissued  patent,  and  also  that 
he  is  owner  of  one-half  of  said  reissued  patent,  to  the  great 
detriment  of  complainant's  business.  Complainant  prays  an 
injunction  restraining  defendant  from  issuing  any  circulars, 
or  using  any  words  on  packages,  indicating  that  his  goods  are 
manufactured  under  said  reissued  patent. 

Defendant  admits  the  issue  of  said  circulars,  and  the  use  of 
tags  and  markings,  substantially  as  charged  in  the  bill,  and 
also  admits  that  he  is  not  the  owner  of  said  reissued  patent, 
and  alleges  that  he  is  the  owner  of  certain  patents  for  barbed 
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wire,  under  which  he  manufactures,  and  that  he  marks  his 
goods  with  words  showing  that  they  are  made  under  his  said 
patents.  He  further  alleges  that  said  reissued  patent  is  void, 
and  that  complainant  has  no  right  to  the  protection  thereof. 
I  am  very  clear  that  the  defendant  has  no  right,  upon  the 
admitted  facts  in  the  case,  to  mark  his  goods  with  any  words 
or  terms  indicating  that  they  are  manufactured  under  com- 
plainant's patent.  He  has  the  right,  and  it  is  his  duty,  to 
mark  his  goods  with  his  own  patent  mark  ;  but  this  does  not 
give  him  the  right  to  put  upon  the  goods  any  indicia  show- 
ing that  they  are  under  another  man's  patent,  or  a  patent 
which  he  does  not  own,  and  has  no  right  to  use.  Several 
reasons  occur  to  me  why  he  should  not  be  allowed  to  do  this. 
In  the  first  place,  the  owner  of  the  patent  has  the  right  to 
regulate  the  quality  of  goods  bearing  his  patent  mark.  The 
value  of  a  patent  to  its  owner  may  largely  depend  upon  the 
quality  of  goods  manufactured  under  it.  By  manufacturing 
and  selling  a  poor  article,  purporting  to  be  made  under  the 
complainant's  patent,  the  value  of  the  patent  itself  may  be 
seriously  impaired,  and  the  complainant  damaged.  In  the 
second  place,  the  public  would  be  imposed  upon,  and  led  to 
believe  that  they  were  purchasing  a  genuine  article  made  by 
the  patentee,  or  under  his  patent.  This  reason  applies  the 
more  forcibly  because  the  law  makes  it  the  duty  of  a  pat- 
entee, or  those  manufacturing  goods  under  a  patent,  to  mark 
his  goods  with  the  words  **  patented,"  with  the  date  of  the 
patent ;  and  persons  purchasing  such  goods  with  the  belief 
that  they  were  made  and  vended  by  the  patentee,  or  those 
acting  under  his  license,  might  be  liable  to  an  action  for 
infringement  by  the  owner  of  the  patent ;  and,  thirdly,  such 
an  act  is  a  direct  violation  of  the  property  interest  which  the 
law  vests  in  the  owner  of  a  patent.  No  man  has  the  right  to 
violate  this  right  of  property  any  more  than  he  has  to  tres- 
pass on  another's  land  or  other  tangible  property.  Nor  can 
the  defendant  question  the  validity  of  this  patent  in  this  col- 
lateral way.  If  the  patent  is  not  valid,  defendant  has  no 
right  to  impose  upon  the  public  by  marking  his  goods  with 
terms  indicating  that  they  are  protected  by  a  patent.  He 
cannot  be  allowed  to  use  that  to  which  complainant  has,  at 
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least,  the  ^Jic\\xi\\t  prima  facie  right,  and  then  defend  himself 
by  denying  the  validity  of  the  patent.  Again,  the  effect  of 
defendant's  admitted  acts  is  to  call  in  question  the  complain- 
ant's title  to  this  reissued  patent.  He  is,  in  effect,  guilty  of  a 
libel  upon  the  complainant's  title,  by  asserting  that  he  is  the 
owner  of  half  the  patent,  and  this  may  work  great  injury  to 
the  complainant.  Whether  complainant  can  recover  the 
damages,  in  this  action,  which  it  may  have  sustained  by  these 
admitted  acts  of  the  defendant,  is  not  now  in  question.  The 
only  relief  at  present  invoked  is  the  prevention  of  future 
damage  to  complainant,  and  to  this  extent,  it  seems  to  me,  a 
case  is  made  out  for  injunction. 

An  injunction  will  be  issued  restraining  defendant,  his 
agents,  attorneys,  servants  and  associates  from  marking  any 
barbed  fence-wire,  or  packages  of  barbed  fence-wire,  with  any 
words  or  letters  indicating  that  said  wire  is  manufactured, 
either  in  whole  or  part,  under  or  pursuant  to  the  said  re- 
issued patent  No.  6,902. 


Coburn  &*  Thacher^  for  the  complainant. 
/,  V.  Randally  for  the  defendant. 
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James  Sargent 

vs. 

The  Yale  Lock  Manufacturing  Company.    In 

Equity.* 

Reduction  of  prices  and  consequent  loss  of  profits,  caused  to  a  patentee  by 
the  competition  of  an  infringer,  is  a  proper  ground  for  awarding  dam- 
ages against  the  infringer. 

In  this  case,  on  the  evidence,  it  was  held,  that  the  reduction  of  prices  by  the 
plaintiff  on  safe  locks  containing  his  patented  invention,  was  dir^t- 
ly  and  solely  caused  by  the  defendant's  infringement,  after  allowing  a 
proper  sum  for  any  other  patented  device  contained  in  the  defendant's 
locks,  and  for  any  other  causes  which  gave  to  the  defendant  an  advan- 
tage in  selling  his  locks. 

The  plaintiff,  as  owner  of  the  patent,  was  held  to  be  entitled  to  recover  the 
damages,  although  he  might  be  accountable  to  a  copartner  for  a  part  of 
them,  as  the  copartner  could  not  sue  for  them. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  October,  1879.) 

Blatchford,  J. 

The  master  reports,  that  there  is  no  basis,  from  the  proofs 
adduced  before  him,  to  find  what  profits  have  been  made  by 
the  defendant  by  the  use  of  the  **  turning  bolt,"  (the  infring- 
ing device,)  in  the  locks  made  and  sold  by  it ;  and  that, 
therefore,  on  the  testimony  before  him,  he  cannot  find  what 
profits,  if  any,  are  due  from  the  defendant  for  the  use  of  the 
"  turning  bolt." 

The  patent  on  which  this  suit  is  brought  is  a  reissue 
granted  January  2d,  1872.  The  master  reports  that,  after  that 
time,  and  in  1873,  in  consequence  of  the  defendant's  offer- 
ing and  selling  to  the  plaintiff's  principal  customers,  and  to 
the  trade  generally,  locks  containing  the  infringing  device, 
at  a  less  price  than  the  plaintiff  was  obtaining,  a  reduction 
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of  prices  was  enforced  on  the  plaintiff,  such  reduction  being, 
in  round  numbers,  $1  on  each  No.  5  lock,  and  (2  on  each 
No.  3  lock.  Exception  one  of  the  defendant  is  to  such  find- 
ing and  report,  and  alleges  that  the  master  should  have 
reported  that  no  such  reduction  was  enforced,  and  that  there 
was  no  proof  of  the  amount  of  any  reduction  caused  by  the 
defendant's  infringement,  and  that  there  was  no  method  of 
computing  such  reduction,  even  if  it  actually  existed. 

The  master  also  reports,  that  it  is  in  evidence,  that,  during 
the  period  covered  by  the  accounting,  the  plaintiff  could 
have  manufactured,  in  addition  to  the  locks  he  did  manufact- 
ure, and  without  materially  increasing  his  manufacturing 
facilities,  all  the  locks  manufactured  and  sold  by  the  defend- 
ant. Exception  two  of  the  defendant  is  to  such  finding  and 
report,  and  alleges  that  the  master  should  have  reported  that 
no  such  additional  manufacture  by  the  plaintiff  was  possible, 
or  that  it  was  impossible  without  a  very  great  extension  of 
his  facilities. 

The  master  also  reports,  that  it  is  in  evidence,  that,  during 
the  period  covered  by  the  accounting,  the  plaintiff  would 
have  made  sales  to  many  of  the  persons  who  were  induced  to 
purchase  from  the  defendant,  at  his  own  established  prices, 
had  not  the  defendant  offered  its  locks  at  lower  prices.  Ex- 
ception three  of  the  defendant  is  to  that  part  of  the  report, 
and  alleges  that  the  master  should  have  found  and  reported 
that  no  such  sales  would  have  been  made,  or  that,  even  if 
made,  they  would  not  have  been  at  the  plaintiff's  own  estab- 
lished prices. 

The  master  also  reports  that  the  plaintiff  has  suffered 
damage  in  respect  to  the  matters  to  which  exceptions  two 
and  three  relate.  Exception  four  of  the  defendant  is  to  that 
part  of  the  report,  and  alleges  that  the  master  should  have 
found  and  reported  no  damage  whatever  from  the  competi- 
tion of  the  defendant. 

The  master  further  reports,  that  the  locks  sold  by  the 
defendant  contained,  in  addition  to  the  ''  turning  bolt,"  a 
device  patented  by  the  Rosner  patent,  for  which  infringe- 
ment a  claim  is  made  against  the  defendant,  in  another  suit  ; 
that,  as  to  the  proportion  of  the  reduction  of  prices  above  set 
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forth,  whioh  should  be  allowed  to  the  device  claimed  under 
the   Rosner  patent,   it  is  claimed    by  the  plaintiff,  and  no- 
where effectually  disputed  by  the  defendant,  **  that,  in  com- 
puting the  profits  on  these  locks,  one-third  belonged  to  and 
was  charged  by  him  to  the  Rosner  patent ;"  and  that,  admit- 
ting this  proportion,  and  allowing,  in  addition  thereto,  for 
any  superior  external  attractions  of  the  defendant's  locks, 
and  for  the  number  of  combinations  which  they  had  over  those 
of  the  plaintiff,  and  for  the  shape  of  the  case  of  the  lock,  and 
for  the   commercial   success  of  the  defendant   in  effecting 
sales,  where  the  plaintiff  would  have  failed,  the  master  is  of 
opinion   that   the   plaintiff  is   entitled   to  recover  from  the 
defendant,  as  damages,  one-half  of  the  amount  of  the  reduc- 
tion   in  prices  caused  by  the  defendant  since  January  2d, 
1872,    that   is,  on    1,009  No.    3   locks,  $1    per   lock,    being 
$1,009,  and  on  13,524  No.  5  locks,  at  50c.  per  lock,  $6,762, 
being  a  total  of  $7,771.     Exception   five  of  the  defendant 
excepts  to  the  finding  and  report,  that  the  plaintiff  is  en- 
titled to  recover  from  the  defendant,  as  damages,  one-half  of 
the  amount  of  the  reduction  in  prices  caused  by  the  defend- 
ant since  January   2d,    1872,   and   alleges  that  the  master 
should  have  reported  "  no  reduction  in  prices,  or  no  proof  of 
such,"  caused  by  any  infringement  by  the  defendant  since 
said  date,  and  "  hence  no  damages  '*  to  the  plaintiff,  "  and, 
consequently,  no  method  of  calculating  them."     Exception 
six  of  the  defendant  excepts  to  the  report  for  that  the  master 
erred  in  making  the  apportionment  of  the  alleged  reduction 
in  the  plaintiff's  prices,   charging  one-half   thereof  to   the 
alleged  infringement  of  the  "  turning    bolt"  patent,    and 
alleges  that  no  basis  existed,  in  the  proof  or  in  law,  for  such 
or  for  any  apportionment,  or  for  any  award  of  damages.     Ex- 
ception  seven  of  the  defendant  excepts  to  the  report  for  that 
the  master  erred  in  assessing  damages  which  are  not  the 
damages  suffered  by  the  plaintiff,  but  are  those  suffered  by 
the  firm  of  Sargent  &  Greenleaf,  and  alleges  that  the  master 
should  have  reported,  that  the  damage,  if  any,  found  to  have 
been  suffered  by  said  firm,  is  not  the  damage  of  the  plaintiff, 
who  is  only  one  member  of  said  firm,  but  that  the  plaintiff's 
damage  is  merely  a  portion  thereof.     Exception  eight  of  the 
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defendant  excepts  to  the  report  for  that  the  master  erred  in 
finding  and  reporting,  as  damages,  the  sum  mentioned  in  his 
report,  or  any  damages  whatsoever,  and  in  not  reporting 
that  there  was  no  proof  of  any  actual  damage  suffered  by 
the  plaintiff  from  the  alleged  infringement. 

The  defendant  contends  that  the  competition  of  the  defend- 
ant was  not  the  sole  cause  of  the  reduction  of  the  plaintiff's 
prices,  and  that  the  proportionate  effect  of  the  defendant's 
competition  is  not  attempted  to  be  estimated  or  ascertained 
by  the  proofs.  It  alleges  that  the  defendant  is  not  respon- 
sible for  the  reduction  made  in  1873  ;  that  there  were  many 
other  causes  which  contributed  to  this  reduction  ;  and  that 
the  lowering  of  prices  was  caused  principally  by  the  competi- 
tion of  other  fire-proof  safe  lock  makers,  and,  notably,  the 
New  Britain  Lock  Co.,  by  the  fact  that  safe  makers  were 
making  and  threatening  to  make  their  own  safe  locks,  and 
by  the  general  lowering  of  the  prices  of  material  and  labor 
and  the  depression  of  business.  Reduction  of  prices  and  con- 
sequent loss  of  profits,  enforced  by  infringing  competition,  is 
a  proper  ground  for  awarding  damages.  The  only  question 
is  as  to  the  character  and  sufficiency  of  the  evidence,  in  the 
particular  case.  I  think,  that,  on  the  whole  evidence,  the 
reduction  of  pr.ices  by  the  plaintiff,  after  January  2d,  1872, 
on  safe  locks  containing  his  invention,  is  shown  to  have  been 
directly  and  solely  caused  by  the  defendant's  infringement. 

The  master,  in  his  report,  allows  damages  only  for  the 
reduction  of  prices  on  the  locks  sold  by  the  plaintiff,  that  is, 
1,009  ^^*  3  locks  and  13,524  No.  5  locks.  Although  the 
master  states  that  the  plaintiff  suffered  damage  in  losing  the 
sale  of  locks  sold  by  the  defendant,  he  awards  no  damages 
for  that  cause.  He  confines  his  award  to  the  loss  on  the 
locks  which  the  plaintiff  sold. 

The  defendant  also  contends,  that  the  plaintiff  is  not 
entitled  to  recover  from  the  defendant,  as  damages,  the 
entire  amount  of  the  reduction  enforced  by  the  defendant's 
competition,  but  only  the  damages  occasioned  by  the  effect 
of  the  presence  of  the  infringement ;  that  the  burden  of  proof 
is  on  the  plaintiff  to  fix  the  value  of,  and  to  separate  the 
efifect  of,  the  infringing  devices  ;  that  he  failed  to  do  so  by 
VOL.  IV — 37 
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any  proper  proof ;  and  that  no  basis  was  atiforded  to  the 
master  on  which  such  damages  could  be  computed.  But,  as 
the  master  allowed  damages  only  for  the  reduction  of  prices 
on  the  locks  sold  by  the  plaintiff,  and  as  the  essential  feature 
of  those  locks  was  the  "turning  bolt"  device,  and  as  an 
essential  feature  of  the  infringing  locks  was  the  infringing 
"  turning  bolt  '*  device  in  them,  and  as  the  plaintiff  could 
not  sell  his  '*  turning  bolt  '*  device  unless  it  was  embodied 
in  a  lock,  and  as  he  was  thereby  enabled  to  make  his  profit 
on  the  entire  lock,  and  as  he  was  deprived,  by  the  acts  of  the 
defendant  in  selling  at  low  prices  locks  containing  the  pat- 
ented **  turning  bolt "  device,  of  the  profit  he  would  other- 
wise have  made  on  the  locks  which  he  actually  sold  contain- 
ing the  **  turning  bolt*'  device,  it  seems  plain  that  the 
defendant's  infringement  must  be  held  to  have  caused  the 
entire  loss  of  the  plaintiff  by  the  reduction  of  prices,  after 
allowing  a  proper  sum  for  any  other  patented  device  con- 
tained in  the  defendant's  locks  and  for  any  other  causes 
which  gave  to  the  defendant  an  advantage  in  selling  its 
locks.  This  is  the  basis  on  which  the  master  proceeded,  and 
it  seems  to  me,  on  a  consideration  of  the  evidence,  that  the 
master  has  made  all  proper  allowances  and  has  arrived  at  a 
correct  conclusion  in  fixing,  as  damages,  one-half  of  the 
amount  of  reduction  in  prices. 

The  plaintiff,  as  the  owner  of  the  patent,  is  entitled  to 
recover  the  damages  in  this  case.  He  may  be  accountable 
to  his  copartner  for  a  part  of  them,  but  the  copartner  could 
not  sue,  on  the  patent,  for  such  damages  or  any  part  of  them. 

Exceptions  2,  3  and  4  are  overruled,  as  immaterial.  The 
other  exceptions  are  overruled  on  the  merits. 

Edmund  Wetmore  and  George  T.  Curtis^  for  the  complainant. 

Frederic  H,  BeitSy  for  the  defendant. 
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James  Sargent 

The  Yale  Lock  Manufacturing  Company.    In 

Equity.* 

The  interlocutory  decree  in  a  suit  in  equity  for  the  infringement  of  a  patent, 
referred  it  to  a  master  to  take  an  account  of  the  plaintiff's  damages  and 
of  the  defendant  s  profits.  The  master  reported  that  there  were  no 
damages  and  no  profits,  but  that  the  plaintiff  was  entitled  to  a  compen- 
sation for  the  use  of  his  patent  by  the  defendant.  It  appeared  that  the 
use  of  the  patent  restored  the  salable  character  of  the  article  the  defend- 
ant made,  and  thus  saved  the  defendant  from  loss  :  H^id,  that  the 
money  value  of  such  advantage  could  be  recovered,  as  compensation. 

Opinions  and  estimates  as  to  such  value  are  not  competent  evidence. 

The  amount  paid  by  the  defendant  for  a  license  to  use  another  patented 
invention,  which  he  used  after  he  ceased  to  infringe  the  plaintiff's  patent, 
and  in  substitution  for  the  plaintiff's  device,  was  held  to  be  the  proper 
measure  of  the  value  of  the  invention  to  the  defendant. 

(Before  Blatchford,  J.,  Southern  District  of  New  York,  October,  1879  ) 

Blatchford,  J. 

By  the  interlocutory  decree  in  this  case  it  was  referred  to 
the  master  **  to  ascertain,  and  take  and  state  and  report  to 
the  court,  an  account  of  the  damage  sustained  by  the  com- 
plainant, and  of  the  gains,  profits  and  advantages  which  the 
said  defendant  has  received,  or  which  have  arisen  or  accrued 
to  it,  since  the  4th  day  of  January,  1870,  from  infringing  the 
said  exclusive  rights  of  the  complainant  by  the  manufacture, 
use  or  sale  of  the  said  improvements  set  forth  and  described 
in  said  letters  patent.'' 

The  master  reports,  that,  in  the  summer  of  1869,  the  plain- 
tiff had  picked  a  lock  of  the  defendant's  in  a  safe  ;  that  this 
made  it  necessary  to  discover  a  device  to  protect  such  lock  ; 

♦  17  Blatchf.  C.  C.  R.,  249. 
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that  the  plaintiff  then  invented,  for  such  purpose,  the  device 
covered  by  the  patent  in  suit ;  that  this  accounting  is  upon 
such  patent ;  that  the  device  so  patented  was  of  no  use  or 
benefit  to  the  plaintiff  in  the  manufacture  of  his  own  locks, 
and  was  of  no  use  or  benefit  to  any  manufacturers  of  locks 
other  than  the  defendant ;  that  the  plaintiff  never  parted  with 
his  patent,  or  any  interest  in  it,  or  granted  any  license  under 
it  ;  that  it  is  not  a  question  of  damages,  for  the  plaintiff  did 
not  make,  or  sell,  or  license  others  to  use,  his  invention  ;  that 
it  is  not  a  question  of  profits,  because  none  have  been  shown, 
as  such  ;  and  that  it  is  a  question  of  compensation  to  the 
plaintiff,  for  the  benefit  derived  by  the  defendant  from  the 
use  of  his  invention.  The  master  then  sets  forth,  that  a  wit- 
ness, Munger,  estimated  the  value  of  the  plaintiff's  device  to 
the  defendant  at  $io  per  lock,  for  the  double  dial  and  No.  2 
locks,  and  85  for  No.  3  ;  and  he  also  sets^forth  the  testimony 
ot  a  witness,  Cady,  as  to  the  value  of  the  plaintiff's  device  to 
the  defendant  ;  and  he  adds,  that  the  testimony  of  those  two 
witnesses  does  not  form  a  basis  upon  which  the  master  can 
make  a  computation  of  the  money  value  of  the  device,  which 
the  defendant  should  pay  to  the  plaintiff,  it  being  the  opinion 
and  estimate  only  of  those  witnesses.  The  master  then  pro- 
ceeds to  say  :  **  The  defendant,  however,  offers  a  method  for 
calculating  the  value  of  Sargent's  device  ;  for,  in  1872,  it 
abandoned  the  use  of  Sargent's  invention,  and  adopted  the 
devices  claimed  in  a  patent  granted  to  Emory  Stockwell, 
dated  July  25th,  187 1,  and  for  which  it  pays  royalty  as  fol- 
lows :  On  the  double-dial  lock,  per  lock,  $1  ;  on  the  No.  i, 
(old  No.  2,)  75  cents  ;  on  the  No.  3,  50  cents.  It  is  fair  to 
believe,  that  the  patentee,  Stockweil,  in  accepting  these 
royalties,  was  induced  thereto  by  other  considerations  than 
the  actual  value  of  his  invention.  He  had  been,  for  a  long 
time  prior  to  his  invention,  was  then,  and  still  is,  in  the 
employment  of  the  defendant  company.  His  time,  paid  for 
by  the  company,  had  been  frequently  employed  in  experi- 
menting for  its  benefit.  His  relations  with,  and  continued 
employment  by,  the  defendant  company,  must  have  con- 
trolled the  bargain  made  with  it  for  its  use  of  his  said  inven- 
tion.    What  value  or  what  amount  should  be  added  to  the 
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royalty  paid  Stockwell,  to  represent  these  considerations  ? 
We  have  two  factors,  one  known,  /.  ^.,  the  money  value  paid 
Stockwell  ;  the  other  unknown,  /.  ^.,  the  consideration  induc- 
ing Stockwell  to  accept  the  same.  Judge  McKennan,  of  the 
Third  Circuit,  in  his  opinion  on  the  coming  in  of  the  master's 
report,  in  the  case  of  Wetherill  v.  The  New  Jersey  Zinc  Com- 
pany^  said,  in  substance,  that,  where  there  were  two  factors, 
the  value  or  proportion  of  one  of  which  was  known,  and  the 
other  unknown,  and  which  cooperated  with  each  other,  they 
must  necessarily  be  treated  as  co-equal  in  their  contribution 
to  the  joint  result.  Following  this  principle,  I  am  of  the 
opinion,  that,  to  the  royalties  paid  to  Stockwell,  (a  known 
factor,)  there  should  be  added  an  equal  amount  to  represent 
the  considerations  (an  unknown  factor)  which  caused  him 
to  accept  those  royalties,  to  determine  the  fair  value  of  his 
(StockwelTs)  invention.  As  the  defendant  company  used  the 
invention  of  the  complainant  until  the  discovery  of  Stockwell, 
it  seems  equitable  to  allow  complainant,  for  the  use  of  his 
patented  device,  an  amount  equal  to  the  value,  above  shown, 
of  Stockweirs  subsequent  invention,  during  the  period  his 
device  was  used  by  the  defendant.  T,  therefore,  find,  that  the 
complainant  should  recover  from  the  defendant  company,  as 
follows  :  On  250  double-dial  locks,  $2  per  lock,  $500  ;  on  31 
No.  I  locks,  $1.50  per  lock,  $46.50  ;  on  255  No.  3  locks,  81 
per  lock,  $255  ;  total,  ♦801.50." 

The  plaintiff  excepts  to  the  finding  of  the  master,  that  the 
testimony  of  the  witnesses  Munger  and  Cady  does  not  form 
a  basis  upon  which  the  master  can  make  a  computation  of 
the  money  value  of  the  device,  which  the  defendant  should 
pay  to  the  plaintiff,  for  the  reason  that  the  estimate  and  opin- 
ion of  experts  is  competent  evidence  of  value  in  cases  like 
the  present.  The  plaintiff  also  excepts,  in  that  the  master 
bases  his  finding  of  the  amount  due  the  plaintiff  on  the 
royalty  allowed  Emory  Stockwell,  and  the  circumstance  of 
Stockweirs  employment  by  the  defendant,  as  set  forth  in 
the  report,  and  does  not  take  into  consideration  not  only  the 
said  circumstance,  but  the  opinions  of  the  witnesses  Munger 
and  Cady,  and  the  other  circumstantial  evidence  in  the  case 
relating  to  the  requirements  of  the  market,  the  effect  of  the 
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plaintiff's  picking  of  the  defendant's  lock,  the  impossibility 
of  substituting  any  other  device,  except  the  patented  device, 
to  serve  the  same  purpose,  during  the  period  when  said 
patented  device  was  used  by  the  defendant,  and  all  the  other 
evidence  introduced  by  the  plaintiff.  The  plaintiff  also 
excepts  to  the  finding  of  the  master,  that  the  compensation 
due  to  the  plaintiff  is  $801.50,  for  the  aforesaid  reason,  and 
because  it  is  calculated  without  taking  into  consideration  all 
the  evidence  and  circumstances  tending  to  prove  and  estab- 
lish the  actual  amount  due  from  the  defendant  to  the  plain- 
tiff. 

The  defendant  excepts  to  the  finding  and  report  of  the 
master  awarding  any  **  compensation  "  to  the  plaintiff, 
because  the  master  had  reported  that  the  plaintiff  •*  did  not 
suffer  any  damage,"  and  that  no  profits  on  the  part  of  the 
defendant  were  shown,  and  because  the  interlocutory  decree 
only  authorized  the  master  to  assess  damages  and  take  an 
account  of  profits,  and  the  master  had  no  jurisdiction  or  power 
to  estimate,  find  or  report  what  he  deemed  a  compensa- 
tion to  the  plaintiff.  The  defendant  also  excepts  because  the 
master  reports  that  any  compensation  to  the  plaintiff  could 
be  measured  by  the  amount  of  royalty  paid  by  the  defendant 
to  Stockwell  for  the  use  of  his  patented  device.  It  also 
excepts  to  so  much  of  the  report  as  states  that  any  amount 
or  value  should  be  added  to  the  royalty  paid  to  Stockwell  : 
and  to  so  much  of  the  report  as  states  that  there  were  any 
considerations  inducing  Stockwell  to  accept  the  royalty 
specified  as  paid  to  him,  other  than  the  mere  payment 
thereof  ;  and  to  the  finding,  that  the  plaintiff  should  recover 
from  the  defendant  the  sum  reported,  or  any  sum. 

The  master  was  right  in  reporting  a  compensation  to  the 
plaintiff.  Such  compensation  was  either  damages  to  the 
plaintiff  or  advantage  to  the  defendant.  It  was  the  value  of 
the  use  of  the  invention  to  the  defendant.  The  defendant's 
lock  became  unsalable,  and  the  use  of  the  plaintiff's  patented 
device  restored  its  salable  character.  By  using  such  device 
the  defendant  was  saved  from  loss.  This  was  an  advantage 
which,  on  proper  evidence,  may  be  measured  by  a  money 
value,  and  recovered.     Cawood  Patent^  4  Otto,  695,  710. 
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I  think  the  master  was  right  in  rejecting  the  estimate  of 
the  witness  Munger,  and  the  general  evidence  of  the  witness 
Cady.  I  also  think,  that,  under  the  circumstances  of  this 
case,  the  proper  measure  of  the  value  of  the  invention  to  the 
defendant  was  the  amount  it  paid  Stockwell  for  a  license 
under  his  patent,  and  that  there  is  no  sufficient  ground,  in 
the  evidence,  for  adding  anything  to  that  amount.  The 
amount  of  the  plaintiff's  recovery  must  be  limited  to  S400.75. 
The  plaintiff's  exceptions  are  disallowed.  Exceptions  one, 
two  and  five  of  the  defendant  are  disallowed,  and  exceptions 
three  and  four  of  the  defendant  are  allowed. 

Edmund  Wetmorezxid,  George  T.  Curtis^  for  the  complainant. 

Frederic  If.  Betts,  for  the  defendant. 


Halbert  S.  Greenleaf 


vs. 


The  Yale  Lock  Manufacturing  Company.    In 

Equity.* 

In  this  case,  the  report  of  the  master  as  to  the  amount  of  damages  sustained 
by  the  plaintifif,  by  the  infringement  of  his  patent,  was  set  aside,  on  the 
ground  that  what  he  had  reported  as  an  established  license  fee  was  not 
shown  to  have  been  such. 

(Before  Biatchford,  J.,  Southern  District  of  New  York,  October.  1S79.) 

Blatchford,  J. 

The  accounting  in  this  case  relates  to  the  infringement  of 
the  first  claim  of  the  plaintiff's  patent,  in  making  and  selling 
safe  locks,  and  of  the  fourth  claim,  in   making  and  selling 

*  17  Blatchf.  C.  C.  R.,  253. 
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bank  locks.  The  master  says  :  **  The  complainant  has  suc- 
cessfully prosecuted  infringers  of  these  claims,  and,  in  one 
case,  for  infringement  of  the  fourth  claim,  in  the  manufacture 
and  sale  of  bank  locks,  a  settlement  was  arrived  at,  and  the 
infringer,  one  George  Damon,  of  Boston,  was  licensed  at 
$20  per  lock..  Several  suits  against  infringers  of  the  first  or 
*  key-changing  tumbler '  claim  of  this  patent  were  also  suc- 
cessfully prosecuted  by  complainant  and  settlement  obtained. 

One  of  such  infringers,  Timothy  J.  Sullivan,  of  Albany, 
after  settlement  for  past  infringement,  was  granted  a  license 
under  this  patent  and  the  patent  granted  to  Lyman  F. 
Munger,  known  as  the  Munger  patent  wheel,  owned,  or  owned 
in  part,  by  complainant,  at  a  license  fee  of  I500  per  year  for 
the  privilege  of  making  75  locks  per  year,  that  is,  %6.66  per 
lock,  and,  if  he  manufactured  more  than  75  locks  in  a  year, 
he  was  to  pay  $10  per  lock.  Of  the  licenses  granted  by 
complainant  under  this  and  the  Munger  patent,  two-thirds 
of  the  royalty  received  was  allowed  to  the  Munger  patent 
and  one-third  to  the  Rosner  patent,  on  which  this  suit  is 
brought.  Under  this  division  of  royalty,  the  license  fee  on 
bank  locks,  for  the  use  of  the  Rosner  patent,  would  be  %6.66 
per  lock  ;  and  on  the  fire-proof  safe-locks,  taking  the  smaller 
license  fee  of  $500  a  year,  for  75  locks,  $2.22  per  lock. 
These  licenses  form,  in  my  opinion,  under  the  decision  of  the 
Supreme  Court  in  Burdell  v.  Denig^  2  Otto,  716,  719,  the 
measure  of  damages  which  the  complainant  is  entitled  to 
recover  from  the  defendant  for  its  infringement  of  this  pat- 
ent. I,  therefore,  find  that  the  complainant  should  recover 
from  the  defendant  the  sum  of  $6.66  per  lock  on  536  bank 
locks,  83,569.76,  and  $2.22  on  2,999  fire-proof  safe  locks, 
$6,657.78 — in  all,  $10,227.54." 

The  defendant  excepts  to  the  finding  that  the  settlements 
arrived  at  with  Damon  and  Sullivan,  or  either  of  them,  were 
any  measure  of  the  damages  which  the  plaintiff  should 
recover  from  the  defendant,  whereas  the  master  should  have 
reported  that  no  established  license  fee  was  shown  to  have 
existed  for  the  use  of  the  plaintiff's  invention,  and  that  the 
damages  could  not  be  ascertained  by  reference  to  any  license 
fee  or  settlement.     The  defendant  also  excepts  to  the  report 
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because  the  master  reports  the  sum  assessed  as  damages, 
notwithstanding  the  fact  that  the  master  has  not  found  or 
r^eported  that  the  plaintiff  had  any  established  license  fee  or 
fees  for  the  use  of  the  patented  invention,  and  notwithstand- 
ing the  fact  that  it  was  conceded  that  the  settlements  upon 
which  his  finding  was  based  were  exceptional  cases,  unlike, 
and  inapplicable  to,  the  case,  or  the  situation  and  condition,  of 
the  defendant,  and  notwithstanding  the  fact  that  the  plaintiff 
himself  testified  that  he  had  no  established  license  fee  and 
never  intended  to  establish  one,  and  notwithstanding  the 
fact  that  the  alleged  settlements  on  which  the  said  finding  is 
based  were  manifestly  inapplicable  to  the  case  of  the  defend- 
ant, or  any  rule  of  damage.  It  further  excepts  to  the  report 
for  that  the  rule  and  amount  of  damage  derived  from  follow- 
ing the  exceptional  settlements  upon  which  it  is  based,  give 
to  the  plaintiff  more  than  his  actual  damage  ;  and  for  that 
the  prices  and  amounts  imposed  upon  the  defendant,  by  fol- 
lowing said  exceptional  settlements,  are  plainly  extravagant 
and  ruinous,  and  more  than  the  actual  damage  of  the  plain- 
tiff, and  impossible  to  have  been  realized  or  received  by  the 
plaintiff  as  license  fees  from  such  a  business  as  the  defend- 
ant's, and  impossible  to  have  been  paid  in  the  course  of  busi- 
ness by  the  defendant ;  and  for  that  the  master  erred  in 
reporting  that  the  sum  of  $10,227.54,  or  any  other  sum, 
should  be  recovered  by  the  plaintiff  from  the  defendant ; 
and  for  that  the  master  erred  in  not  reporting  that  no  profits 
and  no  damages  were  shown. 

I  think  that  the  defendant's  exceptions  must  be  allowed 
and  the  report  be  set  aside,  and  the  case  be  referred  back  to 
the  master,  for  further  consideration  and  report,  either  with 
or  without  additional  evidence,  as  he  may  determine.  The 
evidence  does  not  show  that  any  established  license  fee  was 
proved  in  respect  to  either  of  the  devices.  The  report  is 
not  on  the  basis  of  profits.  It  is  on  the  basis  of  damages. 
The  amount  awarded  seems  to  me  to  exceed  the  actual 
damage,  on  any  fair  view  of  the  case.  The  views  set  forth  in 
Blcuk  V.  Munson^  14  Blatchf.  C.  C.  R.,  265,  show,  that,  on 
the  evidence  in  this  case,  no  fixed  and  established  license  fee 
can  be  held  to  have  been  proved  by  the  plaintiff,  or  any  fee 
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which   can  be  properly   taken  as  a  measure  of  the  actual 
damage  sustained  by  the  plaintiff. 

Edmund    Wctmore  and  George    T.  Curtis^  for  the  complain- 
ant. 

Frederic  H.  Betts^  for  the  defendant. 


Helen  Marie  Macdonald 


vs. 


GUSTAVUS  SiDENBERG  ET  AL.      IN   EQUITY. 

A  patent  for  a  skirt  protector,  in  which  the  article  is  described  as  having  a 
fluted  or  plaited  border  bound  with  or  composed  of  enamelled  cloth  or 
other  water-proof  material,  is  infringed  by  a  protector  which  does  not 
have  a  fluted  or  plaited  border,  but  is  like  the  patented  article  in  all 
other  respects. 

The  cases  of  Macdonald  "v,  Blacknier^  and  Same  v.  Shepard^  cited  and  followed. 
Before  Blatchford,  J.,  Southern  District  of  New  York,  October,  1879.) 

Blatchford,  J. 

In  the  original  case  against  Blackmer*,  Judge  Shepley  held 
that  the  plaintiff  was  the  first  and  original  inventor  of  a  skirt- 
protector  having  a  fluted  or  plaited  border  bound  with  or 
composed  of  enamelled  cloth  or  other  water-proof  material,  as 
distinguished  from  a  skirt-facing  (which  he  remarked,  was  an 
entirely  different  article),  and  from  a  skirt-protector  made  of 
wiggin  or  similar  material,  which  was  substantially  useless 
for  the  purpose,  as  compared  with  the  plaintiff's  invention.  In 
the  original  Blackmer  case,  the  Mackee  patent  of  January  loth, 
1865,  was  introduced  to  defeat  the  plaintiff's  patent ;  also,  the 
Mandell  patent  of  May  19th,  1874,  application  filed  November 
26th,  1873.    The  plaintiff's  patent  was  granted  September  29th, 

*  Reported,  ante^  p.  78. 
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1874,  on  an  application  filed  May  loth,  1873.  The  plaintiff 
carried  the  making  of  her  invention  back,  in  the  original 
Blackmer  suit,  to  December,  1861.  Various  unpatented 
devices  were  introduced  in  that  suit  to  anticipate  the  plain- 
tiff's invention,  but  none  of  them  were  earlier  in  date  than 
December,  1861.  The  defendants  in  the  Blackmer  suit  were 
then  allowed  to  set  up  the  De  Forest  patent  of  January  15th, 
1867,  to  defeat  the  plaintiff's  patent,  by  a  supplemental 
answer,  and  further  proofs  were  taken.  Judge  Lowell  heard 
the  case,  and  held,  on  the  evidence,  that  the  plaintiff's  inven- 
tion was  made  in  1861  ;  that  the  De  Forest  invention  was 
later,  and  that  the  plaintiff's  patent  was  valid.  In  the 
Blackmer  case  the  defendant's  article  had  specifically  a  fiuted 
or  plaited  border. 

Subsequently,  the  case  of  Macdonald  v.  Shepard*  came 
before  Judge  Lowell,  in  which  the  defendant's  article,  though 
like  the  plaintiff's  in  other  respects,  did  not  have  a  fluted  or 
plaited  border.  Judge  Lowell  said  that  it  was  within  the 
description  of  the  plaintiff's  patent,  unless  the  fluted  or 
plaited  border  was  an  essential  part  of  the  plaintiff's  inven- 
tion, so  that  a  plain  or  straight  border,  not  gathered  into 
plaits,  would  be  without  the  scope  of  the  patent.  He  further 
said  :  "I  understand  that  the  fluting  or  plaiting  is  merely  a 
part  of  the  finish,  proper  and,  perhaps,  necessary,  when  the 
skirt  to  be  protected  is  made  of  a  certain  shape,  unnecessary 
when  it  is  of  another  shape.  It  seems  to  me  that  both  par- 
ties took  for  granted,  in  that  case  "  [the  Blackmer  case 
before  Judge  Shepley]  **  that  a  skirt-protector,  not  plaited, 
would  defeat  the  plaintiff's  patent,  if  proved  to  have  been 
made  before  the  date  of  her  invention.  I  certainly  so  under- 
stood it  in  deciding  upon  the  questions  raised  by  the  discovery 
of  the  De  Forest  patent."     An  injunction  was  granted. 

The  defendants'  article,  in  the  present  case,  does  not  have  a 
fluted  or  plaited  border,  but  it  is  like  the  plaintiff's  article  in 
all  other  respects.  I  concur  with  Judge  Lowell  in  not 
'regarding  the  fiuted  or  plaited  border  as  essential,  in  view  of 
the  state  of  the  art  prior  to  the  plaintiff's  invention  in  Decem- 
ber, 1 861.     The  affidavits  presented  by  the  defendants  in  the 
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present  case,  do  not  show  any  article,  anticipating  that  date, 
like  the  plaintiff's  invention,  whether  with  or  without  a  fluted 
or  plaited  border.  T.  D.  Day  gives  no  date  earlier  than 
1865.  The  article  of  1858,  which  J.  Morrison  speaks  of,  was 
only  a  facing.  His  entire  affidavit  is  too  vague  and  general. 
H.  Douglass,  as  to  a  skirt-protector  of  enamelled  cloth  over  a 
facing,  gives,  as  a  date,  **  as  early  as  1861.*'  This  is  not 
sufficient.  R.  Hood  goes  back  only  101865. 
An  injunction  is  granted. 

Helen  AT,  Macdonald,  complainant,  fro  se. 

E,  N,  Dicker sofiy  for  the  defendants. 


The  American  Cotton  Tie  Supply  Company 

vs. 
Nathaniel  L.  McCready  et  al.    In  Equity.* 

Cotton  ties  made  in  infringement  of  patents  owned  by  the  plaintiff  were 
being  shipped  from  New  York  to  ports  in  the  southern  part  of  the 
United  States,  by  steamers  belonging  to  a  corporation  of  which  the 
defendants  were  the  managing  officers,  for  persons  whose  names  they 
refused  to  disclose  to  the  plaintiff,  the  ties  being  shipped  to  be  sold  at 
such  ports  for  use  :  Held^  that  such  carrying  of  such  ties  by  said  steam- 
ers was  an  infringement  of  the  patents,  and  that  such  officers  would 
be  restrained  by  an  injunction  from  doing  so. 

Under  §  4,921  of  the  Revised  Statutes,  the  court  has  power  to  enjoin  the  in- 
fringement of  a  patent,  independently  of  the  award  of  any  other  relief 
thereon. 

(Before  Blatchford,  J..  Southern  District  of  New  Yoik,  November,  1S79.) 


*  17  Blatchf.  C.  C.  R.,  291. 
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Blatchford,  J. 

This  bill  is  founded  on  two  patents.  One  of  them,  No. 
23,291,  was  granted  to  George  Brodie,  May  22d,  1859,  for 
fourteen  years  from  March  2 2d,  1859,  for  '*  improvements  in 
metallic  bands. for  baling,*'  and  was  reissued  to  him  April 
27th,  1869,  as  reissue  No.  3,405,  and  was  extended  for  seven 
years  from  March  22d,  1873,  and  was  reissued  March  25th, 
1873,  as  reissue  No.  5,333.  The  other  patent,  No.  31,252, 
was  granted  to  James  J.  McComb,  January  29th,  1861,  for 
fourteen  years  from  that  day,  for  an  *'  improvement  in  iron 
ties  for  cotton  bales,'*  and  was  extended  for  seven  years  from 
January  29th,  1875.  The  plaintiff,  a  Louisiana  corporation, 
is  the  owner  of  the  patents.  The  validity  of  the  patents  and 
the  right  of  the  plaintiff  to  be  protected  by  preliminary 
injunctions  against  infringements  are  not  in  question  in  this 
suit. 

The  charge  of  infringement  made  in  the  bill  is,  that  the 
defendants,  without  license,  have  entered  upon,  and  are  now 
engaged  in  infringing  upon,  the  rights  of  the  plaintiff,  by 
aiding  and  abetting  various  other  persons,  not  licensees  of 
the  plaintiff,  in  making,  selling  and  using  iron  cotton  ties 
w^hich  embody  the  said  patented  inventions.  The  defendant 
McCready  is  the  President  of  the  Old  Dominion  Steamship 
Company,  a  Delaware  corporation,  the  defendant  Stanford  is 
the  secretary  and  general  freight  agent  of  the  said  corpora- 
tion, and  the  third  defendant  is  the  assistant  general  freight 
agent  of  the  said  corporation.  The  bill  alleges,  that  the 
<lefendants,  as  officers  and  agents  of  the  said  corporation, 
have  been  for  some  time  past  and  now  are  actively  engaged, 
without  the  license  or  authorit)^  of  the  plaintiff,  and  against 
the  plaintiff's  protest,  in  transporting  cotton  ties,  embodying 
the  said  inventions,  from  the  port  of  New  York  to  various 
points  in  the  South,  and  particularly  to  Norfolk,  Petersburg 
and  Richmond,  well  knowing  that  such  ties  are  intended  for 
sale  and  use  in  the  cotton  districts  and  in  the  cotton  ports  of 
the  South  ;  that  the  plaintiff  has  already  suffered  damage 
from  such  acts  of  the  defendants  ;  and  that  the  defendants 
have  been  duly  notified  of  the  plaintiff's  rights  in  the  prem- 
ises, and  requested  to  desist  from  such  acts,  but  refuse  to 
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do  so,  except  as  they  shall  be  restrained  therefrom  by  the 
order  of  this  court.  The  bill  prays  that  the  defendants  may 
account  for  profits  and  damages,  and  may  be  enjoined  from 
making,  using  or  vending  the  said  inventions  and  from  aid- 
ing others  in  so  doing. 

The  bill  is  accompanied  by  an  affidavit  made  by  Frederic 
Cook,  an  agent  of  the  plaintiff,  on  the  13th  of  October,  1879, 
setting  forth  that  the  said  corporation  has  been  engaged, 
without  the  license  or  authority  of  the  plaintiff,  in  transport- 
ing from  the  city  of  New  York  to  Norfolk  and  other  places  in 
the  State  of  Virginia,  iron  cotton  ties  embodying  the  inven- 
tions covered  by  the  3d,  4th  and  5th  claims  of  the  Brodie 
patent,  and  the  claims  of  the  McComb  patent ;  that,  within 
the  past  two  weeks,  he  has  seen  upon  the  pier  of  said  cor- 
poration, various  lots  of  said  ties  which  he  carefully  examined 
and  is  sure  were  not  of  the  manufacture  of  the  plaintiff,  but 
were  unlicensed  and  infringing  ties  ;  that  he  has  been  unable 
to  learn  from  the  officers  of  said  corporations  who  the  actual 
shippers  of  the  said  infringing  ties  have  been,  although  he  has 
caused  the  proper  inquiry  to  that  end  to  be  made,  the  officers 
of  the  corporation  declining  to  furnish  the  information,  on 
the  ground  that  the  rules  of  the  corporation  foroid  it ;  that 
he  believes  that  other  persons  than  those  who  have  been  re- 
strained in  suits  brought  by  the  plaintiff,  in  this  court,  against 
Bullard  &  Wheeler  and  John  S.  Long,  V.  Pugsley  and  G.  P. 
Chapman,  Earle  &  Perkins  and  Moses  &  Cohen,  are  making 
such  shipments  by  the  said  line  ;  that,  on  the  loth  of  Octo- 
ber, 1879,  there  was  received  at  the  New  York  office  of  the 
plaintiff,  a  letter  from  its  Norfolk  agent,  C.  Phillips,  enclos- 
ing a  copy  of  a  part  of  the  manifest  of  the  Old  Dominion, 
one  of  the  steamships  of  the  said  corporation,  which  lately 
arrived  from  New  York  at  Norfolk,  and  which  showed  the 
shipment  on  that  vessel  of  six  lots  of  cotton  ties  consigned 
to  different  parties,  none  of  whom  are  agents  of  the  plaintiff  ; 
that  such  ties  were  described  in  said '  letter  as  arrow  ties; 
that  the  writer  of  the  letter  went  on  to  state  that  the  large 
quantity  of  such  ties  brought  into  his  territory  from  New 
York  was  seriously  affecting  his  trade,  and  that,  unless  the 
further  introduction  of  such  ties  could  be  prevented,  his  sales 
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would   not  be  one-half  of  what  they  would   otherwise  be  ; 
that  a  letter  of  similar  import  was  written  within  a  few  days, 
and  received  from  the  Petersburg  agents  of  the  plaintiff,  in 
which  complaint  is  made  of  the  large  number  of  competing 
ties  brought  into  the  Petersburg  market   from  New  York  ; 
that  the  counsel  for  the  plaintiff  has  caused  the  attention  of 
the  officers  of  the  said  steamship  company  to  be  called  to  the 
injury  that  is  thus  being  inflicted  upon  the  plaintiff,  and  has 
served  upon  said  company  and  one  or  more  of  the  defendants 
herein  a  copy  of  the  restraining  orders  and  injunctions  which 
have  been  issued  in  the  above-named  suits,   but  that,  while 
the  officers  of  said  company  acknowledge  their  obligation  to 
refrain  from  transporting  ties  for  the  special  parties  defend- 
ant in  said  suits,  they  do  not  feel  that  they  are  at  liberty  to 
decline  taking  similar  freights  from  other  persons  ;  that,  the 
counsel  for  the  plaintiff  has  caused  to  be  represented  to  the 
officers  of  said  company  the  difficulty  which  the  plaintiff  now 
finds  in  protecting  itself  against  shipments  of  infringing  ties 
by   unknown   parties,    and  that   it   may,    therefore,    become 
necessary  to  apply  to  this  court,  for  an  order  restraining  the 
said  company  generally  from  acting  as  carriers  for  parties 
who  may  offer  such  ties  for  shipment  from  the  port  of  New 
York,  and  that  the  officers  of  said  company  have  signified  not 
only  their  willingness  to  yield  a  ready  obedience  to  any  such 
order,   if  obtained,   but  a  disposition  to  abstain   from  any 
attempt  to  embarrass  the  plaintiff   in  securing  such  order  ; 
that  he  greatly  fears  that   unless  the  said   company  be  so 
restrained  forthwith  and  before  a  motion  for  an  injunction  can 
be  heard  in  the  due  course  of  practice,  infringers  will  succeed 
in  removing  their  ties  to  points  in  the  south  and  outside  of 
the  jurisdiction  of  the  court ;  that,  should  they  succeed  in 
this,  it  will  necessarily  result  in  irreparable  damage  to  the 
plaintiff  ;  and   that  this   is  the  most  critical  period  of  the 
cotton  tie  season,  and  a  few  thousand  bundles  of  infringing 
ties  thrown  into  the  market  at   this   juncture   will   almost 
inevitably  unsettle  prices  and  greatly  disturb  the  trade,  and 
thus  inffict  an  injury  upon  the  owners  of  the  patents  for 
which  there  is  no  adequate  remedy. 

On  the  bill  and  such  affidavit  an  order  was  made  by  this 
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court,  on  the  13th  of  October,  1879,  ordering  that  from  and 
after  the  service  of  the  writ  of  subpoena  in  this  cause,  and 
the  netice  of  motion  for  an  injunction  pendente  lUcy  to  be 
heard  on  October  24th,  1879,  with  copies  of  the  papers  on 
which  said  motion  is  to  be  made,  "  the  said  defendants,  and 
each  of  them,  their  agents,  servants,  attorneys,  workmen  and 
employees,  and  each  of  them,  be  and  stand  in  all  respects 
restrained  and  prohibited  from  receiving  at  the  wharves  or 
docks  of  the  said  Old  Dominion  Steamship  Company,  or 
from  placing  on  board  said  company's  steamships,  or  from 
shipping  or  transporting  from  any  point  or  points  within  the 
jurisdiction  of  this  court,  under  any  pretext  whatever,  any 
cotton  ties  containing  the  features  of  invention,  or  any  of 
them,  which  form  the  subject  of  the  third,  fourth  and  fifth 
claims  of  the  said  patent  No.  5,333,  or  the  claim  of  the  said 
patent  No.  31,252,  and  particularly  ties  composed  of  a  flat 
band  of  iron  and  an  open-slotted  link  or  buckle,  having  a 
single  central  opening  for  receiving  the  >band,  unless  such 
ties  be  offered  for  shipment  or  transportation  by  the  said 
American  Cotton  Tie  Supply  Cotnpany,  or  its  duly  authorized 
agents,  and  that  they  and  each  of  them  do  stand  so  re- 
strained and  prohibited  until  the  hearing  of  such  motion, 
and  until  the  same  shall  be  by  the  court  determined  and 
decided." 

The  motion  has  been  heard.  It  is  opposed  on  the  part  of 
the  defendants,  by  an  answer  to  the  bill  and  by  affidavits. 
The  defendant  McCready,  in  an  affidavit,  says,  that  he  is 
President  of  the  Old  Dominion  Steamship  Company,  a  cor- 
poration created  under  and  by  virtue  of  the  laws  of  Dela- 
ware, and  engaged  in  the  business,  as  common  carrier,  of 
carrying  and  transporting  freight  and  passengers  between  the 
ports  of  New  York,  Norfolk  and  Richmond,  and  having  its 
general  office  in  the  city  of  New  York  ;  that  said  company 
owns  many  large  steamships,  by  which  it  carries  on  its  said 
business,  which  sail  from  the  port  of  New  York  six  times  a 
week,  laden  with  large  cargoes  of  all  kinds  of  merchandise  ; 
that  said  company  receives  upon  its  wharf,  at  pier  43,  North 
River,  from  a  very  large  number  of  persons,  all  kinds  and 
descriptions  of  freight,  in  all  quantities  ;  that  he  is  not  ac- 
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quainted  with  any  of  the  details  of  such  transportation,  so 
far  as  the  names  of  shippers  and  the  different  kinds  of  mer- 
chandise are  concerned,  his  duties  being  confined  to  the  gen- 
eral management  of  the  business  ;  that  it  would  not  be  prac- 
ticable for  him  to  inform  himself  each  day  as  to  such  details  ; 
that  he  has  no  knowledge  whatever  as  to  the  claim  of  the 
plaintiff  herein  to  the  patents  specified  in  the  bill,  nor  to  the 
articles  claimed  to  be  manufactured  in  accordance  therewith  ; 
that  it  would  be  impossible  for  him,  as  president  of  said  com- 
pany, to  inform  himself,  each  day,  or  at  any  time,  whether 
the  articles  received  by  the  said  company  for  shipment,  are 
shipped  by  persons  licensed  by  the  plaintiff,  or  whether  the 
articles  have  been  properly  purchased  by  the  shippers  from 
the  plaintiff,  or  whether  the  articles  themselves  are  infringe- 
ments of  the  plaintiff's  manufacture,  or  different  from  the 
same  ;  that,  with  regard  to  the  shipments  heretofore  made, 
he  has  been  entirely  ignorant  in  the  respects  above  set  forth, 
except  so  far  as  he  has  been  informed  by  persons  acting  for 
the  plaintiff,  that  the  articles  were  infringements  ;  that  the 
business  of  said  company  is  very  large,  and  it  would  be  im- 
possible, in  the  proper  conduct  of  the  same,  for  the  said  com- 
pany to  inform  itself  of  all  the  facts  with  regard  to  the  articles 
shipped,  to  ascertain  whether  or  not  they  were  infringements 
of  the  plaintiff's  manufacture  ;  that  it  would  necessitate  the 
employment  of  experts  to  examine  each  and  every  one  of  the 
articles,  out  of  many  tons  thereof,  to  determine  whether  or 
not  they  were  infringements  ;  that  it  would  be  necessary  to 
employ  persons  to  make  enquiries  as  to  the  shippers  of  the 
articles,  to  learn,  if  possible,  whether  they  had  the  right  to 
ship  the  same  ;  that  all  of  this  would  seriously  impede  and 
delay  the  business  of  the  said  company,  to  its  great  and  irrep- 
arable injury  ;  that  he  has  m  no  way  infringed  upon  the 
rights  of  the  plaintiff  ;  that  he  has  not  aided  or  abetted  any 
persons,  whether  licensees  of  the  plaintiff  or  otherwise,  in 
making,  selling  or  using  the  articles  claimed  by  the  plaintiff  ; 
that  he  has  no  knowledge,  nor  any  means  of  ascertaining, 
whether  or  not  the  said  company  is  shipping  or  transporting 
cotton  ties  embodying  the  plaintiff's  patented  invention, 
shipped  by  persons  without  authority  or  license  ;  and  that 
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neither  he  nor  the  other  officers  of  the  said  company  would 
hesitate  to  obey  any  proper  order  of  this  court,  but  the  said 
company  and  its  officers  do  most  earnestly  oppose  the  making 
of  any  order  which  would  inflict  any  serious  injury  upon  said 
company,  as  the  order  prayed  for  herein  inevitably  would. 

The  defendants  Stanford  and  Guillauden,  in  a  joint  affi- 
davit, state  that  Stanford  is  secretary  and  general  freight 
agent  of  the  Old  Dominion  Steamship  Company,  and  that 
Guillauden  is  assistant  general  freight  agent  of  said  com- 
pany ;  that  they  have  read  the  affidavit  of  the  defendant 
McCready,  and  the  same  is  true  in  every  respect ;  that  the 
defendants  are  entirely  ignorant  of  the  matters  in  the  bill 
and  affidavit  of  the  plaintiff  set  forth,  with  relation  to  the 
letters  patent  and  the  plaintiff's  rights  and  acts  thereunder, 
as  alleged  in  said  bill  and  affidavit,  nor  have  they  any  means 
of  informing  themselves  as  to  such  matters  ;  that  they  deny 
any  individual  connection  with,  or  relation  to,  the  acis 
charged  against  them  in  said  bill  and  affidavit,  and  allege, 
that  their  only  connection,  directly  or  indirectly,  with  such 
matters  is  as  officers  and  agents  of  the  Old  Dominion  Steam- 
ship Company  ;  that  said  company  acts,  in  relation  to  the 
transportation  of  the  articles  alleged  to  be  infringements  of 
the  plaintiff's  invention,  only  as  a  common  carrier  for  others, 
and  that  it  has  no  other  interest  or  connection  with  said 
articles  ;  that  the  deponents  are  employed  entirely  in  the 
office  of  said  company  ;  that  they  have  never  seen  any  of 
said  articles  ;  and  that  they  have  no  power  or  authority  to 
refuse  to  transport  the  same. 

The  defendant  Stanford,  in  a  separate  affidavit,  states  that 
he  is  secretary  and  general  freight  agent  of  the  Old  Domin- 
ion Steamship  Company  ;  that,  since  the  restraining  order  in 
this  suit  was  issued,  cotton  ties  have  been  offered  to  said 
company  for  shipment ;  that,  by  reason  of  said  order,  and 
the  inability  of  the  officers  and  agents  of  said  company  to 
ascertain  and  determine  as  to  whether  or  not  the  said  ties 
were  infringements  of  the  plaintiff's  alleged  inventions,  or 
whether  or  not  the  persons  offering  the  same  were  rightfully 
authorized  to  ship  them,  the  said  company  was  compelled  to 
refuse  to  receive  or  transport  the  same ;  that  the  said  ties 
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were  subsequently  offered  to  another  company,  a  competitor 
of  the  Old  Dominion  Steamship  Company,  which  received 
and  transported  the  same  ;  that,  by  reason  of  being  placed 
in  such  a  position,  the  said  company  is  sustaining  and  will 
continue  to  sustain  very  serious  injury,  not  only  with  regard 
to  the  freight  on  said  ties,  but  with  regard  to  other  freight  ; 
that  such  injury  will  amount  to  upward  of  one  thousand 
dollars  a  month  directly,  in  addition  to  its  liability  to  action 
by  the  parties  offering  said  ties  ;  and  that  the  competitors  of 
said  company  are  thus  greatly' benefited  at  its  expense  and  to 
its  great  injury. 

It  is  contended  for  the  defendants,  that  the  steamship 
company,  as  it  acts  solely  in  the  capacity  of  common  carrier 
of  these  ties,  does  not  come  within  the  meaning  of  the 
statute,  as  an  infringer  of  the  patents  ;  that  it  has  nothing  to 
do  with  the  rights  of  the  plaintiff  or  the  invasion  of  those 
rights  by  others  ;  that  it  does  not  use,  or  aid  others  in  using, 
the  ties,  because  such  use  cannot  be  had  until  after  trans- 
portation and  delivery  ;  that  the  company,  by  transporting 
the  ties,  does  not  sell  them  to  others  to  be  used,  or  aid  in 
selling  them  to  others  to  be  used  ;  that,  as  a  common  carrier, 
the  company  is  bound  to  receive  and  carry  all  goods  offered 
t^y  any  person  ;  that  it  would  be  against  public  policy  to  re- 
strain the  company  ;  that  it  would  impede  its  business  and 
inflict  injury  on  the  whole  community  ;  that  the  suit  is 
improperly  brought  against  the  defendants  and  should  be 
brought  against  the  company  ;  that  the  defendants  are  only 
officers  of  the  company,  with  distinct  duties,  and  have  no 
control  over  the  goods  and  no  power  to  refuse  to  receive 
them  ;  that  the  company  ought  not  to  be  compelled,  at  its 
own  expense,  to  protect  the  plaintiff's  business  ;  and  that 
it  owes  no  duty  to  the  plaintiff,  to  answer  for  the  diligence 
which  the  plaintiff  ought  to  use  in  protection  of  its  own 
interests. 

It  is  entirely  clear  that  the  owners  of  infringing  and  un- 
licensed cotton  ties,  who  are  causing  them  to  be  transported 
by  the  vessels  of  the  Old  Dominion  Steamship  Company,  are 
sending  them  for  sale  and  use,  and  are  employing  said  com- 
pany and  its  officers  as  agents  and  servants  in  promoting 
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and  effecting  such  sale  and  use.  It  would  seem,  on  principle, 
that  there  ought  to  be  no  difficulty  in  restraining  by  injunc- 
tion all  persons,  whether  officers  of  a  corporation  or  not, 
who  are  aiding  in  the  promotion  of  the  infringing  sale  and 
use,  whether  such  persons  would  be  liable  for  profits  or 
damages  or  not.  It  has  been  so  held  by  this  court.  Go&d' 
yearv^  Phelps^  3  Blatchf.  C.  C.  R.,  91  ;  Poppenhusen  v.  Falke^ 
4  Id.,  493. 

In  Hunt  V.  Maniere^  L.  J.,  new  series,  vol.  34,  part  i, 
Chy.,  142,  a  wharfinger  received  notice  that  certain  wine, 
deposited  at  his  wharf,  was  marked  with  a  fraudulent  imita- 
tion of  a  trade-mark,  and  that  the  owner  of  the  trade-mark 
was  about  to  apply  to  the  Court  of  Chancery  for  an  injunc- 
tion to  prevent  the  wine  from  going  on  the  market.  After 
the  injunction  had  been  granted,  but  before  the  wharfinger 
had  notice  that  it  had  been  granted,  he  refused  to  deliver  the 
goods  to  their  owner.  It  was  held  by  the  Master  .of  the 
Rolls,  a}id,  on  appeal,  by  the  Lord  Justices,  that  he  was 
justified,  in  equity,  in  such  refusal,  and  that  the  owner  of  the 
goods  would  be  restrained  from  suing  him  at  law  for  a 
wrongful  conversion  of  the  goods.  The  Master  of  the  Rolls 
observed,  that  the  plaintiff  acted  rightly  ;  and  that,  being  in 
the  possession  of  goods  which  he  knew  to  be  a  fraudulent  and 
spurious  imitation  of  the  manufacture  or  growth  of  other 
persons,  and  being  informed  that  an  injunction  would  be 
obtained,  and  being  notified  not  to  deliver  the  goods,  he 
would  have  acted  culpably  if  he  had  parted  with  the  goods. 

In  Upmann  v.  Elkan^  Law.  Rep.,  7  Ch.  App.,  130,  affirm- 
ing the  decision  of  the  Master  of  the  Rolls,  Law  Rep.,  12  £q. 
Cas.,  140,  a  firm  of  forwarding  agents  in  London  received 
from  correspondents  abroad  several  boxes  of  cigars  bearing 
forged  brands,  which  were  to  be  delivered  to  several  persons 
in  England.  On  application  by  the  makers  whose  brand  had 
been  forged,  the  agents  gave  information  as  to  the  consign- 
ors, and  offered  either  to  send  back  the  cigars,  or  to  erase  the 
brands.  On  a  bill  for  an  injunction,  filed  by  the  makers 
whose  brands  were  forged,  it  was  held  that  the  fact  that  the 
agents  were  merely  carriers  was  no  defence  to  the  suit,  but 
that,  as  they  had  given  sufficient  information  and  had  offered 
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to  erase  the  brands,  they  were  not  to  pay  costs.  The  defend- 
ants were  forwarding  agents,  to  whom  the  goods  had  been 
consigned  to  pay  the  duty  on  them  and  forward  them  to  per- 
sons named.  They  were  to  be  paid  for  so  doing,  but  their 
profit  did  not  arise  from  the  sale  of  the  goods.  The  Master 
of  the  Rolls  said  :  "It  does  not,  in  my  opinion,  make  any 
difference  whether  the  goods  are  sent  to  a  person  who  does 
not  deal  in  the  article  consigned,  and  whose  duty  is  simply 
to  distribute  the  goods  to  other  persons,  or  whether  the 
goods  are  sent  to  him  as  consignee  for  his  own  purposes. 
In  either  case  they  are  sent  to  the  dock  to  be  at  his  disposal, 
and  without  his  signature  the  goods  cannot  be  disposed  of. 
It  will  not  do  for  him  to  say,  as  he  does  in  this  case,  *  I  know 
nothing  about  the  goods  sent.  I  do  not  know  whether  they 
have  any,  or,  if  any,  what  brand  on  them,  or  whose  it  is.' 
It  is  his  duty  to  know  this,  and  if  he  receives  notice  that  they 
bear  a  fraudulent  imitation  of  another  man's  brand,  he 
ought  to  ascertain  this  as  speedily  as  possible  after  such 
notice,  and  to  take  the  proper  and  necessary  steps  to  prevent 
their  being  disposed  of  in  that  state.  It  may  be  that  with- 
out notice,  and  when  he  sees  the  trade-mark,  he  does  not 
know  that  it  belongs  to  another ;  if  so,  he  may  deal  with 
them  innocently  ;  but  as  soon  as  he  is  informed  of  the 
fact,  he  should  act  at  once,  so  as  not  to  be  in  any  event, 
either  from  wilful  or  from  accidental  ignorance,  made  a 
party  to  the  fraud  committed  by  another  ;  and  when  he 
ascertains  the  fact  he  should  at  once  inform  his  correspond- 
ent abroad.  If  it  be  argued  that  this  imposes  upon  him 
serious  inconvenience  and  a  duty  which  by  taking  the  order 
for  goods  he  never  undertook,  this  may  be  admitted  to  be 
true  ;  but  it  is  only  what  would  be  the  case  in  the  event  of 
the  importation  of  prohibited  articles,  and  it  arises  from  the 
circumstance  that  he  has  not  taken  sufficient  care  to  ascer- 
tain what  sort  of  persons  the  correspondents  are  for  whom  he 
consents  to  act  as  agent."  Lord  Hatherley,  on  the  appeal, 
said  :  *'  It  has  been  argued  that  the  plaintiffs  were  not  en- 
titled to  an  injunction  against  the  defendants,  who  had  been 
guilty  of  no  ofifence,  being  merely  carriers  receiving  goods, 
which,  though  fraudulently  marked,  were  not  for  their  own 
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use,  nor  to  be  sold  by  them  for  their  own  benefit,  but  were 
received  merely  for  the  purpose  of  transmitting  them  to  the 
persons  to  whom  they  were  consigned.  I  cannot  conceive  a 
doctrine  more  dangerous  or  mischievous,  or  more  fatal  to 
the  authority  of  the  court  with  respect  to  trade-marks.  If 
that  argument  prevailed,  any  persons  being  abroad,  as  was 
the  case  in  this  instance,  and  minded  to- commit  frauds  upon 
an  English  trade-mark,  could  easily  do  so  by  sending  their 
different  consignments  together  to  persons  in  the  position  of 
the  defendants,  who  appear  to  be  respectable  agents  and 
warehousemen,  thereby  committing  an  injury  in  a  manner 
most  convenient  for  themselves,  and  very  mischievous  to 
the  persons  entitled  to  the  benefit  of  the  trade- marks.** 

In  Orrw.  Diaper^  Law  Rep.,  4  Ch.  Div.,   92,  it  was  held^ 
that  a  bill  would  lie  against  ship-owners  who  had  shipped 
goods  bearing  counterfeits  of  the  plaintiff's  trade-marks,  for 
a  discovery  of  the  names  of  the  consignors  from  whom  the 
goods  had  been  received. 

The  doctrine  of  these  cases  in  regard  to  trade-marks  is 
entirely  applicable  to  the  case  of  the  infringement  of  a  patent. 
As  the  defendants  have  refused  to  disclose  the  names  of  the 
infringing  shippers  of  ties,  the  plaintiff  is  without  remedy  by 
injunction,  in  respect  of  the  infringing  ties  which  the  de- 
fendant's company  transports  in  its  vessels,  unless  it  can 
obtain  an  injunction  in  this  suit.  It  clearly  ought  to  have 
such  a  remedy. 

No  authority  is  cited  by  the  defendants  in  which  it  is  held 
that  an  injunction  will  not  lie  in  a  case  like  the  present. 
The  cases  cited  for  the  defendants  are  cases  where  it  has 
been  held  that  workmen  and  employees  will  not  be  held 
liable  for  profits  and  damages,  in  a  suit  for  the  infringement 
of  a  patent.  Under  §  4,921  of  the  Revised  Statutes,  the 
authority  of  this  court,  in  a  case  arising  under  the  patent 
laws,  of  which  it  has  jurisdiction,  to  grant  an  injunction, 
according  to  the  course  and  principles  of  courts  of  equity,  to 
prevent  the  violation  of  any  right  secured  by  a  patent,  is 
entirely  independent  of  the  award  of  any  other  relief  in  the 
same  suit. 

The  officers  of  the  steamship  company  must  have  the  same 
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power  to  refuse  to  accept  infringing  cotton  ties  that  they 
have  to  accept  them.  The  defendant  McCready  does  not  dis- 
claim such  power  to  refuse.  The  cases  of  Lightner  v.  Kimball^ 
I  Lowell,  211,  and  Heaton  v.  Quiniard^  7  Blatchf.  C.  C.  R., 
73,  are  distinguishable  from  the  present  case. 

As  to  the  suggestion  of  hardship  to  the  defendants  and  to 
their  company,  there  can  be  no  difficulty  in  so  framing  the 
order  of  injunction,  that,  with  the  cooperation  of  the  agents 
of  the  plaintiff,  there  will  be  but  little  practical  difficulty  in 
securing  obedience  to  the  injunction  without  serious  practi- 
cal inconvenience  to  the  defendants.  The  defendants'  corn- 
pan}''  will  be  deprived  of  no  more  carrying  trade  in  respect  to 
infringing  ties,  than  they  would  be  deprived  of  if  the  shippers 
of  such  ties  were  enjoined,  and  it  must  be  presumed  that 
they  would  be  enjoined,  if  their  names  were  known.  The 
defendants'  company  could  have  caused  such  names  to  have 
been  disclosed,  on  inquiry,  but  it  did  not.  The  allegation 
that  the  information  was  asked  and  refused  is  not  denied. 

The  injunction  asked  for  is  granted. 


S,  A,  Duncan^  for  the  complainant. 
F.  D*  SturgeSy  for  the  defendants. 


A.  K.  P.  Buffum  et  al. 

vs. 
The  Oakland  Manufacturing  Co.    In  Equity. 

upon  the  construction  given  by  the  court  to  reissued  patent,  No.  6,675, 
granted  to  complainant  October  5th,  1875,  for  a  machine  for  making 
gutters  for  buildings  (the  original  patent  having  been  dated  July  25th, 
1871,  and  numbered  117,255),  the  defendants  held  not  to  have  infringed. 

(Before  Lowell,  J.,  District  of  Maine,  November,  1879.) 
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This  case  has  been  very  ably  argued,  and  its  decision 
depends  entirely  upon  conflicting  testimony,  which,  as 
printed  in  the  record,  I  have  examined  with  a  great  deal  of 
care.  The  original  patent.  No.  117,255,  dated  July  25th,  187 1, 
was  granted  to  the  plaintiff  Buff  urn  for  a  machine  for  mak- 
ing gutters  for  buildings.  The  specification  is  clearly 
drawn,  and  describes  a  series  of  revolving  cutters  of  various 
forms,  adapted  to  make  a  complete  gutter  from  a  stick  sawed 
to  dimension.  The  cutter  which  gouges  or  grooves  the 
gutter  comes  up  through  the  bed  of  the  machine,  and  is 
brought  into  position  by  means  of  a  lever,  which  raises  it 
until  it  is  stopped  by  a  nut  which  regulates  the  depth  of  the 
cut.  This  is  the  first  operation.  Other  cutters  successively 
take  effect  and  mould  the  bottom  of  the  gutter  (which  is  the 
top  of  the  stick  as  it  lies  in  the  machine)  into  the  required 
shape,  and  smooth  or  plane  it.  The  last  cutter  planes  w^hat 
are  called  the  **  lips  '*  of  the  gutter,  that  is  to  say,  the  edges 
on  each  side  of  the  trough.  The  claim  was  for  the  whole 
machine  ;  and  such  a  machine  was  and  is  in  use  by  the 
plaintifits  at  Gardiner,  Maine. 

The  defendants  have  their  place  of  business  in  Gardiner, 
and  appear  to  have  been  acquainted  with  the  machine  and 
with  the  patent  of  the  plaintiffs.  They  built  and  now 
operate  a  machine  which  omitted  the  last  planing  cutter  of 
the  plaintiffs'  original  patent,  and  thus  evaded  the  only  claim. 
The  plaintiffs  thereupon  reissued  their  patent,  and  now  sue  on 
reissue  No.  6,675,  dated  October  5th,  1875,  in  which  fiuffum 
describes  the  same  machine  as  before,  but  lays  more  stress 
upon  its  ability  to  make  gutters  with  closed  ends,  and 
claims  :  '*  ist.  The  rotary  cutter-stock  R,  with  its  cutters  to 
form  the  groove  of  the  gutter,  in  combination  with  the 
inclined  frame  S,  to  operate  as  herein  described  and  for  the 
purposes  set  forth.  2d.  The  combination  of  this  part  with 
that  which  moulds  the  bottom  of  the  gutter  at  one  operation 
of  the  machine.  3d.  and  4th.  The  combinations  which  make 
up  the  entire  machine.'* 

The  defendants  do  not  infringe  the  third  and  fourth  claims, 
for  they  plane  one  side  of  their  stick  before  putting  it  into  the 
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machine  ;  but  they  do  use  a  gouging  cutter  with  an  inclined 
frame  in  combination  with  cutters*  for  moulding  the  bottom 
of  the  gutter  at  one  operation  of  the  machine.  They  bring 
their  gouging  cutter  into  connection  with  the  stick  by  screws 
and  not  by  a  lever,  and  cannot  operate  the  cutter  without 
stopping  the  feed  of  their  machine.  This  lever  of  the  plain- 
tiffs* has  the  power  to  bring  the  gouging  cutter  in  contact 
with  the  stock,  and  to  take  it  away  again  instantly. 

The  defendants  insist  that  the  claim  of  the  original  patent 
expresses  exactly  what  the  patentee  discovered,  a  machine  for 
making  a  gutter  by  means  of  a  combination  or  aggregation 
of  devices  for  moulding,  gouging  and  planing  by  a  continuous 
operation  ;  that  there  were  machines  capable  of  making  gut- 
ters with  closed  ends,  and  actually  used  for  that  purpose, 
long  before  187 1,  which  anticipate  the  first  and  second  claims 
of  the  reissued  patent  if  they  are  so  construed  as  to  include 
the  operations  of  the  defendants*  machine,  and  that  the 
reissue  must,  therefore,  be  limited  to  the  third  and  fourth 
claims,  which  agree  substantially  with  the  original  claim  for 
the  whole  machine,  and  such  specific  improvements,  if  any, 
as  Buffum  may  have  made  in  the  gouging  cutter,  and  its  in- 
stantaneous operation,  which  they  allege  is  not  infringed  by 
their  machine. 

The  defendants  further  insist  that  the  reissued  patent  was 
not  obtained  to  correct  a  mistake  or  inadvertence,  but  simply 
to  make  new  claims  which  might  stop  their  machine.  This 
may  have  been  the  motive  ;  but  with  that  the  court  has  noth- 
ing to  do.  The  question  here  is,  whether  the  invention  was 
of  such  a  nature  that  the  reissue  is  justified.  The  fact  that 
the  original  claim  was  for  the  whole  machine  may  have  some 
bearing  upon  the  state  of  the  art,  as  understood  by  the  inven- 
tor, at  that  time  ;  but  the  machine  described  being  the  same, 
claims  may  be  made  to  include  whatever  was  the  actual  inven- 
tion, if  and  so  far  as  the  patentee  was  the  first  to  invent  it. 
The  case,  therefore,  depends  upon  the  evidence  in  the  record 
on  the  point  of  novelty. 

It  is  testified  by  witnesses  on  both  sides,  that  planing  and 
grooving  machines  in  great  variety  were  in  common  use  be- 
fore the  year  1871  ;  that  some  of  them  had  cutters  arranged 
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to  work  from  below,  as  well  as  from  above  ;  that  one  of  these, 
called  the  *'  Gray  &  Woods  Planer,"  had  been  used  for 
making  gutters  with  stopped  ends.  But  in  this  machine  the 
moulding  and  planing  were  not  done  at  the  same  time  that 
the  gutter  was  cut,  and,  as  to  its  mode  of  feeding  the  material 
through  the  machine,  it  differed  specifically  from  the  class  of 
machines  to  which  both  of  those  in  this  case  belong.  The 
Gray  &  Woods  machine,  therefore,  did  not  anticipate  the 
combination  of  the  plaintiffs'  second  claim  ;  and  not  even  the 
first,  if  that  should  be  construed  to  include  the  mode  of  feed- 
ing. 

The  Myers  machine  was  a  well-known  moulding  machine, 
and  gutters  with  stopped  ends  might  be  cut  out  on  that 
machine.  I  think  the  evidence  proves  that  such  gutters  were 
made  on  that  machine  at  the  mill  of  Houston  &  Pierce,  in 
South  Boston,  many  years  before  the  plaintiff  Buffum  made 
his  invention.  Three  witnesses  so  testify  for  the  defendants. 
Four  witnesses  for  the  plaintiffs,  who  were  employed  in  that 
shop,  say  they  did  not  see  such  gutters  made  there,  excepting 
on  the  Gray  &  Woods  machine.  But  two  of  these  witnesses, 
who  are  perhaps  the  most  important  of  the  four,  from  their 
means  of  knowledge,  had  given  aflidavits  in  the  motion  for  a 
preliminary  injunction,  in  which  they  swear  that  such  gutters 
had  been  made  in  that  mill  on  that  machine.  They  now  ex- 
plain that  when  they  swore  to  gutters  with  stopped  ends,  they 
intended  to  speak,  or  to  be  understood  as  speaking,  of  gutters 
with  one  end  stopped.  Their  affidavits  will  not  fairly  bear 
that  interpretation  ;  and  if  they  would,  it  does  not  help  the 
case  of  the  complainants,  because,  if  one  end  could  be  made 
in  that  way,  the  other  might  be.  But  this  consideration  does 
not  affect  my  decision,  as  I  hold  it  to  be  proved  that  gutters 
with  both  ends  stopped  were  made  on  the  Myers  machine  at 
South  Boston  before  1871.  That  machine  had  a  cutter  which 
worked  from  below,  though  it  was  not  the  cutter  which  made 
the  trough  of  the  gutter. 

In  this  state  of  the  art,  the  plaintiffs  cannot  claim  broadly, 
under  the  first  claim,  any  gouging  cutter  arranged  in  such  a 
way  as  to  make  gutters  with  closed  ends  ;  but  must  be  con- 
fined to  the  specific  improvement  which  their  assignor  invent- 
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ed,  and  that  improvement  is  not  infringed.-  The  defendants 
do  not  use  the  lever  and  stop,  but  screws  which  are  like  the 
apparatus  of  the  Gray  &  Woods  planer,  and  are  a  slight  and 
well-known  variation  of  the  screws  of  the  Myers  machine. 
That  machine  contained,  in  like  manner,  the  combination  of 
the  second  claim,  if  that  is  to  be  broadly  construed.  The 
Myers  machine  was  not  as  valuable  for  making  gutters  as  the 
machines  in  this  case,  because  of  its  small  size  ;  but  it  could 
and  did  make  marketable  gutters,  within  certain  limits  of 
size,  substantially  in  the  mode  of  the  defendants'  machine 
and  substantially  like  the  patented  machine,  in  so  far  as  the 
defendants'  is  like  the  plaintiffs'. 
Bill  dismissed  with  costs. 

William  Henry  Clifford^  for  the  complainants. 

\   A.  H,  Strouty  for  the  defendants. 


The  American  Diamond  Rock  Boring  Company 

vs. 
Charles  Sheldon  et  al.     In  Equity.* 

Letters  patent  for  an  invention  were  granted  in  England,  dated  September 
3d,  1863.  The  speciScation  was  filed  in  the  Great  Seal  Patent  Office 
there,  March  3d,  1S63.  Letters  patent  for  the  same  invention  were 
granted  by  the  United  States,  July  14th,  1863,  for  17  years.  The  date  of 
the  application  for  the  United  States  patent  was  not  shown  :  Held^ 

(i.)  That  the  date  of  the  filing  of  the  specification  in  England  must  be  taken 
as  the  date  of  the  patenting  in  England,  for  the  purposes  of  §  6  of  the 
Act  of  March  3d.  1839,  5  U.  S.  Stat,  at  Large,  353  ; 

(2.)  That  the  invention  was,  therefore,  not  patented  in  England  more  than 
six  months  before  the  United  States  patent  was  applied  for,  and  so  the 
Act  of  1839  did  not  apply,  and  the  United  States  patent  was  valid  for  17 
years  from  July  14th.  1863. 

The  burden  of  proof  is  upon  a  party  who  claims  that  a  patent  should  be 
limited  in  duration,  to  show  the  facts  which  would  limit  it. 

(Before  Wheeler,  J.,  District  of  Vermont,  November,  1879.) 

*  17  Blatchf.  C.  C.  R.,  303. 
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Wheeler,  J. 

This  cause  has  been  further  heard  upon  a  motion  of  the 
plaintiff  for  an  injunction,  which  is  opposed  on  the  ground 
that  the  patent  has  expired.  The  patent  was  granted  July 
14th,  1863,  for  seventeen  years,  and  would  expire,  according 
to  its  ow^n  terms,  July  14th,  1880.  English  letters  patent  for 
the  same  invention  were  granted,  dated  September  3d,  1862, 
pursuant  to  which  the  specification  was  filed  in  the  Great  Seal 
Patent  Office,  March  3d,  1863. 

The  Act  of  July  4th,  1836,  §  7,  5  U,  S.  Stat,  at  Large,  119, 
provided  for  issuing  patents  if  the  inventions  had  not  been 
patented  or  described  in  any  printed  publication  in  this  or 
any  foreign  country,  but,  (§  8,)  that  nothing  in  that  Act 
should  deprive  an  inventor  of  the  right  to  a  patent  by  reason 
of  his  having  previously  taken  out  letters  patent  in  a  foreign 
country,  and  the  same  having  been  published,  at  any  time 
within  six  months  next  preceding  the  filing  of  his  specifica- 
tion. The  Act  of  March  3d,  1839,  §  6,  5  U.  S  Stat,  at  Large, 
354,  provided  that  no  person  should  be  debarred  from  receiv- 
ing a  patent  for  an  invention  by  reason  of  the  same  having 
been  patented  in  a  foreign  country  more  than  six  months  prior 
to  his  application,  but  that,  in  all  cases,  every  such  patent 
should  be  limited  to  the  term  of  fourteen  years  from  the  date 
or  publication  of  such  foreign  letters  patent.  Patents  were, 
at  that  time,  granted  for  fourteen  years,  and  might  be 
extended  seven  years  more.  By  the  Act  of  March  2d,  1861, 
§  16,  12  U.  S.  Stat,  at  Large,  249,  all  patents  thereafter 
granted  were  to  remain  in  force  seventeen  years,  without 
extension.  In  Weston  v.  White^  13  Blatchf.,  C.  C.  R.,  364,  it 
was  held,  that  the  effect  of  the  Act  of  1861  was  to  change  the 
term  of  fourteen  years  to  seventeen,  as  well  in  respect  to  pat- 
ents limited  by  prior  foreign  patents,  as  in  respect  to  others. 
The  defendants  claim,  that,  under  these  statutes  and  that 
holding,  this  patent  is  limited  to  seventeen  years  from  the 
date  of  the  English  patent,  which  would  expire  September 
3d,  1S79,  or,  at  least,  to  seventeen  years  from  the  filing  the 
full  specification  of  that  patent,  which  would  expire  March 
3d,  1880.  The  plaintiff  insists  that  it  is  not  limited  by  that 
patent  at  all.     The  Act  of  1839,  by  its  express  terms,  applies 
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only  to  patents  for  inventions  patented  in  some  foreign  coun- 
try more  than  six  months  prior  to  the  application  for  a  patent 
in  this  country.  The  date  of  the  application  in  this  country 
does  not  appear,  but  it  must  have  been  earlier  than  the  date 
of  the  patent,  or  fully  as  early.  Assuming  that  it  was  coeval 
with  the  patent,  then  the  question  arises  whether  the  inven- 
tion "^^s patented  in  England  more  than  six  months  before 
that.  The  English  patent  was  dated  more  than  six  months 
before,  but  the  full  specihcation  was  not  filed  until  within  six 
months  before.  English  patents  are  granted  upon  condition 
that  a  full  specification  shall  be  filed  at  some  time  within  six 
months  from  the  date.  Agnew  on  Pat.,  322  ;  Woodbury, 
J.,  in  Hogg  V.  Emerson^  6  How.,  479.  As  said  by  Grose,  J., 
in  Hornblawer  v.  Boulton^  8  D.  &  E.,  105,  the  English  patent 
was  nothing  without  the  specification,  and  the  patentee  could 
gain  no  advantage  by  it.  The  question  is,  was  it  patented 
there  before  the  specification  was  filed.  In  Haute  v.  Morton^ 
I  Fish.  Pat.  Cas.,  586,  it  was  held,  in  an  elaborate  opinion, 
that  an  invention  was  not  patented  abroad  until  there  was  a 
full  and  perfected  patent.  And,  in  Smith  v.  Goodyear  Dental 
Vulcanite  Co,,  3  Otto,  486,  the  question  seems  to  be  settled, 
or  treated  as  settled  before,  in  the  same  way.  Mr.  Justice 
Strong  said,  page  498  :  **  Of  the  English  patent  of  Charles 
Goodyear  it  is  enough  to  say,  that,  though  the  provisional 
specification  was  filed  March  14th,  1855,  the  completed  speci- 
fication was  not  until  the  nth  of  September  following.  It 
was,  therefore,  on  the  last  mentioned  date  that  the  invention 
was  patented." 

So,  this  patent  does  not  depend  at  all  upon  the  Act  of 
1839.  It  was  grantable  under  the  provisions  of  the  Act  of 
1836,  without  resorting  to  the  Act  of  1839,  and  does  not  come 
within  the  latter  Act.  By  the  terms  of  the  two  Acts,  inven- 
tions patented  abroad  more  than  six  months  before  were 
limited  to  fourteen  years  from  the  date  or  publication  of  the 
foreign  patent,  while  those  patented  abroad  within  six  months 
before  were  not  affected  at  all  by  the  foreign  patent.  This 
patent  is  one  of  the  latter  class,  and,  so  far  as  now  appears, 
is  good  for  the  term  of  seventeen  years  from  its  date,  under 
the  Act  of  1 86 1.  In  Weston  v,  Whitey  the  foreign  patent  was 
several  years  before  the  application  in  this  country. 
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This  case,  as  it  now  stands  upon  this  question,  is  open  to 
the  further  remark,  that  the  Act  of  1839  applied  only  to  pat- 
ents for  inventions  patented  in  a  foreign  country  more  than 
six  months  prior  to  the  apQlication  for  the  patent  here.  As 
the  date  of  the  application  does  not  appear  apart  from  the 
date  of  the  patent,  it  does  not  appear  that  the  date  of,  or  the 
application  for,  the  English  patent  was  more  than  six 
months,  or  any  other  space  of  time,  prior  to  the  application 
here,  unless  the  date  of  the  patent  is  to  be  taken  as  the  date 
of  the  application,  upon  this  question.  Upon  a  question  of 
priority  of  invention,  the  presumption,  in  the  absence  of 
proof,  would  be,  that  the  application  was  of  the  same  date  as 
the  patent ;  but  there  the  burden  of  proof  would  be  upon  the 
party  claiming  a  prior  application  describing  the  invention, 
to  show  it.  Here,  the  burden  rests  upon  the  party  claiming 
that  the  patent  should  be  limited,  to  show  the  facts  which 
would  limit  it.  This  would  include  showing  the  application, 
and  that  the  invention  was  patented  abroad  more  than  six 
months  prior  to  it.  These  essential  facts,  necessary  to  limit 
this  patent,  are  lacking,  so  far  as  the  English  patent  is  con- 
cerned ;  and,  as  that  is  the  only  foreign  patent  shown  by  the 
record,  for  this  invention,  they  are  lacking,  so  far  as  this 
question,  as  now  presented,  is  concerned.  These  considera- 
tions obviate  all  necessity  for  considering  the  question  as  to 
whether  the  term  of  the  patent  would  begin  to  run  from  the 
date  of  the  English  patent,  or  from  the  time  of  the  filing  the 
full  specification  under  it,  which  would  arise,  if  this  patent 
came  within  the  Act  of  1839,  and  was  supposed  to  arise,  until 
the  connection  and  application  of  that  Act  were  particularly 
noticed. 

This  objection  is  overruled,  but  the  injunction  is  withheld 
to  await  the  decision  on  a  motion  made  by  the  defendants  in 
respect  to  the  French  patent. 

Charles  F.  Blake^  for  the  plaintiff. 

E,  J,  Phelps  and  W,  G.  Veazey^  for  the  defendants. 
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In  the  Matter  of  the  Petition  of  Frederick  Pent- 
large  AND  William  R.  Beeston.    In  Equity.* 

R.  having  sued  F..  in  equity,  for  the  infringement  of  a  patent,  F.,  in  writing, 
admitted  R.'s  right,  and  agreed  on  the  damages  to  be  paid,  and  to  con- 
sent to  a  decree  therefor  and  for  a  perpetual  injunction.  Such  consent 
was  given  and  the  decree  was  entered,  the  damages  were  paid,  and  the 
injunction  was  issued.  Many  terms  of  court  having  elapsed  since  the 
entry  of  the  decree,  F.  applied  for  leave  to  file  a  supplemental  bill,  to 
set  aside  the  decree,  on  the  ground  that  the  agreement  was  entered  into 
under  a  mistake  of  fact :  Hdd^ 

(i.)  That  the  application  was  really  to  file  a  bill  of  review  and  was  too  late, 
under  Rule  88,  in  Equity  ; 

(3.)  That,  the  decree  having  been  entered  by  consent,  a  bill  of  review  to  set 
it  aside  could  not  be  entertained  ; 

(3.)  That  the  agreement  operated  as  an  estoppel. 

(Before  Benedict,  J.,  Eastern  District  of  New  York,  November,  1879.) 

Benedict,  J. 

The  petitioners,  being  parties  defendant  to  an  action 
brought  against  them  by  Rafael  Pentlarge,  to  recover  dam- 
ages for  the  infringement  of  a  certain  patent,  entered  into  a 
written  agreement,  under  seal,  with  the  plaintiff,  wherein 
they  expressly  admitted  the  validity  of  the  plaintiff's  patent, 
and  his  exclusive  right  to  the  invention  described  therein,  and 
agreed  upon  the  amount  of  damages  to  be  paid  for  their  in- 
fringement, and  to  consent  to  a  decree  upholding  the  patent, 
and  adjudging  the  sum  of  $2,000  to  be  due  as  damages,  and 
awarding  a  perpetual  injunction  against  future  infringement 
by  them.  In  accordance  with  this  agreement,  a  consent  to 
the  decree  described  therein  was  given,  and,  upon  it,  such  a 
decree  was  duly  entered.  The  damages  awarded  by  the  de- 
cree were  thereafter  paid,  and  the  perpetual  injunction  award- 
ed by  the  decree  was  duly  issued.  The  defendants  now, 
many  terms  of  court  having  elapsed  since  the  entering  of  the 
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decree,  apply,  by  petition,  for  leave  to  file  a  supplemental 
bill,  for  the  purpose  of  procuring  the  decree  so  entered  by 
consent  to  be  set  aside,  upon  the  ground  that  the  agreement 
above  mentioned  was  entered  into  under  a  mistake  of  fact. 
To  such  an  application  there  are  several  fatal  objections.  In 
the  first  place,  the  application  is,  in  substance,  for  leave  to 
file  a  bill  of  review.  It  is,  therefore,  governed  by  the  88th 
Equity  Rule,  and  comes  too  late.  In  the  second  place,  a  bill 
of  review,  for  the  purpose  of  setting  aside  a  decree  entered  by- 
consent,  without  fraud,  will  not  be  entertained.  **  A  decree 
taken  by  consent  cannot  be  set  aside  by  a  bill  of  review,  or  a 
bill  in  the  nature  of  a  bill  of  review."  2  Daniell's  Ch,  Pr., 
4th  Am.  ed.,  1575  ;  Frenchv,  Shotwelly  5  Johns.  Ch.  R.,  554.  In 
the  third  place,  so  long  as  the  agreement  piade  between  the 
parties,  prior  to  the  entry  of  the  decree,  stands,  the  admis- 
sions of  the  plaintiff's  right  to  the  patent  sued  on,  and  to  his 
exclusive  right  to  the  invention  described  therein,  made  by 
the  petitioners,  and  set  forth  in  the  agreement,  under  their 
hands  and  seals,  must  operate  by  way  of  estoppel,  to  prevent 
any  different  determination  as  to  the  plaintiff's  right  to  the 
invention  described  in  his  patent,  from  that  contained  in  the 
decree  sought  to  be  set  aside.  Either'of  these  considerations 
is  sufficient  to  compel  a  denial  of  the  application.  It  is,  there- 
fore, denied. 

Tracyy  Brodhead  &*  Alletiy  for  the  petitioners. 
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Clinton  G.  Colgate 

vs. 

The  International  Ocean  Telegraph  Company. 

In  Equity.* 

The  defendant  had,  under  an  Act  of  the  Legislature  of  Florida  and  an  Act 
of  the  Congress  of  the  United  States,  the  exclusive  right  to  lay  and 
maintain  a  submarine  telegraph  cable  between  Florida  and  Cuba.  la 
operating  such  cable  it  used  an  invention  covered  by  letters  patent* 
owned  by  the  plaintiff,  granted  after  said  Acts  were  passed  :  Held^  that,- 
although  the  plaintiff  could  not  use  the  invention  for  telegraphic  pur- 
poses between  Florida  and  Cuba,  he  could  enjoin  the  defendant  from* 
using  such  invention  for  such  purposes  between  such  termini, 

(Before  Blatchpord,  J.,  Southern  District  of  New  York,  November,  1879O' 

Blatchford,  J. 

The  motion  for  a  preliminary  injunction  in  this  case  is 
opposed,  on  special  grounds  not  involving  the  construction 
or  validity  of  the  plaintiff's  patent,  or  the  question  of  in- 
fringement. 

The  defendant  is  a  corporation  created  under  the  laws  of 
the  State  of  New  York,  prior  to  January  2d,  1866.  On  that 
day  an  Act  was  passed  by  the  Legislature  of  the  State  of 
Florida,  granting  to  said  corporation  **  the  sole  and  exclu- 
sive right  and  privilege,"  for  21  years  from  the  date  of  the 
Act,  **  of  landing  a  submarine  telegraphic  cable  or  cables  on 
the  shore,  sea  coast,  islands,  keys,  reefs  or  sand  banks  lying 
within  the  limits  and  jurisdiction  of  the  State  of  Florida^  and 
of  connecting,  by  means  of  said  submarine  telegraphic  cable 
or  cables,  the  shore  and  sea  coast  of  the  State  aforesaid  with 
the  island  of  Cuba."  The  same  Act  gave  to  the  corporation 
power  to  connect  the  terminus  of  such  submarine  cable  or 
cables,  on  the  shore,  by  a  land  line,  with  the  most  convenient 
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land  telegraphic  line,  and,  for  that  purpose,  power  to  erect, 
maintain  and  operate  telegraphic  lines  through  the  State  of 
Florida,  and  across  the  islands,  keys,  sand  banks  and  reefs 
belonging  to  said  State,  and  over  which  said  State  has  con- 
trol and  jurisdiction. 

On  the  5th  of  May,  1866,  an  Act  was  passed  by  the  Con- 
gress of  the  United  States,  14  U.  S.  Stat,  at  Large,  44,  grant- 
ing to  said  corporation  the  sole  privilege,  for  a  period  of  14 
years  from  that  day,  **  to  lay,  construct,  land,  maintain  and 
operate  telegraphic  or  magnetic  lines  or  cables  in  and  over 
the  waters,  reefs,  islands,  shores  and  lands,  over  which  the 
United  States  have  jurisdiction,  from  the  shores  of  the  State 
of  Florida,  in  the  said  United  States,  to  the  island  of  Cuba 
and  the  Bahamas,  either  or  both,  and  other  West  India 
Islands.** 

The  corporation  has,  also,  concessions  from  the  Govern- 
ment of  Spain  in  regard  to  the  maintenance,  in  Cuba,  of  a 
submarine  cable  landed  there. 

The  bill  alleges,  that  the  defendant,  **  at  the  city  of  New 
York  and  elsewhere,  has  (particularly  in  the  State  of  Florida, 
and  the  waters  thereof,  where  said  defendant  uses  and  oper- 
ates a  telegraph  cable  extending  to  the  Island  of  Cuba,  and 
also  on  the  lines  of  telegraph  connecting  said  cable  with  New 
York  city  and  other  points),  within  the  said  Southern  District 
of  New  York  and  elsewhere,"  without  license,  ever  since  the 
date  of  the  plaintiff's  patent,  made,  used  and  sold  the  patent- 
ed invention  in  insulating  submarine  cables  or  telegraphic 
wires,  used  in  connection  with  the  telegraphic  lines  of  the 
defendant,  and  in  insulating  wires  and  other  conductors  of 
electricity,  used  in  connection  with  electric  or  galvanic  bat- 
teries and  telegraphic  instruments. 

The  defendant  has  been  using,  for  telegraphic  communica- 
tion between  Florida  and  Cuba,  cables  containing  wires  insu- 
lated by  gutta  percha,  within  the  claim  of  the  plaintiff's  pat- 
ent, and  is  now  using  such  cables.  The  defendant  contends, 
that,  because  of  the  exclusive  grants  to  it  from  the  State  of 
Florida  and  the  Congress  of  the  United  States,  which  were 
made  before  May  21st,  1867,  the  date  of  the  issuing  of  the 
plaintiff's  patent,  the  plaintiff  has  no  right  to  use  or  operate 
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his  patented  invention  for  telegraphic  purposes  between  the 
shores  of  Florida  and  the  island  of  Cuba,  and,  therefore,  can- 
not enjoin  the  defendant  from  using  such  invention  for  such 
purposes  between  such  termini.  The  proposition  on  the  part 
of  the  defendant  is,  that,  by  the  grants  to  it  of  the  exclusive 
right,  for  a  defined  period  of  time,  to  lay  telegraphic  sub- 
marine cables,  and  maintain  thereby  telegraphic  communica* 
tion,  between  the  State  of  Florida  and  the  island  of  Cuba,  it 
acquired  the  right  to  use  without  molestation  all  subsequently 
patented  inventions  in  the  construction  of  such  cables,  be- 
cause the  patentees  of  such  inventions  cannot  lay  such  cables. 
In  another  form,  it  is  contended,  that,  as  the  plaintiff  has  no 
right  to  use  his  patented  invention  in  the  place  where  the  de- 
fendant is  using  it,  he  can  recover  no  profits  or  damages  for 
its  use  in  that  place,  and,  therefore,  has  no  right  in  that  place 
which  can  be  protected  by  injunction. 

The  grants  to  the  defendants  are  grants  to  lay  a  cable,  not 
to  lay  a  cable  of  a  particular  construction,  nor  to  lay  any 
cable  the  use  of  which  would  violate  a  patent  either  existing 
or  subsequently  granted.  Neither  the  Government  nor  an 
agent  of  the  Government,  nor  a  private  individual,  whether 
claiming  to  act  under  the  authority  of  the  Government  or 
otherwise,  can  use  a  patented  improvement  without  the 
license  of  the  patentee.  United  States  v.  Burns ^  12  Wall.,  246  ; 
Cammeyer  v.  Newton^  4  Otto,  225,  235.  The  power  to  prevent, 
by  injunction,  the  violation  of  a  right  secured  by  a  patent,  is 
conferred  by  §  4,921  of  the  Revised  Statutes,  irrespective  of 
any  right,  in  the  given  suit,  to  recover  profits  or  damages. 
The  right  of  the  plaintiff  to  use  his  patented  invention  where 
the  defendant  is  using  it,  is  exclusive  as  against  the  defendant, 
although  the  right  of  the  defendant  to  lay  and  maintain  a 
submarine  telegraphic  cable  between  Florida  and  Cuba  may 
be  exclusive  as  against  the  plaintiff.  Such  right  of  the  plain- 
tiff is  a  right  secured  by  the  patent.  The  distinction  referred 
to  is  one  which  exists  in  all  cases,  under  every  patent.  A 
defendant  has  an  exclusive  right,  as  against  a  patentee,  to 
erect  in  his  own  house  such  structures  as  he  pleases.  The 
patentee  cannot,  against  the  will  of  the  defendant  or  without 
his  assent,  erect  in  the  house  of  the  defendant  any  structure. 
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Yet  this  does  not  give  to  the  defendant  the  right  to  erect  in 
his  house  a  structure  embodying  the  patented  invention,  or 
give  him  immunity  from  being  restrained  by  injunction,  at 
the  suit  of  the  patentee,  from  continuing  the  use  of  the  pat- 
ented invention  in  such  structure. 

The  same  order  will  be  made  in  this  case  which  was  made 
in  the  case  against  The  Western  Union  Telegraph  Company. 

Frederic  H.  Betts,  for  the  complainant. 

Clarence  A,  Seward^  for  the  defendant. 


John  J.  Manning  et  al. 

vs. 

The  Cape  Ann  Isinglass  and  Glue  Company  et  al. 

In  Equity. 

■ 

The  question  of  *'  public  use/*  discussed. 

Letters  patent  No.  134,690,  granted  to  James  Manning,  January  yih,  1873, 
for  an  improvement  in  the  manufacture  of  isinglass,  A^A/ invalid. 

(Before  Lowell,  J.,  District  of  Massachusetts,  November,  1879.) 

Lowell,  J. 

Ribbon  isinglass  is  made  by  passing  the  macerated  blad- 
ders  of  fish,  especially  of  hake,  through  several  sets  of  rollers 
which  squeeze  the  substance  first  into  a  sheet  somewhat  like 
dough,  and  then  into  the  translucent  ribbons  which  are  sold 
in  the  market.  Heat  makes  the  substance  sticky  and  difficult 
to  work  in  the  earlier  stages,  and  it  is  important  that  the  first 
set  of  rollers,  called  **  mumming  rolls,"  should  be  kept  cool. 
Ebenezer  Rowe,  in  1848,  patented  a  mode  of  keeping  these 
rollers  supplied  on  the  inside  with  cold  water,  and  this 
method  has  not  been  superseded.  James  Manning,  assignor 
of  the  plaintiffs,  took  out  the  patent  in  suit  January  7th,  1873, 
No.  134,690,  for  an  improvement  in  this  art,  or  its  machinery, 
by  the  addition  of  a  stationary  knife,  or  scraper,  attached  so 
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near  to  each  of  the  rollers  as  to  clean  It  for  its  whole  length 
at  each  revolution.  He  describes  a  machine  like  Rowe's, 
with  his  addition,  and  claims  the  described  **  method  of  con- 
verting isinglass  into  sheets  of  any  desired  thickness  by  run- 
ning it  between  hollow  rolls  into  which  cold  water  is  thrown 
to  cool  the  compressing  surfaces,  such  rolls  being  preferably 
made  adjustable  to  graduate  the  degree  of  compression,  and 
the  adhering  sheets  being  removed  from  the  rolls  by  station- 
'ary  scrapers  or  clearers  and  returned  to  the  hopper,  as  re- 
quired." 

James  Manning  had  been  a  manufacturer  of  isinglass,  at 
Ipswich,  tor  many  years  in  partnership  with  one  Norwood. 
In  1859  or  i860,  scrapers  were  added  to  the  rollers  in  that 
factory,  and  were  used  there  by  Manning  &  Norwood  until 
1867,  when  the  firm  was  dissolved  and  this  machinery  was  left 
with  Norwood,  and  was  used  by  him  and  his  son  until  his 
death  in  1871.  James  Manning  built  a  factory  at  Rockport 
for  his  two  sons,  and  they  used  similar  machinery  from  1867 
or  1868  onwards. 

The  defendants  have  pleaded  and  proved  the  foregoing 
facts  as  showing  a  public  use  for  more  than  two  years  before 
the  application  of  James  Manning  for  a  patent,  which  was  in 
December,  1872. 

It  has  always  been  a  prerequisite  or  condition  precedent  to 
the  grant  of  a  valid  patent,  that  the  thing  patented  shall  not 
have  been  in  use.  By  the  English  law,  and  formerly  by 
ours,  a  use  before  the  date  of  the  patent,  or  of  the  applica- 
tion, destroyed  the  novelty  of  the  invention.  But  for  the 
last  forty  years  we  have  permitted  a  use  not  exceeding  two 
years  before  the  application.  Obvious  reasons  of  policy  and 
justice  require  that  an  inventor  should  not  monopolize  what 
he  has  neglected  to  patent  for  a  considerable  time,  if,  in  the 
meantime,  the  public  have  acquired  the  knowledge  of  it, 
whether  through  him  or  from  an  independent  source.  Before 
1870  it  was  generally  understood  that  two  years*  use  would 
not  destroy  the  patent,  unless  it  was  had  with  the  **  consent 
and  allowance"  of  the  inventor.  Those  words  are  not  found 
in  the  Statute  of  1870,  nor  in  the  Revised  Statutes  ;  and  Judge 
Blatchford  has  lately  decided  that  they  are  no  part  even  of 
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the  law  of  1839.  Egberts.  Lippma7in^  14  Off.  Gaz.,  822.  The 
point  is  not  material  here,  because  whatever  was  done  with 
this  invention  was  with  James  Manning's  consent. 

Our  law  has  the  expression  "public  use,"  and  **  public" 
has  been  added  to  the  Statute  of  Monopolies  by  the  courts  of 
England.  The  governing  idea  is,  that  public  knowledge 
makes  public  right,  and,  therefore,  ki  England,  a  description 
of  the  invention  in  a  written  or  printed  book  which  is  pub- 
lished by  circulation,  or  in  the  specification  of  a  patent  which 
is  public  in  its  very  nature,  is  the  equivalent  of  public  use, 
though  there  is  nothing  in  the  statute  concerning  knowledge. 
In  this  respect  our  statutes  follow  the  decisions. 

Public  use  means  not  only  a  use  by  the  public  but  a  use  in 
public,  that  is  to  say,  one  which  is  not  secret,  and,  therefore, 
one  from  which,  so  far  as  the  inventor  is  concerned,  the 
public  may,  by  any  of  the  chances  of  life,  acquire  the  knowl- 
edge. A  remarkable  case  is  that  of  the  lady  who  wore  an 
improved  pair  of  corsets  given  her  by  the  inventor  more  than 
two  years  before  he  applied  for  a  patent  upon  the  article, 
which  was  held  a  public  use.  Egbert  v.  Lippmanriy  14  Off.  Gaz. 
822.  In  a  case  like  the  present,  the  use  of  a  machine  by  the 
inventor  himself  **  in  the  ordinary  way  of  the  public  use  of  a 
machine,"  which  I  understand  to  mean  without  special 
secrecy,  will  be  a  public  use.  Pitts  v.  Hall^  2  Blatchf.  C.  C.  R.. 
229,  235  ;  Bevin  v.  East  Hampton  Bell  Co.^  9  Blatchf.  C.  C.  R., 
50  ;  M'Millinv.  Barclay^  5  Fish.,  189  ;  Ee  Adamson's  Patent, 
6  DeG.  M.  &  G.,  420  ;  Heath  v.  Smith,  3  Ellis  &  B.,  256.  The 
non-existence  of  public  use  being  a  condition  precedent  to 
the  validity  of  the  grant,  the  intent  of  the  inventor  not  to 
abandon  the  invention,  or  his  reasons  for  not  applying  for 
a  patent,  though  of  a  most  potent  character,  such  as  illness, 
are  immaterial.  See  Pennock  v.  Dialogue^  2  Pet.,  i,  and  the 
remarks  of  Marshall,  C.  J.,  on  that  case  in  Grant  v.  Raymond, 
6  Pet.,  218,  248  ;  McClurg  v.  Kingsland,  i  How.,  202,  208,  per 
Baldwin,  J.  ;  Sisson  v.  Gilbert,  9  Blatchf.  C.  C.  R.,  185  ;  Eg- 
bert V.  Lippmann,  14  Off.  Gaz.,  822.  Evidence  that  any  one 
has  copied  the  invention  which  is  thus  brought,  presumptive- 
ly, to  the  knowledge  of  mankind,  is  not  necessary  to  the  suc- 
cess of  this  defence.     Such  a  fact  would  often  be  difficult  to 


NOVEMBER,    1 879.  615 


Hamilton  v.  Kingsbury. 


prove  or  disprove,  and  the  use  itself  in  any  of  the  modes 
above  explained,  works  a  forfeiture,  without  more. 

There  is  some  evidence  in  the  record  tending  to  show  that 
the  use  of  this  invention  was  eithcfr  secret  or  experimental,  or 
both  ;  and  evidence  to  oppose  this.  I  have  read  the  case  with 
care,  and  am  of  opinion  that  the  use  at  the  factories  in 
Ipswich  and  Rockport  was  a  public  use  in  the  sense  of  the 
law,  and  was  not  for  the  purposes  of  experiment ;  and  that 
the  use  was  of  the  same  improvement  which  is  patented.  As 
bearing  upon  this  last  point  there  was  contradictory  testi- 
mony as  to  whether  the  scrapers  were  made  adjustable  until 
within  two  years  before  the  application.  I  think  it  probable 
that  they  were  so  made  ;  but  whether  so  or  not,  the  adjusta- 
bility of  the  rollers  or  the  scrapers  is  not  of  the  essence  of  the 
invention  as  described  and  claimed  by  the  patentee,  or  in 
fact. 

Bill  dismissed  with  costs. 


T.  IV.  Clarke^  for  the  complainants. 

Geo,  L,  Roberts  &*  Bros,^  for  the  defendants. 


Susan  Hamilton 
vs, 
Gilbert  J.  Kingsbury  et  al.    In  Equity.* 

Three  instruments  relating  to  rights  under  letters  patent,  and  none  of  them 
purporting  to  grant  anything  more  than  a  license,  were  executed  between 
the  same  parties  contemporaneously  and  as  parts  of  the  same  trans- 
action. One  of  them  was  recorded  in  the  Patent  Office  and  the  other 
two  were  not.  A  person  having  purchased  the  right  covered  by  the 
recorded  instrument,  bona  fide^  and  without  notice  of  the  unrecorded 
instruments:  HelJy 

*  17  Blatchf.  C.  C.  R.,  264. 
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(i.)  That  the  recorded  instrument  was  one  not  required  by  §  ii  of  the  Act  of 
July  4th,  1836,  5  U.  S.  Stat,  at  Large,  121,  to  be  recorded  ; 

(2.)  That  the  unrecorded  instruments  were  not  required  by  that  statute  to  be 
recorded  ; 

(3.)  That  the  instruments  were  all  of  them  valid  as  against  such  purchaser, 
without  being  recorded  ; 

(4.)  That  such  purchaser  acquired  no  greater  rights  than  were  conveyed  by 
all  three  of  the  instruments,  construed  together. 

(Before  Blatchford,  J.,  Northern  District  of  New  York,  November,  1879.) 

Blatchford,  J. 

This  suit  is  brought  on  letters  patent  granted  to  Palmer 
Hamilton,  December  5th,  1865,  for  **  improvements  in  saw 
mills."  The  bill  alleges  infringement  by  the  defendants  by- 
making,  constructing,  using  and  vending  to  others  to  be  used, 
machines  containing  the  patented  invention.  Palmer  Hamil- 
ton, by  an  instrument  in  writing  executed  August  ist,  1866, 
conveyed  to  Milton  A.  Hamilton  and  to  his  legal  representa- 
tives all  the  right,  title  and  interest  which  he,  the  said  Palmer 
Hamilton,  had  in  the  patented  invention  **  as  it  was,  or  might 
be,  applied  to  muley  or  single  upright  mill  saws."  This  in- 
strument was  recorded  in  the  Patent  Office  August  27th,  1866. 

By  an  instrument  in  writing  executed  August  27th,  1866, 
and  recorded  in  the  Patent  Office  October  15th,  1866,  and 
which  recited  the  said  conveyance  from  Palmer  Hamilton  to 
Milton  A.  Hamilton  as  being  one  of  all  the  right,  title  and  in- 
terest of  Palmer  Hamilton  in  and  to  the  invention  **  as  it  is  or 
may  be  applied  to  muley  or  single  upright  mill  saws,"  Mil- 
ton A.  Hamilton  conveyed  to  Clinton  A.  Lombard  and  John 
Thompson,  as  copartners,  under  the  name  and  style  of  Lom- 
bard &  Thompson,  **  and  to  their  legal  representatives,  the  full 
and  exclusive  right  to  use  and  to  sell  to  be  used  the  said  saw 
hangings,"  (the  invention  patented  being  stated  in  said  con- 
veyance to  be  known  as  "  Hamilton's  oscillating  and  recipro- 
cating saw  hangings,")  "  as  they  are  or  may  be  applied  to  mu- 
ley or  single  upright  mill  saws,  as  secured  by  the  said  letters 
patent,  for,  to  and  in  the  State  of  New  York,  I  excepting  and 
reserving  the  right  to  manufacture  the  said  invention  for  my- 
self and  legal  representatives."  On  the  same  27th  of  August, 
1866,  and  at  the  same  time,  a  written  agreement  was  executed 
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between  Milton  A.  Hamilton  of  the  first  part  and  Lombard 
&  Thompson,  as  copartners  under  the  name  of  Lombard  & 
Thompson,  of  the  second  part,  which  contained  the  following 
language  :  "The  party  of  the  first  part,  in  consideration  of 
the  conditions  hereinafter  named,  to  be  kept  and  performed 
by  the  party  of  the  second  part,  hereby  agrees  to  furnish  as 
many  sets  of  '  Hamilton's  patent  oscillating  and  reciprocating 
saw  hangings '  as  they  may  use  or  sell  to  be  used  in  the  State 
of  New  York,  as  they  are  or  may  be  applied  to  single  or  up- 
right muley  mill  saws,  as  secured  by  letters  patent  from  the 
United  States,  the  said  party  of  the  second  part  having  the 
right  to  use  and  sell  the  said  patent  saw  hangings  according 
to  a  deed  of  assignment  bearing  even  date  herewith,  upon 
which  this  article  is  based,  and  to  deliver  the  said  machin- 
ery ;  *  *  *  the  said  party  of  the  second  part  agrees  to  pay 
to  the  party  of  the  first  part  sums  of  money  for  the  said 
machinery  according  to  the  following  prices  and  rates ; 
*  *  *  and  the  said  party  of  the  second  part  further 
agrees  that  they  will  not  manufacture  the  said  machinery  or 
its  parts  so  long  as  they  are  supplied  by  the  said  party  of  the 
first  part,  as  above  specified,  or  by  his  legal  representatives  ; 
and,  further,  it  is  understood  and  agreed  that  the  said  second 
party  is  not  to  sell  the  said  machinery  to  be  used  in  any  other 
than  the  said  State  of  New  York.**  This  instrument  was 
never  recorded  in  the  Patent  Office.  On  the  same  27th  of 
August,  1866,  and  at  the  same  time,  Milton  A.  Hamilton  exe- 
cuted and  delivered  to  Lombard  &  Thompson  an  instrument 
in  writing,  which  recited  that  they  had  purchased  and  paid 
him  for  certain  rights  in  "  Hamilton's  patent  oscillating  and 
reciprocating  saw  hangings,"  and  referred  to  the  said  patent, 
and  then  proceeded  thus  :  **  and  whereas  I,  Milton  A.  Hamil- 
ton, have  also  given  them,  the  said  Lombard  &  Thompson,  a 
certain  contract,  bearing  even  date  herewith,  for  the  supply 
of  the  said  saw  hangings,  I  reserving  for  myself  and  legal  rep- 
resentatives the  right  to  manufacture  the  said  hangings,  now 
this  indenture  witnesseth,  that,  in  case  I,  or  my  legal  repre- 
sentatives, are  unable,  from  any  circumstance  or  emergency, 
to  furnish  the  said  Lombard  &  Thompson  saw  hangings,  ac- 
cording to  the  above-mentioned  contract,  I,  for  myself  and 
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legal  representatives,  agree  that  the  said  Lombard  &  Thomp- 
son shall  have  the  right  to  manufacture  the  said  hangings  for 
use  in  the  State  of  New  York.  The  purport  of  this  article  is 
to  secure  to  them  the  said  machinery  against  failure  on  my 
part  to  fulfil  the  conditions  of  the  said  contract,  which,  being 
fulnlled,  this  is  to  be  null  and  void  ;  otherwise,  to  be  in 
effect.'*  This  instrument  was  never  recorded  in  the  Patent 
Office. 

Lombard  &  Thompson,  by  an  instrument  in  writing,  exe- 
cuted  April  29th,  1868,  and  recorded  in  the  Patent  Office 
August  7th,  1868,  conveyed  to  Robert  P.  Russell,  Montgom- 
ery Reese  and  the  firm  of  Strong  &  Woodbury,  in  equal 
shares  of  one-third  each,  **  all  the  right,  title  and  interest 
which  we  have  in  the  said  invention,  as  secured  to  us  by  said 
letters  patent  for,  to  and  in  the  State  of  New  York."  Reese, 
by  an  instrument  in  writing  executed  July  i8th,  1868,  and 
recorded  in  the  Patent  Office  August  7th,  1868,  conveyed  to 
Russell  and  the  firm  of  Strong  and  Woodbury,  in  equal  shares 
of  one-half  each,  **all  the  right,  title  and  interest  which  I 
have  in  the  said  invention,  as  secured  to  me  by  said  letters 
patent,  for,  to  and  in  the  State  of  New  York."  Strong  and 
Woodbury,  by  an  instrument  in  writing  executed  December 
loth,  1869,  conveyed  to  the  defendants  in  this  suit  "all  our 
right,  title  and  interest  therein,  as  secured  by  the  letters  pat- 
ent and  assignment  before-mentioned,  which  consists  of  the 
right,  title  and  interest  of  the  s^iid  Robert  P.  Russell,  Henry 
A.  Strong  and  Edmund  F.  Woodbury  to  the  right  for  the 
whole  State  of  New  York,  except  one-half  interest  held  by 
Robert  P.  Russell,  and  the  counties  of  Cayuga  and  Franklin, 
previously  assigned  to  John  Busby  and  Sidney  A.  Paddock, 
respectively." 

The  bill  alleges,  that  Milton  A.  Hamilton,  by  an  instrument 
dated  March  20th,  1867,  and  duly  recorded  in  the  Patent 
Office,  conveyed  to  Palmer  Hamilton  all  his  right,  title  and 
interest  in  and  to  the  said  patent  and  invention  ;  and  that  the 
recorded  conveyance  from  Milton  A.  Hamilton  to  Lombard 
&  Thompson  was  not  intended  by  the  parties  thereto  to 
convey  to  Lombard  &  Thompson  any  right  to  manufacture 
said  invention,   and  that  the  practical  construction  placed 
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upon  said  instrument  by  the  acts  of  said  parties  at  the  time 
of  the  execution  thereof  and  subsequently,  was,  that  the  sole 
right  to  manufacture  said  invention  remained  in  said  Hamil- 
ton. It  also  sets  forth  the  two  unrecorded  instruments  of 
August  27th,  1866,  and  avers  that  ever  since  the  three  instru- 
ments were  executed  the  said  Milton  A.  Hamilton  and  his 
assignee  have  been  at  all  times  and  now  nre  ready  and  willing 
to  furnish  such  saw  hangings  to  said  Lombard  &  Thomp- 
son, and  to  their  assigns,  and  did  so  furnish  such  saw  hang- 
ings to  said  Lombard  &  Thompson,  and  that  the  defendants 
have  not  applied  to  the  said  Milton  A.  Hamilton  or  to  his 
assigns  to  be  furnished  with  such  saw  hangings,  but  have 
assumed  to  manufacture  the  same  themselves  ;  that  Palmer 
Hamilton,  by  an  instrument  dated  April  i8th,  1873,  and 
recorded  in  the  Patent  Office,  assigned  to  the  plaintiff  all 
the  right,  title  and  interest  of  him,  the  said  Palmer  Hamil- 
ton, in  and  to  said  invention,  and  also  all  rights  of  action  for 
infringements  of  said  patent  which  had  accrued  to  him,  the 
said  Palmer  Hamilton  ;  and  that  she  is  the  sole  owner  of  said 
invention. 

The  defendants  have  filed  a  plea  to  the  whole  bill.  It  sets 
up  the  conveyance  of  August  ist,  1866,  from  Palmer  Hamil- 
ton to  Milton  A.  Hamilton,  the  recorded  conveyance  of 
August  27th,  1866,  from  Milton  A.  Hamilton  to  Lombard  & 
Thompson,  the  conveyance  of  April  29th,  1868,  from  Lom- 
bard &  Thompson  to  Russell,  Reese  and  Strong  &  Wood- 
bury, the  conveyance  of  July  15th,  1868,  from  Reese  to  Russell 
and  Strong  &  Woodbury^  and  the  conveyance  of  December 
19th,  1866,  from  Strong  &  Woodbury  to  the  defendants. 
It  then  avers,  that  the  defendants  **  never  made,  contributed 
or  used,  or  vended  to  others  to  be  used,  any  machine  or 
machines,  containing  the  invention  of  said  Palmer  Hamilton, 
described  in  the  letters  patent  in  said  bill  of  complaint  men- 
tioned, or  any  part  of  such  invention,  prior  to  the  time  of  the 
execution  of  the  said  assignment  from  Strong  &  Woodbury 
to  them,  as  above  mentioned,  excepting  that,  within  a  year 
prior  to  the  time  of  said  assignment,  they  manufactured  for 
said  Strong  &  Woodbur)^  and  at  their  request,  a  small  num- 
ber of  said  machines,  the  exact  number  they  cannot  state,  and 
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that,  since  the  time  of  the  execution  of  the  said  assignment, 
these  defendants  have  neither  made,  constructed  or  used,  or 
vended  to  others  to  be  used,  any  machine  or  machines  contain- 
ing the  said  invention,  or  any  part  thereof,  excepting  that 
they  have  made,  constructed  and  vended  to  others  to  be  used, 
muley  and  single  upright  mill  saws,  containing  said  inven- 
tion, or  some  part  thereof,  within  the  State  of  New  York,  and 
not  elsewhere,  and  not  in  the  counties  of  Cayuga  and  Frank- 
lin in  the  said  State,  as  they  lawfully  might,  in  pursuance  of 
the  authority  given  them  by  virtue  of  the  several  assignments 
above  mentioned."  The  plea  further  alleges,  that  the  instru- 
ment of  March  20th,  1867,  from  Milton  A.  Hamilton  to 
Palmer  Hamilton,  was  not  recorded  in  the  Patent  Otlice  until 
after  the  time  when  the  defendants  made  the  purchase  from 
Strong  &  Woodbury,  and  received  from  them  the  assignment 
above  mentioned  ;  that  the  defendants  never  had  any  notice 
of  such  assignment  from  Milton  A.  Hamilton  to  Palmer 
Hamilton,  until  after  the  commencement  of  this  suit ;  that 
the  defendants  made  the  purchase  from  Strong  &  Woodbury, 
and  received  from  them  the  assignment  above  mentioned,  and 
paid  them  therefor,  in  good  faith,  the  consideration  of  one 
thousand  dollars  therein  expressed,  without  any  knowledge 
or  notice  that  any  such  assignment  as  that  from  Milton  A. 
Hamilton,  above  mentioned,  then  or  ever  existed,  and  in  the 
full  belief  that  the  said  assignment  from  Strong  &  Woodbury 
gave  to  the  defendants  a  perfect  title  to  such  interest  in  said 
patent  as  it  purported  to  convey.  The  plea  further  alleges, 
that  the  defendants  have  no  knowledge  or  information  as  to 
what  was  intended  by  the  parties  to  the  assignment  from  Mil- 
ton A.  Hamilton  to  Lombard  &  Thompson,  save  such  as  is 
derived  from  the  language  of  said  assignment,  and  no  knowl- 
edge or  information  of  the  practical  construction  put  upon 
said  assignment  by  the  acts  of  the  parties,  at  or  subsequent 
to  the  time  of  the  execution  thereof,  save  such  as  is  derived 
from  the  bill,  and  no  knowledge  or  information,  save  such  as 
is  derived  from  the  bill,  that  Milton  A.  Hamilton  ever  entered 
into  two  or  any  contracts,  as  mentioned  in  the  bill,  or  any 
other  contract  of  any  kind,  except  the  assignment  to  Lombard 
&  Thompson,  and  that  they  never  heard  of  said  two  contracts. 
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or  had  any  notice  thereof,  until  they  learned  of  the  mention 
thereof  in  the  bill. 

The  plaintiff  put  in  a  replication  to  the  plea,  and  proofs 
have  been  taken  and  the  case  has  been  heard  thereon.  The 
bill  above  mentioned  is  an  amended  bill.  The  suit  was  be- 
fore the  court  on  the  original  bill  and  a  plea  thereto,  at  the 
June  Term,  1878.  Hamilton  v.  Kingsbury^  15  Blatchf.  C.  C.  R., 
64. 

The  pleadings  then  brought  before  the  court  all  the  instru- 
ments now  before  it,  except  the  two  unrecorded  instruments 
of  August  27th,  1866.  The  question  then  presented  for  con- 
sideration was  solely  as  to  the  construction  of  the  recorded 
conveyance  of  August  27th',  1866,  from  Milton  A.  Hamilton 
to  Lombard  &  Thompson.  The  court  held,  that,  under  and 
by  that  conveyance,  Lombard  &  Thompson  acquired  the 
right  to  make,  as  well  as  the  right  to  use  and  to  sell  to  be 
used,  *'  the  said  saw  hangings,  as  they  are  or  may  be  applied 
to  muley  or  single  upright  mill  saws,  as  secured  by  the  said 
letters  patent,  for,  to  and  in  the  State  of  New  York,"  such 
right  to  use  and  to  sell  to  be  used  being  exclusive,  but  the 
grantor  reserving  to  himself  a  right  to  make  in  common  with 
the  grantees.     The  plea  was  allowed. 

On  the  present  pleadings  and  the  proofs  thereunder  it  is 
contended  for  the  plaintiff,  that,  under  the  three  instruments 
of  August  27th,  1866,  taken  together,  Lombard  &  Thompson 
acquired  no  right  to  make  the  invention,  except  in  a  certain 
contingency,  which  has  never  happened  ;  that  the  three 
instruments  are  contemporaneous  and  are  all  portions  of  the 
same  transaction,  and  must  all  be  read  together  to  determine 
the  intent  of  the  parties  to  the  transaction  ;  that  those  three 
instruments  are  consistent  with  no  intention  other  than  the 
one  set  up  in  the  bill ;  that,  if  the  recorded  conveyance  of 
August  27th,  1866,  gives  to  Lombard  &  Thompson  the  right 
to  manufacture,  the  other  two  instruments  have  no  meaning  ; 
and  that  the  instruments  are  (i)  a  license,  which,  in  terms, 
gives  the  licensees  no  power  to  manufacture  ;  (2)  an  agree- 
ment, by  which  the  licensor  agrees  to  furnish  the  hangings 
to  the  licensees  at  fixed  prices,  and  the  licensees  agree  that 
they  will  not  manufacture  so  long  as  the  licensor  keeps  his 
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agreement ;  (3)  a  permission  (rom  the  licensor  to  the  licen- 
sees to  manufacture,  in  case  the  licensor  fails  to  perform  his 
agreement. 

It  seems  plain  that  the  three  instruments,  taken  together, 
must  have  the  interpretation  claimed  for  them  by  the  plain- 
tiff. But,  the  defendants  contend  that  they  are  bona  fide  pur- 
chasers, without  notice  of  any  instrument  but  the  recorded 
conveyance  of  August  27th,  1866,  and  that  they  are  protected 
from  any  unrecorded  agreement  between  Milton  A.  Hamilton 
and  Lombard  &  Thompson,  in  the  absence  of  any  actual 
notice  thereof. 

The  recording  Act  in  force  when  the  defendants  took  their 
conveyance  from  Strong  &  Woodbury,  on  the  loth  ot  Decem- 
ber, 1869,  was  section  11  of  the  Act  of  July  4th,  1836,  5  U.  S. 
Stat,  at  Large,  121,  which  provided,  **  that  every  patent 
shall  be  assignable  in  law,  either  as  to  the  whole  interest,  or 
any  undivided  part  thereof,  by  any  instrument  in  writing  ; 
which  assignment,  and  also  every  grantand  conveyance  of 
the  exclusive  right  under  any  patent,  to  make  and  use,  and 
to  grant  to  others  to  make  and  use,  the  thing  patented  within 
and  throughout  any  specified  part  or  portion  of  the  United 
States,  shall  be  recorded  in  the  Patent  Office  within  three 
months  from  the  execution  thereof.**  It  is  well  settled,  that 
mere  licenses,  or  contracts  conferring  the  limited  and  not  the 
exclusive  right  to  exercise  some  of  the  privileges  secured  by 
the  patent,  are  not  the  subjects  of  regulation  by  this  statute, 
and  that  it  relates  solely  to  grants  or  conveyances  of  the  ex- 
clusive right,  or  legal  estate,  vested  in  the  patentee,  which 
leave  no  interest  in  the  patentee  for  the  particular  territory 
and  the  particular  right  to  which  they  relate.  Curtis  on  Pat- 
ents, 3d  ed.,  §  179.  Within  this  rule,  the  recorded  convey- 
ance of  August  27th,  1866,  from  Milton  A.  Hamilton  to  Lom- 
bard &  Thompson,  is  not  an  assignment  of  the  whole  interest 
in  the  patent,  or  of  any  undivided  part  thereof,  nor  is  it  a 
grant  or  conveyance  of  the  exclusive  right,  under  the  patent, 
to  make  and  use,  and  to  grant  to  others  to  make  and  use,  the 
thing  patented,  within  and  throughout  any  specified  part  or 
portion  of  the  United  States.  It  is  only  a  license.  It  reserves 
to  the  grantor  "  the  right  to  manufacture  the  said  invention." 
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Whatever  right  to  manufacture  the  grantees  acquired  by  the 
face  of  it,  such  right  was  not  exclusive  in  them.  Therefore, 
such  instrument  was  not  one  required  to  be  recorded.  Nor 
were  the  other  two  instruments  of  August  27th,  1866,  instru- 
ments which  it  was  necessary  to  record.  The  recording  of 
the  instrument  of  August  27th,  1866,  which  was  recorded, 
was  not  notice  to  the  defendants  that  they  could  safely  rely 
on  the  record,  as  showing  the  whole  transaction  between  the 
parties  to  the  instrument  in  respect  to  its  subject-matter. 
The  three  instruments  were  all  of  them  valid,  without  record- 
ing, as  against  the  defendants,  although  bona  fide  purchasers 
without  actual  notice.  Although  the  recorded  instrument  of 
August  27th,  1866,  may,  on  its  face,  convey  the  right  to  make 
to  the  grantees,  seeing  it  on  the  record  is  of  no  more  avail  to 
the  defendants  than  if  they  had  seen  it  out  of  the  record. 
The  existence  of  the  three  instruments,  taken  together,  as 
limiting  the  right  of  Lombard  &  Thompson,  affects  the  de- 
fendants with  the  consequences  of  such  limitation,  for  they 
can  have  no  greater  right  than  Lombard  &  Thompson  had. 

The  plea  is  overruled,  with  'costs  to  the  plaintiff  to  be 
taxed,  with  leave  to  the  defendants  to  answer,  on  payment  of 
such  costs  within  30  days  after  service  of  a  copy  of  the  order 
to  be  entered  on  this  decision. 

• 

A.  C.  Coxe^  for  the  complainant. 

W.  F,  Cogswell  and  George  B.  Selden^  for  the  defendants. 


624  NORTHERN  DISTRICT  OF  NEW  YORK. 

Perry  v.  Littlefield. 


John  S.  Perry,  Trustee,  &c. 

vs, 
Dennis  G.  Littlefield  et  al.     In  Equity.* 

The  decision  of  the  Supreme  Court,  in  Little fitld  v.  Perry ^  21  Wallace,  205, 
construed. 

The  invention  covered  by  the  claim  of  the  letters  patent  reissued  to  Dennis 
G.  Littlefield,  May  31st,  1870,  for  an  "  improvement  in  the  mode  of 
hinging  covers  to  stoves,  tea  kettles  and  other  open-topped  vessels,'*  ua 
the  surrender  of  the  original  letters  patent  granted  to  said  Littlefield, 
March  13th,  1S66,  namely,  '*  A  detachable  cover  and  its  seat,  respect- 
ively provided  with  a  pin  and  an  opening,  so  constructed  as  to  engage 
or  lock  with  each  other,  for  the  purpose  of  hinging  and  securing  a  cover 
upon  an  open-topped  vessel,  substantially  as  described,"  is  an  invention 
the  exclusive  right  to  which  for  the  States  of  New  York  and  Connecticut, 
as  applicable  to  stoves  covered  by  the  patents  embraced  in  the  assign- 
ment of  April  5th,  1853,  and  in  the  supplemental  agreement  of  the  same 
date,  referred  to  in  Littlefield-^,  Perry ^  belongs  to  the plaintifif, as  against 
Littlefield  and  all  persons  claiming  under  him. 

A  bill  in  equity  being  maintainable  in  some  respects,  a  demurrer  to  the  whole 
bill  was  overruled. 

The  parties  to  the  suit  being  all  of  them  citizens  of  New  York,  this  court  has 
no  power  to  decree  that  the  defendant  execute  to  the  plaintiff  a  transfer 
of  letters  patenL 

(Before  Blatchford,  J.,  Northern  District  of  New  York,  November,  1879.) 

Blatchford,  J. 

The  assignment  of  April  5th,  1853,  recites  the  granting  to 
Littlefield  of  a  patent  on  the  15th  of  April,  1S51,  **  for  a  coal 
burner  so  constructed  as  to  produce  combustion  of  the  inflam- 
mable gases  of  anthracite  coal/'  and  the  fact  that  he  had  applied 
for  a  patent  **  securing  to  him  a  certain  improvement  in  the 
invention  so  as  aforesaid  patented  by  him,"  and  then  assigns  to 
Treadwell  and   Perry  all   the  right,  title  and  interest  which 

♦  17  Blatchf.  C.  C.  R..  372. 
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Littlefield  "  now  has,  or  can  or  may  hereafter  have,  in  or  to  the 
aforesaid  inventions,  improvement  and  patent,  or  the  patent  or 
patents  that  may  be  granted  for  said  inventions,  or  any  im- 
provements therein,  and  in  any  extension  or  extensions  there- 
of, within  and  throughout  the  district  and  territory  embraced 
within  the  States  of  New  York  and  Connecticut,  for  and 
during  the  term  for  which  the  aforesaid  letters  patent 
were  granted,  and  the  terms  for  which  any  patent  for  the 
aforesaid  improvement  and  any  other  improvement  or  im- 
provements thereof,  or  extensions  for  or  of  either  there- 
of, may  be  granted."  The  Supreme  Court  of  the  United 
States,  in  Littlefield  v ,  Perry,  21  Wallace,  205,  held  that  this  as- 
signment, '*  taken  by  itself,  contains,  in  most  unmistakable 
language,  an  absolute  conveyance  by  the  patentee  of  his  pat- 
ent and  inventions  described,  and  all  improvements  thereon, 
within  and  throughout  the  States  of  New  York  and  Connecti- 
cut;"  and  that  this  assignment  and  a  supplementary  agree- 
ment executed  between  the  same  parties  at  the  same  time,  when 
construed  together,  operated  to  constitute  Treadwell  and  Perry 
the  assignees  of  Littlefield,  within  the  patent  laws,  in  respect 
to  the  subject-matter  of  the  assignment,  and  to  give  them,  and 
those  claiming  under  them,  the  right  to  sue  in  this  court, 
to  prevent  any  infringement  upon  their  rights.  On  the  2 2d 
of  July,  1853,  Littlefield  withdrew  the  application  before-men- 
tioned, which  had  been  filed  December  30th,  1852,  and  filed  a 
new  application,  on  which  a  patent  was  issued  to  him  January 
24th,  1854.  The  Supreme  Court  held,  in  the  case  referred  to, 
that  the  assignees  became,  in  equity,  the  owners  of  this  patent 
of  1854,  under  the  assignment  of  April,  1853  ;  that  all  the  pat- 
ents outstanding,  and  the  subject  of  the  controversy  in  that 
suit,  exclusive  of  the  patent  of  1851,  were  either  reissues  of  the 
patent  of  1854  or  improvements  upon  it ;  and  that  the  use  of  the 
said  patents,  issued  after  January,  1854,  by  Littlefield  and  his 
co-defendant  Jagger,  was  an  infringement  of  the  rights  of  said 
assignees.  The  patents  so  referred  to  were  these  :  a  patent 
issued  June  25th,  1861 ;  reissues  in  two  parts,  132  and  133, 
made  November  19th,  186 1,  of  the  patent  of  January  24ih, 
1854;  reissues  in  four  parts,  1,332,  1,333,  1,334,  and  1,335, 
made  August  26th,  1862,  of  the  patent  of  Jjanuary  24th,  1854, 
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on  the  surrender  of  reissues  132  and  133  ;  reissues  in  two 
parts,  1,426  and  1,427,  made  March  3d,  1863,  of  the  patent  of 
January  24th,  1854,  on  the  surrender  of  two  of  the  four  reissues 
of  August  26th,  1862  ;  reissues  in  two  parts,  1,478  and  1,479, 
made  May  19th,  1863,  of  the  patent  of  January  24th,  1854,  on 
the  surrender  of  the  remaining  two  of  the  four  reissues  of 
August  26th,  1862;  reissues  in  two  parts,  1,813  ^^^  i>8i4, 
made  November  8th,  1864,  of  the  patent  of  January  24th, 
1854,  on  the  surrender  of  reissues  1,426  and  1,427;  reissue 
1,815,  n^ade  November  8th,  1864,  of  the  patent  of  January  24tht 
1854,  on  the  surrender  of  one  of  the  two  reissues  of  May  19th, 
1863;  reissue  1,823,  niade  November  22d,  1 864,  of  the  patent 
of  January  24th,  1854,  on  the  surrender  of  the  remaining  one 
of  the  two  reissues  of  May  19th,  1863 ;  a  patent  issued  Decem- 
ber 9th,  1862;  a  patent  issued  August  i8th,  1863  ;  and  reissue 
1,594,  made  December  2 2d,  1863,  of  the  patent  of  August  i8th, 
1863.  The  outstanding  patents,  when  the  bill  of  revivor  and 
supplement  was  filed  by  John  S.  Perry,  trustee,  &c.,  against 
Littlefield  and  Jagger,  on  the  6th  of  February,  1865,  were  (ex- 
clusive of  the  patent  of  1851)  the  patent  of  June  25th,  1861, 
the  patent  of  December  9th,  1862,  reissues  1,813,  '»8i4,  1,815, 
and  1,823,  of  the  patent  of  January  24th,  1854,  and  the  reissue 
1,594,  of  the  patent  of  August  i8th,  1863. 

The  present  bill  is  filed  by  the  same  plaintiff  who  filed  the 
said  bill  of  revivor  and  supplement  in  the  former  suit,  and  in 
the  same  right  and  on  the  same  title.  He  claims  to  be  the 
equitable  owner,  by  said  title,  of  a  patent  reissued  to  the  de- 
fendant Littlefield,  May  31st,  1870.  on  the  surrender  of  a  pat- 
ent granted  to  him  March  13th,  1866,  so  far  as  the  States  of 
New  York  and  Connecticut  are  concerned,  and  charges  that 
the  defendants  have  infringed  said  patents  of  1866  and  1870. 
The  bill  prays  for  an  account  of  the  profits  of  the  defendant 
and  of  the  plaintiff's  loss,  and  that  the  plaintiff's  title  for  New 
York  and  Connecticut,  under  said  patents  of  1866  and  1870, 
may  be  established. 

The  specification  of  the  reissue  of  1870  states  that  Littlefield 
has  invented  an  **  improvement  in  the  mode  of  hinging  covers 
of  stoves,  tea-kettles  and  other  open-topped  vessels."  It  pro- 
ceeds: **  In  caverinj^  stoves,  tea-kettles  and  other  vessels  open- 
ing upwardly^  it  has  long  been  found  useful  and  advantageous 
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to  SO  adjust  and  cover  the  vessel,  that  the  former  may  be  swung 
aside  in  a  horizontal  plane,  without  its  falling  off,  and  so  con- 
nected to  its  seat  that  it  may  be  readily  detached  from  it.  Some 
years  ago  I  designed  and  applied  to  the  covers  of  a  stove  oven 
which  opened  upwardly,  a  hinge  of  novel  construction,  by 
which  the  objections  to  a  permanent  fastening  were,  in  a  meas- 
ure, obviated.  Said  device  consisted  in  placing  an  oval  shaped 
pivot-pin  upon  the  under  side  of  the  cover  near  its  edge,  which 
fitted  into  an  oval  shaped  aperture  in  the  rim  or  upper  plate  of 
the  stove.  A  recess  or  notch  cut  upon  a  narrow  side  of  the 
oval  pivot,  deep  and  wide  enough  to  embrace  the  thickness  of 
the  stove  plate,  permitted  the  cover  to  be  swung  open  horizon- 
tally and  supported  in  all  those  positions  in  which  there  was 
not  a  coincidence  of  the  larger  axis  of  the  pivot  with  the  oval 
aperture.  This  mode  of  hinging  the  cover  to  its  seat  was  de- 
fective, in  that  it  made  an  extremely  loose  joint,  and  permitted 
a  detachment  of  the  cover  at  two  distinct  points,  thereby  per- 
mitting it  to  fall  off  on  being  swung  half  around.  The  object 
of  my  present  invention  is  to  improve  upon  the  hinge  there 
constructed,  and  to  obtain  a  hinge  for  the  cover  of  open-top 
stoves,  tea-kettles  and  other  vessels,  which  shall  work  closely 
and  evenly,  and  be  so  formed  that  the  cover  may  be  readily 
swung  open,  and  avoid  all  possibility  of  its  falling  from  the 
vessel  by  its  own  weight  when  so  swung  aside,  and  also  be  re- 
moved, when  desirable  to  do  so,  without  trouble  or  inconven- 
ience. This  invention  relates  to  hinging  and  securing  covers 
upon  open-topped  vessels,  and  consists  in  forming  with  a  cover 
and  its  seat  respectively,  a  circular  opening  and  a  cylindrical 
pin,  so  constructed  that  they  will  engage  or  lock  with  each 
other.''  Drawings  are  annexed  to  the  specification  and  it  re- 
fers to  them  in  these  words :  **  Figure  i  is  a  plan  view  of  the 
under  side  of  an  annular  cast-iron  plate,  designed  as  a  portion 
of  the  top  piece  of  a  stove,  with  a  cover  attached  thereto  by 
means  of  my  improved  hinge.  Figure  2  is  a  side  elevation  of 
the  same.  Figures  3  and  4  are  views  in  perspective  of  detached 
portions  of  the  top  and  cover  respectively,  embracing  the  pivot 
and  pivot  aperture  forming  my  improved  hinge,'*  The  speci- 
fication also  says :"  "  My  invention,  as  represented  in  the  draw- 
ing, may  be  described  as  follows :  The  plate  or  rim  A  has  a 
circular  opening  a,  and  the  cover  B  has  fitted  to  or  cast  with 
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it  a  cylindrical  pin  ^,  or  vice  versa.  The  opening  a  is  so  formed, 
that,  when  the  cylindrical  pin  is  introduced  therein,  the  two 
engage  or  lock  with  each  other  and  form  a  hinge  joint,  the  pin 
fitting  closely  and  flush  in  the  aperture  at  all  times,  whether 
the  cover  is  at  a  state  of  rest  or  being  turned.  The  close  and 
accurate  manner  in  which  the  cylindrical  pin  is  embraced 
within  the  circular  aperture  prevents,  at  the  same  time,  all 
loose  play  or  movement  thereof.  Thus,  while  the  cover  B,  as 
with  the  former  hinge,  has  an  easy  horizontal  movement,  it 
cannot,  owing  to  the  cylindrical  form  of  the  pivot  pin,  and  the 
circular  form  of  the  aperture,  become  accidentally  detached^ 
when  swung  open,  although  the  cover,  as  with  the  former  hinge, 
may  be  as  readily  lifted  off  as  if  there  were  no  hinge  attached  to 
it.  Hence,  no  inconvenience  can  arise  from  the  employment 
of  my  present  improvement,  and  it  presents  the  advantage  of 
creating  but  little  expense  in  its  construction,  its  parts  being 
cast  with  the  plates  proper."  The  claim  of  the  reissue  is  in 
these  words :  "  A  detachable  cover  and  its  seat,  respectively 
provided  with  a  pin  and  an  opening,  so  constructed  as  to  en- 
gage or  lock  with  each  other,  for  the  purpose  of  hinging  and 
securing  a  cover  upon  an  open  topped  vessel,  substantially  as 
described." 

The  specification  of  the  surrendered  patent  of  March  13th, 
1866,  contained  this  language:  "In  covering  tea-kettles, 
stoves  and  other  vessels  opening  upwardly,  it  has  long  been 
found  useful  and  advantageous  so  to  combine  the  cover 
proper  with  the  vessel  as  that  the  former  may  be  swung  aside 
in  a  horizontal  plane  without  falling  off.  Heretofore,  how- 
ever, this  result  has  been  accomplished  by  means  of  rivets, 
bolts  or  other  similar  secure  joints,  so  formed  as  that,  although 
the  cover  had  free  play  horizontally,  it  could  not  be  lifted  oflf 
or  detached  from  the  vessel  without  great  trouble  and  incon- 
venience. Some  years  ago  I  designed  and  applied  to  the  or- 
namental covers  of  open  stove  Ovens,  an  improvement  in 
these  swing  joints,  by  which  the  objection  of  a  permanent 
fastening  was  in  a  measure  obviated.  This  improvement  con- 
sisted simply  in  placing  an  elongated  or  oval  shaped  boss  or 
projection  upon  the  under  side  of  the  cover,  near  its  edge, 
which  fitted  into  a  similarly  shaped  aperture  in  the  rim  of  the 
upper  plate  of  the  stove.    A  recess  or  notch,  cut  upon  one  end 
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of  the  oval  projection,  deep  and  wide  enough  to  embrace  the 
thickness  of  the  stove  plate,  permitted  the  cover  to  swing 
around  and  be  supported  in  all  those  positions  in  which  there 
was  not  a  coincidence  of  the  larger  axis  of  the  projection  and 
aperture.  This  mode  of  pivoting  was  defective,  however,  in 
that  it  made  an  extremely  loose  joint,  which,  by  its  complete 
articulation  in  opposite  positions,  allowed  a  detachment  of  the 
cover  at  two  distinct  points.  The  object  of  my  present  inven- 
tion has  been  to  improve  upon  the  plan  then  invented,  and  to 
obtain  a  pivoted  or  swing  joint  for  the  cover  of  open-top 
stoves,  tea-kettles,  and  other  vessels  having  vertical  openings 
or  recesses,  which  shall  work  closely  and  evenly,  and  be  so 
formed  as  that  the  cover  may  be  not  only  readily  swung  aside, 
in  order  to  fill  the  vessel,  without  the  necessity  of  lifting  it 
off,  or  the  possibility  of  its  falling  away  by  its  own  weight 
when  so  swung  aside,  but  can,  also,  when  closed,  and  then 
only,  be  readily  removed  without  trouble  or  inconvenience. 
The  nature  of  my  improvement  consists  chiefly  in  the  substi- 
tution of  a  circular  aperture  in  the  rim  or  top  plate  of  the 
vessel,  and  a  round  pivot  pin  or  projection  upon  the  under  side 
of  its  cover,  in  the  place  of  the  elongated  or  oval  aperture  and 
projection,  heretofore  designed.  ♦  ♦  *  I  do  not  claim 
broadly  the  combination  of  a  swing  cover  with  a  vessel,  in 
such  a  manner  as  that  it  may  be  readily  detached  therefrom, 
but  what  I  do  claim  as  my  invention  and  desire  to  secure  by 
letters  patent  is,  the  use  of  a  cylindrical  keyed  pivot  pin,  in 
combination  with  a  circular  notched  aperture,  for  the  purpose 
of  hinging  and  securing  swinging  covers  upon  stoves,  tea-ket- 
tles, or  similar  open-topped  vessels,  substantially  in  the  man- 
ner herein  set  forth."  The  other  parts  of  the  specification  of 
the  original  patent  do  not  differ  substantially  from  the  corre- 
sponding parts  of  the  specification  of  the  reissue. 

The  bill  alleges,  that  the  stove  to  the  cover  of  the  oven  of 
which  Littlefield  so  applied,  as  stated  in  raid  specifications, 
the  hinge  made  by  the  oval  shaped  pivot  pin  in  connection 
with  the  oval  shaped  aperture,  was  the  stove  patented  by  said 
patent  of  April  15th,  185 1  ;  that,  by  virtue  of  the  said  assign- 
ment of  April  5th,  1853,  and  the  said  supplementary  agree- 
ment of  the  same  date,  the  plaintiff  has  the  exclusive  title,  for 
the  States  of  New  York  and  Connecticut,  to  the  said  patent  of 
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1851  ;  and  that,  by  reason  of  the  premises  contained  in  the 
original  bill  in  the  former  suit,  and  in  the  bill  of  revivor  and 
supplement  therein,  and  in  the  present  bill,  the  plaintiff  has 
the  exclusive  title,  for  the  States  of  New  York  and  Connect- 
icut, to  the  said  patent  of  1866  and  the  said  reissue  of  1870. 

The  specification  ot  reissue  1,823,  ^^  ^^^  patent  of  January 
24th^  1854,  sets  forth,  that  Littlefieid  has '^invented  new  and 
useful  improvements  in  stoves  for  burning  anthracite  and 
other  concentrated  fuels,"  and  that  what  follows  therein  is  a 
description  of  his  invention.  It  also  says:  "My  invention  re- 
lates to  an  improvpment  in  stoves  which  are  supplied  with  an 
excess  of  fuel  and  the  excess  or  reserve  fuel  fed  to  the  fire  as 
fiist  as  consumption  takes  place,  and  for  which  I  have  applied 
for  letters  patent  in  even  date  herewith,  and  my  invention 
consists  in  the  adaptation  of  a  swinging  cover  to  the  top  of 
the  stove,  so  as  to  permit  said  cover  to  be  swung  open  on  a 
horizontal  plane  without  falling  off,  when  necessary  to  supply 
fresh  coal  or  to  cool  the  stove."  It  further  states,  that  this 
cover  is  hinged  to  the  top  of  the  stove  by  a  rivet,  so  that  it  may 
be  swung  aside  on  a  horizontal  plane,  without  iis  becoming  de- 
tached and  falling  off,  '*  whenever  it  may  be  required  to  open 
the  chamber  G,  or  to  supply  fresh  coal,  cool  the  stove,  or  for 
other  purposes;'*  and  that  the  inventor  does  not  broadly 
claim  hinging  a  cover  to  the  top  plate  of  a  stove,  but  claims 
*^the  arrangement,  adaptation  and  combination  with  a  fuel 
supplying  stove,  of  a  cover  so  hinged  to  the  top  plate  of  the 
stove  tiiat  it  may  be  swung  open  on  a  horizontal  plane,  sub- 
stantially in  the  manner  and  for  the  purposes  specified." 

The  bill  is  accompanied  by  an  affidavit  made  Dy  the  plain- 
tiff, which  states  that  he  has  in  his  possession  a  stove  made  by 
Littlefieid  about  the  year  1851  or  1852,  in  accordance  with  said 
patent  of  April  15th,  1851,  which  had  and  still  has  a  double 
sliding  cover  attached  to  its  open  top,  rim  or  upper  plate,  and 
an  oval  shaped  pivot  pin  upon  the  under  side  of  the  cover, 
near  its  edge,  fitting  into  an  oval  shaped  aperture  in  the  rim 
or  upper  plate  of  the  stove,  substantially  according  to  the  de- 
scription of  such  arrangement  in  the  specification  of  said 
patent  of  1866,  and  in  the  specification  of  said  reissue  of  1870; 
that  another  stove,  made  by  said  Littlefieid  during  the  year 
^^SZi  ^"  accordance  with  said  patent  granted  January  24th, 
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1854.  and  subsequently  reissued  as  aforesaid,  and  now  in  the 
possession  of  the  plaintiff,  had  and  still  has  a  cover  so  hinged 
to  the  top  plate,  that  it  may  be  swung  open  on  a  horizontal 
plane,  as  more  fully  described  in  said  reissue  1,823  ;  that  the 
exclusive  right  to  the  use,  within  the  States  of  New  York  and 
Connecticut,  of  the  said  patents  of  April  15th,  1851,  and  Jan- 
uary 24th,  1854*  and  of  the  said  reissue  1,823,  has  been  ad- 
judged to  have  been  conveyed  to  the  plaintiff ;  that  the  said 
bill  of  revivor  and  supplement  was  filed  January  25th,  1865  ; 
that,  subsequently  thereto,  Littlefield  made  further  inventions 
in  said  stove  patented  April  15th,  185 1,  and  in  the  subject- 
matter  of  the  invention  patented  by  reissue  1,823,  which  re- 
sulted in  there  being  granted  to  him  the  said  patent  of  1866 
and  the  said  reissue  of  1870;  that  said  inventions  are  legiti- 
mate improvements  upon  said  inventions  shown  and  described 
in  said  patent  of  April  15th,  1851,  and  said  reissue  1,823;  ^^^^ 
it  is  true  that  said  improvements  may  also  be  applied  to  tea- 
kettles and  other  open-top  vessels,  but  they  were  primarily 
adapted  by  Littlefield  to  stoves  of  the  character  conveyed  to 
Tread  well  &  Perry,  and  their  assigns,  by  the  assignment  of 
April  5ih,  1853;  that  Littlefield,  since  March  13th,  1866,  has, 
with  his  associates,  made  and  sold  stoves  Embracing  the  said 
improvements,  within  the  States  of  New  York  and  Connect- 
icut, and  licensed  other  manufacturers  of  stoves  to  put  in 
practice  the  same  within  the  said  territory;  that  Littlefield 
threatens  to  continue  such  invasion  of  the  plaintifTs  rights ; 
and  that  the  successors  of  Treadwell  &  Perry  have  on  hand  a 
large  stock  of  stoves  which  embody  said  inventions  patented 
in  1866  and  reissued  in  1870,  and  are  ready  to  supply  the  de- 
mand therefor  in  said  States  of  New  York  and  Connecticut. 

There  is,  .also,  an  affidavit  by  James  Gray,  a  metal  plate 
worker,  with  an  experience  of  more  than  thirty  years  in 
stoves,  ranges  and  hot-air  furnaces.  He  states  that  he  is 
familiar  with  the  stove  constructed  by  Littlefield  under  said 
patent  of  April  15th,  1851;  that  such  stove  is  not  a  cooking 
stove,  as  known  to  the  trade,  but  is  a  parlor  heating  siove, 
combining  an  oven  for  culinary  or  air  heating  purposes  ;  that 
the  mode  of  attaching  the  swinging  cover  to  the  top  plate  of 
said  stove  is  substantially  described  in  the  paragraph  com- 
mencing "Some  years  ago  I  designed  and  applied,"   in   said 
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patent  of  March,  1866;  that  the  mode  of  attaching  the  swing- 
ing cover  to  the  top  plate  of  the  stove  constructed  by 
Littlefield  under  the  original  patent  of  reissue  1,823,  is  sub- 
stantially in  accordance  with  the  claim  of  reissue  1,823;  and 
that  the  device  covered  by  the  patent  of  1866  and  the  reissue 
of  1870  is  a  natural  and  legitimate  improvement  of  the  devices 
applicable  to  the  swinging  covers  of  the  open  tops  of  stoves, 
as  patented  by  Littlefield  April  15th,  1851,  and  by  reissue 
1,823.  Two  other  affidavits  of  experts,  to  the  same  purport  as 
the  affidavit  of  Gray,  are  produced  by  the  plaintiff. 

The  bill  prays  for  an  account  and  an  injunction,  and  also 
for  a  decree  that  the  plaintiff  is  vested  with  the  exclusive 
right,  within  the  states  of  New  York  and  Connecticut,  to  make 
and  vend,  and  cause  to  be  made  and  vended,  stoves  embody- 
ing the  improvement  covered  by  the  said  patent  of  1866  and 
the  said  reissue  of  1S70,  and  that  Littlefield  be  decreed  to  ex- 
ecute and  deliver  to  the  plaintiff  all  further  transfers  and  evi- 
dences of  title  to  the  said  exclusive  right  within  the  said  terri- 
tory, as  may  be  necessary  for  the  protection  of  the  plaintiff  in 
his  said  rights. 

The  defendants  have  put  in  a  demurrer  to  the  whole  bill, 
assigning  for  cause  that  the  plaintiff  has  not  made  or  stated 
such  a  case  as  entitles  him  to  any  such  relief  as  is  prayed  for, 
and  that  the  plaintiff  has  an  adequate  remedy  at  law,  and 
specifying  the  following  additional  grounds  of  demurrer: 
(i.)  The  complaint  does  not  state  facts  sufficient  to  constitute 
a  cause  of  action ;  (2.)  It  does  not  show  that  the  plaintiff  has 
any  title  to  the  patents  set  out  in  the  bill ;  (3.)  This  court  has 
no  jurisdiction  to  compel  the  performance  of  the  contract  of 
1853,  referred  to  in  the  bill. 

It  is  contended,  for  the  defendants,  that  the  patent  of  1866 
does  not  relate  to  the  subject-matter  transferred  by  the  as- 
signment of  1853 ;  that  the  device  patented  by  reissue  1,823 
is  different  from  the  subject-matter  described  in  the  patent  of 
1866  ;  that  reissue  1,823  does  not  describe  the  construction  of 
any  hinge,  but  describes  a  cover  fastened  to  the  top  of  the 
stove  by  a  rivet,  and  claims  the  adaptation  of  such  cover  to  the 
top  of  the  stove  only  when  combined  with  a  fuel  supplying 
stove;  that  the  patent  of  1866  would  be  infringed  by  the  use 
of  the  hinge  therein  patented  in  combination  with  any  cover 
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and  its  seat,  where  the  cover  would- swing  open  horizontally  ; 
that  this  court  cannot  take  jurisdiction  of  the  matter  in  con- 
troversy in  this  suit,  for  the  reason  that  the  only  patent  alleg- 
ed to  have  been  infringed  was  applied  for  and  granted  after 
the  assignment  of  April,  1853,  was  made;  and  that  the  inven- 
tion of  March,  1866,  was  not  an  improvement  in  the  inventions 
involved  in  the  former  suit. 

The  original  patent  of  January  24th,  1854,  describes  a  res- 
ervoir over  the  fire  pot  serving  the  purpose  of  a  magazine  or 
receptable  for  the  fuel,  where  it  is  designed  to  feed  the  fire 
but  once  in  twenty-four  or  forty-eight  hours.  The  invention 
is  stated  to  consist  in  employing  a  cylindrical  grated  fire  pot, 
surmounted  by  such  reservoir  which  receives  the  gases  arising 
from  the  burning  of  the  fresh  coal,  besides  containing  the 
supply  of  fuel ;  and  the  object  of  the  invention  is  stated  to 
be  to  effect  a  simultaneous  combustion  of  the  waste  gases 
with  the  carbon  of  the  coal.  The  reservoir  and  the  exterior 
cylinder  of  the  stove  have  each  of  them  a  cover. 

Reissues  132  and  133  are  to  the  same  purport.  In  each  of 
.the  reissues  1,332,  1,333,  i»334»  and  1,335,  it  is  stated  that 
the  patent  of  January  24th,  1854,  is  **  for  and  upon  a  new 
method  of  constructing  that  class  of  stoves  using  a  supplying 
cylinder  for  the  reserve  coal."  Each  of  these  reissues  de- 
scribes the  outer  cylinder  and  its  cover  and  the  reservoir  and 
its  cover.  Reissues  1,426  and  1,427  contain,  each  of  them,  a 
like  statement  with  that  in  reissues  1,332,  1,333,  1,334  and 
1,335,  as  to  the  patent  of  January  24th,  1854,  and  also  de- 
scribes the  outer  cylinder  and  its  cover  and  the  reservoir  and 
its  cover.  The  same  is  true  of  reissues  1,478  and  1,479.  ^^' 
issue  1,813  states  that  the  invention  "  relates  to  improvements 
in  stoves  which  are  supplied  with  an  excess  of  fuel  and  the 
excess  or  reserve  fuel  fed  to  the  fire  as  fast  as  consumption 
takes  place,**  and  describes  the  reservoir  and  its  cover  and  the 
outer  cylinder  and  its  cover.  The  same  is  true  of  reissues 
1,814  and  1,815.  '^'^^  contents  of  reissue  1,823  have  been 
before  specifically  recited.  Figure  4  of  that  reissue  is  "  a 
plan  view  of  the  top  of  the  stove  and  cover  opening  thereto." 
That  reissue  must  have  been  justified  by  the  original  specifi- 
cation, drawings  and  model.  Its  text  shows  that  Littlefield 
declared  the  arrangement,  in  a  fuel  supplying  stove,  of  a  cover 
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hinged  to  the  top  of  a  stove  by  a  rivet,  so  as  to  be  swung 
aside  on  a  horizontal  plane  without  falling  off,  to  be  an  im- 
provement in  a  stove  for  burning  anthracite  and  other  con- 
centrated fuels.  The  specification  of  the  original  patent  of 
January  24th,  1854,  shows  that  the  stove  described  was  de- 
signed and  arranged  to  burn  anthracite  coal.  All  the  reissues 
of  that  patent  show  the  same  thing.  The  assignment  of  April 
5th,  1853,  recites  that  the  patent  of  April  15th,  185 1,  is  a 
patent  '*  for  a  coal  burner,  so  constructed  as  to  produce  com- 
bustion of  the  inflammable  gases  of  anthracite  coal."  By  the 
supplemental  agreement  of  the  same  date,  Littlefield  agrees 
to  sue,  for  the  benefit  of  Treadwell  &  Perry,  all  persons  who 
shall  infringe,  within  New  York  or  Connecticut,  the  said  pat- 
ent of  April  15th,  1851,  "or  any  patent  or  patents  which  may 
hereafter  be  obtained  in  respect  to  the  subject-matter  thereof  ;'* 
and  he  also  agrees,  that,  in  case  the  said  patent,  "  or  any  patents 
which  may  hereafter  be  obtained  by  him,  as  aforesaid,  for  the 
subject-matter  thereof,  shall  be  adjudged  invalid,"  so  as  to  de- 
prive Treadwell  &  Perry  "  of  the  use  and  enjoyment  of  the 
rights  and  interests  conveyed  by  the  aforesaid  assignment/' 
the  agreements  on  the  part  of  Treadwell  &  Perry  shall  thereby 
become  void ;  and  he  also  agrees  to  furnish  to  Treadwell  & 
Perry,  before  the  first  day  of  August  then  next,  at  the  cost 
price  thereof,  at  their  furnace,  "  undressed  cast-iron  patterns 
for  four  several  sizes  of  the  coal  burner  patented  in  and  by 
the  aforesaid  letters  patent,  and  embracing  all  the  improve- 
ments therein  for  which  letters  patent  shall  then  have  been 
secured,  suitable  to  mould  and  cast  from,  and  that  he  will 
also  furnish  at  the  place  and  price  aforesaid,  within  a  reason- 
able time  after  letters  patent  have  been  secured  by  him  there- 
for, undressed  cast-iron  patterns  of  the  several  sizes,  of  all  im- 
provements upon  said  coal  burner  which  shall  be  made  or  in- 
vented by  him."  It  is  entirely  clear,  that  the  plaintiff  is  en- 
titled, as  against  Littlefield  and  all  persons  claiming  under 
him,  to  the  exclusive  right,  title  and  interest  in  and  to  any 
invention  made  by  Littlefield,  so  far  as  it  is  applicable  to 
the  stove  covered  by  the  patents  embraced  in  the  assign- 
ment and  the  supplemental  agreement,  which  facilitates  or 
improves  the  method  of  hinging  a  cover  to  the  top  of  the 
stove,  so  as  to  enable  it  to  be  swung  aside  on  a  horizontal 
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plane  without  falling  off.  In  reissue  1,823  ^^^  cover  is 
hinged  by  a  rivet.  In  the  original  patent  of  March,  1866, 
the  invention  covered  by  that  patent  is  stated  to  be  an  "  im- 
provement in  the  mode  of  attaching  and  hinging  covers  to 
stoves  and  other  vessels,  when  said  covers  are  designed  to 
swing  open  in  a  horizontal  plane."  That  patent  also  states, 
that,  '*  in  covering  tea-kettles,  stoves  and  other  vessels  open- 
ing upwardly,  it  has  long  been  found  useful  and  advantageous 
so  to  combine  the  cover  proper  with  the  vessel  as  that  the 
former  may  be  swung  aside  in  a  horizontal  plane  without 
falling  off;"  and  that  "heretofore,  however,  this  result  has 
been  accomplished  by  means  of  rivets,  bolts,  or  other  similar 
secure  joints,  so  formed  as  that,  although  the  cover  had  free 
play  horizontally,  it  could  not  be  lifted  off  or  detached  from 
the  vessel  without  great  trouble  and  inconvenience."  Then 
follows,  in  that  patent,  the  statement,  that,  some  years  ago, 
^Littlefield  *' designed  and  applied  to  the  ornamental  covers  of 
open  stove  ovens,  an  improvement  in  these  swing  joints,  by 
which  the  objection  of  a  permanent  fastening  was  in  a  meas- 
ure obviated,"  such  improvement  being  the  oval  shaped  pro- 
jection on  the  under  side  of  the  cover,  in  connection  with  the 
oval  shaped  aperture  in  the  rim  of  the  upper  plate  of  the 
stove.  Then  follows  a  statement,  that  the  object  of  the  new 
invention  is  to  improve  on  the  oval  projection  and  oval  aper- 
ture plan,  and  obtain  a  swing  joint  for  the  cover,  which  shall 
so  work  as  that  the  cover  may  be  not  only  readily  swung 
aside  without  being  lifted  off  or  falling  when  swung  aside, 
but  may,  when  closed,  and  then  only,  be  removed ;  and  that 
the  improvement  consists  chiefly  in  substituting  a  circular 
aperture  in  the  rim  or  top  plate,  and  a  round  projection  on 
the  under  side  of  the  cover,  in  place  of  the  oval  aperture 
and  oval  projection.  This  new  invention  is  clearly  applicable 
to  the  stove  covered  by  the  patents  embraced  in  the  assign- 
ment and  the  supplemental  agreement.  It  improves  the 
method  of  hinging  a  cover  to  the  top  of  the  stove,  so  as  to 
enable  it  to  be  swung  aside  on  a  horizontal  plane,  without 
falling  off.  It  is  an  improvement  on  the  rivet  method  in  re- 
issue 1,823.  The  rivet  method  was  a  permanent  fastening. 
The  oval  projection  and  oval  aperture  method  was  an  im- 
provement which  got  rid  of  a  permanent  fastening,  but  was 
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yet  defective.  The  round  hole  and  round  projection  method 
is  a  still  further  improvement.  All  three  of  the  methods 
allow  the  cover  to  be  swung  aside  in  a  horizontal  plane,  and 
to  be  supported  in  pre-determined  positions.  The  reissue  of 
1870,  in  the  particulars  just  referred  to,  is  to  the  same  effect. 

The  bill  complains  only  that  the  defendants  have  made 
and  sold  stoves  containing  the  new  improvement,  and  prays 
an  account  only  in  respect  to  such  stoves,  and  a  decree  estab- 
lishing the  plaintiff's  exclusive  right,  for  New  York  and 
Connecticut  only,  to  make  and  sell  stoves  embodying  the 
new  invention.  It  does  not  extend  the  plaintiff's  claim  to 
covers  for  any  vessels  but  stoves.  As  regards  such  stoves  as 
are  covered  by  the  patents  embraced  in  the  assignment  and 
the  supplemental  agreement,  it  seems  quite  clear  that  the 
plaintiff  has  the  exclusive  right,  as  against  the  defendants,  to 
employ  in  such  stoves  the  improvement  claimed  in  the  re- 
issue of  1870,  and  that  the  bill  is  well  founded  in  that  respect. 
Whether  the  plaintiff  would  have  the  exclusive  or  any  right 
to  employ  such  improvement  in  other  vessels  than  such 
stoves,  is  not  a  material  question  in  this  case.  Even  though 
the  plaintiff,  in  respect  to  such  reissue,  be  a  mere  licensee  in 
regard  to  such  stoves,  and  not  an  assignee,  or  a  grantee  of  the 
entire  exclusive  right  under  the  patent  for  a  specified  territory, 
yet,  as  such  licensee,  he  can  maintain  this  bill  against^ Little- 
field  and  all  persons  who  claim  under  him,  as  was  directly 
determined  by  the  Supreme  Court  in  the  former  suit. 

As  the  parties  to  the  suit  are  all  of  them  citizens  of  the 
State  of  New  York,  the  bill  is  not  maintainable,  so  far  as  it 
asks  for  a  decree  that  Littlefield  execute  further  transfers  to 
the  plaintiff.  But,  as  the  demurrer  is  to  the  whole  bill,  and 
as  the  bill  is  maintainable  in  all  other  respects,  the  demurrer 
must  be  overruled,  with  costs  to  the  plaintiff,  and  with  leave 
to  the  defendants  to  answer,  on  payment  of  such  costs,  to  be 
taxed,  within  twenty  days  after  service  of  a  copy  of  the  order 
to  be  entered  on  this  decision. 

The  plaintiff  also  asks  for  a  preliminary  injunction  to  re- 
strain the  defendants  from  infringing  the  plaintiff's  exclusive 
rights  under  the  reissue  of  1870,  Such  in  junction  is  granted, 
so  far  as  regards  the  Employment  of  the  invention  claimed  in 
the  reissue   of   1870  in  such  stoves  as  are  covered  by  the 
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patents  embraced  in  the  assignment  and  the  supplemental 
agreement,  as  determined  by  this  court  and  the  Supreme 
Court  in  the  previous  litigations  between  the  parties,  and  by 
this  court  in  this  decision. 


Hamillon  Harris^  for  the  complainant. 
Edward  F.  Bullard^  for  the  defendants. 


Wilson 

vs. 

The  Singer  Manufacturing  Company. 

It  is  not  an  offence  against  the  statute  forbidding  the  marking  of  unpatented 
articles  with  the  word  "  patent,  or  any  word  importing  that  the  same  is 
patented,  for  the  purpose  of  deceiving  the  public/'  to  continue  to  mark 
articles,  previously  patented  by  letters  patent  which  have  expired,  with 
the  word  "  patented  "  and  the  date  or  dates  of  the  expired  patents. 

(Before  Blodgett,  J.,  Northern  District  of  Illinois,  November,  1879.) 

Blodgett,  J. 

This  is  a  qui  tarn  action  brought  by  plaintiff  under  the  last 
clause  of  section  of  4,901,  Revised  Statutes,  title  *^  Patents  and 
Copyrights,"  which  reads  substantially  as  follows  :  **  Every 
person  *  *  who,  in  any  manner,  marks  upon  or  affixes  tb  any 
unpatented  article  the  word  *  patent,'  or  any  word  importing 
that  the  same  is  patented,  for  the  purpose  of  deceiving  the 
public,  shall  be  liable,  for  every  such  offence,  to  a  penalty  of 
not  less  than  one  hundred  dollars,  with  costs ;  one-half  of  said 
penalty  to  the  person  who  shall  sue  for  the  same,  and  the  other 
to  the  use  of  the  United  States,  to  be  recovered  by  suit  in  any 
district  court  of  the  United  States  within  whose  jurisdiction 
such  offence  may  have  been  committed.'' 

The  declaration  contains  three  counts,  to  which  defend- 
ant demurs  generally  and  specially.  The  first  count  charges 
that:  "On  the  ist  day  of  November,  1876,  and  from  time 
to  time  from  that  date  hitherto,  to  wit  ;  in  this  district, 
defendant  did  knowingly,  wilfully  and  negligently,  and  con- 
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trary  to  the  statute  of  the  United  States  in  such  case  made 
and  provided,  and  for  the  purpose  of  deceiving  the  public, 
print,  mould,  cast,  stamp,  engrave,  make  or  affix  upon  sliding 
plates  the  words  or  inscription, '  Patented  September  10,  1846, 
May  8,  1849,  November  13,  1850,  August  4,  1851,  August  12, 
185 1,  April  II,  1854,  May  30,  1854,  November  2,  1854,  Decem- 
ber 19,  1854,  May  29,  1855,  October  9,  1855  ; '  and  did  fix  and 
attach  one  such  plate  so  marked,  engraved  or  stamped  to  and 
upon  each  of  one  hundred  thousand  Singer  sewing-machines; 
that  the  words  and  figures  so  as  aforesaid  placed  upon  said 
machines  imported  that  the  same  were  patented ;  and  the 
plaintiff  avers  that  said  machines,  on  the  ist  day  of  November, 
1876,  were  not,  nor  were  any  of  them,  patented;  and  plaintiff 
avers  that  it  was  at  said  last- mentioned  time,  well  known  to 
said  defendant,  that  said  articles,  and  each  of  them,  were  un- 
patented.    Whereby  an  action  hath  accrued,"  &c. 

The  second  count  charges  that  defendant,  at  the  same  time 
and  place,  did  knowingly,  &c.,  and  for  the  purpose  of  deceiving 
the  public,  affix  up6n  each  of  one  hundred  thousand  other 
Singer  sewing-machines  the  same  words  and  figures  mentioned 
in  the  first  count ;  "  which  words  and  figures  imported  that  said 
machines  were  patented;"  "and  plaintiff  avers  that  said  ma- 
chines, on  the  said  ist  day  of  November,  1876,  were  not  pat- 
ented, which  defendant  well  knew,"  &c. 

The  third  count  charges  that  defendant,  at  the  same  time  and 
place,  did  knowingly,  &c.,  and  for  the  purpose  of  deceiving  the 
public,  affix  upon  each  of  one  hundred  thousand  other  Singer 
sewing-machines  the  same  words  and  figures  mentioned  in  the 
first  count,  which  said  words  and  figures  imported  that  said  ma> 
chines  were  patented  ;  **  and  the  plaintiff  avers  that  said  ma- 
chines, on  said  ist  day  of  November,  1876,  were  not  patented," 
which  defendant  well  knew,  &c. 

It  is  contended  on  the  part  of  the  defendant  that  the  declara- 
tion is  defective  in  not  alleging  that  the  machine  or  some  [>art 
of  it  was  not  patented  at  the  times  imported  in  the  words  af- 
fixed to  it.  The  question  raised  by  the  demurrer  is,  whether 
the  manufacturer  of  an  article  which  has  been  patented,  can 
affix  upon  such  article  the  word  "  patented,"  or  any  other  word 
of  similar  import,  and  the  date  of  the  patent,  after  the  patent 
has  expired.    Is  such  an  article  an  **  unpatented  article,"  within 
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the  meaning  of  this  clause  of  the  statute  ?  Section  4,900  makes 
it  the  duty  of  all  patentees,  their  assigns,  &c.,  and  of  all 
persons  making  or  vending  a  patented  article — *'to  give  suf- 
ficient notice  to  the  public  that  the  same  is  patented  ;  either  by 
affixing  thereon  the  word  *  patented,'  together  with  the  day  and 
year  the  patent  was  granted  ;  or  when,  from  the  character  of 
the  article,  this  cannot  be  done,  by  fixing  to  it,  or  to  the  package 
wherein  one  or  more  of  them  is  inclosed,  a  label  containing  a 
like  notice/*  It  was  conceded  by  plaintiff's  counsel,  on  the 
argument,  that  defendant  had  held  patents  upon  sewing-ma- 
chines, issued  bv  the  United  States  at  the  several  dates  men- 
tioned  in  the  declaration  ;  but  the  point  made  was  that,  because 
these  patents  had  expired,  the  defendant  had  no  longer  the  right 
to  affix  to  the  machine  the  word  "  patented,"  or  any  other  word 
or  sign  importing  that  it,  or  any  part  of  it,  was  patented,  or 
had  been  patented. 

This  is  a  highly  penal  statute,  and  its  scope  will  not  be  ex- 
tended by  implication.  It  must  be  strictly  construed.  5 
Wheat.,  76 ;  2  Story  C.  C,  202;  1  Blatchf.  C.  C.  R.,  loi.  The 
law  of  the  United  States,  in  force  at  the  several  dates  inscribed 
on  these  machines,  limited  the  life  of  a  patent  to  twenty-one 
years — that  is,  fourteen  years  for  the  original  term,  and  seven 
years'  extension,  if  an  extension  was  granted.  It  is  clear, 
then,  that,  at  the  time  when  defendant  is  charged  to  have 
committed  this  offence,  the  patents  mentioned  in  the  inscription 
had  expired  by  limitation  of  law,  even  if  all  had  been  extended 
so  as  to  remain  in  force  the  full  twenty-one  years. 

The  mischief  which  this  statute  was  intended  to  punish  can 
hardly  be  stated  more  concisely  than  in  the  words  of  the  law 
itself:  **  the  purpose  of  deceiving  the  public" — that  is,  stating 
falsely  that  an  article  is,  then,  the  subject-matter  of  a  patent. 
And  can  it  be  said  that  the  public  is  deceived  by  the  notice,  in- 
scribed upon  or  affixed  to  a  manufactured  article,  that  it 
has  been  patented,  and  that  the  patent  has  expired.^  The 
**  public  "  is  presumed  to  know  the  law  as  well  as  a  patentee ; 
to  know  that  a  patent  issued  on  the  9th  day  of  October,  1855, 
had  expired  on  the  1st  day  of  November,  1876.  If,  therefore, 
the  inscription^be  true  in  fact,  as  it  is  conceded  to  have  been 
in  this  case,  I  am  of  opinion  that  it  does  not  subject  the  de- 
fendant to  the  penalty  of  this  statute. 
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It  may  be  valuable  inforiQation  to  the  public  to  be  told  that 
a  machine  offered  for  sale  is  made  in  accordance  with  a  patent 
which  has  been  granted,  but  which  has  expired ;  so  that  pur- 
chasers, instead  of  being  deceived,  have  only  desirable  or  im- 
portant facts  imparted  to  them,  and  are  able  to  act  more  in- 
telligently in  dealing  with  the  manufacturer  or  vendor.  The 
law  makes  it  the  duty  of  the  manufacturer  of  a  patented 
article,  during  the  time  the  patent  is  in  force,  "  to  give  notice 
to  the  public  that  the  same  is  patented,  by  fixing  thereon  the 
word  *  patented,'  with  the  day  and  year  the  patent  was  granted," 
and  I  do  not  see  anything  in  the  spirit  of  this  clause  of  the  law, 
which  prevents  the  manufacturer  from  continuing  to  affix  such 
word  and  date  after  the  expiration  of  the  patent. 

This  being  a  highly  penal  statute,  it  was  the  duty  of  the 
pleader,  in  making  a  case  under  it,  to  negative  all  presumptions 
in  favor  of  the  innocence  of  the  defendant,  ist  Chit.  Plead., 
321.  The  allegation  is,  that,  **  on  the  ist  day  of  November, 
1876,  said  machines  were  not,  nor  was  any  part  of  them,  pat- 
ented." The  act  charged,  when  construed  in  the  light  of  the 
law  in  regard  to  the  duration  of  patents,  does  not  import  that 
they  were  then  patented,  or  that  they  are  made  under  any  pat- 
ent in  force  on  the  ist  day  of  November,  1876,  but  directly  the 
contrary.  The  legal  meaning  of  the  words,  said  in  this  case 
to  have  been  affixed  to  defendant's  machines,  is  :  "  This  ma- 
chine was  patented  at  such  a  date,  but  the  patent  has  expired.*' 
This  is  the  fair  import  of  the  words  which  defendant  is  charged 
with  using,  and  I  do  not  think  they  make  a  case,  within  the 
intent  of  the  law. 

I  do  not  deem  it  necessary  to  discuss  the  special  causes  of 
demurrer  assigned,  and  which  go  only  to  the  form  of  the  dec- 
laration ;  those  could  readily  be  cured  by  amendment.  The 
wish  expressed  by  counsel,  upon  the  argument,  was,  that  I 
should  pass  upon  the  merits  of  the  case  as  stated. 

Demurrer  sustained. 

Walter  B,  ScateSj  for  the  plaintiff. 
William  If,  King^  for  the  defendant. 
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Ebenezer  Blackman  ET  AL. 

VS. 

Joseph  H.  Hibbler  et  al.    In  Equity.* 

The  reissued  letters  patent  No.  7,417,  granted  to  Ebenezer  Blackman,  De- 
cember 5th,  1876,  for  improvements  in  lamps  for  burning  coal  oil,  on  the 
surrender  of  original  letters  patent  No.  123,325,  granted  to  said  Black- 
man  February  6th,  1872,  are  invalid,  as  respects  claims  i,  2,  4  and  5. 

The  claims  of  the  reissue  are  not  for  the  same  invention  described  in  the 
original  patent. 

The  specification  of  the  original  patent  describes  the  invention  as  the  use. 
only  in  combination,  of  a  glass  chimney  base  and  a  mica  chimney  top, 
and  does  not  suggest  the  use  of  the  base  as  a  separate  device.  There- 
fore, all  claims,  in  the  reissue,  to  the  use  of  the  base  by  itself,  are 
invalid. 

Claims  i,  2.  4  and  5  of  the  reissue  are  void  for  want  of  novelty. 
(Before  Benedict,  J.,  Eastern  District  of  New  York,  December,  1879.) 

Benedict,  J. 

This  is  a  suit  in  equity  brought  to  obtain  an  injunction, 
and  to  recover  damages,  for  an  alleged  infringement  by 
the  defendants  of  a  patent  reissued  to  Ebenezer  Blackman, 
December  5th,  1876,  known  as  reissue  No.  7,417.  The 
invention  is  stated  in  this  reissue  to  be  "a  glass  vase  for 
coal  oil  burners,  so  constructed  as  to  fit  on  a  lamp  or  burner 
in  a  manner  similar  to  ordinary  glass  chimneys,  and  having  a 
laterally  projecting  flange  or  rim,  to  support  a  chimney  or  re- 
flector ;  also,  in  the  combination  of  said  base  with  a  coal  oil 
burner  ;  and,  also,  the  combination  of  said  base  with  a  burner 
and  a  chimney  or  reflector,  as  hereinafter  more  fully  explained." 
Accompanying  this  description  are  drawings  showing  the  base 
of  a  lamp  chimney  from  various  points  of  view.  The  inventor 
disclaims  a  chimney  base   incapable   of    transmitting   light 

*  17  Blatchf.  C.  C.  R.,  333. 
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through  it,  and  without  such  a  tubular  body  as  is  required  to 
support  it  on  a  coal  oil  lamp,  and  to  direct  the  current  of  air 
to  the  flame.  Of  the  six  claims  in  this  reissue,  only  the  ist, 
2d,  4th  and  5th  need  be  mentioned  here,  those  being  the  claims 
alleged  to  have  been  infringed  by  the  defendants.  The  first 
claim  is  as  follows :  "  A  glass  base  for  coil  oil  burners,  con- 
structed with  a  tubular  body  to  fit  around  the  cone  or  burner, 
and  having  a  laterally  projecting  flange,  substantially  as  and 
for  the  purpose  set  forth."  The  second  claim  is  as  follows  : 
**  A  glass  base  having  the  contraction,  I,  and  the  laterally  pro- 
jecting flange  ^,  substantially  as  described."  The  fourth  claim 
is  as  follows :  "  A  transparent  base  for  a  coil  oil  lamp  chimney, 
having  a  tubular  body  of  suitable  form  and  length  to  fit  and 
support  it  on  the  lamp,  and  having  a  laterally  projecting 
flange,^,  substantially  as  described."  The  fifth  claim  is  as 
follows:  **  The  combination  of  a  transparent  base,  having  a 
tubular  body,  B,  of  suitable  form  and  length  to  adapt  it  to  be 
used  on  a  coil  oil  lamp,  and  a  laterally  projecting  flange,  //, 
with  a  chimney,  substantially  as  described."  In  regard  to 
these  claims  it  is  to  be  observed,  that  the  first,  second  and 
fourth  are  each  for  a  contrivance  variously  styled  a  "  glass 
base  for  coil  oil  burners,'*  a  "glass  base  "  and  a  **  transparent 
base  for  a  coal  oil  lamp  chimney,"  but  more  properly  styled  a 
chimney  base,  capable  of  use  only  when  forming  a  part  of  a 
lamp  chimney.  The  fifth  claim  is  for  a  combination  con- 
sisting of  two  elements — one,  a  chimney  base,  as  described,  the 
other,  a  chimney  top  of  any  form. 

The  first  question  presented  is,  whether  these  claims  are  for 
the  same  invention  described  in  the  original  patent;  for,  if 
not,  they  are  void  and  afford  no  cause  of  action  to  the  plain- 
tiffs. An  examination  of  the  terms  of  the  original  patent, 
therefore,  becomes  necessary.  The  original  patent  was  issued 
to  Ebenezer  Blackman,  February  6th,  1872,  and  is  known  as 
original  patent  No.  123,325.  The  specification  of  that  patent 
gives,  first,  a  description  of  what  is  styled  the  "chimney  prop- 
er," elsewhere  styled  by  the  inventor  "the  body  of  the  chim- 
ney,** and  by  his  counsel,  on  this  argument,  the  "top  piece," 
but  what  would  be  accurately  styled  a  "  chimney  top."  This 
chimney  proper,  top  piece  or  chimney  top  is  described  as  cou- 
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structed  of  two  sheets  of  mica  whose  vertical  edges  are  united 
by  a  metal  strip,  and  then  bent  so  as  to  form  a  tube,  and  hav- 
ing at  the  bottom  projections,  whereby,  as  the  patent  states, 
"  to  fasten  the  mica  chimney  (top)  securely  to  the  glass  base." 
Next  follows  a  description  of  the  chimney  base,  "  that  is  to 
say,  its  upper  portion  is  made  of  a  suitable  size  and  form 
to  fit  the^  chimney  (top)  and  its  lower  portion  to  fit  the  lamp, 
and  between  the  upper  and  lower  portion  it  is  contracted  by 
an  external  groove,  the  upper  portion  flaring  or  inclined  out- 
ward." Then  follows  this  significant  statement :  "  In  use, 
the  chimney  and  base  are  intended  to  remain  united,  the 
whole  being  put  on  or  taken  off  together."  Two  claims  fol- 
low: *'  First.  A  lamp  chimney,  consisting  of  sheets  of  mica 
united  by  means  of  the  double  and  indented  or  perforated 
metal  strips,  b^  and  provided  with  means  for  attaching  it  to  the 
base,  B,  substantially  as  described.  Second.  A  glass  base,  B, 
having  the  contraction,  I,  and  the  flaring  top,  h^  constructed 
and  arranged  to  operate  substantially  as  set  forth."  It  will  be 
observed,  from  this  statement  in  regard  to  the  original  patent, 
that  the  thing  described  in  the  original  specification  is  a  con- 
trivance adapted  to  produce  a  draft  of  air  around  the  flame  of 
a  lamp  ;  in  other  words,  a  lamp  chimney.  This  contrivance  is 
described  by  describing  first  its  top  and  then  its  base,  accom- 
panying the  description  of  the  two  parts  with  the  statement, 
that  these  parts  are  to  remain  united,  and  so  form  a  compound 
unit,  which  is  the  subject  of  the  patent.  The  subject-matter, 
of  the  original  patent  is  the  contrivance,  as  a  whole,  described 
as,  and  being  in  fact,  a  lamp  chimney ;  or  a  combination,  the 
elements  of  which  are  the  glass  chimney  base  and  the  mica 
chimney  top  therein  described.  Were  it  not  for  the  express 
statement  in  the  original  specification  to  which  allusion  has 
been  made,  and  to  which  the  second  claim  makes  special  refer- 
ence, it  might,  perhaps,  be,  that  the  chimney  base  described 
could  be  considered  a  separate  device,  or  a  distinct  sub-com- 
bination of  devices,  and  so  capable  of  being  the  subject  of  a 
separate  claim.  But,  the  specific  statement  of  the  patent,  that, 
in  use,  the  base  and  top  are  to  remain  united,  the  whole  being 
put  on  or  taken  off  together,  forbids  the  conclusion  that  the 
inventor  ever  conceived  the  idea  of  his  chimney  base  as  a 
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separate  and  distinct  device.  In  his  mind^  the  chimney  base 
had  no  existence  except  as  firmly  attached  to  his  mica  top, 
and  forming  an  inseparable  part  of  a  mica  top  lamp  chimney. 
The  statement  in  the  specification,  therefore,  compels  a  deter- 
mination that  the  hinguage  used  was  not  intended  to  suggest, 
and  cannot  be  held  substantially  to  indicate,  that  the  chimney 
base  is  a  severable  part  of  the  contrivance  invented.  If  to  the 
original  specification  had  been  attached  a  claim  for  tlie  chim- 
ney base,  as  a  distinct  invention,  capable  of  use  by  itself, 
such  a  claim  obviously  would  have  presented  a  direct  conflict 
with  the  statement  of  the  specification^  that,  in  use,  the  base 
was  to  remain  united  with  the  mica  top.  This  case,  therefore, 
is  not  within  the  rule  permitting  an  inventor  to  select  from 
the  elements  of  a  combination,  or  from  the  parts  of  a  ma- 
chine, described  in  his  specification,  a  severable  and  distinct 
device  or  sub-combination,  capable  of  use  by  itself,  and  sub- 
stantially indicated  in  his  description,  and,  by  means  of  a  sur- 
render and  reissue,  secure  an  exclusive  right  to  such  single 
device;  because,  this  inventor,  in  his  original  specification, 
has  been  careful  to  state  that  the  chimney  base  he  describes  is 
not  to  be  used  except  as  united  to  his  mica  chimney  top,  and 
as  an  inseparable  part  of  his  mica-top  chimney.  I,  therefore, 
understand  the  subject-matter  of  the  original  patent  to  be 
either  the  mica-top  lamp  chimney  therein  described,  or  a  com- 
bination whose  elements  are  the  devices  employed  in  the  chim- 
ney described  for  the  purposes  designated.  This  understand- 
ing is  not  at  variance  with  the  claims  of  the  original  patent,  for, 
in  legal  effect,  the  statement  of  the  specification  already  alluded 
to  is  part  of  each  claim.  So  far  as  the  second  claim  is  con- 
cerned, an  intention  to  have  it  considered  a  part  of  the  claim 
is  manifest,  for,  the  claim  states,  not  only  that  the  base  is  to 
be  constructed  as  described,  but,  also,  **  arranged  to  operate 
substantially  as  set  forth,"  that  is  to  say,  always  firmly  united 
to  the  mica  top.  This  understanding  of  the  subject-matter  of 
the  original  patent  is  fatal  to  the  validity  of  the  reissue  on 
which  this  suit  is  brought,  so  far  as  the  claims  here  involved 
are  concerned.  For,  these  claims  cover  neither  a  lamp  chim- 
ney such  as  described  in  the  original  patent,  nor  a  combination 
whose  elements  are  the  transparent  base  and  the  mica  chimney 
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top  there  described.  The  ist,  2d  and  4th  claims,  respectively, 
are  for  a  chimney  base  by  itself — a  thing  not  to  be  found 
in  the  original,  as  "a  distinct  severable  device ;  while  the  5th 
claim  is  for  a  combination,  the  elements  of  which  are  not  to 
be  found  substantially  suggested  or  indicated  in  the  original 
specification. 

No  adjudged  case  has  been  cited,  nor  am  I  aware  of  any 
case  that  furnishes  authority,  to  support  this  reissue.  In 
Herring  v.  Nelson^  14  BUtchf.  C.  C.  R.,  293,  the  reissue  was 
upheld  for  the  reason,  as  assigned,  that  **  all  that  has  been 
added  is  the  new  claim,  which  embodies  in  words  that  which 
the  specifications  and  drawings  could  not  fail  to  disclose  to 
any  intelligent  examination."  Here,  the  possibility  of  an  ex- 
amination of  the  specification  disclosing  a  chimney  base  as 'a 
distinct  article  or  combination  is  forbidden  by  the  specific 
statement,  that,  in  use,  the  base  is  to  remain  united  with  the 
mica  top.  The  case  of  Gill  v.  Wells ^  22  Wall.,  i,  is  directly  in 
point,  upon  the  fifth  claim,  which  is  for  a  combination  whose 
elements  are  a  chimney  base,  as  described,  and  any  form  of 
chimney  top.  In  the  original,  if  there  be  any  combination  de- 
scribed, it  is  the  chimney  base  combined  with  the  mica  chim- 
ney top  described.  The  reissue  has,  therefore,  to  say  the  least, 
dropped  one  element  from  th^  combination,  and  put  in  its 
place  another,  not  its  equivalent,  thereby  greatly  enlarging  the 
scope  of  the  invention. 

As  sustaining  the  construction  I  have  placed  upon  the  orig- 
inal patent,  reference  may  be  made  to  the  difference  between 
the  original  specification  and  the  specification  of  the  reissue. 
In  the  original  the  patentee  states,  that  he  has  invented  "  cer- 
tain improvements  in  lamp  chimneys.'*  In  the  reissue  the 
statement  is,  that  he  has  invented  *'  certain  new  and  useful  im-  * 
proveraents  in  bases  or  supports  for  lamp  chimneys."  In  the 
original  the  invention  is  said  to  consist  in  "  a  novel  construc- 
tion of  a  mica  lamp  chimney  and  its  combination  with  a  glass 
base."  In  the  reissue  the  statement  is,  that  the  invention  con- 
sists of  ''  a  glass  base  for  coal  oil  burners,  constructed  with  a 
tubular  body  to  fit  around  the  cone  or  burner,  and  having  a 
laterally  projecting  flange,  substantially  as  and  for  the  purpose 
set  forth."     The  original,  describing  advantages  of  the  inven- 
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lion,  says :  **  As  the  air  passes  the  contracted  throat,  I,  and 
enters  the  upper  portion,  it  spreads  out  latenilly,  and,  in  con- 
nection with  the  burning  oil,  produces  a  very  broad,  brilliant, 
and  steady  flame,**  thus  showing  that  the  two  parts  were  in- 
tended to  operate  as  a  whole,  not  otherwise.  No  such  advan- 
tage could  be  secured  by  the  base  alone,  and,  naturally  enough, 
such  an  advantage  is  not  alluded  to  in  the  specification  of  the 
reissue.  The  reissue  also  wholly  omits  the  statement,  that,  **  in 
use,  the  chimney  and  base  are  intended  to  remain  united,  the 
whole  being  put  on  or  taken  off  together,"  and  inserts  this 
statement,  not  to  be  found  iiv  the  original:  "While  I  have 
shown  a  peculiarly  constructed  chimney  as  adapted  for  use  in 
connection  with  my  base,  it  is  obvious  other  kinds  or  styles 
may  be  used,  if  preferred.**  These  alterations  are  suggestive, 
and  go  to  confirm  me  in  the  conclusion  that  the  subject-matter 
of  the  reissue  is  different  from  the  subject-matter  in  the  orig- 
inal. 

It  may,  also,  properly  be  noticed,  that,  in  a  communication 
to  the  Patent  Office  by  the  attorneys  of  the  patentee,  in  re- 
gard to  this  original  patent,  it  is  stated,  that  "the  first  claim 
is  for  his  improved  mode  of  securing  the  mica  sheets  which 
constitute  the  body  of  the  chimney,  and  the  second  for  his 
specially  constructed  glass  base,  to  be  used  in  combination 
therewith." 

It  has  been  contended,  in  behalf  of  the  plaintiffs,  that  a 
chimney  top  of  any  description  is  the  equivalent  of  the  mica 
top  piece  described  in  the  original  patent,  and  that  the  sub- 
ject-matter of  the  original  and  of  the  fifth  claim  of  the  re- 
issue are,  therefore,  the  same.  But,  evidently,  such  a  mica 
top  piece  as  the  original  patent  describes  has  qualities  and 
characteristic  features  not  possessed  by  all  chimney  top  pieces. 
It  may  be  that  the  results  accomplished  by  the  use  of  the  top 
piece  of  a  lamp  chimney  are,  in  most  respects,  the  same,  what- 
ever be  the  form  of  the  top  piece  or  the  material  of  which  it 
is  constructed.  But,  the  result  is  not  in  all  respects  the  same, 
nor  would  the  statement,  that  a  mica  top  piece  would  be  of 
use  when  firmly  attached  to  the  chimney  base,  necessarily 
or  naturally  suggest  the  use  of  any  form  of  top  piece  not  so 
attached,  to  accomplish  the  same  result;  and  it  has  not  been 
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shown  that  any  form  of  top  piece  was  known,  at  the  date  of 
the  original  patent,  as  a  proper  substitute  for  the  mica  top 
piece  described  in  that  patent. 

These  reasons  appear  to  me  to  require  the  determination, 
that  the  reissue  sued  on  covers  inventions  not  described  in 
the  original  patent,  and  is,  therefore,  void.  But,  if  not,  then 
the  reissue,  so  far  as  the  first,  second,  fourth  and  fifth  claims 
are  concerned,  must  fail  for  want  of  novelty  in  the  invention. 
The  reissue,  in  the  claims  under  consideration,  covers  a  trans- 
parent chimney  case,  whose  characteristic  features  are  these: 
(i)  a  tubular  body,  for  surrounding  the  cone  of  a  lamp  burner 
and  directing  the  current  of  air  to  the  flame ;  (2)  a  contrac- 
tion, groove,  or  indentation  in  the  upper  part  of  such  tubular 
body,  for  directing  the  current  of  air  inward  upon  the  flame; 
(3)  a  flange  extending  laterally  from  said  groove;  and  (4)  a 
surrounding  rim.  This  invention  is  plainly  anticipated  by 
the  invention  described  in  a  patent  issued  to  Arnold  and 
Blackman,  February  nth,  1868,  as  well  as  by  the  invention 
described  in  the  patent  of  Russell  and  Clifford,  of  December 
24th,  1867.  In  each  of  these  prior  patents  is  described  a 
lamp  chimney  base,  made  of  glass,  having  a  tubular  body  to 
place  over  the  burner  of  a  lamp,  with  a  contraction  or  groove 
at  the  upper  part,  and  a  laterally  projecting  flange  supporting 
the  chimney  top,  and  these  features  accomplish  the  same  re- 
sult that  the  same  features  accomplish  in  the  plaintiffs*  pat- 
ent, and  in  the  same  way.  The  only  distinction  between  the 
prior  inventions  referred  to,  and  the  plaintiffs*  invention,  is, 
that,  in  these  prior  inventions,  the  chimney  base  and  chimney 
top  were  formed  in  one  piece,  while  in  the  plaintiffs'  inven- 
tion the  chimney  base  is  by  itself.  But,  no  invention  was  re- 
quired to  conceive  the  idea  that  a  lamp  chimney  could  be  cut 
in  two  ;  nor  was  the  idea  of  constructing  a  lamp  chimney  in 
two  parts  new.  In  Millar's  patent  of  July  21st,  1863,  the 
lamp  chimney  was  constructed  in  two  parts.  So,  also,  it  must 
be  said,  that  no  invention  was  required  to  conceive  the  idea 
of  a  surrounding  rim  upon  the  upper  part  of  the  base,  for  the 
purpose  of  maintaining  in  position  the  separate  top  piece. 
The  use  of  such  a  rim  to  accomplish  the  same  result  is  com- 
mon. 
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Not  only  are  the  characteristic  features  of  the  plaintiffs* 
chimney  base  old,  but  the  combination  of  the  tubular  body 
groove  and  laterally  projecting,  portion  above  is  old.  No 
change  in  the  mode  of  operation  or  the  result  was  effected  by 
cutting  off  the  top  piece.  In  use,  there  must  still  be  a  top 
piece  performing  the  same  functions,  in  connection  with  the 
plaintiffs'  base,  as  the  top  piece  does  in  the  prior  invention 
referred  to.  The  mode  of  operation  and  the  result  are,  in 
both  cases,  the  same.  Neither  do  the  plaintiffs  gain  anything 
from  the  surrounding  rim,  which  has  formed  the  sole  ground 
for  claiming  a  difference  between  the  invention  in  the  patent 
sued  on  and  the  invention  of  Arnold  and  Blackman.  No  true 
combination  results  from  the  addition  of  the  surrounding  rim, 
for,  there  is  no  co-action  between  the  rim  and  the  tubular 
body.  The  only  function  of  the  rim  is  to  prevent  the  top 
piece  from  slipping.  The  application  of  the  surrounding  riui 
for  the  purpose  of  preventing  the  top  piece  from  slipping  re- 
quired no  invention,  and  makes  a  case  of  juxtaposition,  not  a 
new  combination. 

It  thus  appears,  that,  whether  the  invention  claimed  in  the 
reissue  be  the  same  as  that  described  in  the  original  or  nol, 
it  must  fail  for  want  of  novelty. 

The  result  is,  that  the  bill  must  be  dismissed,  with  costs. 

.   Erastus  NeiOy  for  the  complainants. 
C  H.  Watsotiy  for  the  defendants. 
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ABANDONMENT. 

1.  The  question  as  to  what  constitutes  an  abandonment  of  an  inven-  100 
tion,  considered.     Woodbury  Patent  Planing  Co.  v.  Keith, 

2.  A  defence  in  a  suit  in  equity,  that  the  patentee  has,  since  he  ob- 
tained his  patent,  abandoned  or  dedicated  It  to  the  public  use,  must 
be  set  up  in  the  answer.     Williams  v.  Boston  atid  Albany  K.  R.  Co. 

See  Particular  Patents,  41,  96,  97,  98.  441 

ACCOUNT. 

See  Equitable  Jurisdiction,  i  ;  Jurisdiction,  4,  5. 

ACCOUNTING. 
See  Master,  i  ;  Profits  and  Damages,  4. 

ACQUIESCENCE. 

1.  Whether  acquiescence  can  be  inferred  from  failure  to  bring  suit 
against  defendant,  during  the  pendency  of  other  suits,  against 
other  parties,  to  determine  the  patentee's  rights  under  the  patent, 
considered.     Green  v.  French.  169 

2.  G.,  having  a  paient  for  an  improvement  in  stoves,  acquiesced, 
during  the  entire  duration  of  the  patent,  in  the  manufacture  and 
sale  by  M.,  of  stoves  containing  said  improvement,  with  the  name 
"  Charter  Oak  "  upon  them.  After  the  paient  expired,  M.  con- 
tinued to  make  and  sell  stoves  containing  said  improvement,  and 
to  put  the  name  **  Charter  Oak"  upon  them,  but  did  not  repre- 
sent them  as  made  by  G.  G.,  claiming  the  name  "  Charter  Oak" 
as  a  trade  mark,  applied  to  stoves  containing  said  improvement, 
brought  a  suit  to  restrain  the  use  of  it  by  M.,  on  such  stoves  : 
Held,  that  M.  ought  not  to  be  so  restrained.     Filley  v.  Child,  353 

See  Assignment,  3  ;  Laches,  2,  4. 
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ACTION   AT   LAW. 

See  Limitation,  3. 

ACTION   OF   PATENT  OFFICE. 

See  Commissioner,  i  ;  Composition,  i  ;  Presumption,  i. 

ADMINISTRATOR. 

See  Executors  and  Administrators. 

AGENT. 
See  Injunction,  j. 

AGGREGATION, 
See  Particular  Patents,  23,  108. 

AMENDMENT    OF    PLEADINGS. 

See  Bill  op  Review,  i. 

ANSWER. 
See  Abandonment,  2 ;  Pleading,  2. 

ANTICIPATION. 

1.  A  feature  in  a  machine,  anticipating  the  invention  described  in  the 
patent  in  suit,  will  none  the  less  anticipate  such  invention,  be 
cause  the  inventor  of  such  anticipating  feature  had  not  in  view  o 
did   not  understand  the  particular  advantage  of,  or  function  per* 
formed  by  the  anticipating  feature.       Wocdbuty  Patent  Planing 

Af aching  Co.  v.  Ktitk.  lOO 

2.  The  rule,  that,  a  claim  for  a  combination  of  old  instrumentalities, 
in  a  machine,  is  not  anticipated  by  a  prior  invention  in  which  the 
combination  of  equivalent  instrumentalities  appears,  when  the  in- 
ventor of  the  second  patent  has  changed  the  mechanism  so  as  to 
produce  new  and  valuable  results,  stated.      Willimantic  Linen  Co. 

^.  Clark  Thread  Co,  '  133 
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3.  A  patent  for  a  railway  switch,  in  the  claims  of  which  an  important 
element  is  the  rail  sections  used  to  guide  the  wheels  from  the  track 
to  the  flange-supporting  block,  in  an  easy  manner  without  any  jar- 
ring or  abrupt  change  of  motion,  and  in  a  proper  direction  for  the 
wheels  to  drop  into  the  main  track  at  the  proper  point,  is  not  an- 
ticipated by  a  prior  s%vitch  which  had  no  rail-section  or  equivalent 
therefor.     Cooke  v.  New  York  Central  and  Hudson  River  R,  R,  Co.    39S 

4.  A  concretes  pavement,  made  of  cement,  sand  and  gravel,  made 
plastic  by  water  and  then  laid  in  blocks,  in  a  plastic  state,  at  the 
place  where  it  is  to  be  used,  and  suffered  to  set  or  harden  there, 
is  not  anticipated  by  a  pavement  made  of  blocks  of  cement  made 
elsewhere,  and  then  laid,  like  bricks  or  flags,  at  the  place  of  use. 
Schiliinger  v.  Cunt  her.  479 

See  Estoppel,  3 ;  Evidence,  i  ;  Foreign  Patent,  i  ;  Partic- 
ular Patents,  51,  114;  Patentability,!;  Prior  Pat- 
ents, I,  2  ;  Prior  Publications,  i. 

APPLICATION. 

See  Date  of  Invention,  i  ;  Particular  Patents,  78,  96, 
97,  98. 

ARTICLE  OF  MANUFACTURE. 

See  Particular  Patents,  46,  49 ;  Patentability,  4. 

ASSIGNEE. 

See  Assignment,  i,  2,  5  ;  Extension,  i  ;  Laches,  3  ;  License, 
5 ;  Presumption,  i 

ASSIGNEE    IN    BANKRUPTCY. 

See  Assignment,  2. 

ASSIGNMENT. 

1.  An  assignment  of  an  interest  in  a  patent,  made  by  a  receiver,  ap- 
pointed by  a  State  Court,  of  the  property  of  the  owner  of  the  pat- 
ent, conveys  no  title  to  the  assignee,  because  the  assignment  is 
not  a  written  instrument,  signed  by  the  owner  of  the  patent. 
Cordon  V.  Anthony.  248 

2.  An  assignment  of  a  patent  by  a  bankruptcy  Court  to  the  assignee 
in  bankruptcy  of  the  bankrupt  owner  of  the  patent  need  not  be 
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recorded  in  the  Patent  Office,  in  order  to  prevail  over  a  recorded 
assignment  of  the  patent  from  the  administrator  of  the  bankrupt, 
made  after  the  bankruptcy,,  as,  by  §  5.046  of  the  Revised  Statutes  of 
the  United  States,  all  patent  rights  of  the  bankrupt  vest  at  once,  by 
operation  of  law,  in  the  assignee  in  bankruptcy.  Prime  v.  Brandon 
Affq.  Co.  379 

3.  The  assignment  on  which  a  reissue  was  based  was  alleged  to  have 
been  forged  by  the  assignee,  but»  it  appearing  that  the  assignor, 
after  the  reissue,  recognized  the  assignment  as  valid,  it  was  up- 
held.    Campbell  v.  Jattits.  456 

4.  The  execution  of  an  assignment  by  a  corporation  and  by  S.,  presi- 
dent, held  to  be  a  good  execution  by  S.  for  his  individual  interest. 

Id,  456 

5.  An  assignment  of  a  patent  to  an  assignee  in  trust,  gives  him  the 
legal  title.    Id,  456 

See  Invention,  i  ;  License,  5. 

ATTACHMENT. 
See  Violation  of  Injunction,  i,  2,  3. 

BANKRUPTCY. 

See  Assignee  in  Bankruptcy. 

BILL   IN   EQUITY. 

See  Demurrer,  i  ;   Discovery,  i  ;  Equitable  Jurisdiction, 
I  ;  Pleading,  i. 

BILL   OF   REVIEW. 

I.  In  suit  on  a  patent,  after  an  interlocutory  decree  in  favor  of  the 
plaintiff,  the  defendant  applied  to  the  court  for  leave  to  file  a  bill 
to  review  the  proceedings  and  the  decree,  and  to  amend  the  an- 
swer by  setting  up  two  French  patents  against  the  novelty  of  the 
plaintiffs'  patent,  on  the  ground  that,  if  the  French  patents  had 
been  in  evidence,  the  decision  would  have  been  different.  The 
application  set  forth,  (i.)  that  the  defendant  was  ignorant  of  the 
existence  of  the  French  patents  until  after  the  proofs  were  closed  ; 
(2.)  that  he  did  not  know  of  their  relevancy  and  materiality  until 
after  the  decree  was  made  and  after  he  had  employed  new  coun- 
sel ;  (3.)  that  the  defendant's  ignorance,  and  the  insufficiency  of  a 
prior  application,  made  after  the  proofs  were  taken  and  before  the 
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hearing,  to  admit  said  patents  in  evidence,  was  solely  due  to  the 
inexperience  and  lack  of  legal  knowledge  of  his  former  counsel ; 
(4.)  that,  in  selecting  such  counsel,  the  defendant  was  mistaken  : 
Held^  that  the  excuses  offered  were  not  sufficient  to  warrant  the 
granting  of  the  application,  and  that  it  was  not  clear  that  the  result 
would  have  been  different  if  the  French  patents  had  been  in  evi- 
dence.    Be  Floret  v.  Raynolds,  331 

2.  R.  having  sued  F.,  in  equity,  for  the  infringement  of  a  patent,  F., 
in  writing,  admitted  R.'s  right,  and  agreed  on  the  damages  to  be 
paid,  and  to  consent  to  a  decree  therefor  and  for  a  perpetual  in- 
junction. Such  consent  was  given  and  the  decree  w^s  entered, 
the  damages  were  paid,  and  the  injunction  was  issued.  Many 
terms  of  court  having  elapsed  since  the  entry  of  the  decree,  F.  ap- 
plied for  leave  to  file  a  supplemental  bill,  to  set  aside  the  decree, 
on  the  ground  that  the  agreement  was  entered  into  under  a  mis- 
take of  fact :  Held^ 

(i )  That  the  application  was  really  to  file  a  bill  of  review  and  was  too 
late,  under  Rule  88,  in  Equity  ; 

(2.)  That,  the  decree  having  been  entered  by  consent,  a  bill  of  review 
to  set  it  aside  could  not  be  entertained  ; 

(3.)  That  the  agreement  operated  as  an  estoppel.     Iti  re  Pentlarge  &* 

Beeston.  607 

BURDEN   OF   PROOF. 

1.  When  a  defendant  has  shown  prior  knowledge  and  use,  the  burden 
of  showing  prior  invention  is  on  the  plaintiff.     Webster  Loom  Co, 

v.  Higgins.  88 

2.  The  burden  of  proof  is  upon  a  party  who  claims  that  a  patent 
should  be  limited  in  duration,  to  show  the  facts  which  would  limit 

it.     American  Diamond  Rock  Boring  Co.  v.  Sheldon,  603 

See  Laches,  2  ;  Master,  i. 

CESTUI   QUE  TRUST. 

See  Parties,  2. 

CLAIMS. 

See  Disclaimer,  3  ;  Scope  of  Patent,  i  ;  Particular  Pat- 
ents, 23. 

COMBINATION. 

See  Anticipation,  2  ;  Formal  Change,  i  ;  Infringement,  i  ; 
Particular  Patents,  22,  23,  11 1  ;  Patentability,  3. 
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COMITY. 

See  Injunction,  7. 

COMMISSIONER. 

I.  The  decision  of  the  Commissioner  of  Patents  as  to  the  existence 
of  a  ground  for  reissue  set  forth  in  §  53  of  the  Act  of  July  8th, 
1870,  16  U.  S.  Stat,  at  Large,  205,  is  conclusive.      Ckristman  v. 
Rumsey,  506 

See  Extension,  2. 

COMPOSITION. 

I.  The  application  for  the  patent  was  not  accompanied  by  any  speci- 
men of  ingredients  or  of  the  compound  ;  but  it  was  for  the  Patent 
Office  to  determine  whether  the  nature  of  the  case  admitted  of 
specimens,  and  the  want  of  them  is  not  made  a  statutory  defence 
to  a  patent.     Badische  Anilin  and  Sioda  FaMk  v.  Cochrane.  215 

See  Particular  Patents,  82,  87, 

CONSENT  ORDERS  AND    DECREES. 

See  Bill  of  Review,  2  ;  Estoppel,  i  ;  Injunction,  i  ;  Res 
Adjudicata,  3. 

CONSTRUCTION   OF  CONTRACTS. 

See  Invention,  i  ;  License,  4. 

CONSTRUCTION   OF   PATENTS. 

See  Particular  Patents,  7,  8,  10,  11,  23,35,  49.  55,62.63, 
70.  7i»  95.  103.  ii5»  116,  117  ;  Reissue,  i  ;  Violation  of 
Injunction,  i. 

CONTEMPT. 

See  Violation  of  Injunction  ;  Estoppel,  3. 

COPARTNERS. 
See  Profits  and  Damages,  19. 
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CORPORATION. 

See  Assignment,  4 ;    Foreign  Corporation  ;   Profit;  akd 
Damages,  8. 

COSTS. 

1.  No  costs  allowed,  on  dismissing  a  bill  and  a  cross-bill.    Prime  v. 
Brandon  Mfg,  Co.  yi<^ 

2.  The  question  of  costs  on  a  reference  to  a  master,  considered. 
Garretson  v.  Clark,  536 

See  Disclaimer,  i  ;  Particular  Patents,  26. 

COUNSEL. 

See  Bill  of  Review,  i. 

CROSS    BILL. 

See  Costs,  i. 

DAMAGES. 

See  Profits  and  Damages. 

DATE   OF    APPLICATION. 

See  Foreign  Patent,  2  ;  Particular  Patents,  96,  97,  98. 

DATE    OF    INVENTION. 

I.  The  complainant  applied  for  a  patent  in  187^,  which  was  granted 
Septemb'er  29th,  1874.  She  testified  that  the  invention  was  made 
in  1861.  Ther6  was  nothing  improbable  in  her  testimony,  and  no 
contradictions  or  circumstances  were  proved  to  bting  it  into  doubt, 
excepting  the  time  which  was  permitted  to  pass  before  the  patent 
was  applied  for,  and  that  delay  was  plausibly  explained.  Held^ 
that  the  invention  should  date  back  to  1861.  MacJonald  y.  Black-  . 
mer,  78 

DECREE. 

See  Consent  Orders  and  Decrees. 

DEDICATION. 
See  Abandonment,  2. 
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DEFENCE. 

See  Abandonment,  2  ;  Composition,  i  ;  Estoppel,  2,  5,  6 ;  In- 
fringement, 6  ;  Injunction,  8  ;  Laches,  4  ;  Marking  Pat- 
ented Article,  2. 

DELAY. 
See  Abandonment  ;  Date  of  Invention,  i  ;  Laches  ;  Pi^c- 

TJCE,  I. 

DEMURRER. 

I.  A  bill  in  equity  being  maintainable  in  some  respects,  a  demurrer 
to  the  whole  bill  was  overruled.    Perry  v.  LittUfiehi,  624 

See  Joinder  of  Causes  of  Action,  i. 

DEPOSIT    OF    SPECIMENS. 

See  Composition,  i. 

DESIGN    PATENT. 

I.  Mechanical  and  design  patents,  distinguished.  Cont  v.  Morgan 
Envelope  Co,  107 

DISCLAIMER. 

1.  Under  §§  4,917  and  4,922  of  the  Revised  Statutes,  where  a  proper 
disclaimer  is  entered  during  the  pendency  of  a  suit  on  a  patent, 
there  may  be  a  recovery  for  the  plaintiff,  in  respect  of  what  is  not 
disclaimed,  provided  there  has  been  no  unreasonable  jieglect  or 
delay  to  enter  a  disclaimer,  but  the  recover}'  is  to  be  without  costs. 
Schiliingerv,  Guntker,  479 

2.  There  may  be  a  disclaimer  of  something  which  was  introduced  into 
a  reissued  specification  and  did  not  exist  in  the  original  specifica> 
tion.    Id.  479 

3.  In  connection  with  a  disclaimer  of  a  claim  or  part  of  a  claim,  it  is 
not  improper  to  eliminate  or  withdraw,  by  the  same  writing,  the 
parts  of  the  body  of  the  specification  on  which  the  disclaimed  claim 

or  part  of  a  claim  is  founded.    Id,  479 

4.  .The  disclaimer  in  this  case  upheld,  against  the  objection  that 

the  matter  disclaimed  was  not  introduced  by  mistake,  but  with  the 
intent  to  defraud  or  mislead  the  public.     Id,  479 

Sec  Particular  Patents,  14,  15,  26. 
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DISCOVERY. 

I.  A  bill  without  interrogatories,  under  the  amendment  to  Rule  40 
in  Equity,  made  at  the  December  Term,  1850,  and  which  prays 
only  for  a  disclosure  of  gains  and  profits  from  infringement,  is  not 
a  bill  of  discovery.     Gordon  v.  Anthony »  248> 

See  Equitable  Jurisdiction,  i  ;  Jurisdiction,  4,  5. 

DOUBLE  USE. 

I.  The  application  of  old  mechanical  devices,  without  material 
change,  to  a  use  in  which  they  were  not  before  employed,  but 
which  was  known  and  had  been  practised,  does  not  constitute  a 
patentable  invention.     Couse  v.  Johnson,  501 

EQUITABLE  JURISDICTION. 

See  Jurisdiction;  Trustkb  de  son  Tort,  i. 

EQUIVALENTS. 

See  Anticipation,  3,  3,  4 :  Infrincbmbnt,  a ;  Particular 
Patents,  i,  83,  87,  103. 

ESTOPPEL. 

1.  In  a  suit  on  a  patent,  in  this  court,  by  P.  against  B.,  a  final  decree 
was  made  by  consent,  adjudging  the  patent  to  be  valid,  and 
awarding  $2,000  for  infringement.  B.  had  also,  by  an  agreement 
in  writing,  acknowledged  the  validity  of  the  patent  and  the  novelty 
and  utility  of  the  invention.  In  a  second  suit,  by  P.  against  B.,  in 
this  court,  for  infringement  of  the  same  patent,  B.,  after  answer, 
moved  to  amend  the  answer  by  denying  the  novelty  and  utility  of 
the  invention :  Held^  that  the  motion  must  be  denied.     Pentlarge 

V.  Beesion  23 

2.  L.  sued  J.,  in  equity,  for  infringing  a  patent.  J.  set  up,  by  plea, 
that,  in  June,  1875,  L.  sued  T.  for  infringing  the  same  patent ; 
that  T.  was  a  licensee  under  a  patent  granted  to  W.  before  the 
patent  to  L.  was  granted,  which  emt)odied  the  improvement  de- 
scribed in  the  patent  to  L.  ;  that  W.  assumed  the  defence  of  that 
suit ;  that  it  was  therein  adjudged  that  W.  was  the  first  inventor, 
and  that  the  patent  to  L.  was  void  for  want  of  novelty ;  and  that  J. 
was  a  licensee  of  W.  undera  license  granted  in  October,  1874, and 
was  making  the  article  described  in  the  patent  to  W. :  Ileld^  that 

VOU  IV — 42 
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the  fact  that  the  license  was  granted  before  the  judgment  was  ren> 
dered  was  alone  sufficient  to  prevent  the  judgment  from  operating 
as  an  estoppel  against  the  plaintiff.    IngersollY,  Jtwett,  361 

3.  Where  a  defendant,  in  opposing  a  motion  fora  preliminary  injunc- 
tion to  restrain  the  infringement  of  a  patent,  which  was  granted, 
and  in  afterwards  opposing  a  motion  to  punish  him  for  a  contempt 
in  violating  such  injunction  by  making  and  selling  a  certain  form 
of  school  desk,  neglected  to  present  to  the  Court  alleged  facts  as 
to  his  own  manufacture  and  sale  of  such  form  of  school  desk 
at  a  date  early  enough  to  anticipate  the  patent,  it  was  held  that  he 
ought  not  to  be  afterwards  allowed  to  present  such  alleged  facts, 
on  a  motion  to  dissolve  such  injunction.  National  School  Funti- 
iure  Co.  v.  Paton,  432 

4.  A  written  license  under  a  patent  stated  that  the  patent  was  "law- 
fully granted/'  and  provided  for  the  revocation  of  the  license  by 
the  licensor,  for  non-payment  of  royalty,  and  declared  that  such 
revocation  should  not  impair  *'  the  effect  of  the  admission  of  the 
validity"  of  the  patent.  The  licensor  revoked  the  license  for  said 
cause  and  then  sued  the  licensee  in  equity,  for  an  account  and  the 
payment  of  the  royalty  which  accrued  prior  to  the  revocation. 
The  licensee  set  up  that  the  patent  was  void,  for  want  of  novelty, 
and  that  he  had  never  paid  any  royalty  under  the  license.  The 
plaintiff  moved  for  a  decree  on  the  bill  and  answer  and  an  affidavit, 
and  the  defendant  put  in  counter  affidavits  :  ffeld,\hz.U  under  Rule 
90,  in  equity,  the  English  practice  in  1842  must  be  followed,  and 
not  any  later  English  practice  ;  that  the  affidavit  could  not  be 
considered ;  but  that  the  case  should  be  heard  on  bill  and  an- 
swer.    Evory  v.  Candee,  545 

5.  Heldt  also,  that  the  licensee  was  estopped,  by  the  terms  of  the 
license,  from  setting  up  the  invalidity  of  the  patent,  as  a  defence. 

Id.  545 

6.  The  licensee  also  set  up  a  parol  agreement,  made  before  the  written 
license,  reserving  to  the  licensee  a  right  to  use  the  invention  with- 
out royalty,  if  he  should  become  satisfied  that  the  patent  was  void. 
After  tlie  time  when  such  parol  agreement  was  alleged  to  have 
have  been  made,  the  licensee  himself  drew  said  written  license : 
Held^  that  he  could  not  be  allowed  to  set  up  such  parol  agreement. 

Id.  545 

See  Assignment,  3  ;  Bill  of  Review,  2  ;  Marking  Patented 
Article,  2  ;  Replication,  i  ;  Res  Adjudicata,  5. 

EVIDENCE. 

I.  Evidence  to  defeat  a  patent,  on  the  ground  of  prior  invention, 
ought  to  be  such  as  to  remove  all  fair  and  reasonable  doubt. 
Campbell  v.  James,  456 
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2.  Where  the  invention  consisted  in  the  corrugation  of  a  smooth 
shoe-nail,  the  fact  that  shoe-nails  previously  used  were  not  corru- 
gated, and  that  the  patented  nail  went  into  extensive  public  use, 
point  to  both  novelty  and  utilit3\    Dunbar  y,  Albert  Field  Tack  Co,  518 

See  Burden  of  Proof,  2  ;  Foreign  Patent,  i  ;  Injunction, 
2 ;  Invention,  2  ;  Particular  Patents,  33,  60 ;  Profits 
AND  Damages,  14,  22 ;  Replication,  i  ;  Violation  of 
Injunction,  i,  2. 

EXECUTORS    AND    ADMINISTRATORS. 

See  Assignment.  2. 

EXPERIMENTS. 

See  Invention,  2,  4« 

EXTENSION. 

1.  A  patentee,  during  the  original  term  of  his  patent,  parted  with  his 
right  to  an  extension,  and  agreed  to  sign  all  necessary  papers  to 
secure  the  extension  for  the  benefit  of  his  grantee.  Afterward; 
for  the  purpose  of  showing  to  the  Patent  Office  that  he  would  own 
the  extension,  if  granted,  the  full  title  to  the  extended  term  was 
conveyed  to  him,  before  the  extension  was  granted.  The  exten- 
sion would  not  otherwise  have  been  granted.  The  grantee  paid 
all  the  expenses  of  obtaining  the  extension,  and  all  parties  under- 
stood that  he  really  was  to  own  the  extended  term  :  Held,  that  the 
original  instrument  was  binding,  in  equity,  on  the  patentee  ;  that 
the  equitable  right  to  the  extended  term  was  in  the  grantee ;  that, 
as  the  conve3'ance  back  to  the  patentee  was  made  to  deceive  the 
Patent  Office,  it  was  inoperative  ;  but  that,  as  the  original  grantee 
of  the  right  to  the  extension  could  not  claim  the  extension  except 
by  availing  himself  of  such  inoperative  instrument,  the  Court 
would  leave  the  parties  where  it  found  them.  Prime  v.  Brandon 
Mfg,  Co.  379 

2.  The  special  Act  of  Congress,  of  July  15th,  1870  (16  U.  S.  Stat,  at 
Large,  657),  authorizing  an  application  for  an  extension  to  be  made 
to  the  Commissioner  of  Patents,  did  not  vary  the  positions  or 
rights  of  the  parties.     Id,  37 

FOREIGN  CORPORATION. 

See  Jurisdiction,  i,  2. 

FOREIGN    PATENT. 

I.  A  foreign  patent  is  not  admissible  as  evidence  to  anticipate  an 
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American  patent  of  a  date  anterior  to  the  enrolment  of  the  foreign 
patent.      Willimantic  Linen  Co,  v.  Clark  Thread  Co,  133 

2.  Letters  patent  for  an  invention  were  granted  in  England,  dated 
September  3d,  1863.  The  specification  was  filed  in  the  Great  Seal 
Patent  Office  there,  March  3d,  1863.  Letters  patent  for  the  same 
invention  were  granted  by  the  United  States,  July  14th,  1863,  for 
17  years.  The  date  of  the  application  for  the  United  States  patent 
was  not  shown  :  Held, 

(i.)  That  the  date  of  the  filing  of  the  specification  in  England  must 
be  taken  as  the  date  of  the  patenting  in  England,  for  the  purposes 
of  §  6.  of  the  Act  of  March  3d,  1839,  5  U.  S.  Stat,  at  Large,  353  ; 

(2.)  That  the  invention  was,  therefore,  not  patented  in  England  more 
than  six  months  before  the  United  States  patent  was  applied  for, 
and  so  the  Act  of  1839  did  not  apply,  and  the  United  Stsites  pat- 
ent was  valid  for  17  years  from  July  14th,  1863.  American  Dia- 
mond Rock  Boring  Co.  v.  Sheldon.  603 

See  Bill  of  Review,  i  ;  Term  of  Patent,  i. 

FORGERY. 

See  Assignment,  3. 

FORMAL    CHANGE. 

I.  A  change  in  the  location  of  one  of  the  elements  of  a  patented 
combination,  will  not  evade  the  charge  of  infringement,  where  all 
of  the  parts  operate  in  substantially  the  same  way  and  produce 
ihe  same  result.    Knox  v.  Great  Western  Quicksilver  Mining  Co,        25 

See  Double  Use,  i  ;  Particular  Patents,  6. 

FRAUD. 

See  Disclaimer,  4 ;  Extension,  i. 

INFRINGEMENT. 

1.  The  defendant  having  employed  all  the  parts,  in  combination,  cov* 
ered  by  the  claims  of  the  patent,  cannot  escape  liability  for  in- 
fringement,  because  of  the  employment  of  others,  in  addition. 
Williams  v.  Boston  and  Albany  R.  R.  Co.  441 

2.  An  objection,  that  the  construction  of  one  part  of  the  patented 
apparatus,  in  a  particular  form,  is  unnecessary,  will  not  avail  a  de- 
fendant who  uses  the  form  claimed  in  the  patent.  Blaisdelly. 
Puffer,  500 
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3.  The  plaintiff  was  the  owner  of  patents  covering  improvements  in 
metallic  cotton  ties,  consisting  of  buckles  and  hoops,  for  com- 
pressing bales  of  cotton.  Neither  the  plaintiff  nor  any  prior 
owner  of  the  patents  had  granted  any  licenses  to  make  buckles  or 
ties,  but  they  had  made  and  sold  the  ties.  The  buckles  were 
stamped,  *'  Licensed  to  use  once  only/'  and  were  sold  with  in- 
voices declaring  that  the  ties  were  licensed  to  be  used  once  only, 
as  baling  ties.  The  defendant  bought  the  buckles  so  once  used, 
from  cotton  mills  and  junk  dealers,  and  put  up  some  with  new 
hoops,  and  some  with  pieces  of  the  original  hoops  pieced  to- 
gether, and  sold  them  as  cotton  ties:  ffeldt^hzi  the  defendant  bad 
infringed  the  patents,  and  ought  to  be  enjoined  from  further  in- 
fringement.    American  Cotton  Tie  Supply  Co.  v.  BuUard.  520 

4.  A  patent  for  a  skirt  protector,  in  which  the  article  is  described  as 
having  a  fluted  or  plaited  border  bound  with  or  composed  of 
enamelled  cloth  or  other  water-proof  material,  is  infringed  by  a 
protector  which  does  not  have  a  fluted  or  plaited  border,  but  is 
like  the  patented  article  in  all  other  respects.  M<udonald  v. 
Sidenberg,  586 

5.  The  cases  of  Macdonald  v.  Blackmer^  and  Same  v.  Shepard,  cited 
and  followed .     Id,  586 

6.  The  defendant  had,  under  an  Act  of  the  Legislature  of  Florida, 
and  an  Act  of  the  Congress  of  the  United  States,  the  exclusive 
right  to  lay  and  maintain  a  submarine  telegraph  cable  between 
Florida  and  Cuba.  In  operating  such  cable  it  used  an  invention 
covered  by  letters  patent  owned  by  the  plaintiff,  granted  after  said 
Acts  were  passed  :  Heldy  that,  although  the  plaintiff  could  not 
use  the  invention  for  telegraphic  purposes  between  Florida  and 
Cuba,  he  could  enjoin  the  defendant  from  using  such  invention 
for  such  purposes  between  such  termini.  Colgate  v.  International 
Ocean  Telegraph  Co.  609 

See  Formal  Change,  i  ;  Injunction,  3,  8,  9 ;  Particular 
Patents,  2,  8,  24,  48,  53,  92 ;  United  States,  i  ;  Viola- 
tion OF  Injunction,  i,  2. 


INFRINGER. 

See  Profits  and  Damages,  7,  11,  12,  13,  17 ;  Trustee  de  son 
Tort,  i  ;  United  States,  i. 


INGREDIENTS. 

See  Composition,  1 ;  Particular  Patents,  82,  87. 
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INJUNCTION. 

1.  After  a  motion  for  a  preliminarj  injunction  in  a  suit  in  equity  for 
the  infringement  of  letters  patent  had  been  heard,  and  before  it 
was  decided,  the  defendants  filed  a  paper  withdrawing  their  oppo- 
sition to  the  motion.  Thereupon  the  court  granted  the  injunc- 
tion and  refused  to  make  any  other  decision  on  the  motion, 
although  the  plaintiff  insisted  that  the  motion  should  be  de- 
cided on  the  merits,  with  a  view  to  other  cases.  American 
Middlings  Purifier  Co,  v.   VaiL  I 

2.  Where,  upon  a  motion  for  a  preliminary  injunction,  the  defendant 
alleged  the  invalidity  of  the  patent  and  the  existence  of  facts 
proving  the  same,  which,  on  his  own  showing,  he  had  known 
at  the  date  of  the  patent,  and  during  the  pendency  of  another 
suit  for  the  infringement  thereof,  in  which,  although  not  a  party 
thereto,  he  had  taken  an  active  interest  on  behalf  of  the  defendants, 
but  had  remained  silent  as  to  such  facts,  the  court  refused  to 
withhold  the  injunction  in  this  suit  on  his  uncorroborated  affi- 
davii~/f2OTa  facie  evidence  having  been  given  justifying  the  in- 
junction.   Robinson  v.  Kandolph,  163 

3.  Where  the  validity  of  the  complainant's  patent  has  been  estab- 
lished by  protracted  and  expensive  litigation,  and  the  proof  of  the 
infringement  is  clear,  the  court  has  no  discretion,  but  is  bound 
to  grant  a  preliminary  injunction.  Gibson  v.  Van  Dresar,  i 
Blatchf.  C.  C.  R.,  532,  cited  and  followed.     Green  v.  French,  169 

4.  Where  a  defendant  has  always  been  notified  that  it  was  claimed 
he  infringed,  and  has  not  been  misled,  by  any  action  of  the  plain- 
tiff, into  making  investments,  and  has  no  peculiar  equity  as 
against  the  plaintiff,  an  injunction  will  not  be  withheld  because  the 
plaintiff,  having  sued  the  defendant  for  infringement,  permitted 
the  suit  to  rest  until  a  recovery  was  had  on  the  patent  in  other 
suits,  and  then  discontinued  it  and  brought  a  new  suit  against  the 
defendant.     Atlantic  Giant  Powder  Co.  v.  Rand,  263 

5.  Another  suit  being  pending  in  another  circuil,  between  the  com- 
plainants and  the  manufacturers  of  the  articles  alleged  to  infringe 
the  complainants'  patent,  wherein  the  questions  involved  in  this 
suit  were  being  litigated,  and  the  defendants  in  this  suit  being 
merely  consignees  of  such  manufacturers,  or  vendors  for  them, 
upon  commission,  of  the  articles  alleged  to  infringe,  or  purchasers 
in  the  market,  the  courl  denied  an  application  for  a  preliminary 
injunction,  upon  the  defendants  giving  a  bond  in  a  penal  sum 
fixed  by  the  court,  conditioned  for  the  payment  of  any  damages 
the  complainants  may  recover.     Irwin  v.  McRoberts,  411 

6.  Form  of  an  order  for  a  preliminary  injunction  on  a  patent,  in  a 
case  where  the  plaintiff  exercises  his  rights  by  granting  licenses. 
Colgate  V.  Gold  and  Stock  Telegraph  Co,  415 
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7.  Grounds  stated  for  granting  a  preliminary  injunction,  although 
the  patent  had  been  held  void,  on  final  hearing,  in  another  Circuit 
Court.     U.  S.  Siamping  Co,  v.  King,  469 

8.  Upon  a  motion  for  a  preliminary  injunction,  the  defendants 
showed  that,  in  a  prior  suit  against  the  manufacturers  who  had 
supplied  them  with  the  infringing  articles,  the  complainant  had 
obtained  an  interlocutory  decree  :  Ilfld^  not  a  sufficient  reason 
for  withholding  the  injunction.  Held,  also,  that  such  infringing 
articles  could  not  be  released  from  the  monopoly  of  the  patent 
until  a  final  decree,  in  the  former  suit,  had  been  rendered,  and 
satisfied.      Tucker  v.  Burdiit.  569 

9.  Cotton  ties  made  in  infringement  of  patents  owned  by  the  plain- 
tiff were  being  shipped  from  New  York  to  ports  in  the  southern 
part  of  the  United  States,  by  steamers  belonging  to  a  corporation 
of  which  the  defendants  were  the  managing  officers,  for  persons 
whose  names  they  refused  to  disclose  to  the  plaititiff,  the  ties 
being  shipped  to  be  sold  at  such  ports  for  use:  Heid,  that  such 
carrying  of  such  ties  by  said  steamers  was  an  infringement  of  the 
patents,  and  that  such  officers  would  be  restrained  by  an  injunc- 
tion from  doing  so.  American  Cotton  Tie  Supply  Co,  v.  Mc- 
Cready.  •  588 

See  Acquiescence,  2 ;  Equitable  Jurisdiction,  i  ;  Estop- 
pel, 3 ;  Infringement,  6  ;  Jurisdiction,  6  ;  Laches,  i,  3  ; 
Practice,  i  ;  Res  Adjudicata,  3,  4 ;  Violation  of  In- 
junction, I,  2. 

INTEREST. 

I.  Interest  on  the  profits  decreed  was  charged  against  the  infringer 
from  the  time  of  the  entry  of  the  interlocutory  decree.  Steam 
Stone  Cutter  Co.  v.  Windsor  M/g,  Co,  441 

INVENTION. 

1.  The  word  *'  invention"  used  in  a  contract  for  the  assignment  of  a 
patent  therein  recited,  and  to  which  it  refers,  includes  only  the  in- 
vention described  in  the  patent  to  be  assigned,  and  reissues  and 
extensions  thereof ;  it  cannot  be  held  to  cover  other  improvements 
in  the  same  art,  although  the  patent  to  be  assigned  would  be 
worthless  without  them.  United  Nickel  Co,  v.  American  Nickel 
Plating  Works,  74 

2.  The  desirability  of  an  improvement,  the  difficulties  to  be  encoun- 
tered,  and  the  unsuccessful  experiments  of  others  in  the  same  di- 
rection, tend  strongly  to  show  that  he  who  achieves  the  desired  re- 
sult was  not  merely  a  better  mechanic  than  his  predecessors,  but 
that  he  had  a  problem,  which  required  the  skill  of  the  inventor  to 
solve.     Terry   Clock  Co.  v.  New  Haven  Clock  Co,  12 1 
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3.  It  is  not  invention  to  make  the  legs  of  a  stove  long  enough  to 
allow  a  lamp  to  be  placed  under  it,  without  touching  it.     Couse 

v.  Johnson.  501 

4.  A  decision  as  to  whether  an  article  is  patentable  does  not  neces- 
sarily depend  upon  the  amount  of  thought,  or  even  of  experiment, 
which  may  have  been  had  in  reaching  the  result.  Dunbar  v. 
Albert  Field  Tack  Co.  518 

5.  The  law  requires  the  presence  of  what  it  calls  invention,  as  contra- 
distinguished from  constructive  ability  ;  but  it  furnishes  no  test  for 

all  cases,  by  which  they  can  be  discriminated.    Id,  518 

See  Particular  Patfnts,  13,  41,  105 ;  Patentability  ;  Re- 
sults, I ;  Specification,  i. 

INVENTOR. 

See  Anticipation,  i  ;  Specification,  i. 

JOINDER    OF    CAUSES    OF    ACTION.  ' 

1.  A  bill  in  equity,  on  two  patents,  alleged  that  the  defendant  was 
using  machines,  cpntaining  in  one  and  the  same  apparatus,  the  in- 
vention secured  by  each  of  the  two  patents.  The  defendant  de- 
murred, on  the  ground  that  the  bill  did  not  allege  that  the  devices 
were  used  conjointly  or  connected  together  in  any  one  apparatus  : 
Held,  that  the  demurrer  must  be  overruled.    Ilorman  Patent  Mfg. 

Co,  V.  Brooklyn  City  R,  R,  Co,  86 

2.  Equity  permits  the  joinder  of  several  causes  of  action  in  a  single 
bill,  but  not  when  the  effect  would  be  to  embarrass  the  defendant, 

or  introduce  unnecessary  confusion..     Id,  S6 

JURISDICTION. 

1.  A  foreign  corporation,  doing  business  in  the  State  of  Illinois,  may 
be  sued  in  the  courts  of  the  United  States,  in  the  district  where  it 
is  doing  business,  although  there  is  no  express  provision  of  the 
State  statute  authorizing  service  upon  it.  Wilson  Packing  Co.  v. 
Hunter,  1S4 

2.  It  is  necessary  that  the  foreign  corporation  should  do  business  in 
the  State  in  order  to  be  "  found,"  and  to  warrant  service  of  process 

on  the  president  or  other  officer  within  the  limits  of  the  State.  Id.  184 

3.  The  nature  and  scope  of  the  equitable  jurisdiction,  in  patent  causes, 
conferred  upon  the  circuit  courts  by  statute,  stated.     Sayles  v. 

[Richmondj  Fredericksburg  and  Potomac  R.  R,  Co.  239 
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4.  Where,  after  a  patent  has  expired,  a  suit  is  brought  for  its  infringe- 
ment,  and  the  complainant  and  defendant  are  citizens  of  different 
States,  the  court  will  not  entertain  jurisdiction,  under  its  general 
equity  jurisdiction,  where  the  bill  is  not  for  an  account  or  a  discov- 
ery.    Id,  239 

5.  A  bill  brought  to  recover  profits  made  by  the  defendant  from  the 
infringement  of  the  complainant's  letters  patent,  if  it  be  not  a  bill 
for  discovery,  cannot  be  entertained  as  a  bill  for  an  account,  in 
order  to  confer  equitable  jurisdiction.     /</.  239 

6.  Although  a  suit  in  equity  for  the  infringement  of  a  patent  is  brought 
after  the  patent  has  expired,  and  no  injunction  can  be  granted, 
and  the  bill  is  not  a  bill  of  discovery,  the  court  has  jurisdiction  to 
award  an  account  of  profits,  and  can  take  cognizance  of  the  suit. 
Gordon  v.  Anthony.  248 

7.  Under  §  4.921  of  the  Revised  Statutes,  the  court  has  power  to  en- 
join the  infringement  of  a  patent,  independently  of  the  award  of 
any  other  relief  thereon.  American  Cotton  Tie  Supply  Co.  v. 
McCready.  585 

8.  The  parties  to  the  suit  being  all  of  them  citizens  of  New  York,  this 
court  has  no  power  to  decree  that  the  defendant  execute  to  the 
plaintiff  a  transfer  of  letters  patent.     Perry  v.  Little  field.  624 

See  Trustee  de  son  Tort,  i. 


LACHES. 

1.  The  question  of  laches,  as  bearing  upon  an  application  for  a  pre- 
liminary injunction,  discussed.     Green  v.  French.  169 

2.  Where,  on  a  patent  issued  in  1867,  a  suit  was  brought,  in  1872, 
against  its  most  conspicuous  and  extensive  infringer,  and  was 
prosecuted  with  reasonable  diligence,  that  was  sufficient  notice  to 
all  other  infringers  that  the  right  conferred  by  the  patent  was  to  be 
maintained,  to  require  a  particular  defendant  who  alleges  laches 
in  the  plaintiff,  to  show  affirmative  acquiescence  by  the  plaintiff  in 
the  use  of  the  invention  by  the  defendant.  Colgate  v.  Gold  and 
Stock  Telegraph  Co,  415 

3.  Where  the  owners  of  a  patent  knew  of  the  infringement,  and  for 
two  years  took  no  steps  tu  stop  it  :  Held^  that  they  were  thereby 
precluded  from  obtaining  a  preliminary  injunction  ;  held^  also, 
that  the  subsequent  purchasers  of  the  patent  succeeded  only  to  the 
rights  of  their  assignors,  and  were  chargeable  with  their  laches. 
Spring  V.  Domestic  Sewing  Machine  Co.  427 

4.  Mere  delay  in  enfoicing  equitable  rights  is  not  a  defence  to  a  suit, 
except  in  cases  where  the  statutes  of  limitation  apply,  or  where 
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the  party  has  slept  upon  his  rights,  and  acquiesced  for  such  a 
length  of  time  that  his  claim  has  become  stale.  Williams  v. 
Boston  and  Albany  R,  R.  Co,  441 

See  Acquiescence,  i  ;  Bill  of  Review,  2  ;   Disclaimer,  i  ; 
Injuxction,  4  ;  Practice,  i  ;  Replication,  2. 

LIBEL. 

See  Practice,  2. 

LICENSE. 

1.  The  question  of  license  under  particular  circumstances,  con- 
sidered.    United  Nickel  Co.  v.  American  Nickel  Plating  Works.  74 

2.  The  question  of  what  amounts  to  a  delivery  of  a  license,  con- 
sidered.    Hammond  w.  Hunt,  in 

3.  The  instrument  under  which  the  plaintiff  in  this  case  claimed  his 
rights,  held  to  be  only  a  license.     Nelson  v.  McMann,  203 

4.  W.,the  patentee  of  inventions  in  steam  stone  cutting  machines, 
granted  to  a  corporation  "  the  right  to  use  said  patented  machine, 
or  any  number  of  said  machines,"  in  its  quarry  at  S.  C.  suc- 
ceeded to  the  rights  of  W.,  and  another  corporation  to  the  rights 
of  the  corporation  grantee  in  the  quarry.  D.  was  making  a  ma- 
chine embodying  the  patented  inventions,  for  the  new  corporation, 
for  use  in  said  quarry,  and  C.  sought  to  enjoin  D.  from  making 
such  machine :  Held^  that  the  grant  conveyed  the  right  to  make 
machines  for  said  use,  including  the  right  to  procure  them  to  be 
made,  and  covered  the  making  of  them  by  the  person  procured  to 
make  them.     Steam  Stone  Cutter  Co.  v.  Shortsleeves,  364 

5.  Where  an  assignment  of  a  right  under  a  patent  refers  to  the 
patented  improvement  as  being  in  use  by  a  certain  party,  such 
reference  is  express  information  to  the  assignee  of  the  fact  of  such 
use  ;  and,  the  party  referred  to  being  in  possession  to  the  extent 
of  such  use,  such  possession  is  constructive  notice  of  the  claim  of 
right  under  which  the  possession  and  use* are  had.  Prime  "v. 
Brandon  Mfg.  Co,  379 

See  Estoppel,  2,  4  ;  Injunction,  6 ;  Parties,  1 ;   Recording 
Licenses,  i. 

LICENSE   FEE. 

See  Profits  and  Damages,  i,  2,  16,  23. 

LICENSEE. 

I.  What  constitutes  a  mere  licensee,  defined.     Nelson  v.  AfcMaun.      203 
See  Estoppel,  5  ;  Parties,  i,  4. 
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LIMITATION. 

1.  A  patent  was  granted  in  1852,  for  the  term  of  fourteen  years,  and 
was  extended  in  1866  for  seven  years :  Held,  that  the  seven  and 
fourteen  years  were,  by  section  4,927  of  the  U.  S.  Rev.  Stats,  con- 
solidated into  one  term,  so  as  to  make  a  Statute  of  Limitation 
apply  to  the  period  of  twenty-one  years  as  a  single  integral  term. 
Say  its  V.   Richmond,  Fredericksburg  and  Potomac  R,  A*.  Co,  239 

2.  The  subject  of  the  limitation  of  suits  for  the  infringement  of 
patents,  reviewed.    Id.  239 

3.  The  application  of  state  statutes  of  limitation  to  actions  at  law, 

for  infringement  of  patents,  considered.     Id,  239 

4.  The  limitation  contained  in  section  55  of  the  Act  of  July  8,  1870 
(16  U.  S.  Stat,  at  Large,  206),  was  repealed  by  operation  of  section 
5,596  of  the  U.  S.  Rev.  Stats.,  but,  as  to  all  actions  and  suits  upon 
causes  arising  before  said  repeal  (June  22,  1874),  said  limitation 
was  continued  in  force  by  section  5,599  ^^  ^^^  Rev.  Stats.     Say  Us 

V.  Oregon  Central  Railway  Co,  429 

5.  The  applicability  of  state  statutes  of  limitation  to  actions  and  suits 

for  the  infringement  of  letters  patent,  discussed.     Id,  .429 

See  Laches,  4. 

MANUFACTURE. 

See  License,  4. 

MARKING   PATENTED  ARTICLE. 

1.  Any  one  has  the  right,  and  it  is  his  duty,  to  mark  his  goods  with 
his  own  patent  mark  ;  but  he  cannot  put  upon  the  goods  any 
indicia  showing  that  they  are  made  under  a  patent  which  he  does 
not  own,  and  has  no  right  to  use.  Washburn  6*  Moen  Mfg.  Co,  v. 
Ilaish,  571 

2.  In  a  suit  for  an  injunction  against  a  party  who  has  marked  his 
goods  under  another's  patent,  the  defendant  will  not  be  permitted 

to  deny  the  validity  of  the  patent.    Id,  571 

3.  It  is  not  an  offence  against  the  statute  forbidding  the  marking  of 
unpatented  articles  with  the  word  "patent,  or  any  word  im- 
porting that  the  same  is  patented,  for  the  purpose  of  deceiving  the 
public,"  to  continue  to  mark  articles,  previously  patented  by 
letters  patent  which  have  expired,  with  the  word  "  patented  "  and 
the  date  or  dates  of  the  expired  patents.      Wilson  v.  Singer  Mfg, 

Co,  637 
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MASTER. 

1.  It  is  not  the  province  of  the  master,  or  the  court,  rejecting  a  plain- 
tifTs  proofs  as  to  profits,  to  suggest  what  is  the  proper  line  of  proof 
to  adopt — the  burden  of  laying  a  proper  basis  by  evidence  for 
ascertaining  the  profits  is  on  the  plaintiff.     Garretson  v.  Clark.  536 

2.  The  case  of  Herring  v.  Gage^  cited.     Id,  536 

MASTER'S    REPORT. 

I.  A  court  has  power  to  set  aside  a  report  of  a  master  for  any  mani- 
fest error,  either  in  law  or  fact,  and  to  recommit  it  for  further 
proceedings,  or  to  correct  it,  if  the  means  of  correction  are  fur- 
nished.    Steam  Stone  Cutter  Co,  v.   Windsor  Mfg,  Co,  445 

See  Profits  a>'d  Damages,  23. 

■ 

MEASURE    OF    DAMAGES. 
See  Profits  and  Damages. 

MISTAKE. 
See  Bill  of  Review,  2  ;  Disclaimer,  4. 

NEW    MATTER. 

1.  The  original  patent  being  for  '*  an  improved  method  of  bolting," 
which  consisted,  after  one  grinding,  in  screening  the  flour  through 
three  successive  reels  or  screens,  each  successively  of  finer  meshes, 
with  a  blast  of  air  in  the  reels  to  aid  the  process  of  bolting  and 
thereby  obtain  a  larger  quantity  of  choice  flour — no  suggestion 
being  made  of  the  purification  or  regrinding  of  the  middlings  : 
//eld,  that  it  was  new  matter  in  a  reissue  of  the  patent,  to  describe 
and  claim  a  process  for  the  manufacture  of  flour  which  consisted 
of  (i)  grinding  the  wheat  into  meal,  (2)  taking  out  the  superfine 
flour,  (3)  taking  out  the  pulverulent  impurities  by  the  combined 
operation  of  screening  and  blowing,  so  as  to  purify  the  middlings, 
(4)  regrinding  the  middlings,  and  (5)  rebolting.  American  Mid" 
dlings  Purifier  Co,  v.  Atlantic  Milling  Co.  148 

2.  In  the  original  patent,  it  was  stated,  generally,  that  any  well-known 
enamelling  mixture,  if  used  in  connection  with  stamped  iron-ware 
in  the  manner  described,  would  effect  the  end  sought.  In  the 
reissue,  the  patentee  described  a  formula  for  an  enamelling  mixt- 
ure to  be  so  used  :  Held^  under  the  circumstances  of  the  case,  not 

to  be  new  matter.     St,  Louis  Stamping  Co,  v.  Quinby,  192 
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See  Disclaimer,  2,  3,4  ;  Particular  Patents,  21, 27 ;  Reissue, 
I  ;  Res  Adjudicata,  i. 

NEW   TRIAL. 

See  Rehearing. 

NEWLY    DISCOVERED   EVIDENCE. 

See  Bill  of  Review,  1. 

NOTICE.  • 
See  Injunction,  4  ;  License,  5  ;  Recording  Licenses,  i. 

NOVELTY. 

I.  The  question  of  what  constitutes  sufficient  novelty,  discussed. 
Adams  v.  LofL  495 

See  Evidence,  i,  2 ;  Particular  Patents,  3, 25,  30,  38, 46, 78, 
88,  loi,  103,  112  ;  Patentability  2  ;  Res  Adjudicata,  2. 

PAROL  AGREEMENT. 

See  Estoppel,  5. 

PARTICULAR  PATENTS. 

ADAMS — ELECTRO-DEPOSITION     OF    NICKEL. 

1.  The  decision  in  United  Nickel  Co,  v.  Harris^  15  Blatchf.  C.  C.  R., 
319,  sustaining  the  validity  of  the  letters  patent  granted  to  Isaac 
Adams,  Jr.,  August  3d,  1869,  for  an  "  improvement  in  the  electro- 
deposition  of  nickel,"  reviewed  and  confirmed.     United  Nickel 
Co,  V.  Manhattan  Brass  Co.  173 

2.  The  said  patent  is  infringed,  although  (he  salts  of  potash  and  soda 
are  introduced  into  the  solution,  provided  the  solution  is  not  so 
used  as  to  liberate  free  potash  or  free  soda.     Id,  173 

ADAMS — CHEWING    GUM. 

3.  Letters  patent  No.  111,798,  granted  to  Thomas  Adams,  February 
14th,  1871,  for  an  improvement  in  chewing  gum,  held  yo\^  for  want 

of  novelty.    Adams  v.  Loft»  495 
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BADGER — BORING-MACHINES. 

4.  Letters  patent  No.  170.462,  dated  November  30th,  1875,  for  boot- 
trees,  and  letters  patent  No.  170,980,  dated  December  T4th,  1S75, 
for  boring-machines,  both  granted  to  Geo.  W.  Badger,  held  valid, 
and  infringed  by  the  defendants.     Cox  v.  RamsdelL  y2!b 

BARBER — CUTTING    ATTACHMENTS   FOR   SEWING-MACHINES. 

5.  Reissued  patent  No.  7,860,  granted  to  Lyman  L.  Barber,  August 
28,  1877,  for  improvement  in  cutting  attachments  for  sewing-ma- 
chines, held  to  be  valid,  and  that  the  defendant   has    infringed 

the  1st,  2d  and  8th  claims  thereof.    Barber  v,  HalUtt.  213 

6.  The  machine  used  by  the  defendant  held  to  differ  from  the  com- 
plainant's patented  machine,  merely  in  the  position  of  the  work- 
ing parts,  and  that,  though  by  such  changes  some  improvement 
may,  perhaps,  have  been  accomplished,  it  is,  nevertheless,  an  in- 
fringement.    Id,  213 

BLACKBURN    &    WOODSIDE — FARE   REGISTER. 

7.  The  fourth  and  seventh  claims  of  the  reissued  patent  of  Blackburn 
&  Woodside,  No.  7,120,  May  i6th,  1876,  for  an  improved  fare 
register,  construed,  and  the  defendants  held  not  to  have  infringed. 
Passenger  Fare  Enumerator  and  Classifier  Co.  v.  Metropolitan  R.  R. 

Co,  ,  n6 

BLACJCMAN — COAL   OIL    LAMPS. 

8.  The  reissued  letters  patent  No.  7,417,  granted  to  Ebenezer  Black- 
man,  December  5th,  1876,  for  improvements  in  lamps  for  burning 
coal  oil,  on  the  surrender  of  original  letters  patents  No.  123,325, 
granted  to  said  Blackman  February  6th,  1872,  are  invalid,  as  re- 
spects claims  i,  2,  4  and  5.     Blackman  v.  Hibbler,  641 

9.  The  claims  of  the  reissue  are  not  for  the  same  invention  described 

in  the  original  patent.     Id.  641 

10.  The  specification  of  the  original  patent  describes  the  invention  as 
the  use,  only  in  combination,  of  a  glass  chimney  base  and  a  mica 
chimney  top,  and  does  not  suggest  the  use  of  the  base  as  a  sepa- 
rate device.  Therefore,  all  claims,  in  the  reissue,  to  the  use  of  the 
base  by  itself,  are  invalid.     Id.  641 

11.  Claims  i,  2,  4  and  5  of  the  reissue  are  void  for  want  of  novelty. 

Id.  641 

BUFFUM — MACHINE   FOR   MAKING    GUTTERS   FOR   BUILDINGS. 

\  12.  Upon   the  construction  given  by  the  court  to  reissued   patent 
No.  6,675,  granted  to  complainant  October  5th,  1875,  for  a  ma- 
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chine  for  making  gutters  for  buildings  (the  original  patent  having 
been  dated  July  25th,  1871,  and  numbered  Ii7>255),  the  defendants 
held  not  to  have  infringed.    Buff  mm  v.  Oakland  M/g,  Co,  599 


BULL-KEIZER — PUMPS. 

13.  The  validity  of  reissued  letters  patent,  dated  February  29th,  1877, 
No.  6,962,  granted  to  Lewis  R.  Keizer,  assignee  of  Henry  C.  Bull, 
reaffirmed.     Odorless  Excavating  Apparatus  Co,  v.  Clements,  540 

BURDETT — REED    ORGANS. 

14.  The  first,  second  and  fourth  claims  of  the  letters  patent  granted  to 
Riley  Burdett,  February  23d,  1869,  for  seventeen  years  from  the 
24th  of  August,  1868,  for  an  **  improvement  in  reed  organs," 
namely,  "  (i.)  The  arrangement,  in  a  reed  musical  instrument,  of 
the  reed  board  A,  having  the  diapason  set  a  and  its  octave  set  ^, 
and  the  additional  set  L,  extending  from  about  at  tenor  F  upward 
through  the  scale,  substantially  as  and  to  the  effect  set  forth  ;  (2.) 
The  reed  board  A,  and  foundation  board  G,  constructed  with  the 
contracted  valve  openings  D,  F,  F,  and  the  reeds  arranged  in 
relation  thereto,  all  in  the  manner  described  ;  (4.)  In  connection 
with  the  reed  board  A,  having  the  sets  tf,  b  and  L,  as  described, 
the  independent  dampers  B  and  M,  as  set  forth,"  construed.  Bur- 
dett v.  Estey,  7 

15.  The  invention  covered  by  the  first  claim  is  not  the  mere  addition 
to  the  reed  board  of  an  organ  having  two  sets  of  reeds,  of  an  inter- 
mediate partial  pet  from  tenor  F  upwards,  but  it  is  the  addition  to 
such  a  reed  board  of  such  an  intermediate  partial  set,  placed  and 
constructed  in  the  manner  set  forth  in  the  specification  and  draw- 
ings annexed  to  the  patent.     Id,  7 

16.  Said  first  and  second  claims  are  valid.    Id,  7 

17.  Said  fourth  claim  is  invalid,  for  want  of  invention.    Id,  7 

iS.  Said  patent  is  not  void  because  of  any  unreasonable  neglect  or  de- 
lay to  enter  a  disclaimer  to  either  the  third  or  the  fourth  claim.    Id,      7 

19.  The  plaintiff* held  to  be  entitled  to  recover  on  the  first  and  second 
claims,  without  costs,  although  he  did  not,  before  bringing  the 
suit,  disclaim  what*  is  covered  by  the  fourth  claim,  provided  he 
should  file  a  proper  disclaimer  of  what  is  claimed  in  the  fourth 
claim.     Id.  7 

BURDETT — REED   ORGANS. 

20.  The  question  of  what  is  an  infringement  of  the  second  claim  of  the 
patent  granted  to  Riley  Burdett,  February  23d,  1869,  for  an  "  im- 
provement in  reed  organs,"  considered,  in  view  of  the  decision  in 
Burdett  v.  Estey,  15  Blatchf.  C.  C.  R.,  349.    Burdett  v.  Estey,  141 
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21.  A  structure  which  has  an  intermediate  partial  set  of  reeds,  extend- 
ing downwards  through  the  scale  to  tenor  F,  and  placed  horizon- 
tally on  the  top  of,  and  in  addition  to,  a  common  double  reed 
board,  with  both  the  vibrating  and  the  stationary  ends  of  the  reeds 
the  full  thickness  of  the  reed  board  above  the  other  sets  and  above 
the  entrances  to  the  air  passages,  and  the  valve  openings  from 
tenor  F  downward  gradually  and  uniformly  lengthening  till  the 
lower  and  longest  one  is  about  half  an  inch  longer  than  those  . 
above  tenor  F,  does  not  infringe  the  second  claim  of  said  patent. 

Id.  141 

22.  The  decision  on  the  motion  for  attachment  was  made  without 
prejudice  to  the  raising  of  the  same  question  of  infringement  on 
the  accounting  under  the  interlocutory  decree.    Id,  141 

CAMMEYER — ^STILL-WATER    DAM. 

23.  The  reissued  patent  No.  6,249,  dated  January  26th,  1875,  for  im- 
provement in  apparatus  for  removing  obstructions  under  water 
(the  original  patent  having  been  dated  July  28th,  1868,  No.  80,492), 
held  void.     Cammeyer  v.  Newton,  159 

CHRISTMAN — PUMP   FILTERS. 

24.  The  reissued  letters  patent  granted  to  John  Christman,  March  24th, 
1874,  for  an  '*  improvement  in  pump  filters,"  on  the  surrender  of 
original  letters  patent  granted  to  him  November  28th,  1865,  are 
valid,  as  respects  the  first  claim.     Christman  v.  Rumsey.  506 

25.  The  said  reissued  patent  has  not  new  matter  introduced  into  its 
specification  in  violation  of  g  53  of  Act  of  1870  ;  nor  is  it  open  to 
the  objection  that  it  is  not  for  the  same  invention,  or  for  any  in- 
vention, described  in  the  original  specification  as  the  invention  of 
the  patentee.    Id,    ,  •  506 

26.  It  was  lawful,  under  the  decision  in  The  Corn  Planter  Patent^  23 
Wallace,  i8r,  to  reissue  said  patent  with  claims  to  combinations 
of  fewer  elements  than  were  contained  in  the  combination  claimed 
in  the  claim  of  the  original  patent,  the  sub-combinations  of  the 
reissue  entering  into  a  larger  combination  claimed  in  the  original. 

Id.  506 

27.  The  claims  of  said  reissued  patent,  namely,  '*  i.  The  combination 
of  a  wire  gauze,  C,  with  an  open  grating  or  guard,  A,  of  sufficient 
strength  for  the  purpose  required, and  a  point,  A^ constructed  sub- 
stantially as  and  for  the  purposes  described.  2.  The  combination 
of  a  grating,  A,  having  apertures  through  it  for  the  passage  of  the 
water  to  the  interior,  forming  the  lower  end  of  a  pump  tube,  with 
a  wire  gauze,  C,  for  filtering  the  water,  substantially  as  de- 
scribed," are  claims  to  combinations  and  not  merely  to  aggrega- 
tions of  parte.    Id,  506 
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28.  The  question  of  the  infringement  of  the  first  claim,  considered. 

Id.  506 

29.  The  second  claim  is  void  for  want  of  novelty.     Id,  506 

30.  The  plaintiflf  was  allowed  to  recover  on  the  first  claim,  on  making, 
before  a  decree,  a  disclaimer  as  to  the  second  claim,  it  not  appear- 
ing that  there  had  been  any  unreasonable  neglect  or  delay  to 
enter  such  disclaimer,  but,  as  the  disclaimer  was  not  made  before 
the  suit  was  brought,  costs  to  the  plaintiff  were  refused.    Id,      506 

COCHRANE — PROCESS   FOR   MANUFACTURING    FLOUR. 

31.  Reissued  letters  patent  No.  5,841,  dated  April  21st,  1874,  granted 
to  W.  F.  Cochrane,  for  a  process  for  manufacturing  flour  (the 
original  patent  having  been  granted  to  the  said  W.  F.  Cochrane, 
January  6th,  1863,  number  37,317),  held^  not  to  be  for  the  same 
invention  as  the  original,  and,  therefore,  void.  American  Middlings 
Purifier  Co.  v.  Atlantic  Milling  Co.  148 

CONANT — MACHINES    FOR  WINDING    THREAD. 

32.  The  first  and  third  claims  of  letters  patent  No.  26415,  granted  to 
Hezekiah  Conant,  December  13th,  1859,  and  extended  for  seven 
years  June  21st,  1873,  for  ^n  "  improvement  in  machines  for  wind- 
ing thread  on  spools,"  held  valid.  Willimantic  Linen  Co.  v.  Clark 
Thread  Co.  133 

COPBETT — ALARM   REGISTER. 

33.  The  tenth  and  eleventh  claims  of  the  reissued  patent  of  Joseph 
Corbett.  No.  6,929,  granted  February  15th,  1876,  held  valid,  and 
that  the  defendants  infringed  the  same.     Railway  Register  Mfg. 

Co.  v.  Highland  Street  Railway  Co.  1 16 

DIKE — TRUSS. 

34.  Letters  patent  No.  70,324,  granted  to  Solon  Dike,  October  29th, 
1867,  for  a  truss  and  supporter,  held  invalid  for  want  of  novelty. 
Elastic  Truss  Co.  v.  Page.  328 

FISCHER — MACHINE  FOR   FORMING   SHEET  METAL  MOULDINGS, 

35.  The  letters  patent  No.  74.0^8,  granted  to  Valentine  Fischer,  Feb^ 
ruary  4th,  1868,  for  an  "  improvement  in  machine  for  forming 
sheet  metal  mouldings,"  are  valid.    Fischer  y    Wilson.  228 

36.  The  4th  claim  of  the  patent,  namely  :  **  Arranging  the  female  die, 
G,  above  the  male  die,  E  or  F,  for  the  purpose  of  keeping  the  fe- 

.  male  die  clear,  as  set  forth,"  claims  the  described  arrangement  of 
VOL.  IV — 43 
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the  two  dies,  so  that,  having  such  a  lower  male  die  as  E  or  F  is, 
the  female  die  shall  be  above  the  male  die,  and  thus  be  kept  clear, 
resulting  in  keeping  both  dies  clear,  instead  of  having  the  female 
die  below,  in  a  position  to  be  clogged  and  mar  the  work,  even 
though  the  upper  male  die  should  clear  itself.     Id.  228 

37.  Sufficient /nwij  facie  evidence  of  the  use  by  a  defendant  of  a  ma- 
chine infringing  a  patent,  held  to  have  been  given.     Id.  228 


FLETCHER — REVENUE  STAMP. 

38.  The  letters  patent  granted  to  Addison  C.  Fletcher,  June  8th,  1S69, 
for  an  improved  Government  revenue  stamp,  are  valid.      FleUlur 

V.  Selden,  394 

39.  The  claim  of  said  patent,  namely,  "  A  postage  or  revenue  stamp, 
having  a  portion  of  its  surface  composed  of  thin  or  fragile  paper, 
or  other  suitable  material,  loosely  attached,  and  on  which  a  por- 
tion of  the  design  or  other  matter  is  printed,  substantially  as  and 
for  the  purpose  or  purposes  set  forth,"  is  limited  to  a  stamp  on 
which  the  flap  is  loosely  attached  to  the  face  of  the  main  body  of 
the  stamp,  and  has  a  portion  of  the  design  imprinted  upon  it,  and 
is  not  infringed  by  a  stamp  wherein  the  design  is  printed  on  the 
main  body  of  the  stamp,  and  a  portion  of  the  printed  stamp  is 
loosely  attached  to  an  unprinted  slip  of  paper  attached  to  the  back 

of  the  main  body.    Id,  394 

GARDNER — CHAIR   SEATS. 

40.  The  reissued  letters  patent  granted  to  George  Gardner,  William 
Gardner  and  Jane  E.  Gardner,  July  4th,  1876,  for  an  **  improve- 
ment in  chair  seats,"  (the  original  patent  having  been  granted  to 
George  Gardner  and  Gardner  &  Gardner,  May  21st,  1872,  on  the 
invention  of  George  Gardner),  are  void.     Gardner  v.  Herz,  320 

41.  The  invention  consisted  in  constructing  chair  seats  of  two  or  more 
veneers  of  wood,  with  the  grains  crossing  each  other,  the  veneers 
being  glued  together  by  an  adhesive  substance,  and  in  perforating 
the  seat  with  holes,  for  ventilation  and  ornament.    Id,  320 

42.  All  except  the  perforations  is  described  in  letters  patent  granted 
to  John  K.  Mayo,  December  26th,  1865,  for  "improved  material 
for  roofing,  tubing,  tank,  wainscoting,  boats,  and  other  struct- 
ures," and  in  Division  £  of  the  reissue  of  that  patent,  granted 
August  i8th,  i863.    Id,  320 

43.  As  to  the  perforations,  the  invention  was  not  patentable,  because 
sheet  metal  seats  of  chairs  had  before  been  perforated,  also  india 
rubber  and  gutta  percha  seats  for  chairs.    Id.  320 
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GOODALE — MACHINERY    FOR   MAKING  PAPER  BAGS. 

44.  The  decision  in  Union  Paper  Bag  Machine  Co.  v.  Pultz  and  Walk- 
Uy  Co,^  15  Blatchf.  C.  C.  R.,  160,  sustaining  the  validity  of  the  first 
claim  of  the  letters  patent  granted  to  William  Goodale,  July  12th, 
1859,  for  improvements  in  machinery  for  making  paper  bai^s,  con- 
firmed.    Union  Paper  Bag  Machine  Co,  v.  The  Pultn  and  Walkley 

Co,  181 

45.  An  inoperative  and  abandoned  model,  containing  a  three-cutter 
knife,  existed  and  was  known  to  the  patentee,  but  he  was  the  first 
to  demonstrate  that  such  a  knife  would,  in  an  organized  machine, 
cut  a  blank  from  a  roll  of  paper  in  the  flat  sheet,  by  a  transverse 
cut,  so  that  the  blank,  when  cut  off,  would  be  of  the  form  ready  to 
be  folded  into  a  bag.  Having  done  so,  he  had  a  right  to  claim  the 
knife  separately.     Id,  181 

GORDON — PHOTOGRAPHIC   SHIELD. 

46.  The  letters  patent  granted  to  Ebenezer  Gordon,  October  19th, 
1858,  for  **  a  photographic  shield,"  are  valid.     Gordon  v.  Anthony,  24S 

47.  The  case  of  Stevens  v.  Gladding^  17  How.,  447,  examined  and  ex- 
plained.    Id,  248 

GRAEBE   ft   LIEBERMANN — ARTIFICIAL   ALIZARINE. 

48.  Reissued  letters  patent  No.  4,321,  Division  B,  granted  April  4th, 
1871,  to  Charles  Graebe  and  Charles  Liebermann,  for  artificial  alls- 
arine  produced  from  anthracine,  are  valid.  Badische  Anilin  and 
Soda  Fabtik  v.  Cochrane.  2 1 5 

49.  The  decision  of  this  court  in  Anilin  v.  Higgin^  15  Blatchf.  C.  C.  R , 
290,  confirmed.    Id,  215 

50.  Artificial  alizarine,  made  according  to  the  process  of  the  patent, 
was  a  new  product,  and  was  patentable.     Id.  215 

51.  The  artificial  alizarine  of  the  patent  is  different  from  chemically 
pure  alizarine,  and  the  patent  covers  the  invention.    Id,  «  215 

52.  The  patent  is  infringed  by  an  article  produced  by  the  process  of 
letters  patent  No.  153.536,  i?rjinted  July  28th,  1874,  to  Heinrich 
Caro,  Charles  Graebe  and  Charles  Liebermann.    Id,  215 

GRAEBE    A    LIEBERMANN — ARTIFICIAL  ALIZARINE. 

53.  The  complainant's  patent  was  for  an  article  produced  from  anthra- 
cene, called  by  the  patentees  "artificial  alizarine,"  and  the  patent 
described  two  modes  of  its  production,  by  means  of  bromine. 
Subsequently,  it  was  discovered  that  the  article  could  be  produc- 


676  INDEX. 


Particular  Patents. 


ed  more  cheaply  by  using  sulphuric  acid,  or  other  agents,  instead 
of  bromine  :  HeUit  that  the  article  produced  by  the  sulphuric 
acid  process  was  an  infringement  of  the  complainant's  patent. 
Badische  Anilin  and  Soda  Fabrik  v.  Cummins p  489 

54.  The  words  '*  artificial  alizarine"  in  the  claim  describe  the  product 
produced  by  the  process,  and  do  not  necessarily  mean  chemically 
pure  alizarine,  and  the  claim  is  valid  as  being  for  a  new  article  of 
manufacture.     Id,  489 

HART — HOT    AIR   FURNACES. 

55.  Reissued  lettters  patent  No.  7,254,  granted  to  George  T.  Flint,  as 
assignee  of  Orange  N.  Hart,  August  8th,  1876,  for  an  improvement 
HI  hot  air  furnaces,  held^  to  be  for  the  same  invention  as  that  de- 
scribed in  the  original  patent.  No.  92,822,  granted  to  the  said 
Han  July  20th  1869.     Flint  v.  Koberts.  165 

56.  The  invention  described  and  claimed  in  the  reissue  was  not  antici- 
pated.   Id,  165 

57.  The  defendants  infringe  by  using  the  invention  in  connection  with 

an  improvement  patented  by  another.    Id,  165 

58.  While  the  complainant  would  not  be  permitted  to  use  the  improve- 
ment in  connection  with  his  invention,  the  defendants  cannot  use 
the  complainant's  invention  in  connection  with  their  improvements. 

Id,  165 

HEATH — CUSPADORE. 

59.  The  letters  patent  granted  to  Eugene  A.  Heath,  October  loth, 
i87i,for  an  "  improvement  in  cuspadores/  are  valid.  UniUd States 
Stamping  Co,  v.  King,  469 

60.  The  invention  covered  by  the  claim  of  the  patent,  defined.    Id,        469 

61.  Although,  in  a  prior  suit  on  the  patent,  it  had  been  held  invalid, 
in  view  of  a  prior  patent,  this  Court  held  it  to  be  valid,  and  grant- 
ed a  preliminary  injunction  on  it,  on  a  diflferent  state  of  facts.     Id,  469 

62.  The  invention  in  the  Heath  patent,  held  to  be  patentable.     Id,        469 

INGALLS-NORTON-SHAVOR   ft   CORSE — POST-OFFICE 

STAMPS. 

63.  The  reissued  letters  patent,  division  A,  No.  4,143,  granted  to 
Helen  M.  Ingalls,  October  4ih,  1870,  for  an  improvement  in  post- 
office  post-marking  and  cancelling  hand-stamps  (originally  grant- 
ed to  Marcus  P.  Norton,  April  14th,  1863,  and  reissued  to  Jacob 
Shavor  and  Albert  C.  Corse,  August  23d.  1864,  and  to  said  Nor- 
ton, August  3d,  1869),  arc  valid.     Campbell  v,  James,  456 
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64.  The  invention  was  made  by  Norton  before  May  4th,  1859.    Id,        456 

65.  A  letter  from  Norton,  introduced  in  evidence  by  the  defendant,  is 
evidence  for  the  plaintiff  on  those  points  which  are  in  his  favor. 

Id.  456 

IRWIN — LANTERN. 

66.  Letters  patent,  No.  50,591,  granted  to  John  H.  Irwin,  October  24th, 
1865,  for  a  lantern,  the  top  or  dome  of  which  is  hinged  to  the 
guard  on  one  side,  in  such  manner  that  it  can  be  closed  firmly  to 
the  guard,  by  the  operation  of  a  hinge,  and  a  catch  on  the  side  op- 
posite the  hinge,  so  that,  when  the  top  or  dome  is  lifted  or  thrown 
back  on  the  hinge,  the  globe  can  be  removed  from  the  guard,  held 
valid.     Adams  v.  Illinois  Mfg.  Co.  543 

JENKINS — ELASTIC    PACKING. 

67.  The  first  claim  of  the  reissued  letters  patent  No.  3,579,  granted 
August  3d,  1869,  to  Nathaniel  Jenkins,  for  an  **  improvement  in 
the  manufacture  of  elastic  packing,"  namely,  "An  elastic  packing 
composed  of  at  least  four-tenths  of  finely  pulverized  refractory 
earthy  or  stony  material,  intimately  mingled  with,  and  held  to- 
gether by,  rubber  prepared  for  vulcanizing,  and  then  vulcanized, 
as  and  for  the  purpose  described,"  includes  only  soft  vulcanized 
rubber,  and  does  not  include  hard  rubber,  or  vulcanite,  so  called, 
made  of  rubber  mingled  with  25  per  cent,  or  over,  of  sulphur,  and 
then  vulcanized.     Clarke  v.  yohnson,  403 


KING — BALE   OF   PLASTERERS*    HAIR. 

68.  Letters  patent  granted  to  Wendell  R.  King,  dated  June  30th,  1874, 
numbered  152,560,  ^//t/ invalid.    King  \,  Frostel,  236 


LADD — SPRING    BED   BOTTOMS. 

69.  Letters  patent  No.  191,244,  granted  to  Hermon  W.  Ladd,  May 
29th,  1877,  for  an  "  improvement  in  spring  bed  bottoms,"  held 
valid.     Laddv.  Tucker  Mfg.  Co.  344 

70.  A  patent  for  a  spring  bed  bottom,  the  bars  of  which  are  composed 
of  two  or  more  thin  bars  of  wood  laid  one  upon  another,  and 
having  their  bolt  holes  sufficiently  larger  in  diameter  than  the  bolts 
or  rivets  which  pass  through  them,  to  allow  each  bar  or  strip  to 
bend  or  spring  independently  of  that  or  those  next  to  it,  construed 
to  include  strips  or  bars  of  wood  riveted  together  more  or  less 
tightly.     Id.  344 
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LITTLEFIELD — STOVES. 

71.  The  decision  of  the  Supreme  Court,  in  Littlefieldv,  Perry ^  21  Wal- 
lace, 205,  construed.     Perry  v.  Littlefield,  624 

72.  The  invention  covered  by  the  claim  of  the  letters  patent  reissued 
to  Dennis  G.  Liitlefield,  May  31st,  1870,  for  an  "  improvement  in 
tlie  mode  of  hinging  covers  to  stoves,  tea  kettles  and  other  open- 
topped  vessels,"  on  tne  surrender  of  the  original  letters  patent 
granted  to  said  Littlefield,  March  13th,  1866,  namely/*  A  detacha- 
ble cover  and  its  seat,  respectively  provided  with  a  pin  and  an 
opening,  so  constructed  as  to  engage  or  lock  with  each  other,  for 
ihe  purpose  of  hinging  and  securing  a  cover  upon  an  open-topped 
vessel,  substantially  as  described,*'  is  an  invention  the  exclusive 
right  to  which  for  the  States  of  New  York  and  Connecticut,  as  ap- 
plicable to  stoves  covered  by  the  patents  embraced  in  the  assign- 
ment of  April  5th,  1853,  and  in  the  supplemental  agreement  of  the 
same  date,  referred  to  in  Littlefiildv,  Perry,  belongs  to  the  plain- 
tifT,  as  against  Littlefield  and  all  persons  claiming  under  him.     Id.  624 

LOCKWOOD— CIRCULAR   SAWS. 

73.  The  reissued  letters  patent  No.  8,076,  granted  to  James  K.  Lock- 
wood,  February  5th,  1878,  for  improvement  in  circular  saws  (the 
original  patent  having  been  dated  November  12, 1867,  and  num- 
bered 70,728),  being  for  an  invention  different  from  the  original 
patent,  held  void.     Curtis  v.  Branch,  189 

LYON — PADLOCKS. 

74.  Upon  the  construction  given  by  the  court  to  the  second  claim  of 
the  patent  granted  to  James  W.  Lyon,  for  improvement  in  pad- 
locks, dated  April  22d,  1862,  and  numbered  35,030,  the  defend- 
ants held  not  to  have  infringed.     Miller  v.  Smith,  314 

MCGILL — conductor's   REGISTER. 

75.  Letters  patent  No.  76,646,  granted  to  Wm.  C.  McGill,  April  14th, 
1S68,  for  a  conductor's  register,  construed,  and  upon  the  construc- 
tion given,  and,  in  view  of  the  state  of  the  art,  the  defendants  held  not 
to  have  infringed  the  same.  Railway  Register  Mfg.  Co.  v.  High- 
land Street  Railway  Co.  1 16 

76.  A  claim  for  "the  combination  of  the  ratchet  wheel,  pawl  and 
lever,  with  or  without  the  bell  attachment,  arranged  and  operating 
substantially  as  and  for  the  purposes  described*' :  Held,  in  view  of 
the  state  of  the  art,  not  to  cover  the  ratchet  wheel,  pawl  and  lever, 
used  by  the  defendants,  the  arrangement  of  which  was  different, 
especially  in  the  mode  in  which  the  lever  was  operated.    Id.  116 
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MACDONALD — DRESS   PROTECTOR. 

77.  Htld^  that  the  '*  fluted  or  plaited  border"  of  the  complainant's 
dress  protector,  for  which  letters  patent  No.  155,534  were  granted 
to  her  September  29th,  1874,  is  not  an  essential  part  of  the  inven- 
tion.    Macdonaldv,  Shepard.  343 

78.  The  case  of  Macdonald  v.  Blackmer^  ante  p.  78,  referred  to.  343 

MANNING — ISINGLASS. 

79.  Letters  patent  No.  134,690,  granted  to  James  Manning,  January 
7th,  1873,  for  an  improvement  in  the  manufacture  of  isinglass,  ^/</ 
invalid.    Manning  v.  Cape  Ann  Isinglass  and  Glue  Co,  6x2 

MARSHALL-WILSON — PACKING    AND    PRESERVING    MEAT. 

80.  The  patents  granted  to  W.  C.  Marshall,  July  12th,  1864,  reissued 
May  25th,  1875,  and  to  William  J.  Wilson,  March  31st,  1874,  re- 
issued April  6th,  1875,  for  processes  of  packing  and  preserving 
meat,  held  not  to  be  for  patentable  inventions.     Wilson  Packing 

Co,  v.  Clapp,  355 

MOFFITT — HEEL   STIFFENERS   OR   COUNTERS   FOR    BOOTS 

AND   SHOES. 

81.  The  invention  patented  to  the  complainant.  May  21st,  1872,  num- 
bered 127,090,  for  forming  heel  stiffeners  or  counters,  by  means 
of  two  rollers,  is  not  infringed  by  a  machine,  for  similar  purposes, 
patented  to  Louis  Cot6,  which  operates  with  one  roller  working 

in  a  stationary  mould.     Moffitt  v.  Rogers,  225 

82.  The  question  of  the  patentability  of  defendant's  invention,  as  affect- 
ed by  the  practicability  of  his  machine  when  compared  with  the 
complainant's,  considered.     Id,  225 

MONCE — TOOL   FOR   CUTTING   GLASS. 

83.  Letters  patent  No.  91,150,  granted  to  Samuel  G.  Monce,  June  8th, 
1869,  for  a  "Tool  for  Cutting  Glass,"  held  void  for  want  of  novel- 
ty, the  invention  having  been  in  public  use  and  on  sale  more  than 
two  years  prior  to  his  application  for  the  patent.  Monce  v.  Wood- 
worth,  307 

MOVER — BOTTLE- STOPPER. 

84.  Upon  the  construction  given  by  the  Court  to  letters  patent  No. 
48.300  granted  to  £.  D.  Moyer,  on  June  20th,  1865,  for  an  im- 
proved bottle-stopper,  the  defendants  ^A/ not  to  have  infringed. 
Hicks  V.  Mailer.  434 
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NIEDRINGHAUS — ENAMELLED  IRON-WARE. 

65.  The  reissued  patent  No.  7.779.  granted  to  Frederick  G.  Nicdring- 
haus  and  William  F.  Niedringhous,  July  3d,  1877,  for  improve- 
ment in  the  manufacture  of  enamelled  iron-ware  (the  original  patent 
having  been  dated  May  30, 1876,  and  numbered  177,953)  are  valid. 
Si.  Lout's  Stamping  Co.  v.  Quinby.  192 


NOBEL — NITRO-GLYCERINE. 

86.  The  reissued  letters  patent,  No.  5,799,  granted  to  the  Giant  Pow- 
der Company,  March  17th,  1874,  for  17  years  from  the26ih  of  May, 
186S,  for  an  *'  improved  explosive  compound"  (the  original  patent 
having  been  granted  to  Julius  Bandmann,  as  assignee  of  Alfred 
N6bel,  as  inventor,  as  No.  78,317,  May  26ih,  1868),  are  valid. 
Atlantic  Cinnl  Powdtr  Co,  v.  Hand.  263 

87.  The  claim  of  the  said  patent,  namely,  "  The  combination  of  nitro- 
glycerine with  infusorial  earth,  or  other  equivalent  absorbent  sub- 
stance, as  a  new  explosive  compound,"  is  infringed  by  an  explosive 
compound  known  as"rendrock  powder,"  and  containing,  in  100 
parts  by  weight,  34.71  parts  of  nitro-glycerine,  52.68  parts  of  nitrate 
of  potash,  5.84  parts  of  sulphur  and  6.77  parts  of  woody  fibre, 
charcoal  and  resin,  in  nearly  equal  proportions.    Id,  263 

88.  Said  reissued  patent  is  not  for  a  different  invention  from  the  said 
original  patent.     Id,  263 

89.  The  specifications  of  the  original  and  the  reissue  examined  and 
compared.    Id,  263 

90.  The  reissued  letters  patent  No.  5.799,  granted  to  the  Giant  Powder 
Company,  March  17th,  1874,  for  an  "improved  explosive  com- 
pound "  (the  original  patent  having  been  granted  to  Julius  Band- 
mann,  as  assignee  of  Alfred  NObel,  the  inventor,  as  No.  78,317, 
May  26ih,  1868),  are  valid.     Atlantic  Giant  Powdtr  Co,  v.  Parker,      292 

91.  The  decision  in  Atlantic  Giant  Powder  Co,  v.  Rand  confirmed. 

Id,  292 

92.  The  claim  of  that  patent  is  infringed  by  a  powder  called  "  Neptune 
Powder,*'  composed  of  56  parts  of  nitrate  of  soda,  14  parts  of  char- 
coal, and  30  parts  of  nitro-glycerine.    Id,  292 

PHILLIPS — WOODEN    PAVEMENTS, 

93.  Letters  patent  No.  121,544, granted  to  Robert  C.Phillips,  Decem- 
ber 5th,  1871,  for  improvement  in  wooden  pavements,  held  void 

for  want  of  novelty  and  invention.    Phillips  v.  City  of  Detroit,         347 
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SEIDLER — PLUG    TOBACCO. 

94.  The  first  and  third  claims  of  reissued  patent  No.  7,362.  granted  to    - 
Charles  Seidler,  October  24th,  1876,  for  improvement  in  plug  to- 
bacco, held  invalid  for  want  of  patentable  invention.     Lorillard  v. 
Ridgway,  564 

95.  The  case  oi  Lorillard 'v.  McDowell^  2  Bann.  &  Ard.,  531,  upon  the 
additional  proof  oflfered  in  this  case,  not  followed.    Id.  564 

SEVERANCE-LESCHOT — ROCK    DRILL. 

96.  The  reissued  letters  patent,  No.  3,690,  granted  to  Asahel  J.  Sever- 
ance, as  assignee  of  Rodolphe  Leschot,  October  26th,  1869,  for  an 
improved  rock  drill,  are  valid.     American  Diamond  Rock  Boring 

Co,  V.  Sheldon,  551 

97.  The  question  of  the   infringement  of  said  reissue,  considered. 

Id,  551 

SIMPSON — INSULATING   SUBMARINE   CABLES. 

98.  The  letters  patent  granted  to  George  B.  Simpson,  May  21st,  1867, 
for  an  "improvement  in  insulating  submarine  cables,"  are  valid. 
Colgate  V.   Western  Union  Telegraph  Co,  36 

99.  The  invention  defined.    Id,  36 

IOC.  The  claim  of  said  patent,  namely,  "The  combination  of  gutta 
percha  and  metallic  wire,  in  such  form  as  to  encase  a  wire  or  wires, 
or  other  conductors  of  electricit}',  within  the  non-conducting  sub- 
stance, gutta  percha,  making  a  '  submarine  telegraph  cable,'  at 
once  flexible  and  convenient,  which  may  be  suspended  on  poles 
in  the  air,  submerged  in  water,  or  buried  in  the  earth,  to  any  ex- 
tent, for  atmospheric  and  submarine  telegraphic  communication, 
and  for  other  electric,  galvanic  and  magnetic  uses,  as  hereinbefore 
described,"  construed.    Id.  36 

101.  The  history  of  Simpson's  efforts  to  obtain  a  patent  for  his  inven- 
tion, from  January,  1848,  until  May,  1867,  given.     Id.  36 

102.  His  various  applications  were  one  continuous  application,  and  he 
did  not  abandon  his  invention.     Id,  36 

103.  Hisreoeiving  back  from  the  Patent  Office,  after  his  application 
was  rejected,  $20  paid  by  him  as  a  fee,  held  not  to  operate  as  a 
withdrawal  of  his  application.     Id,  36 

SIMPSON — INSULATING  SUBMARINE  CABLES. 

104.  The  decision  of  this  court  in  Colgate  v.  The  Western  Union  Tele- 
graph Co.,  15  Blatchf.  C.  C.  R.,  365,  confirmed.  Colgate  v.  Gold 
and  Stock  Telegraph  Co,  415 
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SNOW — METHOD  OF  CUTTING  COLLARS. 

105.  Letters  patent  No.  132,547,  granted  to  George  K.  Snow,  October 
29th,  1872,  fora  method  of  cutting  collars  from  sheets  of  paper,  etc., 
the  claim  of  which  is  for:  "The  method  of  cutting  two  or  more 
series  of  collars,  side  by  side,  from  a  strip  of  paper,  or  other  suit- 
able material,  in  such  a  manner  that  the  wide  parts  of  the  collar 
of  one  series  shall  come  opposite  to  the  narrow  parts  of  the  ad> 
joining  series,  substantially  as  described  ";  luld^  in  view  of  the 
state  of  the  art,  not  to  describe  a  patentable  invention.  Snow  v. 
Taylor,  5 

STEWART — FOLDING    CHAIRS. 

106.  The  second  claim  of  reissued  letters  patent  No.  6,076,  granted  to 
complainant  October  6th,  1874,  for  folding  chairs,  is  void  for  want 
of  novelty  ;  the  first  claim  of  said  patent  possesses  sufficient  nov- 
elty and  utility  to  support  it.     Stewart  v.  Mahoney,  84 

THATCHER — AIR-HEATING    FURNACE. 

107.  The  second  and  third  claims  of  letters  patent  No.  71,244,  granted 
to  John  M.  Thatcher,  November  19th,  1867,  for  an  "Air-Heating 
Furnace,"  namely :  "  2.  The  clinker-cleaning  passage  from  and 
through  the  furnace  front  to  and  into  the  fire-pot,  enclosed  by 
the  plate  connected  with  the  fire-pot,  furnace  front,  and  ash-pit, 
so  as  to  prevent  communication  with  the  hot  air  chamber  sur> 
rounding  the  fire-pot,  substantially  as  described,"  and  "  3.  In 
combination  with  the  clinker-cleaning  passage,  the  downward 
passage  leading  therefrom  to  the  ash-pit,  substantially  as  de- 
scribed ":  Heldf  valid.      Thatcher  Heating  Co.  v.  Carbon  Stove  Co.        63 

WALKER — MODE    OF   CUTTING    SOLES. 

108.  The  complainant's  patent  construed  to  contain  merely  a  direction 
to  workmen  to  use  a  known  tool  in  a  skilful  mode,  well  known 
in  other  arts,  and  in  the  same  art,  as  applied  to  a  somewhat  dif- 
ferent tool,  to  effect  an  old  result,  and,  therefore,  that  it  does  not 

set  out  a  patentable  invention.      Walker y.  Kawson.  12S 

109.  Letters  patent  No.  49,572,  granted  to  Joseph  H.  Walker.  August 
22d,  1865,  for  an  improved  mode  of  cutting  soles  for  boots  and 
shoes,  held  not  to  describe  a  patentable  invention.     Id,  12S 

WEBBER — KINDLING    WOOD. 

1 10.  The  letters  patent  granted  to  J.  Wesley  Webber,  August  T7th, 
1869,  for  an  ''improved  kindling  wood,"  the  claim  thereof  being. 
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**  The  accompanying  or  fastening  one  or  more  fire-lighters,  A,  to 
or  with  the  bundle  of  the  common  article  of  manufacture  known 
as  bundle  or  kindling  wood,  the  fire  lighter  to  be  suitably  moulded 
or  pressed,  and  to  be  made  of  a  combustible  material,  such  as 
resin  or  tar,  the  ingredients  of  which  I  do  not  claim,  my  inven- 
tion consisting  wholly  of  accompanying  or  fastening  a  fire  lighter, 
A,  to  or  with  the  bundle,  or  at  the  string,  B,  of  the  bundle  of  the 
common  article  of  manufacture  known  as  bundle  or  kindling 
wood,"  are  void  for  want  of  patentable  invention.  Aicott  ▼. 
Young,    •  197 

■ 

WEBSTER — LOOMS. 

111.  The  letters  patent  issued  August  27th,  1872,  to  William  Webster, 
for  an  improvement  in  looms  for  weaving  pile  fabrics,  are  invalid. 
WebsUr  Loom  Co,  v.  Higgins.  88 

112.  In  respect  to  the  fifth  claim  of  said  patent,  namely,  "  In  combina- 
tion, the  lay  and  its  rigid  shuttle  box,  the  pivoted  vibrating  wire 
trough,  the  reciprocating  driving  slide,  and  the  latch  moving 
thereon,  the  latter  being  operated  by  the  wire  box,  the  combina- 
tion being  and  operating  substantially  as  described,"  the  descrip- 
tive part  of  the  specification  is  insufficient.     Id,  88 

113.  The  combination  set  forth  in  said  fifth  claim  is  not  a  patentable 
combination,  but  a  mere  aggregation  of  devices.     Id,  88 

114.  Webster  was  not  the  first  inventor  of  the  invention  sought  to  be 
covered  by  said  fifth  claim.     Id,  88 


WILLIAMS — LOCOMOTIVE    LAMPS. 

1x5.  The  decision  of  this  Court  in  Williams  w.  The  Rome,  Watertoion, 
and  Ogdensburgh  R,  R,  Co,,  15   Blatchf.  C.  C.  R.,  200,  in  regard  to 
the  reissued  letters  patent  granted  to  Irvin  A.  Williams,  Decem- 
ber 19th,  1865,  for  an  "improvement  in  locomotive  lamps,"  cited 
and  applied.      Williavis  v.  Boston  and  Albany  R,  R.  Co,  4.(1 

116.  Although  the  subordinate  combinations  covered  by  the  several 
claims  of  the  patent  will  not  produce  a  useful  result  without  the 
addition  of  other  parts  necessary  to  make  a  locomotive  lamp,  they 
are,  nevertheless,  sufficient  to  sustain  the  patent,  because,  by  their 
co-operation,  they  contribute  to  a  new  result,  and  may  be  used  in 
conjunction  with  such  other  parts  as  are  ordinarily  employed  in 
locomotive  head-lights.     Id,  441 

117.  All  the  claims  of  said  patent  are  valid,  except  the  fifth.     Id,  441 

118.  The  fifth  claim  is  void  for  want  of  novelty.     Id.  441 
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WOODBURY — PLANING    MACHINES. 

119.  The  improvement  in  planing  machines,  by  which  flat  bars  are 
placed  before  and  behind  the  cutters,  to  keep  the  stock  firm 
during^  the  operation,  instead  of  rollers  previously  used,  for  which 
letters  patent  No.  138,462  were  granted  to  Joseph  P.  Woodbury, 
April  29th,  1873  was  not  new,  having  been  anticipated  by  the  An- 
son machine.     Woodbury  Patent  Planing  Machine  Co.  v.  Keith,         100 


VAN    MARTER — TUBS   FOR   DISTILLING    ESSENTIAL    OILS. 

120.  The  reissued  letters  patent  granted  to  Barton  P.  Van  Marter, 
August  17th.  1869,  on  the  surrender  of  the  original  letters  patent, 
granted  to  him  January  19th,  1869,  for  an  improvement  in  tubs 
for  distilling  essential  oils,  in  claiming  "  the  cover,  when  provided 
with  the  rubber  ring,  substantially  as  described,*'  claim  the  ar- 
rangement only  when  the  rubber  ring  is  located  between  the  covet 
and  the  ends  of  the  staves.      Van  Marter  v.  Miller,  124 

121.  The  construction  of  the  claim  narrowed,  in  view  of  the  state  of  the 
art.    Id,  124 

122.  The  claim  does  not  cover  a  device  in  which  a  rim  is  inserted  within 
the  tub  a  short  distance  below  the  top  of  the  staves,  and  is  fast- 
ened to  the  inner  sides  of  the  slaves,  and  the  rubber  packing  is 
placed  upon  such  rim.     Id,  124 

PARTIES. 

1.  Where  an  exclusive  license  has  been  granted,  the  licensee  and  the 
patentee  are  both  necessary  parties  to  a  suit  for  infringement. 
Hammond  y.  Hunt,  HI 

2.  As  a  general  rule,  2l  cestui  que  trust  is  a  necessary  party  to  a  bill  in 
respect  to  the  trust  property.    Id,  11 1 

3.  The  practice,  with  reference  to  a  plea  in  bar  for  want  of  parties, 
stated.     Id,  11 1 

4.  A  mere  licensee  under  a  patent  cannot  sue,  in  equity,  for  the  in- 
fringement  of  his  rights  under  the  patent,  without  joining  with  him, 
as  plaintiff,  the  owner  of  the  legal  title,  and  such  owner  is,  in 
such  case,  a  proper  party.     Nelson  v.  McMann,  203 

PATENT  OFFICE   RECORD. 
See  Composition,  i. 


r 
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PATENTABILITY. 

1.  A  notA  in  one  thickness  of  a  paper  bag  with  an  evenly  cut  mouth, 
such  notch  facilitating  the  opening  of  the  mouth,  being  in  existence, 
a  paper  bag  made  with  such  a  notch  in  one  thickness  of  a  mouth 
cut  with  jagged  or  serrated  edges,  with  a  view  to  facilitate  the 
opening  of  the  mouth,  is  not  a  patentable  invention.    In  re  Arkell,     So 

2.  Embossed  lines  on  writing  paper  being  old,  and  ogee  lines  em- 
bossed on  paper  being  also  old,  the  mere  change  of  the  spaces  of 
the  ogee  lines,  so  that  they  might  be  used  for  writing  paper,  does 
not  constitute  invention.     Couev,  Morgan  Envelope  Co.  107 

3.  Old  instrumentalities  are  patentable  when  combined  for  the  first 
time  in  such  a  manner  as  to  produce  new  and  useful  results. 
Willimantic  Linen  Co,  v.  Clark  Thread  Co,  133 

4.  A  bale  of  plasterers'  hair,  consisting  of  several  bundles  containing 
a  bushel  each,  inclosed  or  incased  in  paper  bags  or  similar  material, 
and  united,  compressed  and  secured  to  form  a  package,  is  not 
patentable  as  an  article  of  manufacture.     King  y.  Frosiel.  236 

5.  A  pavement  consisting  of  blocks  of  wood  cut  from  the  trunks  or 
branches  of  trees  in  their  natural  form,  the  bark  only  being  removed, 
laid  vertically  upon  a  bed  of  gravel  or  sand,  which  is  also  used  as 
a  filling  to  keep  the  blocks  in  position,  is  not  patentable.  Phillips  v. 
City  of  Detroit,  347 

6.  While  the  fact,  that  a  device  is  useful  and  has  superseded  others 
previously  employed  for  analogous  purposes,  is  proper  to  be 
considered,  and,  in  some  cases,  is  decisive,  it  does  not,  of  itself, 
establish  the  fact  of  patentability.    Jd,  347 

See  Double  Use,  i  ;  Invention,  3,  4,  5 ;  Particular  Pat- 
ents, 39,  46,  57,  75,  77,  100,  loi,  103,  104,  105,  108. 

PATENTED   ARTICLE. 

See  Infringement,  3 ;  Injunction,  8. 

PLEA. 
See  Estoppel,  2 ;  Parties,  3. 

PLEADING. 

I.  It  is  not  necessary  to  state,  in  a  bill  of  complaint  for  the  infringe- 
ment of  a  patent,  the  particular  claims  infringed  by  the  defendant. 
Thatther  Heating  Co,  v.  Carbon  Stove  Co.  68 
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2.  A  statement  of  the  complainant's  patent,  and  a  general  aMegation 
that  the  defendant  has  infringed,  is  sufficient  to  put  the  defendant 
upon  his  answer,  and  at  the  final  hearing  the  complainant  may 
specify  the  claims  of  the  patent,  on  which  he  will  ask  for  a  decree. 
Id,  68 

See  Abandonment,  2 ;  Demurrer,  i  ;  Discovery,  i  ;  Juris- 
diction, 6  ;  Estoppel,  5  ;  Parties,  i,  2,  3,  4  ;  Replica- 
tion, 2, 

PRACTICE. 

1.  Where  a  complainant  moves  for  an  injunction,  and  it  is  denied  on 
defects  pointed  out,  it  is  too  late  to  renew  his  motion,  on  papers 
designed  to  cure  such  defects,  if  he  wait  until  after  the  defendant 
has  closed  his  proofs  for  final  hearing.      Wooster  v.  Howe  Machine 

Co.  319 

2.  In  an  action  for  damages  for  publishing  a  libel,  the  answer 
omitted  to  deny  statements  in  the  complaint  as  to  the  manner  in 
which  the  plaintiff  was  damaged  and  as  to  the  amount  of  the  dam- 
ages sustained.  The  defendant  was  allowed  to  amend  the 
answer,  by  denying  such  statements,  on  the  ground  that  the  omis- 
sion to  deny  them  ought  to  have  been  regarded  by  the  plaintiff  as 
inadvertent.     Goodyear  Denial  Vulcanite  Co,  \»  White.  437 

See  Bill  of  Review,  i  ;  Costs,  1,2;  Disclaimer,  i  ;  Estoppfl, 

1,  3,  4 ;  Injunction,  6  ;  Joinder  of  Causes  of  Action,  i, 
2  ;  Master,  i  ;  Master's  Report,  i  ;  Parties,  i,  2,  3.  4  ; 
Pleading,  2 ;  Profits  and  Damages,  23 ;  Rehearing,  i, 

2,  3 ;  Replicatiqn,  i,  2,  3 ;  Res  Adjudicata,  5. 

PRESUMPTION. 

I.  Where  a  reissue  is  granted  to  an  assignee,  it  is  to  be  taken  that  he 
had  title  to  the  patent,  unless  the  contrary  is  made  to  appear. 
American  Diamond  Rock  Boring  Co,  v.  Sheldon,  551 

See  Acquiescence,  i. 

PRIOR  INVENTION. 

See  Burden  of  Proof,  i  ;  Evidence,  i. 

PRIOR    KNOWLEDGE. 

See  Burden  of  Proof,  x. 
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PRIOR    PATENTS. 

I  A  description  in  a  prior  patent,  to  invalidate  a  subsequent  patent, 
must  show  how  the  article  can  be  certainly  made,  and  its  making 
must  be  the  result  of  directions  in  the  description,  and  not  of  acci- 
dent.    Atlantic  Giant  Powder  Co.  "v,  Hand.  263 

2.  A  description  in  a  prior  patent,  to  invalidate  a  subsequent  patent, 
must  be  such  as  to  show  that  the  article  described  in  the  subse- 
quent  patent  can  be  certainly  arrived  at  by  following  the  prior 
description.     Atlantic  Giant  Powder  Co,  v.  Parker.-  292 

PRIOR    PUBLICATIONS. 

I.  What  degree  of  clearness  and  certainty  of  description  is  required 
in  a  prior  publication,  in  order  to  defeat  a  patent.  Colgate  v.  Gold 
and  Stack  Telegraph  Co.  415 

PRIOR  USE, 

See  Burden  of  Proof,  i. 

PRIVITY. 

See  Injunction,  5,  9. 

PROCESS. 

See  New  Matter,  i  ;  Particular  Patents,  48 ;  Reissue,  2. 

PROFITS   AND    DAMAGES. 

1.  In  a  suit  in  equity  for  the  infringement  of  a  patent,  the  complain- 
ants may  recover  the  full  amount  of  profits  made  by  the  defendant 
by  the  use  of  the  patented  invention,  without  being  limited  to  the 
license  fee  or  royalty  established  for  such  use.  Knox  v.  Great 
Western  Quicksilver  Mining  Co.  25 

2.  Although  an  established  royalty  maybe  the  measure  of  damages, 
it  constitutes  no  element  affecting  the  profits  derived  by  the  defend- 
ant from  the  use  of  the  invention,  unless  it  is  paid,  in  which  case 
there  is  no  occasion  for  an  accounting.    Id.  25 

3.  In  estimating  profits,  it  is  not  the  profits  of  the  business,  as  a 
business,  that  is  to  be  considered,  but  the  value  of  the  advantages 
derived  by  the  infringer  from  the  use  of  the  invention  over  what 
he  would  have  derived  from  the  use  of  other  machines,  then  known 
and  open  to  the  public.    Jd.  25 


688  INDEX, 

Profits  and  Damages. 


4.  An  accounting  should  extend  down  to  the  time  of  taking  the  ac- 
count, and  should  cover  all  infringing  machines  constructed  and 
used  by  the  defendant,  after  the  commencement  of  the  suit,  as 
well  as  those  which  were  previously  constructed  or  used  by  him. 

Id.  25 

5.  A  comparison  of  the  patented  machine  with  others,  for  the  pur- 
pose of  determining  its  advantages  over  them,  in  estimating 
profits,  can  only  be  made  with  machines  both  known  and  open  to 
public  use  at  the  time  of  the  infringement,  and  not  with  machines 
subsequently  invented  or  constructed.     Id.  25 

6.  The  principle  stated,  upon  which  gains  and  profits  are  recovered 
from  an  infringer,  in  a  suit  in  equity.  Steam  Stone  Cutter  Co.  v. 
Windsor  Affg.  Co,  4^ 

7.  Where  infringing  machines  have  been  made  and  sold  for  profit  by 
the  infringer,  the  plaintiff  is  entitled  to  whatever  of  that  profit 
arose  from  appropriating  the  patented  inventions  by  making  and 
selling  those  machines,  although  other  infringing  machines  were 
disposed  of  by  the  infringer  without  profit, or  are  still  on  hand  and 
cannot  be  disposed  of,  involving  loss  to  the  infringer.    Id.  441 

8.  Tlie  infringer  being  a  corporation,  salaries  paid  to  stockholders 
in  it  employed  in  making  those  machines,  such  salaries  having 
been  paid  in  good  faith,  for  services  actually  rendered,  and  not 
as  a  mode  of  dividing  profits,  or  for  the  purpose  of  concealing 
profits,  are  to  be  allowed  as  part  of  the  cost  of  those  machines.    Id.  441 

9.  The  value  of  the  use  of  real  and  personal  estate  belonging  to  the 
infringer,  such  as  shops,  fixtures  and  machiner}*, including  repairs, 
employed  in  making  the  machines  made  and  sold  for  profit,  is  to 

be  allowed  as  part  of  their  cost.     Id.  441 

10.  The  amount  paid  for  insurance  on  such  property,  the  insurance 
being  for  the  safety  of  the  property,  generally,  and  not  for  the 
benefit  of  the  manufacture  of  those  machines,  is  not  to  be  allowed  as 
part  of  their  cost ;  nor  is  the  amount  paid  for  local  taxes  on  such 
property.     Id,  441 

11.  Where  (750  of  the  price  at  which  each  of  those  machines  was  sold 
was  due  to  a  patented  improvement  of  the  infringer,  called  a  bow- 
spring,  attached  to  and  sold  with  the  machine,  no  part  of  the  $750 
is  to  be  allowed  to  the  plaintiff,  and  no  part  of  the  cost  of  making 
the  bow-spring  is  to  be  allowed  to  the  infringer.     Id.  441 

12.  The  infringer  had  incurred  liabilities  on  guaranties  and  warranty 
of  title,  as  to  those  machines,  but  nothing  is  to  be  deducted  on 
that  account  from  the  avails  of  their  sales,  because  those  liabilities 
will  be  extinguished  by  satisfying  the  plaintiff's  recover)'  as  to 
those  machines.    Id.  441 
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13.  Where  a  portion  of  the  prices  at  which  those  machines  were  sold 
was  due  to  an  arrangement  of  the  boiler  in  the  machine,  different 
from  the  plaintiff's,  but  the  defendant  had  no  monopoly  of  such 
arrangement,  such  portion  of  the  price  being  allowed  to  the  plain- 
tiff, the  cost  of  the  workmanship  is  to  be  allowed  to  the  infringer. 

Id.  441 

14.  Where,,  upon  an  accounting,  the  plaintiff  had  given  evidence 
before  the  master,  showing  the  profits  made  by  the  plaintiff  by  the 
sale  of  articles  containing  his  patented  features,  and  showing  also 
the  profits  made  by  the  sale  of  similar  articles  not  containing  the 
patented  features  :  Held^  that  such  evidence  would  be  proper  only 
in  a  case  where  the  entire  value  of  the  whole  machine,  as  a  mar- 
ketable article,  is  properly  and  legally  attributable  to  such  patented 
features.     Garretson  v.  Clark,  536 

15.  The  rule,  that  the  profits,  which  a  plaintiff,  who  has  made  and 
patented  an  improvement  upon  an  existing  machine  or  manu- 
facture, is  to  recover,  must  be  those  only  which  can  be  proved  to 
to  have  resulted  from  his  particular  improvement  upon  the  exist- 
ing machine  or  manufacture,  and  that  the  burden  of  proof  of  such 
profits  is  upon  him,  stated  and  applied.  Star  Salt  Caster  Co.  s. 
Cross  man,  5^^ 

16.  In  the  case  of  infringing  articles  made  and  sold,  an  established 
royalty  is  the  proper  measure  of  damages,    /i/.  566 

17.  Reduction  of  prices  and  consequent  loss  of  profits,  caused  to 
a  patentee  by  the  competition  of  an  infringer,  is  a  proper  ground 
for  awarding  damages  against  the  infringer.  Sargent  v.  YaU  Lock 
Mfg,  Co.  574 

18.  In  this  case,  on  the  evidence,  it  was  held,  that  the  reduction  of 
prices  by  the  plaintiff  on  safe  locks  containing  his  patented  inven- 
tion, was  directly  and  solely  caused  by  the  defendant's  infringe- 
ment, after  allowing  a  proper  sum  for  any  other  patented  device 
contained  in  ttie  defendant's  locks,  and  for  any  other  causes  which 
gave  to  the  defendant  an  advantage  in  selling  his  locks.     Id.  574 

19.  The  plaintiff,  as  owner  of  the  patent,  was  held  to  be  entitled  to 
recover  the  damages,  although  he  might  be  accountable  to  a  co- 
partner for  a  part  of  them,  as  the  copartner  could  not  sue  for 
them.    Id.  574 

20.  The  interlocutory  decree  in  a  suit  in  equity  for  the  infringement 
of  a  patent,  referred  it  to  a  master  to  take  an  account  of  the  plain- 
tiff's damages  and  of  the  defendant's  profits.  The  master  reported 
that  there  were  no  damages  and  no  profits,  but  that  the  plaintiff 
was  entitled  to  a  compensation  for  the  use  of  his  patent  by  the 
defendant.  It  appeared  that  the  use  of  the  patent  restored  the 
salable  character  of  the  article  the  defendant  made,  and  thus  saved 

VOL.  IV — 44 
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the  defendant  from  loss  :  IfgM,  that  the  money  value  of  such  ad- 
vantage could  be  recovered,  as  compensation.  Sargent  v.  YaU 
Lock  Mfg,  Co,  579 

21.  Opinions  and  estimates  as  to  such  value  are  not  competent  evi- 
dence.   Id,  579 

22.  The  amount  paid  by  the  defendant  for  a  license  to  use  another 
patented  invention,  which  he  used  after  he  ceased  to  infringe  the 
plaintifiTs  patent,  and  in  substitution  for  the  plaintiffs  device, was 
held  to  be  the  proper  measure  of  the  value  of  the  invention  to  the 
defendant.     Id,  579 

23.  In  this  case,  the  report  of  the  master  as  to  the  amount  of  damages 
sustained  by  the  plaintifT,  by  the  infringement  of  his  patent,  was 
set  aside,  on  the  ground  that  what  he  had  reported  as  an  estab- 
lished license  fee  was  not  shown  to  have  been  such.  Green/eaf  v, 
Yale  Lock  Mfg,  Co,  583 

See  Discovery,  i  ;  Injunction,  5  ;  Interest,  i  ;  Master,  i  ; 
Trustee  de  son  Tort,  i. 

PUBLIC   USE. 

I.  The  question  of  *' public  use,' discussed.    Manning  m.  Cape  Ann 
Isinglass  and  Glue  Co,  612 

See  Abandonment,  2  ;  Particular  Patents,  78. 

RECEIVER. 
See  Assignment,  i. 

RECORDING    ASSIGNMENT. 

See  Assignment,  2. 

RECORDING  LICENSES. 

I.  Three  instruments  relating  to  rights  under  letters  patent,  and 
none  of  them  purporting  to  grant  anything  more  than  a  license, 
were  executed  between  the  same  parties  contemporaneously  and 
as  pans  of  the  same  transaction.  One  of  them  was  recorded  in 
the  Patent  Office,  and  the  other  two  were  not.  A  person  having 
purchased  the  right  covered  by  the  recorded  instrument,  ^^ffa/</f, 
and  without  notice  of  the  unrecorded  instruments:  Held, 

(I.)  That  the  recorded  instrument  was  one  not  required  by  g  11  of 
the  Act  of  JuJy  4U1,  1836,  5  U,  S.  Stat,  at  Large,  121,  10  be  re- 
corded 4 
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(2.)  That  the  unrecorded  instruments  were  not  required  by  that 
statute  to  be  recorded  ; 

(3.)  That  the  instruments  were  all  of  them  valid  as  against  such 
purchaser,  without  being  recorded  ; 

(4.)  That  such  purchaser  acquired  no  greater  rights  than  were 
conveyed  by  all  three  of  the  instruments,  construed  together. 
Hamilton  v.  Kingsbury,  615 

REHEARING. 

1.  A  motion  for  a  rehearing,  in  a  suit  for  the  infringement  of  a  pat- 
ent, cannot  be  made  after  the  term  at  which  the  final  decree  was 
entered.     Barker  ^v.  Stave,  485 

2.  The  necessary  averments  of  the  affidavits,  in  support  of  a  motion 

for  a  rehearing,  discussed.     Id,  4S3 

3.  The  proper  practice,  in  a  case  where  the  complainant  is  surprised 
by  testimony  of  which  no  notice  has  been  given  in  the  answer, 
explained.     Jd,  4S5 

REISSUE. 

1.  In  determining  whether  a  reissue  is  for  a  different  invention  from 
the  original  patent,  the  two  must  be  compared,  to  see  if  the  inven- 
tion patented  in  the  reissue  is  in  any  manner  described  in  any 
part  of  the  original,  and  whether  it  might  have  been  patented 
there.     American  Diamond  Rock  Boring  Co,  \,  Sheldon,  55  T 

2.  Where  an  original  patent  describes  a  new  article  made  by  a  new 
process,  the  reissue  may  be  in  two  parts,  one  for  the  process,  and 
one  for  the  article  of  manufacture.     Tucker  v,  Burditt,  569 

See  Assignment,  3 ;  Commissioner,  i  ;  Disclaimer,  2,  3,  4  ; 
New  Matter.  1,2;  Particular  Patents,  21,  22,  68,  83  ; 
Presumption,  i  ;  Res  Adjudicata,  i. 

REJECTED     APPLICATION. 

See  Particular  Patents,  96,  97,  98. 

REPLICATION. 

I.  Wbere  a  defendant  in  a  suit  inequity  puts  in  proofs  to  sustain  the 
allegations  of  his  answer,  and  allows  the  plaintiff  to  put  in  proofs 
in  rebuttal,  and  proofs  in  contradiction  of  the  allegations  of  the 
answer,  without  entering  any  objection  on  the  record  that  there 
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was  no  replication  to  the  answer,  he  is  estopped  from  raising  such 
objection  at  the  hearing.     Fischer  v,  Wilson,  22S 

2.  The  court  has  power,  at  all  times  and  in  all  cases,  and  upon  such 
terms  as  may  be  directed,  to  allow  a  replication  to  be  filed  nunc 
pro  tunc^  when  the  defendant  has  lost  nothing  by  the  delay,  or 
when  a  reasonable  excuse  is  given  for  the  neglect  to  file  it  within 
the  prescribed  time.     Robinson  v.  Randolph.  317 

3.  Where  negotiations  for  a  settlement  were  pending  after  the  filing 
of  the  answer,  and  complainant,  for  that  reason,  neglected  to  file 
a  replication,  and  the  defendant  had  not  suffered  by  the  delay  : 
Heldy  that  a  replication  might  be  filed  nunc  pro  tunc — the  defend- 
ant being  given  leave  to  apply  to  the  court  on  the  first  day  of  the 
next  term,  for  a  dissolution  of  an  existing  preliminary  injunction, 
if  the  case  was  not  then  on  the  calendar  for  final  hearing,  from  any 
neglect  of  the  complainant.    //.  317 


RES  ADJUDICATA. 

1.  Where,  in  a  suit  upon  the  original  patent,  the  court  fully  examined 
the  description  of  the  invention  and  deiermined  that  no  infringe- 
ment had  been  committed,  basing  its  decision  upon  what  was  con- 
tained in  the  specification,  without  in  any  way  limiting  the  scope 
of  the  language  there  used  by  the  language  of  the  claims,  and  the 
patent  was  afterwards  surrendered  and  reissued  and  another  suit 
brought  between  the  same  parties  for  alleged  infringement  by  the 
use  of  the  same  device  which  had  been  adjudged  to  be  no  infringe- 
ment of  the  original  patent :  Held,  that  if  the  reissued  patent  be  ■ 
for  the  same  invention  as  tliat  described  in  the  original  patent,  the 
fotmer  decision  is  conclusive  on  the  question  of  infringement ; 
while,  if  the  reissued  patent  be  for  a  different  invention  from 
that  de(cribed  in  the  original,  the  reissue  is  void.  Cammeyery, 
Newton,  159 

2.  The  considerations  stated  which  apply  to  a  case  where,  after  a  pat- 
ent has  been  sustained  on  final  hearing, a  newdefendant,  in  a  new 
suit,  seeks  to  attaclc  the  patent  for  want  of  novelty.  Colgate  v. 
Cold  and  Stock  Telegraph  Co,  415 

3.  A  decree  sustaining  the  validity  of  a  patent,  entered  upon  an 
agreement  between  the  parties,  and  vacating  a  decree  in  which 
the  Court  had  previously  declared  the  patent  void,  should  have 
very  little  weight  in  any  Court,  when  produced  as  an  adjudication 
in  favor  of  the  validity  of  the  patent  upon  a  motion  for  a  prelimi- 
nary  injunction.     Spring  v.  Domestic  Sewing  Machine  Co,  427 

4.  The  validity  of  a  patent  which  has  been  once  upheld  by  the  court 
must  be  taken  for  granted,  on  a  motion  for  a  preliminary  injunc- 
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tion  in  another  suit  for  the  infringement  of  the  same  patent,  unless 
some  new  evidence,  not  accessible  before,  or  some  other  reason 
for  doubting  the  soundness  of  the  result  reached  in  the  former 
case,  is  brought  forward.     BlaisdeUv.  Dows.  499 

5.  A  suit  which  is  dismissed  for  want  of  prosecution  is  no  bar  to  a 
subsequent  suit  for  the  same  cause  of  action.  American  Diamond 
Rock  Boring  Co.  v.  Sheldon,  551 

See  Estoppel,  i  ;  Injunction,   i,  3,  7 ;  Violation  of   In- 
junction, I. 

RESULTS. 

I.  Where  an  invention  involves  a  new  result,  first  thought  of  by  the 
patentee,  the  fact  that  the  mechanical  changes  maac  are  not  diffi- 
cult, |B  often  unimportant.     Siewatt  ^.  Mahom^.  84 

See  Anticipation,  2  ;  Formal  Change,  i  ;  Particular  Pat- 
ents, 103,  III  ;  Patentability,  3. 

ROYALTY. 

See  Profits  and  Damages. 

SCOPE   OF   PATENT. 

:.  The  patentee's  exclusive  right  isenforcible  only  within  the  limits  of 
his  own  definition  of  his  invention.  What  he  has  not  distinctly 
claimed,  much  more  what  he  has  not  claimed  at  all,  cannot  be  in- 
jected into  his  claims,  even  to  save  the  patent.     Com^  v.  Johnson,  501 

See  Anticipation,  i. 

SERVICE  OF  PROCESS. 

See  Jurisdiction,  2. 

SPECIFICATION. 

I.  It  is  not  essential  that  the  patentee  should  be  able  to  state  the 
scientific  reasons  for  the  operation  of  the  process,  or  the  produc- 
tion of  the  result,  which  he  patents.  It  is  sufficient,  if  his  descrip- 
tion will  enable  one  skilled  in  the  business  to  practice  the  process 
or  accomplish  the  result.     Si.  Louis  Stamping  Co,  v.  Quinby,  192 

See  Disclaimer,  3 ;  Particular  Patents,  107 ;  Prior  Pat- 
ent, I,  2 ;  Scope  of  Patent,  i. 
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STATE    OF   THE   ART. 

See  Patentability,  i,  2. 

STATE  STATUTES. 

See  Jurisdiction,  2 ;  Limitation,  3,  5. 

STATUTE   OF   LIMITATIONS. 

See  Laches,  4. 

STATUTES  ^OF  THE   U.    S.   CITED. 

17S9,  September  24th.  Sec.  11  (i  U.S.  Stat,  at  Large,  79).  Juris- 
diction. 185 

1739,  September  24th.  Sec.  34(1  U.  S.  Stat,  at  Large,  92).  Limita- 
tion.    State  Law.  240 

1836,  July  4th.  Sec.  6  (5  U.  S.  Stat,  at  Large,  119).  Depositing  spec- 
imen of  ingredients  in  Patent  Office.  2i3 

1836,  July  4th.  Sec.  7  (5  U.  S.  Stat,  at  Large,  119).  Appeal  from 
Commissioner's  decision.  57,  60 

1S36,  July  4th.    Sec.  11  (5  U.  S.  Stat,  at  Large,  121).   Assignee,  etc.  114 
Recording  assignments.  261,  622 

Assignment  of  patent.  210,  212 

1836,  July  4th.  Sec.  14(5  U.  S.  Stat,  at  Large,  123).  Who  may 
sue  for  damages.  210,  212 

Assignee,  etc.  114,  261 

1836,  July  4th.     Sec.  15  (5  U.  S.  Stat,  at  Large,  123).    Public  use.       463 

1836,  July  4th.     Sec.  17(5  U.  S.  Stat,  at  Large,  124).    Jurisdic- 
tion of  Circuit  Courts.  210,  212 
Jurisdiction  in  equity.                                                                258,  261 

1836,  July  4th.  Sec.  iS  (5  U.  S.  Stat,  at  Large,  124).  Extension  of 
patent.  3^7 

1839,  March  3d.  Sec.  7  (5  U.  S.  Stat,  at  Large,  354).  Public 
use.  463 

1839,  March  3d.     Sec.   11  '(5  U.  S.  Stat,  at  Large,  354).     Appeal 

from  Commissioner's  decision.  57>  58 

1852,  August  30th.  Sec.  I  (10  U.  S.  Stat,  at  Large,  75).  Appeal 
from  Commissioner's  decision.  57,  61 

1S61,  March  2d.  Sec.  12  (12  U.  S.  Stat,  at  Large,  248).  Appli- 
cation— Abandonment.  102 
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1866,  May  5th  (14  U.  S.  Stat,  at  Large,  i|4).     Special  Act.  Interna- 
tional Ocean  Telegraph  Co.  610 

1870,  July  8th.    Sec.  24  (16  U.  S.  Stat,  at  Large,  201).    Abandon, 
ment.  102 

1870,  July  8ih.     Sec.  25  (16  U.  S.  Siat.  at  Large,  201).    Term  of 
patent.  377 

1870,  July  8th.    Sec.  35  (x6  U.  S.  Stat,  at  Large,  202).      Renewed 
application.  102 

1870,  July  8ih.     Sec.   36  (16  U.  S.  Siat.  at  Large,  203).     Assign- 
ment of  patent.  212,  261 

1870,  July  8th.     Sec.  ^3  (16  U.  S.  Stat,  at  Large,  205).     Reissue.  477 

1870,  July  8th.      Sec.  55  (16  U.  S.  Stat,  at  Large,  206).      Who  may 
sue  for  infringement.  212 

Limitation  of  patent  suits.  240,  241,  258,  429,  430 

Damages.  446. 

1870,  July  8th.    Sec.  59  (16  U.  S.   Stat,  at  Large,   207).      Who  may 
sue  for  damages.  212- 

Limitation.  241 

1870,  July  8ih.     Sec.  60(16  U.  S.  Stat,  at  Large,  207).    Disclaimer.  517 

1870,  July  8th.     Sec.  61  (16  U.  S.  Stat,  at  Large,  208).      Abandon- 
ment. .  102 

1870,  July  8th.      Sec.  66  (16  U.  S.  Stat,  at  Large,  209).      Term  of 
patent.  241 

1870,  July  15th.    (16  U.  S.  Stat,  at  Large,  657).     Special  act  author- 
izing application  for  extension.  392 

1874..    U.  S.  Revised  Statutes,  Sec.  629.    Who  may  sue  for  in- 
fringement. 212 
Limitation.  258 

1874.     U.  S.  Revised  Statutes,  Sec.  711.     Jurisdiction  of  Circuit 
Courts.  212,  261 

Limitation.  25S 

1874.     U.  S.  Revised  Statutes,  Sec.  721.  Who  may  sue  for  infringe- 
ment. 212 
Limitation.  240,  241 
State  law.  430 

1874.     U.  S.  Revised  Statutes,  Sec.  4886.    Grant  of  patent.  495 

1874.     U.  S.  Revised  Statutes,  Sec.  4887.     Term  of  patent.        367,  377 

1874.     U.  S.  Revised  Statutes,   Sec.  4893.      Assignment  of  patent. 

212,  261 

1874.     U.  S.  Revised   Statutes,  Sec.  4901.    Falsely  marking  pat- 
ented article.  637 

1874.     U.  S.  Revised  Statutes,  Sec.  4916.     Reissue.  477 
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Supplemental  Bill-*Terixi  of  Payment. 


1S74.     U.  S.  Revised  Statutes,  Sec.  4917.     Disclaimer.        480,432,  517 

1874.     U.  S.  Revised  Statutes,  Sec.  4919.     Who  may  sue  for  dam- 
ages.  212 

Limitation.  241 

1874.     U.    S.    Revised  Statutes,   Sec.  4920,   sub>sec.   i.      Decep- 
tive specification.  484 

1S74.     U.  S.  Revised  Statutes,  Sec.  4920.     Answer — Prior  uses.       103 

1874.     U.   S.   Revised  Statutes,  Sec.  4921.     Who  may  sue  for  in- 
fringement. 212,  241 
Limitation.  358, 430 
Injunction.  598 

1874.     U.  S.  Rerised  Statutes,  Sec.  4922.    Costs.  85 

Disclaimer.  481,  517 

1I74.  U.  S.  Revised  Statutes,  Sec.  4927.     Term  of  patent.  241 

1874.  U.  S.  Revised  Statutes,  Sec.  5046.  Assif^nee  in  Bankruptcy.    3S6 

1874.  U.  S.  Revised  Statutes,  Sec.  5057.     Limitation.  3S6 

1S74.  U.  S.  Revised  Statutes,  Sec.  5596.     Repealing  clause.    240,  429 

1874.  U.  S.  Revised  Statutes,  Sec.  5599.     Saving  clause.  431 

1874.  U.  S.  Revfsed  Statutes,  Sec.  5929.     Design  patent.  no 

1875,  March  3d.    Sec.  i  (18  U.  S.  Stat,  at  Large,  470).     Jurisdic- 
tion. 185 

SUPPLEMENTAL     BILL. 

See  Bill  of  Review,  2. 

TERM     OF     PATENT. 

I*  Under  §  4,887  of  the  Revised  Statutes,  which  provides,  that  "every 
patent  granted  for  an  invention  which  has  been  previously  pat- 
ented in  a  foreign  country  shall  be  so  limited  as  to  expire  at  the 
same  time  with  the  foreign  patent,  or,  if  there  be  more  than  one, 
at  the  same  time  with  the  one  having  the  shortest  term,'*  a  patent 
granted  by  the  United  States,  October  2oih,  1874,  for  seventeen  years 
from  that  day,  was  held  to  have  expired  on  the  isih  of  May,  1878, 
because  a  patent  was  granted  in  Canada,  under  the  authority  of  the 
-  patentee,  for  the  same  invention,  on  the  xsthofMay,  1873,  for 
.five  years  from  that  day,  although,  in  March,  1878,  the  Canada  pat- 
tent  was  extended  for  five  years  from  the  15th  of  May.  1878,  and, 
also,  for  five  years  from  the  15th  of  May,  18S3.    A*eissnerv.  Sharp.  366 

See  Burden  of  Proof,  2  ;  Foreign  Patent,  2. 


INDEX.  697 


Title — Violation  of  Injunction. 


TITLE. 

See  Assignment,  i,  2,  4,  5  ;  Extension,  i  ;   Parties,  4  ;   Re- 
cording Licenses,  i. 

TRUSTEE. 

See  Trustee  de  son  Tort  ;  Assignment,  5  ;  Parties,  2. 

TRUSTEE    DE    SON    TORT. 

1.  Where  the  patent  sued  upon  is  the  property  of  the; complainant  in 
his  own  right,  and  does  not  possess  the  character  of  fiduciary 
property,  an  infringer  of  the  patent  is  not  a  trustee  t/^  son  tort,  and 
(he  court  cannot  upon  that  ground  entertain  equitable  jurisdiction 

of  the  bill.   SayUsy.  Richmond.,  Fredericksburg  and  Potomac  R.  R.  Co.  239 

2.  The  cases  in  the  circuit  courts  bearing  upon  the  question  of  the 
trusteeship  of  an  infringer,  eximintd  and  cited.     Id.  239 

UNITED    STATES. 

I.  Although  the  defendant  used  the  invention  as  an  ofHcer  of  the 
Government,  in  the  performance  of  his  duties,  fur  the  benefit  of 
the  Government,  he  is  liable  as  an  inf linger.     Campbell  v.  James.    456 

USE. 

See  Infringement,  3  ;  License,  4. 

UTILITY. 

See  Evidence,  i  ;  Infringement,  2;  Invention,  2 ;  Particu- 
lar Patents,  10 i  ;  Patentability,  6. 

VIOLATION    OF    INJUNCTION. 

1.  On  a  motion  for  an  attachment  for  contempt  for  violating  an  in- 
junction issued  to  restrain  the  infringement  of  a  patent,  after  a 
construction  has  been  given  to  the  patent  by  the  court;  no  testi- 
mony is  proper  to  vary  such  construction.     Burdett  v.  Estey,  •  141 

2.  It  is  a  matter  of  discretion,  whether  the  court,  on  such  a  motion, 
will  reqfuire  expert  testimony  on  the  question  of  infringement,  or 
will  examine  the  alleged  infiinging  article  for  itself.     Id.  141 
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Waiver, 

3.  The  defendant  company  had  been  enjoined  against  using  the  in- 
vention owned  by  the  complainant,  except  (he  particular  wires  or 
cables  then  In  use  by  it,  and  against  **  conferring  upon  any  other 
person,  persons  or  corporation,  either  in  whole  or  in  part,  or 
alone,  or  in  conjunction,  or  in  connection  with  the  defendant,  any 
use  of,  or  right  to  use  any  such  wires  or  cables/'  Under  an 
agreement  made  before  the  service  of  the  injunction,  the  defend- 
ant company,  after  such  service,  furnished  a  wire  containing  the 
patented  invention,  such  wire  having  been  in  use  by  the  defend- 
ant long  before,  and  at  the  time  of  the  injunction  :  Held^  that, 
upon  these  facts,  the  defendant  was  guilty  of  a  violation  of  the  in- 
junction, and  an  attachment  was  granted  against  the  defendant, 
and  its  president.     Colgate  v.  Gold  and  Stock  Telegraph  Co.  559 

4.  The  defendant  company,  having  been  restrained  by  injunction 
from  using  the  plaintifTs  patented  invention,  except  the  identical 
wires  or  cables  then  in  use  by  it,  and  also  "from  selling,  trans- 
ferring, lending,  leasing  or  parting  with  in  any  manner,  any  wires 
or  cables  embodying  said  invention,  or  conferring  upon  any  other 
person,  persons  or  corporation,  either  in  whole  or  in  part,  or 
alone,  or  in  conjunction,  or  in  connection  with  the  defendant,  any 
use  of,  or  right  to  use  any  such  wires  or  cables,*'  and  having,  sub- 
sequent to  the  service  of  the  injunction,  entered  into  an  agreement 
giving  to  a  railroad  company  the  use  of  cables  embodying  the  pat- 
ented invention  :  HeU^  that  the  same  amounted  to  a  violation  of 
the  injunction.     Colgate  v.  Western  Union  Telegraph  Co,  562 

See  Estoppel,  3, 

WAIVER. 
See  Repucation,  x. 
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